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WITHIN  THE  SECOND  CIECUIT. 


ElCHABD  A.   TlLOHHAK 

EoLAND  6.  Mitchell.    In  Equity. 

By  the  use,  for  decomposing  fatly  bodies  into  fat  acids  and  glycerine,  of  the  ap* 
paratns  described  in  letters  patent  of  the  United  States  granted  to  Robert 
Alfred  Wright  and  Louis  Jnles  Fonch^,  January  25th,  1869,  for  "improve- 
ments in  process  for  decomposing  fats,"  such  fatty  bodies  are  so  decomposed 
by  the  action  of  water  at  a  high  temperature  and  pressure,  and  the  process  is^ 
used  which  is  described  and  claimed  in  letters  patent  of  the  United  States 
granted  to  Richard  A.  Tilghman,  October  3d,  1864,  for  14  years  from  January 
9th,  1854,  for  an  *' improvement  in  processes  for  purifying  fatty  bodies/' 

The  fact,  that,  in  using  the  Wright  and  Fouchd  apparatus,  a  lower  temperature 
is  employed  than  that  dengnated  in  the  Tilghman  patent,  and  the  fact  that 
more  time  is  employed  for  the  operation,  and  the  fact  that  a  continued  agito- 
tioo  or  circulation  of  the  fat,  water,  and  steam,  is  kept  up,  make  no  difference 
in  the  conclusion. 

The  defendant  having  employed,  before  he  adopted  the  Tilghman  process,  apro* 
cess  in  which  he  used  Ume  and  sulphuric  acid,  and  it  being  shown  that,  as  a 
reanlt  of  the  use  of  the  Tilghman  process,  he  dispensed  with  the  use  of  lime 
and  sulphuric  acid,  and  saved  a  quantity  of  fat  which  was  lost  by  the  use  of 
the  prior  process,  and  obtained  an  increased  profit  from  the  glycarine  pro* 
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daced :  Held,  that  the  plaintiff  waa  entitled  to  recover,  as  profits,  on  an  ac- 
counting, under  a  decree,  in  a  suit  in  equity,  such  saying  of  lime,  sulphuric 
acid  and  fiit,  and  such  increased  profit  in  respect  of  glycerine. 

(Before  Blatchford,  J.,  Soulhern  District  of  New  York,  August  26th,  1871.) 

Blatghfobd,  J.  This  case  comes  up  on  exceptians  taken 
by  the  plaintiff  to  the  report  of  the  master,  filed  February 
7th,  1870.  On  the  Ist  of  December,  1864,  an  interlocutory 
decree  was  made  in  the  cause,  on  final  hearing,  by  which  it 
was  referred  to  the  master  to  state  and  report  to  the  Court  an 
account  of  the  gains  and  profits  which  the  defendant  had  re- 
ceived, or  which  had  arisen  or  accrued  to  him,  from  infringing 
the  exclusive  rights  of  the  plaintiff  by  the  manufacture,  use, 
and  sale  of  the  improvements  patented  in  the  letters  patent 
upon  which  the  suit  was  brought.  The  bill  was  filed  in  1862. 
It  was  founded  on  letters  patent  granted  to  the  plaintiff  Octo- 
ber 3d,  1854,  for  an  "  improvement  in  processes  for  purifying 
fatty  bodies."  The  term  of  the  patent  was  for  14  years  from 
the  9th  of  January,  1854. 

In  his  specification  the  patentee  says :  "  My  invention  con- 
sists of  a  process  for  producing  free  fat  acids  and  solution  of 
glycerine  from  those  fatty  and  oily  bodies  of  animal  and  veg- 
etable origin  which  contain  glycerine  as  their  base.  For  this 
purpose,  I  subject  these  fatty  or  oily  bodies  to  the  action  of 
water  at  a  high  temperature  and  pressure,  so  as  to  cause  the 
elements  of  those  bodies  to  combine  with  water,  and  thereby 
obtain  at  the  same  time  free  fat  acids  and  solution  of  glycer- 
ine. I  mix  the  fatty  body  to  be  operated  upon  with  from  a 
third  to  a  half  of  its  bulk  of  water,  and  the  mixture  may  be 
placed  in  any  convenient  vessel  in  which  it  can  be  heated  to 
the  melting  point  of  lead,  until  the  operation  is  complete. 
The  vessel  must  be  closed,  and  of  great  strength,  so  that  the  re- 
quisite amount  of  pressure  may  be  applied  to  prevent  the 
conversion  of  the  water  into  steam.  The  process  may  be 
performed  more  rapidly,  and  also  continuously,  by  causing  the 
mixture  of  fatty  matter  and  water  to  pass  through  a  tube  or 
continuous  channel,  heated  to  the  temperature  already  men- 
tioned, the  requisite  pressure  for  preventing  the  conversion 
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of  water  into  steam  being  applied  during  the  process ;  and 
this,  I  believe,  is  the  best  mode  of  carrying  my  invention  into 
effect  In  the  drawing  hereunto  annexed  are  shown  figures 
of  an  apparatus  for  performing  this  process  speedily  and  con- 
tinnoosljy  but  which  apparatus  I  do  not  intend  to  claim  as 
any  part  of  my  invention."  He  then  describes  the  construc- 
tion of  the  apparatus  shown  by  the  figures  in  the  drawing. 
The  tat  or  oil,  in  a  fluid  state,  is  placed  in  a  vessel  with  from 
one-third  to  one-haclf  its  bulk  of  warm  water,  a  disc  or  piston, 
in  the  vessel,  perforated  with  numerous  small  holes,  being 
kept  in  rapid  motion,  up  and  down,  in  the  vessel,  to  cause  the 
fat  or  oil  and  water  to  form  an  emulsion  or  intimate  mechan- 
ical mixture.  A  force  pump,  like  those  in  common  use  for 
hydraulic  presses,  then  drives  the  mixture  through  a  long  coil 
of  very  strong  iron  tube,  which,  being  placed  in  a  furnace,  is 
heated  by  a  fire  to  about  the  temperature  of  melting  lead. 
From  the  exit  end  of  the  heating  tubes,  the  mixture,  which 
has  then  become  converted  into  free  fat  acids  and  solution  of 
glycerine,  passes  on,  through  another  coiled  iron  tube,  im- 
mersed in  water,  by  which  it  is  cooled  down  from  its  high 
temperature  to  below  212^  Fahrenheit,  after  which  it  makes 
its  escape  through  an  exit  valve  into  a  receiving  vessel.  The 
specification  says :  '^  The  iron  tubes  1  have  employed  and 
found  to  be  convenient  for  this  puipose,  are  about  one 
inch  external  diameter,  and  about  half  an  inch  internal 
diameter,  being  such  as  are  in  common  use  for  Perkins' 
hot  water  apparatus.  The  ends  of  the  tubes  are  joined 
together  by  welding  to  make  the  requisite  length,  but,  whei'e 
welding  is  not  practicable,  I  employ  the  kind  of  joints  used 
for  Perkins'  hot  water  apparatus,  which  are  now  well  known." 
The  heating  tube  is  coiled  several  times  backwards  and  for- 
wards, BO  as  to  arrange  a  considerable  length  of  tube  in  a 
moderate  space.  The  different  coils  of  the  tube  are  kept 
about  a  quarter  of  an  inch  apart  from  each  other,  and  the  in- 
terval between  them  is  filled  up  solid  with  cast  iron,  which 
also  covers  the  outer  coils  or  rows  of  tubes,  to  the  thickness 
of  one-half  or  three-quarters  of  an  inch.    This  casing  of  metal 
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insures  a  considerable  uniformity  of  temperatnre  in  the  differ- 
ent parts  of  the  coil,  adding,  also,  to  its  strength,  and  protect- 
ing it  from  injury  by  the  fire.  The  exit  valve  is  so  loaded, 
that,  when  the  heating  tubes  are  at  the  desired  working  tem- 
perature, and  the  force  pump  is  not  in  action,  such  valve  will 
not  be  opened  by  the  internal  pressure  produced  by  the  ap- 
plication of  heat  to  the  mixture ;  and,  therefore,  when  the 
force  pump  is  not  in  action,  nothing  escapes  from  the  exit 
valve,  if  the  temperature  be  not  too  high.  But,  when  the 
pump  forces  fresh  mixture  into  one  end  of  the  heating  tubes, 
the^xit  valve  is  thereby  forced  open,  to  allow  an  equal  amount 
of  the  mixture,  which  has  been  operated  upon,  to  escape  out 
of  the  cooling  tubes  at  the  other  end  of  the  apparatus.  The 
specification  adds :  ^'  No  steam  or  air  sh6uld  be  allowed  to  ac- 
cumulate in  the  tubes,  which  should  be  kept  entirely  full  of 
the  mixture.  For  this  purpose,  whenever  it  may  be  required, 
the  speed  of  the  pump  should  be  increased,  so  that  the  cur- 
rent through  the  tubes  may  be  made  sufficiently  rapid  to  carry 
out  with  it  any  air  remaining  in  them.  Although  the  decom- 
position of  the  neutral  fats  by  water  takes  places  with  great 
quickness  at  the  proper  heat,  yet  I  prefer  that  the  pump 
should  be  worked  at  such  a  rate,  in  proportion  to  the  length 
or  capacity  of  the  heating  tubes,  that  the  mixture,  while  flow- 
ing through  them,  should  be  maintained  at  the  desired  tem- 
perature for  ten  minutes  before  it  papses  into  the  refrigerator 
or  cooling  parts  of  the  apparatus.  The  melting  point  of  lead 
has  been  mentioned  as  the  proper  heat  to  be  used  in  this  oper- 
ation, because  it  has  been  found  to  give  good  results.  But 
the  change  of  fatty  matters  into  fat  acid  and  glycerine  takes  place 
with  some  materials  (such  as  palm  oil)  at  or  below  the  melt- 
ing point  of  bismuth.  Yet  the  heat  has  been  carried  consid- 
erably above  the  melting  point  of  lead  without  any  apparent 
injury;  and  the  decomposing  action  of  the  water  becomes 
more  powerful  as  the  heat  is  increased.  By  starting  the  ap- 
paratus at  a  low  heat  and  gradually  increasing  it,  the  temper- 
ature giving  products  most  suitable  to  the  intended  application 
of  the  fatty  body  employed,  can  easily  be  determined.    To 
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indicate  the  temperature  of  the  tubes,"  (the  heating  tubes,)  "  I 
have  found  the  successive  melting  of  metals,  and  other  sub- 
stances of  different  and  known  degrees  of  fusibility,  to  be 
convenient  in  practice.  Several  holes,  half  an  inch  in  diam- 
eter and  two  or  three  inches  deep,  are  bored  into  the  solid 
parts  of  the  castings  surrounding  the  tubes,  each  hole  being 
charged  with  a  different  substance.  The  series  I  have  used 
consist  of  tin,  melting  at  about  440°  F. ;  bismuth,  at  about 
510"*  F. ;  lead,  at  about  610°  F. ;  and  nitrate  of  potash,  at 
about  660°  F.  A  straight  piece  of  iron  wire,  passing  through 
the  side  of  the  ftimace  to  tRe  bottom  of  each  of  the  holes, 
enables  the  workman  to  feel  which  of  the  substances  are 
melted,  and  to  regulate  the  fire  accordingly.  It  is  important, 
for  the  quickness  and  perfection  of  the  decomposition,  that 
the  oil  and  water,  during  their  entire  passage  through  the 
heating  tubes,  should  remain  in  the  same  state  of  intimate 
mixture  in  which  they  enter  them.  I  therefore  prefer  to  place 
the  series  of  heating  tubes  in  a  vertical  position,  so  that  any 
partial  separation  which  may  take  place  while  the  liquids  pass 
up  one  tube,  may  be  counteracted  as  they  pass  down  the. next. 
I  believe  that  it  will  be  found  useful  to  fix,  at  intervals,  in  the 
heating  tubes,  diaphragms  pierced  with  numerous  small  holes, 
so  that  the  liquids,  being  forced  through  these  obstructions 
with  great  velocity,  may  be  thoroughly  mixed  together.  I 
deem  it  prudent  to  test  the  strength  of  the  apparatus  by  a 
pressure  of  ten  thousand  poimds  to  the  square  inch,  before 
taking  it  into  use ;  but  I  believe  that  the  working  pressure 
necessary  in  using  the  heat  I  have  mentioned,  will  not  be 
fonnd  to  exceed  two  thousand  pounds  to  the  square  inch. 
When  it  is  desired  to  diminish  the  contact  of  the  liquids  with 
iron,  the  tubes  or  channels  of  the  apparatus  may  be  lined  with 
copper.  The  hot  mixture  of  fat  acids  and  glycerine  which 
escapes  from  the  exit  valve  of  the  apparatus,  separates  by  sub- 
sidence. The  fat  acids  may  then  be  washed  with  water,  and 
the  solution  of  glycerine  concentrated  and  purified  by  the 
usnal  means.  The  fat  acids  thus  produced  may,  like  those 
obtained  by  other  methods,  be  used  in  the  manufacture  of 
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candles  and  soaps,  and  be  applied  to  various  purposes,  accord- 
ing to  their  quality ;  and,  when  desired,  they  may  also  be  first 
bleached  by  chemical  agents,  or  purified  by  distillation,  in  a 
current  of  steam,  or  in  a  vacuum,  as  is  now  well  understood. 
I  prefer  that  the-  fatty  bodies  should  be  previously  deprived, 
as  far  as  practicable,  of  such  impurities  as  would  cause  the 
discoloration  of  the  fat  acids  produced ;  but,  when  the  &t 
acids  are  to  be  finally  purified  by  distillation,  this  preliminary 
purification  is  of  less  importance.  "When  sulphuric  acid, 
nitrous  fumes,  or  other  corrosive  agent,  shall  have  been  used 
for  purifying,  hardening,  or  otherwise  preparing  the  fatty  body 
to  be  operated  upon,  I  take  care  that  all  traces  of  it  shall  be 
washed  out  or  neutralized,  before  passing  it  through  the  ap- 
paratus. Some  fatty  bodies,  (particularly  when  impure,)  gen- 
erate, during  the  process,  a  portion  of  active  or  other  soluble 
acid,  which  might  tend  to  injure  the  iron  tubes.  In  such 
cases,  I  add  a  corresponding  quantity  of  alkaline  or  basic  mat- 
ter to  the  water  and  oil  before  they  are  pumped  into  the  tubes." 
The  claim  is  in  these  words :  "  Having  now  described  the 
nature  of  my  said  invention,  and  the  manner  of  performing 
the  same,  I  hereby  declare,  that  I  claim  as  of  my  invention, 
the  manufacturing  of  fat  acids  and  glycerine  from  fatty  bodies 
by  the  action  of  water  at  a  high  temperature  and  pressure.'^ 

This  case  was  brought  to  a  hearing  betbre  Mr.  Justice 
Nelson,  who,  in  November,  1864,  delivered  a  written  opinion, 
(2  Fisher^ 8  Patent  Cdses^  518,)  in  which  he  said :  "  It  will  be 
seen,  not  only  from  the  specification,  but  also  from  the  claim, 
that  the  improvement  patented  to  the  complainant  is  the  in- 
vention of  a  process  for  producing  fat  acids  and  glycerine 
from  fatty  or  oily  bodies,  which  process  consists  in  the  action 
of  water  upon  these  bodies  at  a  high  temperature  and  press- 
ure, and  which  may  be  effected  in  any  vessel  adapted  to  such 
use.  There  is  no  claim  for  the  vessel  or  machinery  thus 
used ;  but,  as  it  was  essential  to  the  validity  of  the  process, 
as  an  invention,  to  show  how  it  may  be  adapted  to  practical 
use,  two  modes  are  pointed  out — one,  any  convenient  vessel 
well  known  to  the  art,  and  which  some  of  the  witnesses  called 
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a  digester ;  the  other,  the  coil  apparatus ;  in  either  of  which, 
as  appears  from  the  proofs,  the  process  could  be  carried  into 
practical  effect,  according  to  our  construction  of  the  patent. 
It  was  urged,  on  the  argument,  by  the  learned  counsel  for 
the  defendant,  that,  upon  the  terms  of  the  specification,  the 
vessel  must  be  entirely  filled  with  the  mixture  of  water  and 
fatty  matter,  and  then  be  closed,  and  the  contents  heated  to 
the  point  of  melting  lead,  and  no  steam  be  permitted  to  be 
made  in  the  vessel ;  and  that,  upon  this  hypothesis,  no  vessel 
eould  be  made  of  suflBcient  strength  to  endure  the  pressure. 
But  we  do  not  agree  to  this  construction.  In  the  first  place, 
the  degree  of  heat  was  given  only  as  the  maximum,  and 
under  which  the  process  could  be  most  rapidly  carried  into 
effect.  For,  the  patentee,  speaking  upon  this  part  of  the 
specification,  says,  that  no  fixed  degree  of  heat  can  be  given, 
as  the  different  fatty  or  oily  substances  that  may  be  used  will 
require  different  degrees  ;  and  that,  by  starting  the  vessel  at 
a  low  heat  and  gradually  increasing  it,  the  best  temperature 
may  be  ascertained  for  the  particular  substance  used.  In  the 
next  place,  we  cannot  agree  that  a  fair  construction  of  the 
specification 'tends  to  the  conclusion,  either  that  the  vessel 
was  to  be  entirely  filled,  or  that  no  steam  was  to  be  permitted 
in  it.  No  doubt  it  is  true,  as  urged  for  the  defendant,  if  thus 
filled,  and  the  vessel  clos^,  and  the  contents  heated  to  the 
point  of  melting  lead,  or  under  a  pressure  that  would  prevent 
the  existence  of  steam,  the  process  would  be  utterly  imprac- 
ticable ;  and,  doubtless,  the  patentee  knew  this  would  be  the 
result,  as  well  as  .any  of  the  experts.  It  would  require  but 
the  commonest  knowledge  and  experience  in  the  business  of 
life  to  reach  such  a  conclusion.  This  moderate  degree  oi 
knowledge,  at  least,  should  be  kept  in  view,  in  construing  the 
general  terms  of  the  description.  Besides,  the  patentee  does 
not  direct  that  the  vessel  should  be  entirely  filled.  This  is 
an  inference  of  the  learned  counsel,  from  the  direction  that 
the  vessel  must  be  closed,  and  be  of  great  strength,  so  that 
the  requisite  amount  of  pressure  be  applied  to  prevent  the 
conversion  of  the  water  into  steam.    Now,  all  that  was  in- 
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tended,  as  is  apparent  from  the  context,  by  the  patentee,  was, 
that  the  pressure  should  be  so  great  as  to  prevent  the  body  of 
the  water  in  the  vessel  from  passing  into  steam,  as  the  heated 
water  was  the  element  that  separated  the  fatty  acids  and 
glycerine.  That  there  would  necessarily  be  some  steam, 
must  have  been  obvious  to  the  patentee,  as  well  as  to  any  one 
of  common  observation.  Now,  upon  this  interpretation  of 
the  patent,  and  which  we  think  is  the  sound  one,  we  repeat 
what  we  have  already  said,  that  the  process  could  be,  and  has 
been,  carried  into  successful  operation  by  the  means  pointed 
out  by  the  patentee.  Previous  to  the  date  of  this  invention, 
there  were  but  two  modes  known,  or  in  practical  use,  for  de- 
composing fatty  substances,  and  obtaining  from  them  fatty 
acids  and  glycerine— one  called  the  lime  saponification  pro- 
cess ;  the  other  known  as  the  distillation  process.  It  is  not 
material  to  give  a  particular  description  of  these  modes  of 
separating  the  fatty  acids  and  glycerine.  It  is  sufficient  to 
say,  that  they  were  different  from  the  patentee's  in  the  process 
or  mode  of  producing  the  result,  much  more  expensive  and 
tedious,  and  have  generally  gone  out  of  use,  both  in  this 
country  and  in  England,  since  the  complainant's  improve- 
ment has  become  generally  known  and  practised.  We  have 
looked  through  the  proofs  in  the  case  with  some  care,  and, 
without  going  into  them  in  this  opinion,  are  satisfied  that  the 
complainant  was  the  first  person  wno  discovered  the  chemical 
fact,  that  fatty  or  oily  substances  could  be  decomposed,  and 
the  fatty  acids  and  glycerine  separated,  by  the  action  of  water 
at  a  high  temperature  and  under  pressure.  Then,  as  to  the 
infringement,  it  is  not  material  to  inquire  whether  the  vessel 
or  machinery  used  by  the  defeaidant  if  or  is  not  similar  to 
that  described  in  the  complainant's  patent.  These  constitute 
no  part  of  his  invention.  If  the  defendant,  or  the  persons 
under  whom  he  uses  his  machinery,  have  discovered  new 
means  of  carrying  into  effect  the  complainant's  process,  he  pr 
they  may  be  entitled  to  a  patent  for  that  improvement.  But 
this  would  furnish  no  right  to  the  use  of  the  process.  The 
question  here  is — does  the  defendant,  whatever  may  be  his 
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vessel  or  macbinery,  manufacture  or  produce  fat  acids  and 
glycerine,  from  fatty  bodies,  by  the  action  of  water  at  a  high 
temperature  and  pressure,  according  to  the  process  as  ex- 
plained by  the  plaintiff  ir^  his  specification }  We  are  satisfied 
that  he  does,  and,  hence,  has  infringed  the  patent.  Our  con- 
clusion is,  that  the  complainant  is  entitled  to  a  decree  for  an 
injunction  and  profits." 

.  Voluminous  testimony  was  taken  before  the  master  on  the 
reference  made  to  him  by  the  interlocutory  decree,  and  his 
report  is,  "  that  no  gains  or  profits  have  been  proven  to  have 
been  received  by,  or  to  have  arisen  or  accrued  to,  the  defend- 
ant, from  the  manufacture,  use,  or  sale  of  the  improvements 
patented  in  the  letters  patent  set  forth  and  described  in  the 
order  of  reference."  The  plaintiff  excepts  to  the  report  of 
the  master,  and  alleges,  in  his  exceptions,  that  the  master 
erred  in  not  reporting  the  following  facts  as  proved :  "  1. 
That  defendant  has  made  a  profit  by  the  saving  of  the  quan- 
tity of  lime  and  sulphuric  acid  formerly  used  by  him  in  his 
old  process,  to  produce  the  fat  acids  and  glycerine  which  he 
now  produces  (without  using  lime  or  sulphuric  acid)  by  the 
action  of  water  at  a  high  temperature  and  pressure.  2.  That 
the  quantity  of  lime  and  sulphuric  acid  thus  saved  by  de- 
fendant is  thirteen  and  a  half,  pounds  of  lime  and  twenty- 
seven  pounds  of  sulphuric  ^id  on  each  one  hundred  pounds 
of  fat  decomposed  into  fat  acids  and  glycerine,  by  the  action 
of  water  at  a  high*  temperature  and  pressure.  3.  That  de- 
fendant has  made  a  profit  by  the  saving  of  the  quantity  of  fat 
formerly  lost  and  thrown  away  with  the  refuse  sulphate  of 
lime  produced  in  his  old  process,  but  which  fat  is  no  longer 
lost  since  his  use  of  complainant's  process,  in  which  no  refuse 
sulphate  of  lime  is  produced  or  thrown  away.  4.  That  the 
quantity  of  fat  thus  saved  by  defendant  is  two  pounds  on 
each  one  hundred  pounds  of  fat  decomposed  into  fat  acids 
and  glycerine  by  the  action  of  water  at  a  high  temperature 
and  pressure.  6.  That  the  quantity,  of  fat  decomposed  by 
defendant  into  fat  acids  and  glycerine,  by  the  action  of  water 
at  a  high  temperature  and  pressure,  up  to  the  9th  day  of 
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January,  1868,  amounted  to  eleven  million  five  hundred 
and  two  thousand  eight  hundred  and  ninetj-two  pounds 
(11,502,892  lbs.)  6.  That  the  saving  of  thirteen  and  a  half 
pounds  of  lime,  twenty-seven  pounds  of  sulphuric  acid,  and 
two  pounds  of  fat,  upon  each  one  hundred  pounds  of  fat  de- 
composed, was  made  and  realized  by  defendant  upon  the  said 
eleven  and  a  half  million  pounds  of  fat  decomposed  into  fat 
acids  and  glycerine.  7.  That  the  values  or  market  prices  of 
the  lime,  sulphuric  acid,  and  fat,  at  the  several  dates  when 
saved  by  defendant,  are  those  stated  by  him  in  his  testimony 
herein.  8.  That  defendant  has  made  a  profit  by  the  increased 
strength,  purity,  and  value  of  the  glycerine  obtained  by  his 
use  of  complainant's  process,  as  compared  with  that  obtained 
by  his  former  process.  9.  That  this  increase  of  value  of  the 
glycerine  amounts  to  one-fifth  of  a  cent  on  each  pound  of  fat 
ifrom  which  the  glycerine  was  utilized  and  obtained,  by  the 

*  action  of  water  at  a  high  temperature  and  pressure.  10. 
That  the  quantity  of  fat  from  which  the  glycerine  was  uta- 
ized  and  obtained  by  defendant,  by  the  action  of  water  at  a 
high  temperature  and  pressure,  amounted  to  ten  million  three 
hundred  and  thirty-seven  thousand  one  hundred  and  forty- 

•  seven  pounds,  (10,337,147  lbs.)  11.  That  the  profits  made 
by  defendant,  by  his  use  of  complainant's  process,  amounted 
to  the  principal  sum  of  one  hundred  and  sixty  thousand  six 
hundred  and  ninety-nine  j^  dollars  ($160,699  05,)  being  the 
the  value  of  the  following  articles  saved,  a£  their  market  price 
when  saved,  viz : 

Lime  saved,  1,552,889  lbs.   Value,  $11,243  26 

Sulphuric  acid  saved,   3,105,778    "        «        100,663  51 
Fat  saved,  230,057    "  "        28,118  01 

Profit  on  glycerine  obtained  from  10,337,147 

lbs  of  fat,  I  cent  per  lb.  fat, 20,674  27 

$160,699  05 

together  with  interest  on  said  sums  from  the  dates  when  the 
saving  was  realized,  as  set  forth  in  the  calculation  appended 
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to  the  printed  argnmeTit  Bubmitted  by  the  coansel  for  eom- 
plainant." 

The  plaintiff  contends,  that  the  defendant,  by  manufactur- 
ing fat  acids  and  glycerine  from  fatty  bodies  by  the  action  of 
water  at  a  high  temperature  and  pressure,  according  to  the 
plaintiff's  process,  instead  of  by  the  process  used  by  him  up 
to  the  time  he  adopted  the  plaintiff's  process,  has  saved  the 
quantities  specified,  of  lime,  sulphuric  acid,  Aid  fat,  in  work- 
ing the  specified  quantities  of  fat,  and  has  made  the  specified 
additional  profit  from  the  specified  quantity  of  glycerine ;  that 
such  saving  and  profit  are  due  to  the  use  of  the  plaintiff's 
process ;  and  that  the  defendant  must  account  for  the  same 
as  profits,  under  the  interlocutory  decree.  The  defendant 
contends  that  he  has  made  no  gains  or  profits  by  the  use  of 
the  plaintiff's  invention ;  that  such  invention  is  incapable  of 
practical  use ;  and  that  whatever  saving  the  defendant  has 
made  by  working  the  process  which  he  uses,  is  due  to  some-  - 
thing  other  than  any  invention  of  the  plaintiff's. 

The  defendant  formerly  used,  in  his  manufactory,  what 
WHS  known  as  the  lime  saponification  process.  Twenty-five 
pounds  of  water  and  one  hundred  pounds  of  fat  were  put 
into  a  vat.  From  nine  to  fourteen  pounds  of  lime  were* 
slacked  in  another  vat  with  sixty-six  pounds  of  water,  and  the 
product  was  then  gradually  poured  into  the  fat  and  water, 
which  were  boiling,  and  the  whole  was  kept  boiling  for  about 
eight  hours.  It  was  then  allowed  to  stand  and  cool,  and  the 
water  was  drawn  off,  carrying  in  it  the  glycerine. '  The  resi- 
due, called  lime  soap,  was  then  decomposed  by  sulphuric  acid, 
and  produced  free  fat  acids.  The  defendant,  since  abandon- 
ing this  old  process,  has  worked  under  and  according  to 
letters  patent  of  the  United  States,  granted  to  Robert  Alfred 
Wright  and  Louis  Jules  Fouch6,  January  25th,  1859,  for 
"  improvements  in  process  for  decomposing  fats."  All  the 
fat  he  has  treated  has  been  treated  according  to  the  process, 
and  by  the  apparatus,  described  in  that  patent.  The  specifi- 
cation of  that  patent  states,  that  the  apparatus  which  it  de- 
scribes is  chiefly  intended  for  the    decomposition  of  fatty 
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Bubstances  into  fatty  acids  and  glycerine.  A  detailed  de- 
scription of  the  apparatus  and  of  its  action  is  given.  There  are 
two  boilers.  The  lower  boiler,  or  first  boiler,  is  completely 
filled  with  water.  The  npper  boiler,  or  second  boiler,  is  filled 
with  water  up  to  one-third  of  its  height,  and  then  filled  up 
to  a  certain  point  with  the  fatty  bodies  to  be  decomposed. 
The  first  boiler,  which  is  strong  enough  to  resist  a  pressure 
of  from  ten  to*  twenty  atmospheres,  is  gradually  heated  till 
the  proper  pressure,  according  to  the  nature  of  the  fatty 
matter,  is  attained.  The  superheated  water  in  the  first  boiler 
ascends  through  a  tube,  which  runs  from  the  top  of  the  first 
boiler  into  the  npper  part  of  the  second  boiler,  and  there 
terminates  in  a  rose  jet  discharging  downwards.  The  water, 
passing  through  the  holes  in  the  rose  jet,  descends  through 
the  fatty  matter,  and  passes  out  of  the  bottom  of  the  second 
boiler,  through  a  tube  which  enters  the  top  of  the  first  boiler, 
and  passes  through  its  interior  to  near  its  bottom,  and  there 
discharges  into-  it.  The  mixture  of  fatty  matter  and  water, 
carried  down  by  the  passage  from  the  second  boiler  to  the 
first  boiler,  is  again  heated,  to  recommence  its  ascending  mo- 
tion, and  so  on.     A  Continuance  of  this  operation  during  a 

g  period  of  from  five  to  eight  hours,  according  to  the  nature  of 
the  fatty  bodies  oper&t^d  on,  and  according  to  the  variation 
of  pressure,  varying  from  ten  to  twenty  atmospheres,  decom- 
poses the  fatty  bodies  into  glycerine  and  fatty  acids,  the 
glycerine  remaining  dissolved  in  the  water,  and  the  fatty 
acids  floating  in  the  second  boiler.  The  patentees  say,  in 
their  specification :  ,"  We  are  aware  that,  firstly,  the  decom- 
position of  fatty  bodies  by  water,  under  the  influence  of  heat 
and  of  pressure,  is  a  well  known  scientific  fact.    Water  is 

'  substituted  for  the  organic  basis ;  it  forms  a  perfect  and  fixed 
combination  with  the  fatty  acids,  while  the  glycerine  is  dis- 
solved in  the  excess  of  water.  Secondly,  that,  as  this  chem- 
ical action  takes  place  under  the  influence  of  a  weak  affinity, 
it  is  necessary,  in  addition  to  the  above  named  physical  and 
chemical  conditions,  to  insure  a  perfect  molecular  agitation  of 
the  whole  mass,  and  that  we  wish  it  to  be  understood  that 
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what  we  wish  to  claim  and  establish  as  of  our  invention,  con- 
sists of  an  apparatus  wherein  the  water  and  the  fatty  matters 
are  heated  separately  in  two  different  boilers.  The  first 
boiler  is  heated  by  the  source  of  heat,  while  the  second  boiler 
is  heated  by  the  first  boiler.  In  these  boilers,  the  agitation 
necessary  for  the  chemical  action  and  combination  is  produced 
by  the  pressure  of  the  heated  water  in  the  first  boiler.  This 
water  circulates  continuously  from  the  firs^  boiler  to  the 
second  boiler,  and  from  the  second  boiler  to  the  first,  in  a 
continuous  and  self-acting  or  automatic  manner,  without  in- 
terruption. The  characteristics  of  our  apparatus  are,  that  it 
produces  agitation  by  circulation  alone,  a  continuous  and 
automatic  circulation,  produced  by  the  pressure  of  water. 
Lastly,  our  apparatus  effects  the  chemical  action  in  a  con- 
tinuous manner,  without  the  aid  of  any  manual  or  other 
assistance."  The  claim  of  the  Wright  and  Fouch^  patent  is 
as  follows  :  "  Having  described  the  nature  of  our  invention, 
and  the  manner  in  which  the  same  is  to  be  performed,  we  do 
not  claim  the  application  of  superheated  water  for  decom- 
posing fatty  bodies,  nor  the  form  of  the  apparatus  above  de- 
scribed, which  may  vary  somewhat  according  to  conditions 
and  circumstances ;  but  what  we  claim  as  our  invention  is, « 
producing  a  continuous  automatic  circfnlAtion  of  highly  heated 
water,  in  a  very  finely  divided  state,  through  the  bodies  under 
treatment,  by  means  of  an  apparatus  constructed  and  employed 
substantially  as  herein  shown  and  described." 

It  is  manifest,  that,  in  using  the  Wright  and  Fouoh^  ap- 
paratus, the  defendant  decomposes  fatty  bodies  into  fat  acids 
and  glycerine  by  the  action  of  water  at  a  high  temperature 
and  pressure,  and  thus  uses  the  plaintiff's  process.  But  the 
defendant  urges  that  he  works  at  a  lower  temperature  than 
that  designated  by  the  plaintiff,  and  takes  more  time  for  the 
operation,  and  employs  a  continued  agitation  or  circulation  of 
the  fat,  water,  and  steam ;  and  that  these  are  features  not 
described  in*  the  plaintiff's  patent,  and  features  to  which  all 
the  profits  made  by  the  defendant  are  entirely  due.  Stress  is 
particularly  laid  on  the  fact,  that,  without  the  use  of  means  to 
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produce  agitation  and  drcalation  of  the  fat,  water,  and 
steam,  the  employment  of  heat  and  pressure  would  result  in 
no  pecuniary  profit.  The  other  points  urged  are  disposed  of 
by  the  opinion  of  Mr.  Justice  Kelson. 

It  is  a  mistake  to  contend  that  the  plaintifif  does  not,  in 
his  specification,  enforce  the  necessity  of  keeping  up  an  inti- 
mate mechanical  mixture  of  the  fSat  and  water  during  the 
operation.  He  directs  that  the  fat  and  water  shall  be  mixed, 
and  he  calls,  in  many  places,  the  liquid  that  is  being  operated 
upon,  a  mixture.  His  description  and  drawing  of  the  coil 
apparatus  state  and  show  that  a  disc  or  piston,  perforated 
with  numerous  small  holes,  is  kept  in  rapid  motion,  up  and 
down,  in  the  vessel  into  which  the  fat  and  water  are  first  put, 
to  cause  them  ^^  to  form  an  emulsion  or  intimate  mechanical 
mixture."  He  also  states,  in  reference  to  the  coil  apparatus, 
that  ^^  it  is  important  for  the  quickness  and  perfection  of  tlie 
decomposition,  that  the  oil  and  water,  during  their  entire 
passage  through  the  heating  tubes,  should  remain  in  the  same 
state  of  intimate  mixture  in  which  they  enter  them  ;"  and  he 
suggests  two  devices  for  maintaining  such  thorough  mixture. 
It  is  impossible  to  maintain  the  proposition  that  the  plaintiff's 
specification  ought  not  to  be  construed  as  fully  disclosing  the 
desirableness  of  keepmg  the  fat  and  neater  intimately  mixed 
during  the  operation,  with  a  view  to  effecting  a  speedy  and 
complete  decomposition,  as  well  when  the  ^'convenient 
vessel "  first  named  is  used,  as  when  the  coil  apparatus  is 
used.  The  evidence  is,  that  the  decomposition  will  take 
place  without  mixture,  in  a  time  proportioned  to  the  degree 
of  heat  and  the  extent  of  the  area  of  surface  contact  between 
the  fat  and  the  water.  Having  indicated  the  propriety  of 
using  means  to  maintain  an  intimate  mixture  of  the  fat  and 
water,  the  plaintiff  is  entitled  to  use,  in  carrying  out  his  pro- 
cess, any  means  then  known  and  used  in  the  same  art,  for 
maintaining  a  mixture  of  fat  and  water.  In  the  lime  saponifi- 
cation process,  the  stirring  or  agitation  of  the  fat,  water,  and 
lime  during  the  process,  in  order  to  keep  up  an  intimate 
contact  between  the  particles,  was  employed ;  and  the  proofs 
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show  the  description  or  use,  before  ^he  date  of  the  plaintiff's 
patent,  of  a  vertical  chum  agitator,  to  mix  fat,  water,  and 
lime  while  being  boiled  in  an  npright  boiler  under  pressure, 
of  a  rotary  paddle-wheel  agitator,  to  mix  fat,  water,  and  lime 
while  being  boiled  in  a  horizontal  boiler  under  pressure,  and 
of  a  stirrer  rotating  on  a  vertical  shaft,  to  mix  fat,  water,  and 
lime  while  being  boiled  in  an  open  tub.  The  plaintifTs 
specification  is  addressed  to  persons  skilled  in  the  department 
of  manufacturing  to  which  it  is  applicable ;  and  the  evidence 
is  abundant  to  show,  that  such  persons  would  have  under- 
stood, as  a  matter  of  course,  that,  with  a  view  to  practical 
and  profitable  manufacturing,  there  must  be.  agitation  of  the 
mass,  and  would  have  readily  used  known  devices  at  hand  to 
produce  such  agitation* 

The  defendant  has  entirely  failed  to  show  that  the  plaint- 
iff's process,  carried  out  as  described  in  his  patent,  is  not 
practicable  or  practical.  It  was  put  in  practical  operation  in 
London  in  1857,  a  patent  having  been  taken  out  for  it  in 
England,  by  the  plaintiff,  January  9th,  1854.  It  was  put  in 
operation  in  Cincinnati,  Ohio,  in  1860,  and  has  been  in  use, 
under  license  from  the  plaintiff,  in  the  United  States,  ever 
since,  there  being  ten  factories  in  the  United  States  working 
under  such  license.  The  defendant  was  notified  by  the 
plaintiff  in  September,  1860,  not  to  infringe  the  patent, 
and  what  he  has  done  has  been  done  wilfully,  and  not  inno- 
cently. 

It  is  abundantly  shown,  that  the  saving  of  lime  and  sul- 
phuric acid  and  fat,  and  the  increased  profit  from  the 
glycerine  produced,  result  from  the  use  of  the  plaintifi^s 
process,  and  not  from  the  special  apparatus  of  Wright  and 
Fouche.  Such  apparatus  is  one  means  of  producing  stirring 
or  agitation  and  mixture.  The  plaintifi^s  process,  when  car- 
ried on  with  other  means  of  maintaining  the  mixture,  pro- 
duces, as  is  shown  by  the  evidence,  the  same  saving  of  lime 
and  sulphuric  acid,  which  is  produced  by  the  defendant  in 
using  the  Wright  and  FouchS  apparatus ;  and  such  apparatus 
is  useless  unless  a  high  heat  and  pressure  be  employed.    The 
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defendant  previously  used  the  lime  saponification  process,  and 
abandoned  it  for  the  plaintiff's  process.  He  must  be  regarded 
as  having  made  directly,  by  using  the  plaintiff's  process,  the 
saving  of  lime,  sulphuric  acid,  and  fat,  and  the  profit  in 
respect  of  glycerine,  which  existed  between  the  use  of  the 
two  processes,  and  which  saving  and  profit  he  would  not 
have  made  if  he  had  continued  to  use  the  old  process.  He 
has  not  made  the  saving  by  using  the  Wright  and  Fouche 
mixing  apparatus.  Hopes  used  the  heat  and  pressure  with  a 
paddle-wheel  mixer,  and  made  the  saving  of  lime  and  sul- 
phuric acid.  Jones  used  a  pump  to  mix,  with  heat  and 
pressure,  and  made  the  same  saving. 

The  use  of  superheated  water  is  the  effective  decomposing 
agent  in  the  defendant's  process.  If  the  use  by  the  defend- 
ant of  the  Wright  and  Fouch6  mixing  apparatus  saves  labor 
or  fuel,  as  compared  with  any  prior  process,  the  plaintiff  is 
not  entitled  to  the  saving  thus  effected.  But  the  defendant 
has  not  shown  any  such  saving  of  labor  or  fuel.  The  proof 
as  to  the  saving  of  lime,  sulphuric  acid,  and  fat,  and  as  to  the 
increased  profit  on  the  glycerine  produced,  at  the  quantities 
and  values  set  forth  in  the  plaintiff's  exceptions,  is  inll  and 
clear. 

On  the  hearing,  the  defendant's  counsel  did  not  dispute, 
that,  if  the  saving  of  the  lime,  sulphuric  acid,  and  fat  was  due 
to  the  use  of  the  plaintiff's  process,  the  plaintiff  was  entitled 
to  the  value  of  such  saving,  as  profits.  That  is,  undoubtedly, 
a  correct  principle,  as  applicable  to  an  accounting  for  profits, 
in  a  case  of  this  description,  in  equity. 

The  plaintiff's  exceptions  above  set  forth  must  be  allowed. 
But,  as  the  calculations  based  on  the  evidence  taken  before 
the  master,  and  furnished  by  the  plaintiff,  show  just  how 
much  the  plaintiff  is  entitled  to  recover,  it  is  unnecessary  to 
send  the  case  back  to  the  master.  The  account  was  taken 
down  to  the  expiration  of  the  patent,  on  the  9th  of  January, 
1868.  The  savings  are  calculated  at  thirteen  and  a  half 
pounds  of  lime,  twenty-seven  pounds  of  sulphuric  acid,  and 
two  pounds  of  fat,  on  each  one  hundred  pounds  of  fat  worked. 
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This,  at  the  prices  shown  by  the  evidence,  makes  the  saving, 
in  the  aggregate,  of  lime,  sulphuric  acid,  and  fat,  $140,024  78. 
The  increased  profit  on  glycerine,  at  one-fifth  of  a  cent 
per  pound  on  the  quantity  of  fat  worked,  was  $20,674  27. 
The  saving  of  lime,  sulphuric  acid,  and  fat,  is  calculated  from 
and  including  the  1st  of  Jnly  in  each  year,  to  and  including 
the  SOtli  of  June  in  the  following  year,  covering  the  period 
from  and  indudiiig  December,  1860,  to  and  including  Jan- 
uary 9th,  1868.  The  increased  profit  on  the  glycerine  is  cal- 
culated from  and  including  the  1st  of  January  in  each  year, 
to  and  including  the  31st  of  December  in  the  same  year,  but 
only  covers  the  fet  worked  from  and  including  July  1st,  1861, 
to  and  including  January  9th,  1868.  I  think  that  the 
plaintiff  is  entitled  to  interest  from  and  after  the  close  of 
each  of  such  years,  on  the  ascertained  value  of  the  savings 
and  profits  for  the  twelve  Months  next  preceding.  Making 
up  the  account  on  these  principles  gives  the  following 
results: 


Sa/oinga  ofLime^  Sulphuric  AcidjCmd  Fat 


Value  of  Lime, 

Ibr  the  Tear 

Qnantl^ 

Stdphorlo 

Isterert  to  September  lit,  1871 

eodlag 

of 

Add,  aod  Vat 

Fat  worked. 

■ared. 

TearK       Per  cent 

jniM80Ui,1861.... 

LbiL  1,160,746 

•8,996  88 

10 1-6          71 1-6 

$6,409  7T 

•*       -    1M2.... 

....    "    1,«»,81« 

11,068  88 

01-6          641-6 

7,098  94 

"       **    1868.... 

....    "    1,060,486 

8,718  84 

81-6          07 1-6 

4,984  87 

lOOv. •  •  • 

....    "    1,886,14a 

14,566  26 

71-6          60 1-6 

7,808  89 

-        "    1865.... 

....    "    1.908,061 

88,998  68 

61-6          48 1-6 

14,678  90 

-       -    1866.... 

....    **    1,618,268 

86,254  48 

51-6          86 1-6 

9,495  85 

"        •*    186T.,.. 

....    "    9,001,168 

88,844  68 

41-6          891-6 

8,867  17 

To  Jan*}-  9th,  1868. 

....    ♦•      781,787  ' 

8,096  96 

888^       8617-86 

8,068  47 

Uia.ll,(iOMn 

$140,094  18 

$60,887  86 
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Increased  Profit  from  Olycerme 

sold. 

ikmoont 

Profit  al 

reoelyed          Quantity 

l^of  a 

Interert  to  September  let,  187L 

For  the  Tear 

for               of  Pat 

Cent  per 

ending 

Glycerine          worked. 

ikorrfet 

Tears. 

Percent 

•old. 

worked. 

Dec.  81tt,  1868....  $6,048  88    Lbi.l,S08,816 

$8,004  68 

88^ 

60  841, 

$1,888  81 

«       '•     1868....    7.648  97      «    1,080,486 

8,100  85 

784) 

68  84) 

1,187  46 

"       «     1864. 

...  16,880  16     ••    1,895,148 

8.790  98 

684 

46  8^ 

1^18 

"       "     1865. 

...  15,878  70      "    1,998,061 

8,986  10 

5^8 

89  8-8 

1,661 16 

"       •*     1866., 

...  17,804  88     **    1,618.868 

8,886  58 

4M 

88  84) 

1,064  00 

To  J«n«7  9ih,  1868..  8fi,m  M     **    8,788,948 

5,665  89 

8a84M 

85174W 

1,417  76 

$98,774  47     «*  10,887,147 

$80,674  87 

$8,806  81 

This  makes  the  total  amoant  for  which  the  plaintiff  will 
be  entitled  to  a  decree,  September  Ist,  1871,  $229,291  62. 
Let  a  deci*ee  be  entered  of  that  date  for  that  amomit,  with 

COBtB. 

George  Hardmg,  for  the  plaintiff. 

Charles  M.  KeUer  and  Stephen  D.  La/w^  for  the  de- 
fendant. 


BlCHABD  A.    TiLGHlCAN 

KoLAND  G.  Mrrc^ELL.    In  Equitt. 

On  a  motion  for  a  preliminary  injunction  to  restrdn  the  infiringement  of  a 
patent  which  had  heen  extended,  although  its  extension  had  heen  opposed 
by  the  defendant,  on  testimony  introdnoed  by  him,  such  injunction  was 
granted,  it  appearing  that  the  noTelty  of  the  inyention  and  the  Talidity  of  the 
patent  had  been  sustained,  on  final  hearing,  in  sereral  suits  in  equity. 

The  construction  put  in  the  case  of  Tilqhman  y.JiUeKeU,  (2  FUher^g  Patent  Ca§6t, 
618,)  on  the  specification  of  the  patent  granted  to  Richard  A.  Hlghman, 
October  8d,  1854,  for  fourteen  years  from  January  9th,  1864,  for  an^im- 
proyement  in  processes  for  purifying  fiitty  iMkUes,**  approYed. 
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If  the  extension  of  a  patent  is  regular  on  its  face,  no  question  of  irregularity  or 
fraud  in  granting  it  can  be  ridsed  by  an  infringer,  in  a  suit  against  him  for 
infringement. 

Although  an  inventor  obtained  a  patent  in  the  United  States  for  his  invention, 
after  he  obtained  a  patent  in  England  for  it^  and  the  English  patent  expired 
preTioofily  to  the  granting  of  an  extension  of  the  patent  for  the  United 
States,  the  fact  that  such  English  patent  expired  before  the  patent  for  the 
United  States  was  extended,  forms  no  objection  to  the  validity  of  such  exten- 
rion. 

The  noYelty  of  the  inyention  covered  by  the  said  patent  to  Tilghman,  and  the 
vatidity  of  the  said  patent,  sustained. 

The  defendant  not  allowed  to  give  a  bond  as  security,  in  place  of  having  a 
preliminary  injunction  issued  against  him. 

The  defendant  expressing  a  willingness  to  take  a  license  from  the  plaintiff,  under 
the  extended  patent,  at  the  usual  rate  of  license  established  by  the  plaintiff, 
an  order  was  made,  thai,  unless  the  defendant  should  accept  and  execute  a 
license,  duly  executed  by  the  plaintiff,  in  the  usual  form,  within  ten  days, 
under  the  extended  patent,  an  injunction  should  issue,  as  prayed  for  in  the 
bill. 

• 

(Before  BLATCBroan,  J.,  Southern  District  of  New  York,  August  26th,  1871.) 

BlatohfobD)  J.  This  is  a  motion  for  a  proyisioiial  in- 
junction, founded  on  letters  patent  granted  to  the  plaintiff, 
October  3d,  1854,  for  fourteen  years  from  January  9th,  1854, 
for  an  "  improvement  in  processes  for  purifying  fatty  bodie8."i 
The  patent  was,  on  the  23d  of  November,  1867,  extended  by 
the  Commissioner  of  Patents,  for  seven  years  from  January 
9th,  1868.  The  bill  was  filed  in  March,  1871.  The  defend- 
ant is  the  same  person  who  ^as  the  defendant  in  the  suit  in 
equity  brought  against  him  in  this  Court  by  the  plaintiff  on 
the  original  patent,  before  its  extension,  and  in  which  suit  a 
decision  has  just  been  given  by  this  ^Court,  {antey  p.  1,)  on 
a  hearing  on  exceptions  to  the  master's  report. 

The  bill  sets  forth,  that  a  suit  in  equity  was  brought,  in 
Ohio,  by  the  plaintiff,  in  1859,  against  one  Werk,  for  infring- 
ing the  patent ;  and  that  a  decree  was  made  in  it,  in  186Q,  (2 
FisJier^s  Patent  Cases^  229,)  adjudging  that  the  patent  was 
valid.  It  also  sets  forth  the  bringing  of  the  said  suit  in  this 
Court  against  the  defendant,  and  the  decision  therein,  on  final 
hearing,  (2  FUher^a  Patent  Cases,  518,)  adjudging  the  patent 
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to  be  valid,  and  that  the  defendant  had  infringed  it.    It  also/ 
Bets  forth,  that,  in  1868,  the  plaintiff  brought  two  suits  in 
equity  in  Ohio,  one  against  Werk  and  others,  and  one  against 
Shillito,  for  infringing  the  patent,  as  extended ;  that  the  de- 
fendants in  those  suits  alleged  in  their  answers,  in  defence, 
that  the  extension  of  the  patent  was  void  for  want  of  juris- 
diction in  the  Commissioner  of  Patents,  and  for  want  of  due 
publication,  and  for  want  of  a  proper  account  of  profit^  and 
because  of  fraud  and  collusion  betyreen  the  plaintiff  and  the 
Commissioner  of  Patents  ;  that  such  defendants,  also,  in  their 
answers,  set  up,  in  support  of  a  defence  of  wpjit  of  novelty 
in  the  invention,  various  publications  and  patents,  fourteen 
in  number,  references  to  which  are  specified,  so  that  they  can 
be  identified ;  that  such  defendants^  also,  in  their  answers, 
alleged  that  the  plaintiff's  invention,  as  described  and  claimed 
in  his  patent,  was  not  useful  and  practicable,  and,  in  proof 
thereof,  offered  in  evidence  the  testimony  of  one  Moinier,  a 
witness  residing  in  Paris,  France,  which  testimony  had  orig- 
inally been  taken  on  the  reference  before  the  master  in  sudi 
first  suit  against  the  defendant  in  this  Court,  and  is  on  file  in 
this  Coprt,  and  was  admitted  by  consent  of  the  plaintiff  to 
be  read  in  said  two  suits  under  the  extended  patent  against 
Werk  and  otliers  and  Shillito ;  that  the  defendants  in  said 
two  suits  examined  as  witnesses  the  defendant  Mitchell,  and 
his  former  partner  Florence  Verdin,  to  prove  the  want  of 
novelty,  of  utility,  and  of  practicability,  in  the  invention  de- 
scribed and  claimed  in  the  patent :  that  Werk  and  Shillito 
had  been  examined  as  witnesses  on  the  part  of  the  defendant 
Mitchell  in  such  first  suit  against  him  in  this  Court ;  and  that 
said  two  suits  in  Ohio,  under  the  extended  patent,  went  to 
final  hearing  in  May,  1870,  and  it  was  decreed  that  the 
plaintiff  was  the  original  inventor  of  the  invention  patented 
to  him,  and  that  the  patent  and  the  extension  thereof  were 
valid.    An  affidavit  is  annexed  to  the  bill,  setting  forth,  that, 
on  the  2d  of  March,  1871,  the  defendant  was  using  and  work- 
ing at  his  factoiy,  in  the  city  of  New  York,  the  same  process 
for  decomposing  fat  into  fat  acids  and  glycerine  by  the  action 
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of  water  at  a  high,  temperature  and  pressure,  in  the  Wright 
and  Foach6  apparatus,  which  he  had  been  using  for  several 
years  previously  and  since  the  year  1861 ;  that,  in  May,  1869, 
the  defendant  was  decomposing  every  week  about  forty  thou- 
sand ponnds  of  fat  into  fat  acids  and  glycerine,  by  the  action 
of  wat^  at  a  high  temperature  and  pressure,  in  the  Wright 
and  FouchS  apparatus,  by  the  same  process  which  he  had  been 
usin^  since  the  year  1861 ;  that,  in  his  answer  to  the  bill  in 
such  first  suit  against  him  in  this  Court,  the  defendant  stated 
that  he  was  then  decomposing  fat  into  fat  acids  and  glycerine 
by  the  action  of  water  at  a  high  temperature  and  pressure,  in 
the  Wright  and  Fouch6  apparatus,  and  that  the  s^d  process  of 
decomposing  fats  in  the  Wright  and  Fouch6  apparatus,  as  prac- 
tised by  the  defendant,  was  adjudged  by  this  Court,  in  Novem- 
ber, 1864,  to  be  substantially  the  same,  in  principle  and 
operation,  as  that  patented  to  the  plaintiff,  and  to  be  an  in- 
fringement thereof. 

The  defendant  opposes  the  motion  on  an  answer  and  on 
affidayits.  The  answer  avers,  that  the  Ohio  suit,  of  1859, 
against  Werk,  was  decided  without  a  full  or  complete  pre- 
sentation to  the  Court  of  the  state  of  the  art  bearing  upon 
the  branch  of  manufacture  to  which  the  patent  relates,  and 
that  such  decision  is  not,  and  was  not,  in  any  manner,  con- 
dofiive  as  to  the  real  merits  of  the  issues  in  said  cause ;  that 
the  first  suit  in  this  Court  against  the  defendant  was  decided 
without  a  full  and  complete  presentation  to  the  Court  of  all 
the  testimony  bearing  upon  the  issues  in  the  suit,  and  upon 
the  state  of  the  art  relating  to  the  branch  of  manufacture  to 
which  the  patent  pertains ;  that  the  defendant,  since  such  de- 
cision, has  obtained  certain  testimony  as  to  the  practical 
operation  of  the  alleged  invention  described  in  the  patent,  as 
applied  or  demonstrated  by  the  plaintiff,  and  under  his  direc- 
tion, proving  its  practical  inability  to  produce  the  results 
claimed  by  the  plaintiff  in  his  patent ;  that  such  testimony  is 
highly  pertinent  to  the  issues  in  said  cause,  and,  if  it  could . 
have  been  introduced  therein  before  the  final  hearing  there- 
of, no  decree,  on  final  hearing,  such  as  was  made,  would  have 
been  made^  but  such  evidence  would  have  shown  the  invalid- 


22  SOUTHERN"  DISTRICT  OF  NEW  YORK, 

TUghman  v.  Mitchell 

ity  of  the  patent,  and  would  have  prevented  any  decree  in 
the  suit  against  the  defendant ;  that,  by  the. decree  in  the  suit, 
liberty  was  given  to  the  defendant  to  give  bond  in  the  penal 
sum  of  twenty  thousand  dollars,  with  a  condition  to  pay,  on 
final  decree,  either  in  this  Court  or  in  the  Supreme  Court,  on 
appeal,  all  sums  of  money  which  might  be  found  due  from 
him  to  the  plaintiflT,  on  an  accounting  before  the  master,  in 
which  case  no  injunction  should  issue  against  the  defendant 
until  a  final  decree  in  the  cause ;  that  the  defendant  duly 
gave  such  bond  in  such  sum,  and  has  since  continued  to  carry 
on  his  business  in  the  same  manner  as  he  was  doing  before 
the  renderi^  of  such  decision  and  the  entry  of  such  decree 
against  him,  and  that  the  plaintiff  has  made  no  application 
to  have  such  order  modified  or  set  aside,  or  to  have  any  in- 
junction issued ;  that  the  master  in  said  suit,  under  a  refer- 
ence, has  reported  that  no  gains  or  profits  have  been  proven 
to  have  been  received  by,  or  to  have  arisen  or  accrued  to,  the 
defendant,  from  the  manufacture,  use,  or  sale  of  the  improve- 
ments patented  in  the  plaintiff's  patent ;  that,  in  such  suit 
against  the  defendant,  the  decision  of  the  Court  was  made 
under  a  misapprehension  on  its  part  as  to  the  mode  of  opera- 
tion in  the  process  described  in  the  plaintiff's  patent,  Mr. 
Justice  Nelson  considering  that  the  specification  did  not  re- 
quire either  that  the  vessel  containing  the  mixture  of  water 
and  fatty  matter  was  to  be  entirely  filled  therewith,  or  that 
no  steam  was  to  be  permitted*  in  it,  whereas  the  specification 
makes  both  such  conditions  necessary ;  that,  except  for  such 
misapprehension,  the  decision  would  not  have  been  against 
the  defendant ;  that  the  report  of  the  master  is  correct ;  that 
the  application  for  the  extension  of  the  plaintiff's  patent  was 
not  made  or  proceeded  with  in  conformity  with  law,  and  in 
such  a  manner  as  to  give  the  Commissioner  of  Patents  juris- 
diction of  the  application,  and  the  extension  was  obtained  by 
fraudulent  and  deceptive  proceedings  as  against  the  public, 
»  and  by  collusion  between  the  plaintiff  and  the  then  Commis- 
sioner of  Patents ;  that  the  plaintiff,  before  obtaining  his 
patent  in  the  United  States,  had  obtained  in  England  a  patent 
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for  the  same  invention,  which  English  patent  had  expired 
previoufily  to  the  extension  of  the  patent  for  the  United 
States,  and  that  no  prolongation  of  the  term  of  the  last 
named  patent  could  legally  be  granted  under  the  provisions 
of  the  law  regulating  exteiisions ;  that,  in  the  suits  brought 
in  Ohio,  in  1868,  the  defendants  therein  did  not  set  up,  as  a 
defence,  that  the  extension  of  the  patent  was  void  by  reason 
of  want  of  jurisdiction  in  the  Commissioner  of  Patents,  and 
the  defences  therein  set  up  as  to  the  invalidity  of  such  exten- 
sion were  not  urged  or  argued  in  the  Court,  on  final  hearing, 
and  were  not  considered  or  passed  upon  by  the  Judge  by 
whom  the  suits  were  decided,  and  it  was  not  decided  by  the 
Court  that  the  extension  of  the  patent  was  valid ;  that  the 
decision  of  the  Court  in  the  two  suits  brought  in  Ohio,  in 
1868,  was  not  founded  on  the  testimony  introduced  in  those 
suits,  and  was  not  a  decision  on  the  real  merits  of  those  suits, 
as  established  by  the  evidence  therein,  but  such  decision  was 
based  upon,  and  declared  to  be  given  by  reason  of,  the  adju- 
dications previously  made  in  the  suit  in  Ohio,  and  in  the  suit 
in  this  Court ;  that  the  Judge  who  rendered  the  decision  de- 
clared in  it,  that  he  was  not  at  liberty  to  consider  the  ques- 
tions involved,  unembarrassed  by  previous  judgments,  and 
that,  although  the  record  in  the  suits,  in  reference  to  views 
which  a  superior  Court  might  take,  contained  material  addi- 
tional proof,  they  were  not  such  as  to  authorize  the  same 
Court  to  overrule  its  former  deliberate  adjudications,  and  the 
cases  already  decided  as  to  the  patent  must  be  followed,  and 
that  said  Judge,  after  having  referred  to  the  defences  set  up 
in  those  suits,  used  the  following  language :  ^^  I  thus  briefly 
advert  to  the  leading  objections,  solely  to  show  that  they  are 
disposed  of  by  the  previous  cases,  and  not  to  discuss  them 
upon  principle.  Were  I  at  liberty  to  treat  the  whole  case 
upon  principle,  I  fear  I  should  be  compelled  to  give  the 
patent  a  more  limited,  construction  than  it  has  received;' 
that,  in  those  suits,  the  Court  refused  to  order  an  injunction 
against  the  defendants  therein,  but  held  that  a  bond  should 
be  received  from  the  defendants;  that  the  plaintiff  has  never 
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applied  to  practical  use  the  improvements  described  in  his 
patent ;  that^  as  so  described,  they  are  incapable  of  being  ap- 
plied to  practical  use ;  that  th6  patent  is  void,  for  the  reason 
that  no  adequate  means  are  described  or  shown  in  the  specifi- 
cation or  drawings,  whereby  the  alleged  invention  can  be 
reduced  to  practice ;  that  the  means  of  practising  such  inven- 
tion, described  in  the  specification  and  shown  in  the  draw- 
ings, and  stated  in  the  patent  as  being,  in  the  belief  of  the 
patentee,  the  best  mode  of  carrying  the  invention  into  effect, 
are  pernicious  and  dangerous,  owing  to  the  degree  of  heat 
and  pressure  required,  and  would  also  result  in  the  destruc- 
tion of  the  glycerine  of  the  fat,  and  be  otherwise  impracti- 
cable and  devoid  of  utility  ;  that  the  claim  of  the  patent  does 
not  set  forth  a  patentable  subject-matter,  and  that,  by  reason 
thereof,  the  patent  is  void ;  that,  in  view  of  the  state  of  the 
art  to  which  the  patent  pertains,  the  defendant  has  a  right 
to  use  the  process  he  employs,  it  being  >  far  superior  process 
to  that  described  in  the  patent,  and  differing  therefrom  in 
principle,  in  mode  of  operation,  and  in  effect  produced ;  and 
that  he  is  now  using,  and  has  been  using  since  the  9th  of 
January,  1868,  the  same  process  for  decomposing  fatty  acids 
which  he  was  using  at  the  time  of  the  commencement  of  the 
former  suit  against  him,  and  that  he  has  continually  used 
such  process,  and  has  never  used  any  other  process.  The 
answer  ftirther  states,  that  the  defendant  has,  since  the  9th  of 
January,  1868,  decomposed  fat  into  fat  acids  and  glycerine  by 
a  process  or  method  patented  to  Wright  and  Fouch6,  in  which 
water  at  a  high  temperature  and  under  pressure  is  employed, 
but  an  active  automatic  circulation  of  tiie  moisture  through 
the  fat  is  provided  for,  and  such  circulation  is  absolutely 
necessary  for  the  operation  of  the  process,  and  without  such 
circulation  the  process  would  be  more  expensive  than  jsaponi- 
fication  by  lime ;  that  the  process  so  used  by  the  defendant 
differs  materially  from  the  process  patented  to  the  plaintiff', 
not  only  in  degree  of  temperature  and  pressure,  but  in  the 
circulation  of  the  moisture  through  the  fat,  which  is  not  per- 
mitted by  the  plaintiff's  process ;  that  the  defendant's  process 
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IB  the  same  as  that  referred  to  in  his  answer  to  the  bill  in  the 
former  snit  by  the  plaintiff  against  him ;  that  the  process  as 
employed  by  him  since  the  9th  of  January,  1S68,  is  as  fol- 
lows :  The  apparatus  consists  of  two  boilers  connected  by 
two  pipes,  one  of  which  connects  the  top  of  the  lower  boiler 
with  til©  upper  portion  of  the  upper  boiler,  and  the  other 
eonnects  the  bottom  of  the  upper  boiler  with  the  lower  part 
of  the  lower  boiler,  running  through  the  top  of  the  latter. 
The  lower  boiler  and  a  small  portion  of  the  upper  boiler  are 
filled  with  hot  water,  and  the  remaining  portion  of  the  upper 
boiler  is  filled  to  within  about  two  feet  of  its  height,  or  about 
ten-twelfths  full,  with  hot  fat  Fire  is  then  applied  to  the 
lower  boiler,  and  the  water  subjected  to  a  temperature  of 
about  374°  Fahrenheit.  The  water,  being  heated,  rises, 
with  the  steam,  through  the  first-mentioned  pipe,  to  above 
the  eurfiiee  of  the  &t,  then  descends  through  the  fat 
with  tlie  water  formed  by  the  condensation  of  the  steam, 
to  the  bottom  of  the  upper  boiler,  whence  it  is  conducted, 
by  means  of  the  secondly  mentioned  pipe,  to  the  lower 
part  of  the  lower  boiler ;  and  this  process  of  circulation  is 
continually  repeated.  The  pressure  is  run  up  to  about 
twelve  atmospheres^  and  maintained  about  twelve  hours. 
The  b(»Iers  used  are  about  two  feet  in  diameter,  the  upper 
boiler  being  about  twelve  feet  in  height,  and  the  lower  boiler 
about  six  feet  in  height — that  the  process  used  by  the  de- 
fendant prior  to  December,  1860,  was  substantially  as  follows :. 
A  tank  was  used,  provided  with  steam  pipes  fitted  with  holes, 
to  let  the  steam  enter  the  tank.  Into  this  tank  was  put  about 
a  foot  of  water,,  and  into  this  tank  the  fat  was  thrown,  and 
heated  by  steam,  when  there  was  added  the  mQk  df  lime 
with  a  large  excess  of  water.  The  tank  was  then  covered, 
and  the  steaming  continued  for  six  or  eight  hours.  This 
operation  being  completed,  the  glycerine  produced  was  ^rawn 
off,  and  the  fat  adds  in  combination  with  the  lime  shovelled 
into  an  adjacent  tank  and  heated  by  steam,  with  diluted  sul- 
phuric acid.  The  tat  acids  thus  liberated  were  then  drawn 
off  and  settled,  and  then  run  into  pans  to  form  cakes,  which 
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were  then  sabjected  to  hydraulic  pressure,  and  afterwards 
pressed  in  a.  hot  press  until  all  traces  of  oleic  acid  were 
pressed  out.  Fourteen  pounds  of  lime  and  twenty-eight 
pounds  of  sulphuric  acid  were  used  to  each  hundred  pounds 
of  fat — that,  since  the  9th  of  January,  1868,  the  defendant 
has  decomposed  into  fat  acids  and  glycerine  about  four  and  a 
half  million  of  pounds  of  natural  fat,  saving,  by  the  Wright 
and  Fouchfi  process  used  by  him,  about  six  hundred  and 
thirty  thousand  pounds  of  lime,  and  about  eleven  himdred 
and  sixty  thousand  pounds  of  sulphuric  acid ;  that,  by  the 
Wright  and  Fouch^  process  used  by  the  defendant  since  Jan- 
uary 9th,  1868,  there  may  have  been  two  per  cent,  of  fat 
saved,  depending  upon  the  care  exercised  in  obtaining  the 
product ;  and  that  the  solution  of  glycerine  now  obtained  by 
the  defendant  is  of  greater  strength  and  purity  than  that  ob- 
tained prior  to  the  use  by  him  of  the  Wright  and  FouchS 
process,  commenced  in  December,  1860.  The  answer  then 
sets  up,  as  establishing  the  want  of  novelty  in  the  plaintiff's 
invention,  twenty-one  publications  and  patents.  All  of  these 
except  six  were  either  set  up  in  the  answer  of  the  defendant 
in  the  former  suit  against  him,  or  in  the  answers  in  the  Ohio 
suits  of  1868,  or  were  introduced  on  the  reference  before  the 
master  in  such  former  suit  against  the  defendant.  Those  six 
are  the  Encyclopedic  Roret,  of -1849;  the  French  patent  to 
M.  Appfert,  of  1823,  in  volume  15  of  the  Brevets  d'Invention, 
of  1828 ;  the  15th  volume  of  the  Journal  of  the  Franklin 
Institute,  of  1848  ;  the  English  patent)  to  William  Hawes,  of 
1839.;  the  English  patent  to  Samuel  Guppy,  of  1889 ;  and  the 
English  patent  to  Alexander  Alliot,  of  1851.  The  answer 
also  avers,  that,  upon  the  questions  of  novelty,  originality, 
and  the  prior  state  of  the  art,  as  affecting  the  validity  of  the 
plaintiff's  patent  and  the  question  of  infringement,  sixteen  of 
the  said  twenty-one  publications  and  patents  were  not  cited 
or  offered  in  evidence  by  the  defendant  in  the  former  suit 
against  him,  and  were  not  known  to  the  Court  at  the  time 
the  decree  was  made,  and  that  such  evidence  would  have 
materially  affected  the  decree  in  the  suit. 


AUGUST,   ISYh  27 


Tilghman  v,  Mitchell. 


I  must  regard  the  decisions  in  the  three  suits  in  Ohio, 
and  the  decision  of  Mr.  Justice  Kelson  in  the  suit  in '  this 
Conrt,  followed  by  the  decision  on  the  hearing  on  the  excep- 
tions to  the  master's  report  in  that  suit,  and  the  fact  of  the 
extension  of  the  patent,  its  extension  having  been,  as  it 
appears,  opposed  by  the  defendant,  on  testimony  put  in  by 
him,  as  establishing  the  novelty  of  the  plain  tiff's,  invention 
and  the  validity  of  his  patent.  So,  too,  the  fact  that  the  use 
of  the  Wright  and  Fouch6  process  is  an  infringement  of  the 
patent,  cannot  be  doubted. 

The  objection,  that  the  plaintiff's  invention,  as  described 
in  his  patent,  cannot  produce  the  results  claimed  in  the  pat- 
ent, has  been  considered  and  disposed  of  adversely  to  the 
defendant,  in  the  decision  given  on  the  hearing  on  the  ex- 
ceptions to  the  master's  report,  in  the  former  suit  against  the 
defendant. 

The  objection,  that  the  decision  of  Mr.  Justice  Nelson  was 
made  under  a  misapprehension  on  his  part  as  to  the  mode  of 
operation  in  the  process  described  in  the  plaintiff's  patent,  is 
also  without  foundation.  It  is  alleged,  that  Mr.  Justice  Nel- 
son considered  that  the  plaintiff's  specification  did  not  require 
either  that  the  vessel  containing  the  mixture  of  water  and 
fatty  matter  should  be  entirely  filled  therewith,  or  that  no 
steam  was  to  be  permitted  in  it,  and  that  the  specification 
makes  both  such  conditions  necessary.  On  fiiU  consideration, 
I  concur  in  the  views  of  Mr.  Justice  Nelson  on  these  points, 
and  have  no  doubt  that  hi»  interpretation  of  the  specification 
in  regard  to  them  was  correct. 

As  to  the  validity  of  the  extension,  as  it  is  regular  on  its 
face,  no  question  of  irregularity  or  fraud  in  granting  it  can 
be  raised  by  an  infringer,  in  a  suit  against  him  for  infringe- 
ment. {Railroad  v.  Stimpson^  14  Peters^  468;  Stimpson, 
v.  Hailroady  4  JSoward^  404;  JSubber  Co.  v.  Goodyear^ 
9  Wallace,  796  ;  Seymour  v.  Oshome,  11  Wallace^  543, 
645.) 

The  expiration  of  the  English  patent  before  the  patent  for 
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the  United  States  was  extended,  formed  no  objection  to  such 
extension. 

In  the  decision  of  the  Court,  given  by  Judge  Emmons,  in 
the  two  suits  brought  in  Ohio, in  1868,  he  used  this  language: 
^^  Although  the  record  in  this  case,  in  reference  to  some  views 
which  a  superior  Court  may  possibly  take,  contains  some 
material  additional  proofs,"  (beyond  those  in  the  previous 
case  in  Ohio,  and  those  before  Mr.  Justice  Nelson  in  the  case 
in  this  Court,)  ^^  still  they  are  not  such  as  to  authorize  the 
same  Court  to  overrule  its  former  deliberate  adjudications, 
and  to  disregard  the  judgments  of  a  coordinate  one  in  a  case 
in  all  respects  substantially  like  it.  Especially  is  this  so 
where  the  Judge  delivering  the  opinion  has  taken  so  leading 
a  part  in  all  the  discussions  upon  this  subject  in  the  Court  of 
last  res^ort.  After  much  consideration,  I  am  confident  that, 
without  a  violation  of  judicial  propriety  and  the  best  interests 
of  all  who  pursue  or  defend  here,  the  cases  already  decided 
between  these  same  parties  must  be  followed.  It  would 
greatly  impair  the  influence  of  the  Court,  and  the  confidence 
of  the  suitors,  if  any  succeeding  Judge  turned  it  into  one  of 
appeal  for  all  questions  previously  decided-  Where  doctrines 
are  reconsidered,  as  otlen  they  are  and  should  be,  the  circum- 
stances of  the  case  must  be  exceptional,  and  furnish  the  jus- 
tification for  the  action  in  each  instance  where  it  is  taken. 
There  are  none  such  in  this  case.  More  than  ordinary  delib- 
eration attended  the  previous  discussions  and  judgments." 
These  are  wise  and  sound  view8,*and  are  fitly  applicable  to 
the  action  of  this  Court  on  the  present  motion.  Nothing  is 
now  presented  to  this  Court  which  would  authorize  it  to 
overrule  the  deliberate  adjudication  formerly  made  by  it. 
That  adjudication  is  fortified  by  the  decisions  of  the  Court  in 
Ohio. 

The  point  urged,  that  the  defendant  uses  a  different  de- 
gree of  heat  and  a  different  pressure  from  those  set  forth  in 
the  plaintiff's  patent,  is  considered  and  disposed  of  by  Mr. 
Justice  Nelson,  in  his  opinion. 

In  support  of  the  objection  that  the  plaintiff  never  ap- 
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plied  to  practical  use  the  improvements  described  in  his 
patent,  and  that  thej  are  incapable  of  being  applied  to  prac- 
tical use,  the  defendant  relies  on  two  letters  written  by  the 
plaintiff,  one  dated  London,  Jnne  25th,  1856,  to  Thomas 
Emoiy  &  Son,  of  Cincinnati,  and  the  other  dated  London, 
July  20th,  1857,  to  M.  de  Fontaine  Morean.  But  these 
letters  lead  to  the  opposite  condnsion.  The  first  letter  shows, 
that  the  plaintiff  had,  in  factories  in  London  and  Paris,  ex- 
posed the  fat  and  water  to  a  higher  heat  and  pressure  for  a 
shorter  time,  and  to  a  lower  heat  and  pressure  for  a  longer 
time,  and  had  come  to  the  conclusion  that  the  latter  mode  of 
operation  was  the  more  convenient  one,  and  had,  in  connec- 
tion with  it,  used  an  agitator  in  an  ordinary  digester ;  and 
that  he  was  about  putting  up  at  Price  &  Go's  works,  in  Lon- 
don, an  apparatus  on  that  plan,  capable  of  treating  several 
tons  per  day.  The  lower  heat  and  pressure  are  within  the 
patent,  as  has  been  shown  by  Mr.  Justice  Nelson,  and  the 
qnestion  of  the  use  of  an  agitator  was  considered  in  the 
opinion  given  on  the  hearing  of  the  exceptions  to  the  master's 
report,  in  the  former  suit  in  this  Court  against  the  defendant. 
The  second  letter  shows,  that,  at  the  time  it  was  written,  the 
plaintiff's  process  was  being  successftilly  worked  in  the  fac- 
tory of  Price  &  Co.,  in  London,  at  a  moderately  low  pressure. 
Li  1860,  the  plaintiff's  process  was  put  into  practical  use  in 
Cincinnati,  in  an  old  »form  of  apparatus.  In  1862,  it  was  put 
into  use  in  Cincinnati,  under  license  from  the  plaintiff,  in  an- 
other old  and  different  form  of  apparatus ;  and,  by  1867,  ten 
factories  in  the  United  States  were  working  the  process  under 
sneh  license.  In  September,  1860,  the  defendant  was  notified 
by  the  plaintiff,  in  writing,  not  to  infringe  the  patent  by  using 
the  process  he  has  used,  but,  in  December,  1860,  he  com- 
menced to  practically  operate  with  the  Wright  and  Fouch6 
apparatus,  and  he  has  ever  since  continued  to  do  so. 

The  defendant,  in  using  the  apparatus  described  by  him 
in  his  answer  as  that  which  he  uses,  uses  the  plaintiff's  pro- 
cess, and  infringes  the  patent.  The  process  he  used  down  to 
the  time  he  .adopted  the  plaintiff's  process,  was  the  lime 
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saponificatioli  process.  He  now  saves  the  lime  and  sulphuric 
acid  which  he  used  in  that  process,  and  also  saves  fat,  and 
obtains  a  solution  of  glycerine  of  greater  strength  and  purity. 
The  answer  admits,  that,  up  to  the  time  it  was  put  in,  the 
defendant  had,  since  the  9th  of  January,  1868,  decomposed 
into  fat  acids  and  glyceriue  about  4,500,000  pounds  of  fat, 
and  saved,  by  the  use  of  the  Wright  and  Fouch^  apparatus, 
about  630,000  pounds  of  lime,  and  about  1,160,000  pounds 
of  sulphuric  acid.  If  the  price  of  lime  be  taken  at  only 
■^  of  a  cent  per  pound,  and  the  price  of  sulphuric  acid  at 
only  2^  cents  per  pound,  the  saving  of  lime  for  40  months 
would  have  been  $4,725,  and  the  saving  of  sulphuric  acid  for 
the  same  time  would  have  been  $29,000.  The  saving  of  fat, 
at  2  per  cent,  of  the  fat  worked,  would  have  been  90,000 
pounds,  for  the  40  months,  equal,  at  12  cents  per  pound,  to 
$10,800.  If  the  increased  profit  on  glycerine,  by  reason  of 
its  greater  strength  and  purity,  be  called  •)-  of  a  cent  per 
pound  on  the  fat  worked,  such  profit,  for  the  40  months,  would 
have  been  $9,000.  Thus,  the  defendant  may  properly  be  re- 
garded as  having  saved,  in  40  months,  by  the  use  of  the 
plaintiff's  process,  $53,525,  or  at  the  rate  of  $1,338  12  per 
month.  The  bases  of  calculation  are  those  established  on  the 
hearing  before  the  master  in  the  former  suit  in  this  Court 
against  the  defendant,  and  the  result  shows  the  direct  saving 
or  profit  which  the  defendant  is  mak^ig  by  continuing  his 
infringement. 

The  defendant  points  to  nothing  in  the  six  publications 
and  patents  which  his  answer  sets  up,  and  which  had  not,  in 
previous  suits,  been  set  up  or  introduced  in  evidence,  which 
goes  to  destroy  the  novelty  of  the  plaintiff's  invention,  and 
tliere  is  nothing  in  the  other  fifteen  to  justify  the  withholding 
of  an  injunction. 

The  great  merit  and  value  of  the  plaintiff's  invention,  not 
only  in  the  manufacture  of  candles,  but  as  a  process  for  ob- 
taining pure  glycerine  for  use  in  the  arts,  are  shown  by  evi- 
dence, and  it  is  quite  time  that  he  should  have  effective 
protection.    After  the  decision  in  his  favor  by  Mr.  Justice 
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Nelson,  on  final  hearing,  a  perpetual  injunction  would  un- 
doubtedly have  been  ordered  to  issue,  as  a  part  of  the  inter- 
locutory decree,  but  for  some  special  considerations  which 
induced  the  Judge  to  suspend  the  injunction  until  the  final 
decree,  if  the  defendant  should  give  a  bond  in  $20,000,  con- 
ditioned to  pay,  on  final  decree,  either  in  this  Court  or  in  the 
Supreme  Court,  all  sums  of  money  which  should  be  found 
due  from  him  to  the  plaintiff  on  the  accounting  before  the 
master,  on  the  filing  and  confirmation  of  the  report  on  such 
accounting.  The  bond  was  given  and  no  injunction  was 
issued.  If  the  original  term  of  the  patent  had  not  expired, 
a  perpetual  injunction  would  now  be  ordered,  as  a  part  of  the 
final  decree.  The  plaintiff  ought  to  be  in  no  worse  position 
because  his  patent  has  been  extended,  and  he  is  compelled  to 
make  the  present  motion.  I  see  no  ground  for  allowing  a 
bond  to  be  given  in  this  suit,  as  security,  in  place  of  issuing 
an  injunction.  The  case  is  a  clear  one,  on  all  points.  Let  an 
injunction  issue,  according  to  the  prayer  of  the  bill. 

When  the  order  for  the  injunction  came  up  for  settlement, 
the  defendant  expressed  his  willingness  to  take  a  license  from 
the  plaintiff,  under  the  extended  letters  patent,  at  the  usual 
rate  of  license  established  by  the  plaintiff.  Thereupon,  an 
order  was  made,  that,  unless  the  defendant  should  accept  and 
execute  a  license,  duly  executed  by  the  plaiutiff,  in  the  usual 
form,  within  ten  days,  under  the  extended  letters  patent,  an 
injunction  should  issue,  as  prayed  for  in  the  bill. 

George  Hardi/ng^  for  the  plaintiff. 

Charles  Jf.  Keller  and  Stephen  D.  Law^  for  the  de- 
fendant. 
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Whether,  where  noziouB  odors  generated  by  the  defendant,  in  a  manufactory 
carried  on  by  him  ontaide  of  the  jnrisdiotion  of  this  Conrt,  are  transmitted 
throngh  the  air  to  the  residence  of  the  plaintiff  sltaated  within  soch  jnrisdie- 
tion,  and  there  inflict  injury,  this  Court  has  jurisdiction  to  arrest  the  evil,  the 
paKies  being  properly  before  it,  quere. 

Under  the  patent  of  Connecticut,  of  March  19th,  1681,  known  as  the  Warwick 
patent,  and  the  charter  of  Connecticut,  of  April  23d,  1662,  granted  by  Charles 
n,  and  the  patent  of  Charles  II  to  the  Duke  of  York,  bf  March  12th,  1664, 
upon  which  three  documents  the  territorial  limits  and  jurisdiction  of  the 
Colonies  of  Oonneoticut  and  New  York  rested,  the  islands  lying  easterly  of 
the  land  boundary  between  the  two,  and  adjacent  to  the  Connecticut  shore, 
are  within  the  jurisdiction  of  Connecticut. 

The  possession  of  Connecticut  has  always  been  consistent  with  this  view  of  the 
documentary  title. 

Although  New  York  has  claimed  jurisdiction  over  three  islands  called  Captain's 
Islands,  lying  some  two  miles  to  the  westwsrd  of  Goose  Island,  a  small  island 
lying  about  a  mile  firom  the  shore,  off  Norwalk,  Connecticut,  yet  Connecticut 
has  never  conceded  such  claim,  and  New  York  has  never  claimed  jurisdiction 
over  Goose  Island. 

Goose  Island  is  within  the  territorial  limits  of  Connecticut. 

(Before  Woodruff  and  SmFMAir,  JJ.,  Connecticut,  September  19th,  1871.) 

Shipman,  J.  This  is  a  bill  in  equity,  to  enjoin  a  nnisance. 
The  plaintifi*  owns  and  occupies  a  residence  on  the  shore  of 
Long  Island  Sound,  in  the  town  of  Norwalk,  in  the  State  of 
Connecticut ;  and  the  defendant  owns  a  small  island,  called 
Goose  Island,  about  a  mile  from  the  shore.  On  this  island 
the  defendant  has  an  establishment,  in  which  he  manufactures 
artificial  manures,  from  dead  fish  and  other  ofiensiye  materials, 
the  odor  of  which  often  reaches  the  main  land  and  the  plaint- 
iff's residence,  and  creates,  as  the  bill  alleges,  an  intolerable 
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odor,  exceedingly  disagreeable  and  sidkening.  The  plaintiff 
brought  his  bill  against  the  defendant,  to  enjoin  this  nuisance, 
in  the  Superior  Court  of  Connecticut  for  Fairfield  county. 
The  defendant  removed  the  cause  into  this  Court,  and  filed  a 
plea  to  the  jurisdiction,  alleging  that  Goose  Island  is  not 
within  the  State  of  Connecticut,  and,  consequently,  not  with- 
in the  limits  of  this  judicial  District,  and  averring  that,  there- 
fore, this  Court  is  without  jurisdiction.  This  plea  the  plaintiff 
traversed,  and,  the  evidence  on  the  issue  of  fact  thus  raised 
having  been  heard.  Judge  "Woodruff  delivered  an  oral  opinion 
of  the  Court,  in  May  last,  finding  this  fact  adversely  to  the 
claim  of  the  defendant,  and  overruling  the  plea,  at  the  same 
time  stating  that  a  written  opinion,  fully  embodying  the 
views  then  expressed,  would  be  filed  at  a  subsequent  day. 
We  now  proceed  to  set  forth,  in  somewhat  more  detail,  the 
views  then  orally  prebented. 

The  main  question  is,  whether  the  subject-matter  of  this 
suit-is  within  the  jurisdiction  of  the  Court.  The  bill  alleges, 
that  the  noxious  odors  complained  of  are  transmitted  through 
the  air,  from  the  defendant's  works  on  the  island,  to  the 
plaintiff's  residence,  which  is  in  Connecticut,  injuring  the 
health,  and  destroying  the  c#mfort,  of  himself  and  family, 
and  impairing  the  value  of  his  property.  It  was  suggested, 
on  the  argument, '  that,  even  if  G-oose  Island,  where  the 
noxious  odors  are  generated,  be  without  the  District  of  Con- 
necticut, yet,  as  these  odors  are  blown  to  the  shore,  and  there 
inflict  the  injury  complained  of,  this  Court  has  ample  juris- 
'diction  to  arrest  the  evil,  the  parties  being  properly  before  it. 
This  is  an  interesting  question,  but,  the  conclusion  which  we 
have  reached  on  another  and  more  comprehensive  branch  of 
the  case,  renders  it  unnecessary  that  we  should  pass  upon  it. 
We,  therefore,  confine  ourselves  to  the  question  of  fact  to 
which  the  proof  was  addressed,  and  the  only  one  which  was 
discussed  on  the  argument,  and  that  is,  whether  Goose  Island 
is  within  the  limits  of  the  State  of  Connecticut. 

The  rules  of  evidence  applicable  to  controversies  touching 
the  boundaries  of  States,  do  not  differ  materially  from  those 
VOL,  n.— 8 


ii 


84  CONNECTICUT, 


KeyBer  «.  Coe. 


relating  to  the  boundaries  of  land  between  individuals.  In 
both  cases,  resort  is  made  to  documents  and  muniments  of 
title,  such  as  grants,  charters,  and  deeds,  and,  where  these 
£Eiil,  to  evidence  of  use  and  occupation.  We  have,  in  this 
case,  tested  the  question  now  under  consideration  by  both  of 
these  classes  of  evidence. 

The  first  piece  of  documentary  evidence  which  claims  our 
attention  is  the  patent  of  Connecticut,  well  known,  in  her  his- 
tory, as  the  Warwick  patent.  The  date  of  this  patent  was. 
March  19th,  1631.  It  is  stated  by  Trumbull,  in  his  history 
of  Connecticut,  {vol.  1,  j>.  27),  that  Warwick  derived  his 
title  from  the  Council  of  Plymouth,  by  a  grant  made  to  him 
in  1630,  and  confirmed  by  a  patent  from  Charles  I.  The 
Council  of  Plymouth  held  under  the  great  patent  of  New 
England,  from  James  I,  dated  November  3d,  1620.  Though 
the  descriptive  words  of  the  grant  in  this  Warwick  patent  of 
1631  are  peculiar,  a  careM  consideration  of  them  leaves  no 
substantial  doubt  as*  to  their  true  meaning,  so  far  as  they  bear 
on  the  present  controversy.  This  descriptive  clause  is  as 
follows :  ^^  All  that  part  of  New  England,  in  America,  which 
lies  and  extends  itself  from  a  river  there  called  Narraganset 
river,  the  space  of  forty  leagqes,  upon  a  straight  line,  near 
the  sea  shore,  towards  the  southwest,  west  and  by  south,  or 
west,  as  the  coast  lieth,  towards  Virginia,  accounting  three 
English  miles  to  the  league ;  and,  also,  all  and  singular  the 
lands  and  hereditaments  whatsoever,  lying  and  being  within 
the  lands  aforesaid,^  north  and  south,  in  latitude  and  breadth^ 
and  in  length  and  longitude,  of  and  within  all  the  breadth 
aforesaid,  throughout  the  main  lands  there,  from  the  western 
ocean  to  the  south  sea,  and  all  lands  and  grounds,  place  tod 
places,  soil,  wood  and  woods,  grounds,  havens,  ports,  creeks 
and  rivers,  waters,  fishings,  and  hereditaments  whatsoever,, 
lying  within  said  space,  and  every  part  thereof;  and,  also,  all 
islands  lying  in  America  aforesaid,  in  the  said  seas,  or  either 
of  them,  on  the  western  or  eastern  coasts  or  parts  of  said 
tracts  of  lands  by  these  presents  mentioned  to  be  given^ 
granted,  &c."    It  will  be  noticed,  that  the  eastern  boundary 
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of  the  tract  here  granted  is  not  described,  except  by  naming 
Narraganset  river,  (now  called  Narraganset  bay,)  as  the  line 
from  which  the  belt  of  land  included  in  the  grant  took  its 
start.  The  northern  boundary  is  not  described  at  all,  but  it 
has  universally  been  understood  to  be  coincident  with  the 
southern  boundary  of  the  colony  of  Massachusetts  Bay,  as 
fixed  by  the  grant  of  the  Council  of  Plymouth  to  Sir  Henry 
Roswel  and  others,  March  19th,  1637.  The  western  bound- 
ary of  the  land  granted  by  the  "Warwick  patent  it  is  not 
necessary  to  determine  in  this  controversy.  It  was  long  a 
subject  of  dispute  between  Connecticut  and  other  colonies, 
and  involved  interests  of  great  magnitude,  but  which  do  not 
now  concern  us.  The  words  in  this  patent,  "  from  the  west- 
em  ocean,"  refer,  of  course,  to  the  Atlantic.  This  is  clear, 
from  the  fact  that  the  grant  to  Sir  Henry  Koswel  and  others, 
already  referred  to,  and  dated  four  years  earlier  than  the 
"Warwick  patent,  employs  the  words,  "  from  the  Atlantic  and 
western  sea  and  ocean,  on  the  east  part,  to  the  south  sea,  on 
the  west  part."  Whether  the  words  "south  sea,""  in  the 
Warwick  patent,  meant  what  is  now  called  the  Pacific 
Ocean,  as  has  been  generally  supposed,  we  do  not  stop  to 
enquire. 

We  now  come  to  that  part  of  the  southern  boundary  of  the 
Warwick  grant  which  is  germane  to  the  question  before  the 
Court.  It  commenced  at  ITarraganset  river  or  bay,  on  the 
east,  and  extended  westerly  "  as  the  coast  lieth,  towards  Yii^ 
ginia,"  forty  leagues,  or  an  hundred  and  twenty  miles.  The 
words,  ^^  upon  a  straight  line,"  are  not  used  in  the  instrument 
to  designate  the  actual  southern  boundary,  but  merely  as  a 
line  on  which  the  distance  between  the  two  termini  was  to  be 
measured,  these  termini  being  Narraganset  river  on  the  east, 
and  a  point  on  the  coast  forty  leagues  from  that  starting  point. 
The  words,  "  near  the  sea  shore,"  must  have  been  used  in  the 
'sense  of  "  along  the  sea  «hore."  But,  if  we  were  to  construe 
the  words,  "  upon  a  straight  line,"  literally,  the  boundary  in- 
dicated by  it  would  not  support  the  dejfendant's  plea  to  the 
jurisdiction.    For,  a  straight  line  drawn  from  Point  Judith, 
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the  starting  point,  to  Lyon's  Point,  which  has  long  been  prac- 
ticallj  settled  as  the  western  terminus,  would  leave  Goose 
Island  on  the  north,  and  within  the  limits  of  the  grant.  But, 
as  already  stated,  we  regard  the  southern  boundary  indicated 
by  the  descriptive  words  of  the  grant  to  be  the  coast  washed 
by  the  sea.  This  interpretation  is  confirmed  by  other  com- 
prehensive words  of  the  grant,  by  which  are  included  in  it 
not  only  all  "  havens,  ports,  creeks,  waters,  fishings,"  but, 
^'  also,  all  islands  lying  in  America  aforesaid,  in  the  said  seas, 
or  either  of  them,  on  the  western  or  eastern  coasts  or  parts  of 
said  tracts  of  lands."  The  word,  ^'  seas,"  in  this  passage,  can- 
not be  confined  to  Narraganset  bay  on  the  east  and  the  Pacif- 
ic Ocean  on  the  west,  for,  the  former  is  called  only  a  river,  in 
this  grant.  "  Seas  "  must  have  included  the  Atlantic,  of  which 
Long  Island  Sound  was  an  arm.  We  need  not  trouble  our- 
selves now  to  inquire  whether  or  not  Long  Island  could  be 
properly  covered  by  this  grant,  as  Connecticut  long  and  un-. 
successfully  contended.  It  is  sufficient  for  us,  that  its  obvious 
and  natural  import  included  all  the  small  islands,  including 
.  the  one  in  question,  contiguous  to  the  north  shore  of  the 
Sound. 

The  next  document,  in  order  of  time,  is  the  charter  of  Con- 
necticut, granted  by  Charles  II,  April  23d,  1662.  This  in- 
strument describes  the  country  intended  to  be  embraced  within 
it,  thus :  "  All  that  part  of  our  dominions  in  New  England,  in 
America,  bounded  on  the  east  by  Narraganset  river,  com- 
monly called*  Narraganset  bay,  where  the  same  falleth  into 
the  sea,  and,  on  the  north,  by  the  line  of  the  Massachusetts 
Plantation,  andj  on  the  southy  hy  the  sea^  and,  in  longitude,  as 
the  line  of  the  Massachusetts  Colohy^  running  from  east  to 
west ;  that  is  to  say,  from  said  Narraganset  bay  on  the  east, 
to  the  south  sea  on  the  west  part,  with  the  islands  thereunto 
adjoining,  &c."  It  is  immaterial  to  our  present  purpose 
whether  the  "  sea"  here  mentioned  as  the  southern  boundary 
meant  the  Atlantic  Ocean  outside  of  Long  Island,  or  that  arm 
of  it  known  as  Long  Island  Sound.  It  certainly  meant  one 
or  the  other ;  and,  if  we  interpret  it  to  mean  the  Sound,  and 
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thiiB  restrict  it  within  the  narrowest  limits  which  the  language 
will  bear,  still  the  water  is  the  southern  boundary,  while  "  the 
islands  thereunto  adjoining  "  the  principal,  tract  are  expressly 
indnded  and  covered  by  the  instrument  That,  by  the  terms, 
^^  the  islands  thereunto  adjoining,"  it  was  intended  to  include 
all  those  small  ones  scattered  along  the  main  shore,  is  too 
plain  to  admit  of  a  doubt. 

We  now  come  to  the  patent  of  Charles  II  to  his  brother, 
the  Duke  of  York,  dated  March  12th,  1664,  thirty-three  years 
subsequent  to  the  Warwick  patent,  and  two  years  later  than 
the  charter  of  Charles  II  to  Connecticut.  After  granting  cer- 
tain portions  of  the  ^'  main  land  of  New  England,"  the  in- 
strument proceeds  :  ^^  And,  also,  all  that  island  or  islands  com- 
monly called  by  the  several  name  or  names  of  Matowacks  or 
Long  Island,  situate,  lying,  and  being  towards  the  west  of 
Cape  Cod  and  the  Narrow  Highgansetts,  abutting  upon  the 
main  land  between  the  two  rivers  there  called  or  known  by 
the  several  names  of  Connecticut  and  Hudson's  rivers,  together, 
also,  with  said  river  called  Hudson's  river,  and  all  the  land, 
jfrom  the  west  side  of  Connecticut  to  the  east  side  of  Dela- 
ware bay,  and,  also,  all  those  several  islands  called  or  known 
by  the  names  of  Martha's  Vineyard  and  Nantukes,  otherwise 
^antucket,  together  with  all  the  lands,  islands,  *  *  * 
harbors,  *  *  *  fishings,  *  *  *  to  the  said  several 
islands,  lands,  and  premises  belonging  and  appertaining,  with 
their  and  every  of  their  appurtenances,  &c."  From  this  de- 
scription no  one  would  have  any  doubt  that  Long  Island  was 
included  in  its  scope,  even  if  its  names  had  been  wholly  omit- 
ted* Its  location  is  given,  and  its  length  approximately  indi- 
cated, so  as  to  place  its  identity  beyond  mistake.  ^^  Abutting 
upon  the  main  land  between  the  two  rivers  there  known  as 
Connecticut  and  Hudson's  rivers,"  of  course,  means,  off,  abreast 
of^  the  main  shore,  between  the  mouths  of  these  streams. 
The  "islands  *  *  belonging  and  appertaining"  to  that 
and  the  other  main  islands  named,  must  refer  to  those  con- 
tiguous to  them,  or  in  their  vicinity.  Of  these  there  were  a 
considerable  number,  too  insignificant,  in  that  day  of  large 
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and  sweeping  grants  and  imperfect  geographical  knowledge, 
to  be  described,  but  so  contiguously  situated  as  to  be  naturally 
and  aptly  included  in  the  conveyance,  by  general  terms.  They 
would,  perhaps,  pass  by  implication,  as  incidents  to  the  main 
subjects  with  which  the  instrument  was  dealing.  But  we 
know  of  no  rule  of  construction  that  would  warrant  us  in  ex- 
tending this  grant  to  the  smaU  islands  adjacent  to  the  shore  of 
Oonnecticut,  even  had  the  patent  to  the  Duke  of  York  ante- 
dated, instead  of  post-dated,  the  Warwick  patent  and  the 
charter  of  Connecticut. 

It  is  well  known,  that,  long  prior  to  the  date  of  the  pat- 
ent of  the  Duke  of  York,  Connecticut  had  exercised  jurisdic- 
tion over  a  large  part  of  Long  Island.  We  are  not  called 
upon  to  vindicate  her  claim  to  that  jurisdiction.  She  regarded . 
it  as  included  in  the  Warwick  patent  and  in  the  charter  of 
Charles  11.  The  former  expressly  granted  '^  all  islands  lying 
in  America  aforesaid,  in  said  seas,  or  either  of  them,  on  the  , 
western  or  eastern  coasts  or  parts  of  said  tracts  of  lands." 
One  of  ^^  said  seas,"  as  we  have  already  seen,  was  the  Atlantic 
Ocean,  and  Long  Island  was  on  the  coast  of  the  eastern  part 
of  the  tract  of  land  granted.  There  was  nothing  in  any  prior 
grant  which  conflicted  with  this  claim.  The  great  patent  of 
New  England,  granted  by  James  I  to  the  Council  of  Ply^ 
mouth,  embraced  the  whole  region  from  the  fortieth  to  the 
forty-eighth  degrees  of  north  latitude,  "with  all  the  seas,  rivers, 
islands,  creeks,  inlets,  ports,  and  havens  within  those  degrees." 
Out  of  this  vast  tract,  that  described  in  the  Warwick  patent 
was  carved ;  and,  as  the  latter  lay  on  the  coast,  and  the  instru- 
ment which  described  it  expressly  included  "  all  islands  "  on 
the  coasts  or  parts  ef  said  tracts  of  lands,  it  is  not  surprising 
that  Connecticut  asserted  her  claim  to  Long  Island,  or,  at  least, 
to  that  part  of  it  which  lay  abreast  of  her  shore — a  claim  rec- 
ognized by  the  Dutch,  in  1650,  in  the  treaty  of  Hartford, 
which  gave  Connecticut  all  that  part  of  the  island  east  of  a 
line  drawn  from  the  westernmost  part  of  Oyster  Bay  to  the 
Atlantic  Ocean,  a  treaty  which  was  ratified  by  the  States  Gen- 
eral of  Holland.    The  charter  of  Charles  II  bounded  her 
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^* south  by  the  sea."  She  interpreted  the  word  "sea"  as 
STnonymoiis  with  "  ocean,"  and,  on  that  ground,  also,  claimed 
to  the  Atlantic  shore  on  the  south  side  of  Long  Island.  The 
grant  to  the  Duke  of  York  was  in  conflict  with  this  claim,  and 
the  question  of  its  validity  came  blBfore  a  royal  commission  9 
in  November,  1664.  This  commission  was  attended  by  dele- 
gates from  Oonnecticut,  duly  authorized  by  the  colony,  and 
included  the  governor.  The  instrument  which  contained  the 
result  of  their  settlement  of  the  boundary  was  signed  Novem- 
ber 30th,  1664,  by  the  royal  commissioners  and  those  from 
Connecticut,  and,  so  fEtr  as  it  bears  upon  the  question  before 
us,  was  as  follows :  "  We  do  declare  and  order,  that  the  south* 
em  bounds  of  his  majestie's  colony  o'f  Connecticut  is  the  sea, 
and  that  Long  Island  is  to  be  under  the  government  of  his 
royal  highness  the  Duke  of  York,  as  is  so  expressed  by  plain 
words  in  said  patents  respectively."  This  is  not  very  explicit, 
except  as  to  Long  Island.  It  was  conclusive  against  the  claim 
of  Cionnecticut  to  that.  But  it  uses  the  word  ^^sea"  as  de- 
fining her  southern  boundary,  the  same  word  used  in  the 
charter  of  1662.  The  eastern  portion  of  her  southern  bound- 
ary was  confessedly  the  Atlantic  Ocean,  but,  whether  the 
word  "  sea  "  was  used  as  synonymous  with  ^^  sound,"  and  as 
tlius  defining  the  western  and  greater  portion  of  her  southern 
boundary,  does  not  appear  very  clearly.  Yet  the  explicit  rec- 
ognition of  the  title  of  the  Duke  of  York  to  Long  Island, 
would  impliedly  exclude  the  idea  that  the  southern  boundary 
-of  Connecticut  extended  south  beyond  the  Sound.  But,  how- 
ever this  may  be,  the  settlement  now  under  consideration  no- 
where, either  by  express  words  or  by  implication,  recognizes 
the  title  of  the  Duke  of  York  to  the  small  islands  along  the 
Connecticut  shore. 

It  is  true,  that  the  settlement  agreed  on  by  the  commis- 
sioners fixed,  also,  the  west  bounds  of  Connecticut,  and  that, 
in  doing  this,  they  commenced  at  the  point  on  the  east  side 
of  Mamaroneck  creek,  where  it  falls  into  the  Sound,  and  from 
that  starting  point  ran  northerly.  It  is  true,  too,  that,  in  all 
:the  adjustments  of  the  western  boundary  line  between  Con- 
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necticat  and  New  York,  except  that  contained  in  the  treaty'of 
Hartford,  in  1'650,  the  southern  terminus  or  starting  point  of 
the  line  defined  was  fixed  at  some  point  on  the  shore  of  tha 
Sound.  It  now  stands  at  Lyon's  Point.  But,  the  inference 
which  we  are  asked  by  the  defendant  to  draw  from  this  &ct^ 
is  not  warranted  by  the  fact  itself,  nor  by  any  circumstance 
connected  with  it.  That  inference  is  this — ^that,  inasmuch  as 
the  western  boundary  line  of  Connecticut  was  not  defined 
further  south  than  the 'north  shore  of  the  Sound,  therefore, 
Connecticut  had  no  territorial  ^ghts  beyond  that  shore,  in  a 
southerly  direction.  To  state  this  proposition  is  to  answer  it. 
The  land  part  of  the  boimdary  on  the  west  of  Connecticut 
was  the  only  portion  that  caused  any  trouble  between  her  and 
New  York.  To  define  that,  down  to  the  waters  of  the  Sound, 
was  all  that  was  necessary.  The  water  was  an  arm  of  the  sea, 
over  which  neither  colony  could  have  any  exclusive  control. 
It  was  a  highway  common  to  both,  and  open  to  the  commerce 
of  all  who  were  at  peace  with  England.  To  define  the  bound- 
ary line  on  the  land  to  the  water's  edge,  was  all  that  was  re- 
quired, leaving  the  jurisdiction  over  the  adjacent-waters  and 
islands  to  be  determined  by  the  respective  patents  or  charters 
of  the  two  colonies,  and  the  law  of  nations.  The  claim,  there- 
fore, that  the  omission  to  define  the  line  on  the  water,  left  the 
islands  near  the  Connecticut  shore  and  east  of  Mamaroneck 
creek  under  the  jurisdiction  of  the  Duke  of  Fork,  is  not  even 
plausible.  Just  as  well  might  it  be  claimed  that  the  islands 
west  of  that  creek  were  left  within  the  jurisdiction  of  Con- 
necticut. These  vemarks  apply  to  all  that  part  of  the  evidence 
which  relates  to  the 'west  boundary  of  Connecticut.  This 
boundary,  for  many  years,  fiuctuated  east  ^nd  west,  and  finally 
was  settled,  so  far  as  the  southern  terminus  was  concerned,  at 
Lyon's  Point,  where  it  now  remains.  This  disposes  of  the 
objections  of  the  defendant  to  the  jurisdiction  of  this  Courts 
so  far  as  those  objections  are  founded  upon  documentary  evi- 
dence. Our  conclusion  is,  that,  upon  any  just  construction  of 
the  three  great  muniments  of  title  which  we  have  considered, 
and  upon  which  the  territorial  limits  and  jurisdiction  of  the 
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colonies  of  Connecticut  and  Kew  York  rested,  the  islands 
lying  easterly  of  the  land  boundary  between  the  twp,  and  ad* 
jaoent  to  the  Connecticut  shore,  are  within  the  jurisdiction  of 
the  latter  State. 

The  possession  of  Connecticut  has  always  been  consistent 
with  this  view  of  the  documentary  title.  So  far  as  these 
idands  have  been  permanently  occupied  at  all,  that  occupancy 
has  been  by  eitizens  of  this  State,  who  have  recognized  its 
jurisdiction  over  their  island  possessions.  In  conveyances, 
the  land  of  which  they  are  coiaposed  has  been  described  as 
lying  within  the  State,  and  the  deeds  thereof,  offered  in  evi- 
dence, have  been  recorded  in  the  appropriate  land  records 
within  the  same  jurisdiction.  The  defendant  holds  his  title 
under  a  long  line  of  conveyances  describing  the  island  in 
question  as  situated  in  Connecticut. 

To  this  uniform  possession  of  Connecticut,  New  York  has 
made  no  adverse  claim,  so  far  as  we  are  apprised,  except  in  a 
single  instance,  to  which  we  wUl  now  refer.  On  the  12th  of 
February,  1765,  Cadwallader  Colden,  then  Lieutenant-Gov- 
ernor of  New  York,  addressed  the  following  letter  to  Gov- 
ernor Fitch,  of  Connecticut : 

New  York,  February  12,  1765. 

Sir :  Having  laid  before  his  majesty's  council  the  inclosed  peti- 
*  tion  of  John  Anderson,  holder  of,  by  grant  under  the  great  seal  of 
this  province,  three  islands  in  the  Sound,  and  complaining  that  he 
has  lately  been  sued  by  Justus  Bush,  David  Bush,  William  Bush, 
and  John  Gregg,  inhabitants  of  the  colony  of  Connecticut,  for  a  sup- 
posed trespass  on  one  of  those  islands  called  Captain's  Islands,  and 
praying  the  interposition  of  this  government,  in  order  to  secure  to 
him  the  effect  of  the  royal  bounty,  I  am,  by  the  advice  of  the 
council,  to  propose  to  your  government  the  submitting  the  matter 
of  jurisdiction  with  respect  to  these  islands,  and  such  others  in  the 
Sound  as  are  or  may  be  contested,  to  the  determination  of  his  maj- 
esty in  his  privy  council,  on  such  state  of  the  controversy  as  each 
government  shall  think  fit  to  transmit  to  his  majesty's  ministers  for 
this  purpose,  and  that,  in  the  mean  time,  all  judicial  proceedings  be 
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frauspended,  as  ineffectual,  and  necessarily  leading  to  great  animosities 
between  individuals,  and  to  embroil  the  two  governments. 

As  the  matter  proposed  will  answer  the  same  end  as  a  commis- 
sion in  the  usual  form,  and,  being  attended  with  little  expense,  seems 
better  adapted  to  a  case  in  which  the  public  interest  in  either  colony 
is  inconsiderable,  I  flatter  myself  that  it  will  meet  with  the  appro- 
bation of  yours,  in  which  case  I  shall  order  the  proper  papers  to 
be  prepared,  and  shall  transmit  them  without  delay. 

I  am,  with  great  regard. 

Sir,  your  most  obedient, 
^  humble  servant, 

CADWALLADER  COLDEN. 
The  Honorable  Thomas  Fitch,  Esq., 

Chvemor  cf  ConneeHcut, 

This  letter  was  received  by  Governor  Fitch  on  the  18th  of 
Febmary,  1765,  and,  on  the  22d,  he  replied  as  follows : 

NoBWALK,  22d  February,  1765. 

Sir : 

On  the  18th  I  received  your  letter  of  the  12th,  acquainting  me 
that  John  Anderson  had  exhibited  his  petition  to  you,  complaining 
he  has  lately  been  sued  by  some  of  the  inhabitants  of  this  colony, 
for  a  trespass  on  one  of  the  islands  called  Captain's  Islands,  and 
praying  the  interposition  of  your  government  in  order  to  secure  to 
him  the  effect  of  the  royal  bounty  in  granting  him  those  islands 
under  your  province  seal.  His  petition  you  mention  was  not 
inclosed ;  the  purport,  therefore,  I  collect  from  your  letter. 

The  proposal  you  are  pleased  to  make  this  government,  of  sub- 
mitting the  matter  of  jurisdiction  with  respect  to  those  three  islands, 
and  such  others  as  are  or  may  be  contested,  to  the  determination  of 
his  majesty  in  his  privy  council,  I  shall  lay  before  the  Greneral  As- 
sembly of  this  colony,  as  soon  as  opportupity  presents,  which  will 
be  in  May,  unless,  on  some  special  occasion,  it  may  be  foimd  neces- 
sary to  meet  sooner. 

I  must  observe,  a  proposal  to  this  government  to  submit  a  mat- 
ter of  jurisdiction  which  it  has  exercised  without  controversy  or 
interruption  for  more  than  one  hundred  years,  founded,  as  we,  at 
least,  suppose,  on  good  and  legal  authority,  was  unexpected ;  and 
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thaty  after  New  York  and  Connecticut  had  settled  the  lines  of  govern- 
ment with  so  great  precision  and  certainty,  and  Connecticut  had 
made  audi  great  condescensions  therein,  I  hoped  that  they  would 
have  had  no  occasion  to  enter  into  further  contests  on  that  head. 
However,  I  shall  refer  the  whole  to  the  Assembly,  who  alone  can 
properly  determine  the  matter. 

I  am.  Sir,  with  great  regard,  your 

most  obedient,  and  most  humble  servant, 

THOS.  FITCH. 
The  Honorable  Liieut.-Governor  Coldsk. 


GtoremoT  Fitch,  in  purBuance  of  his  promise  to  Governor 
Colden,  did  snbmit  the  letter  g{  the  latter  to  the  General 
Assembly,  in  May  following,  together  with  Anderson's  peti- 
tion, which,  in  the  meantime,  had  come  to  hand.  The  snb-. 
ject  was  referred  to  a  special  committee,  a  majority  of  whom 
were  among  the  most  eminent  citizens  and  lawyers  of  the 
State.  On  the  28th  of  May,  1765,  the  committee  made  their 
report,  which,  after  stating  that  the  government  had  not 
interfered  in  the'snit  against  Anderson,  but  had  left  the 
matter  originally  in  dispnte  entirely  with  the  courts  of  law, 
as  it  was  a  matter  relating  to  private  property,  and  that,  even 
60  far  as  the  question  of  jurisdiction  was  concerned,  it  was 
too  inconsiderable  to  engage  the  attention  of  the  two  govern- 
ments, in  the  expensive  mode  of  settlement  proposed,  con- 
idudes  as  follows :  ^^  And  farther,  that  the  lines  and  bound- 
aries between  the  two  colonies  hav^  been  so  effectually  and 
finally  settled,  by  solemn  agreements,  ratified  and  confirmed 
by  his  Majesty's  predecessors,  that  there  appears  no  reason- 
able foundation  for  further  controversy  relative  thereto." 
This  report  was  accepted,  and  Governor  Fitch  was  instructed 
to  communicate  the  result  to  the  Governor  of  New  York. 
In  the  mean  time,  the  suit  against  Anderson  had  proceeded 
to  final  judgment,  the  jury  having  found,  under  a  plea  to  the 
jurisdiction,  that  the  islands  claimed  by  him  were  within  the 
colony  of  Connecticut,  instead  of  New  York. 

The  petition  of  Anderson  to  Lieutenant-Governor  Golden, 
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which  referred  to  this  Buit,  and  led  to  the  correspondence  and 
legislative  action  already  stated,  deserves  attention  in  this 
place ;  for,  although  Goose  Island  lies  some  ten  miles  to  the 
eastward  of  the  islands  claimed  by  Anderson,  yet  the  grounds 
of  his  claim  that  the  latter  were  within  the  limits  of  Kew 
York,  were  broad  enough  to  include  all  the  islands,  as  well  as 
a  narrow  strip  of  the  main  land,  along  the  Connecticut  shore, 
west  of  Fisher's  Island.  This  petition,  after  reciting  a  grant 
of  the  three  islands  from  his  Majesty,  under  the  great  seal  of 
the  Province  of  New  York,  and  the  interference  with  his 
alleged  rights  by  the  suit  in  the  Connecticut  Court,  set  forth 
the  descriptive  clause  of  the  charter  of  Charles  II  to  Con- 
necticut, which  we  have  already  referred  to  in  another  place : 
"  All  that  part  of  our  dominions  in  New  England,  in  Amer- 
ica, bounded  on  the  east  by  Narraganset  river,  eonmionly 
called  Narraganset  bay,  where  the  said  river  fidleth  into  the 
sea,  and,  on  the  north,  by  the  line  of  Massachusetts  planta- 
tion, and,  on  the  south,  by  the  sea,  and,  in  longitude,  as  the 
line  of  Massachusetts  colony,  running  firom  east  to  west,  that 
is  to  say,  from  the  said  Narraganset  bay  on  the  east,  to  the 
south  sea  on  the  west,  with  the  islands  iJiiereunto  adjoining." 
The  petition  then  averred,  that,  "  pursuant  to  this  descrip- 
tion, he  is  advised,  that  the  corporation  of  Connecticut  could 
justly  claim  no  other  lands  than  such  as  were  comprehended 
between  the  south  bounds  of  Massachusetts  bay,  (colony  or 
plantation,)  and  a  line  parallel  thereto,  running  west ;  which, 
it  is  supposed,  will  be  in  coincidence  with  the  sea-side  for 
several  miles  westward  of  Point  Judith,  near  the  mouth  of 
Narraglmset  bay,  until  the  shore  bends  more  southerly  than 
the  parallel  with  the  northern  boundary,  and  such  islands,  (if 
any  islands  not  included  in  those  limits  can  be  supposed  to 
pass  by  the  insensible,  or,  at  least,  inaccurate,  epithet,  "  ad- 
joining,") as  -are  in  Karraganset  bay,  or  in  the  sea,  as  far  as 
it  coincides  with  the  southernmost  parallel,  in  its  western 
course ;  for,  by  this  construction,  all  the  words  of  the  patent 
are  fully  satisfied,  and  every  other  interpretation  will  be 
found  extravagant  and  injurious  to  the  crown,  and  imply  so 
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gross  a  want  of  knowledge  of  the  country  as  cannot  reason- 
ably be  supposed  e^en  at  that  early  day.    And  thns,  as  the 
soath  parallel  or  boundary  of  Connecticut,  running  west,  de- 
parts from  the  seaside  near  Fisher's  Island,  and  crosses  the 
country,  the  course  of  the  Sound  being,  from  about  Fisher's 
Island,  south  westerly,  it  follows,  that  the  title  to  the  greatest 
part  of  the  land  contiguous  to  the  northern  shore  of  the 
Sound,  and  all  the  islands  near  it,  remained  (the  grant  to 
C!omiecticut  notwithstanding)  in  the  crown ;  and,  those  isl- 
ands not  being  affected  by  any  subsequent  settlement,  his 
Majesty  had  good  right  to  pass  to  your  petitioner  the  grant 
above  mentioned."    This  petition  of  Anderson  was  evidently 
drawn  by  a  lawyer,  and  no  doubt  foreshadowed  the  legal 
ground  upon  which  the  province  of  New  York  rested  her 
title,  at  that  time,  to  the  islands  then  in  controversy.    We  do 
not  need  to  discuss,  at  this  late  day,  the  claim  then  put  forth 
by  Anderson,  under  New  York.     The  Warwick  patent  of 
1631,  the  charter  of  1662,  the  settlement  of  1664,  and  the 
possession  of  Connecticut  under  all  three,  had,  for  more  than 
a  century,  ignored  any  such  claim,  and  fixed  her  boundary 
on  the  sea  or  Sound.    We  are  aware  that  the  State  of  New 
York  adhered  to  the  claim  set  up  by  the  provincial  govern- 
ment to  the  three  Captains'  Islands.   On  what  precise  grounds 
she  did  so  we  are  not  advised,  but  we  infer  that  they  cer- 
tainly were  not  those  set  up  by  Anderson  in  his  petition,  in 
1765.    But  the  claim  of  that  State  has  never  extended,  so  far 
as  any  evidence  before  us  indicates,  to  Goose  Island,  or  any 
others  on  that  part  of  the  coast,  except  the  three  which  were 
granted  to  Anderson.    Connecticut  has  never  conceded  the 
claim  of  New  York  to  those.    The  right  of  New  York  has 
never  been  deemed  settled,  and  the  commissioners  of  that 
State,  appointed  in  1856  to  ascertain  the  boundary  between 
it  and  Connecticut,  stated,  in  their  report  to  the  legislature  of 
New  York,  that  they  "learned,  that,  in  addition  to  the 
boundary  question,  there  is  a  controversy  respecting  the 
jurisdiction  over.  Captain's  Island,  lying  in  the  Sound,  near 
Byram  river.    As  the  extent  of  our  powers,"  say  the  com- 
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misBionerB,  "  in  respect  to  this  matter,  was  quite  unoertain, 
we  entered  into  no  negotiations  regarding  it,  and  made  no 
investigations,  except,  incidentally,  into  the  origin  and  extent 
of  the  dispute.  We  are,  however,  satisfied,  that  some  decis- 
ion of  the  question  is  urgently  required."  This  "contro- 
versy," as  the  commissioners  call  it,  doubtless  led  the  United 
States  to  obtain  from  both  States  a  cession  of  jurisdiction 
over  three  acres  of  thi^  island,  on  which  a  light  house  was 
erected  by  that  government,  about  the  year  1830.  So  far  as 
the  evidence  before  us  shows,  the  United  States  have  uni- 
formly taken  deeds  of  cession  from  Oonnecticut  only,  of  all 
the  other  islands  north  of  the  middle  of  the  Sound  and 
between  Lyon's  Point  and  Fisher's  Island,  which  have  been 
used  as  light  stations. 

We  are,  of  course,  well  aware,  that  Fisher's  Island,  though 
lying  somewhat  near  the  Connecticut  shore,  and  near  her 
present  eastern  boundary,  has  Icxig  been  under  the  jurisdic- 
tion of  New  York.  With  regard  to  the  foundation  of  the 
title  of  the  latter  State  to  that  island,  we  make  no  observa- 
tions, as  there  is  no  evidence  before  us  relating  specially  to 
the  subject,  nor  is  it  at  all  necessary  to  th^  proper  determina- 
tion of  the  present  controversy. 

An  examination  of  the  statute  of  New  York  defining  the 
boundaries  of  that  State,  and  the  discussion  by  her  Courts  re- 
lating to  its  construction,  discloses  nothing  which  in  any 
manner  countenances  the  claim  set  up  by  the  defendant  in 
his  plea.  Goose  Island  is  not  only  not  included  in  the  de- 
scriptive words  of  the  New  York  boundary  Act,  but  no  con- 
struction of  that  Act  has  ever  been  suggested  which  would 
include  it  within  the  limits  of  that  State.  The  language  of 
that  part  of  the  Act  relating  to  this  subject  is  as  follows, 
starting  from  Sandy  Hook :  "  and  then  to  the  place  of  begin- 
ning," (Lyon's  Point),  "in  such  manner  as  to  include  Staten 
Island,  and  the  islands  of  meadow  on  the  west  side  thereof, 
Shooter's  Island,  Long  Island,  the  Isle  of  Wight,  now  called 
Gardiner's  Island,  Fisher's  Island,  Shelter  Island,  Plum 
Island,  Eobin's  Island,  Bam  Island,  the  Gull  Islands,  and  all 
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the  islands  and  waters  in  the  bay  of  New  Yoik,  and  within 
the  bounds  above  described."  (1  Rev,  Stats,  of  N.  Y.^  65.) 
This  is  somewhat  obscure,  as  neither  courses  nor  distances 
are  given,  bat  the  line,  however  run,  is  to  include  certain 
islands  and  waters. 

The  construction  of  this  clause  of  the  Act  was  discussed 
in  the  case  of  Mamley  v.  The  People^  (3  Selden^  295.)  The 
plaintiff  in  error  in  that  case  had  been  indicted  and  convicted 
of  theft.  The  indictment  alleged  the  offence  to  have  been 
committed  in  the  county  of  New  York.  The  proof  showed 
that  it  was,  in  fact,  committed  on  board  of  a  steamboat  on 
Long  Island  Sonnd,  opposite  the  connty  of  Suffolk,  near  the 
shore  of  Long  Island,  between  Sands'  Point  and  Huntington. 
The  accused  took  the  ground,  in  the  Court  below,  that  the 
proof  showed  that,  the  offence  was  committed  out  of  the 
boundaries  of  the  State,  and,  if  not,  then  out  of  the  limits  of 
the  county  of  New  York,  and  within  those  of  Suffolk  county. 
A  majority  of  the  Court  of  Appeals  held  that  the  looits  m  qiia 
was  in  Suffolk  connty,  and  not  in  the  county  of  New  York, 
But  they  did  not  attempt  to  define  the  boundary  of  the 
State  from  Sandy  Hook  to  Lyon's  Point.  Welles,  J.,  how- 
ever, in  his  opinion,  suggested  two  modes  of  defining  the 
line  indicated  by  the  words  of  the  statute,  one  of  which  he 
thought  should  be  adopted :  '^  The  first  is,  to  start  from  Sandy 
Hook,  and  run  the  line,  by  straight  courses,  so  as  to  include 
the  islands  mentioned,  making,  with  a  direct  straight  line 
from  Sandy  Hook  to  Lyon's  Point,  an  irregular'  figure,  the 
exterior  of  which  shall  consist  wholly  of  straight  lines,  with 
angles  of  unequal  quantities,  and  with  the  vertex  of  each 
angle. pointing  outward  from  the  interior  of  the  figure.  This 
would  run  the  northern  line  of  the  figure  or  tract  from  some 
point  on  Fisher's  Island  to  Lyon's  Point  in  a  direct  course. 
*  *  *  The  second  is  to  run  the  line  directly  from  Sandy 
Hook  to  the  place  of  beginning,  in  the  mouth  of  Byram 
River,"  (Lyon's  Point,)  "  diverging  from  a  direct  course  so 
fiur,  and  so  &r  only,  as  is  necessary  to  include  the  islands,  &d., 
mentioned,  and,  as  soon  as  that  object  is  attained,  to  return 
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to  the  original  straight  direction.  By  thifi  mode,  it  is  in- 
tended to  include  the  whole  of  the  Sound  lying  east  of  the 
first  mentioned  direct  line  from  Sandy  Hook  to  Lyon's  Point, 
and,  consequently,  the  place  where  the  offence  was  committed. 
I  am  inclined  to  adopt  the  latter  of  these  modes."  The 
learned  judge  then  states  his  reasons  for  that  preference, 
which  it  is  not  necessary  for  us  to  cite  here.  By  an  examin- 
ation of  the  map  of  the  territory  and  Sound,  in  connection 
with  the  statute  and  the  opinion  just  cited,  it  will  be  seen, 
that  a  straight  line  from  Fisher's  Island  to  Lyon's  Point  is 
the  furthest  northern  limit  assigned  to  the  boundary  of 
New  York  in  the  Sound,  upon  any  construction  of  her  own 
statute.  The  line  would  leave  Goose  Island  within  the  State 
of  Connecticut. 

In  the  case  of  Mahler  v.  TransportaUon  Co.y  (35  iT.  Y. 
Ii,y  352,)  the  saq^e  subject  is  discussed  by  Porter,  J.  That 
case  arose  out  of  a  collision  between  yessels  in  the  Sound, 
between  the  shores  of  New  York,  and  west  of  the  Connecti- 
cut boundary.  But  the  discussion  in  that  case  sheds  no  light 
on  the  question  now  before  us,  and  lends  no  support  to  the 
claim  set  up  by  the  defendant  here,  that  Groose  Island  is  with- 
in the  limits  of  New  York.  In  both  of  the  cases  which  we  have 
cited,  as  well  as  in  that  of  The  Sloop  EUzahethy  (1  Paints  C.  O. 
H.j  10,)  the  question  was,  what  waters  of  Long  Island  Sound 
were  included  within  the  territorial  limits  of  New  York,  and, 
therefore,  subject  to  her  exclusive  civil  and  criminal  jurisdic- 
tion. The  title  to  no  islands  was  in  dispute,  though,  in 
tracing  the  boundary  of  the  State  over  the  waters  of  the 
Sound,  of  course,  the  islands  would  be  included  or  excluded, 
as  the  case  might  be.  But,  as  we  have  already  seen,  no  line 
was  suggested  which  would  include  Goose  Island  within  the 
territory  of  New  York. 

It  will  be  noticed,  that  the  statute  of  New  York,  in  de- 
scribing the  boundary  line,  includes  within  it  not  only  Long 
Island,  but,  also,  "  the  Isle  of  Wight,  now  called  Gardiner's 
Island,  Fisher's  Island,  Shelter  Island,  Plum  Island,  Eobin's 
Island,  Bam  Island,  the  Gull  Islands,"  &c.    Some  confusion 
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lias,  at  times,  arisen  out  of  the  fact  tliat  Bam  Island  was  thus 
included  in  that  Act,  as  it  was,  also,  in  the  Act  Sxing  the 
limits  of  Suffolk  county,  (3  Hev.  Stats,  of  I^.  T".,  2).  Now, 
there  are  three  islands  known  tfjr  the  name  of  "  Eam  Island," 
one  in  Gardiner's  Bay,  a  little  south  of  Gardiner's  Island, 
one  just  at  the  mouth  of  Mystic  river,  between  Fisher's 
Island  and  the  Connecticut-  shore,  sometimes  called  Mystic 
Island,  and  a  third  opposite  the  town.of  Norwalk,  and  a  little 
to  the  westward  of  Goose  Island.  It  is  obvious,  that  the 
Bam  Island  referred  to  in  the  New  York  statutes,  is  the  one 
in  Gardiner's  Bay.  Both  Acts  name  this  island  in  immediate 
connection  with  others  in  the  vicinity  of  the  east  end  of  Long 
Island.  It  cannot  be  said  that  some  other  Bam  Island,  than 
that  in  Gardiner's  Bay,  was  meant,  becaase  that  is  located 
within  waters  confessedly  within  the  limits  of  the  State  of 
New  York  and  of  Suffolk  county ;  for.  Shelter  Island  and 
Kobin's  Island  are  both  named,  and  are  both  still  more  land- 
locked than  Bam  Island.  Bobin's  Island  is  in  Great  Peconic 
Bay,  a  sheet  of  water  almost  entirely  enclosed  by  the  main 
land  of  Long  Island.  We  conclude,  therefore,  that  the  Bam 
Island  mentioned  in  the  statutes  referred  to  is  the  one  in 
Gardiner's  Bay,  instead  of  either  the  one  at  the  mouth  of 
Mystic  river,  or  that  off  Norwalk,  both  of  which  are  very 
near  the  Connecticut  shore.  This  point  is  not  very  material, 
but  we  have  alluded  to  it  to  correct  an  error  which  has  some- 
times arisen  *by  confounding  the  Bam  Island  in  Gardiner's 
Bay  with  one  or  the  other  of  the  two  of  the  same  name 
which  lie  far  distant,  and  north  of  any  boundary  line  ever 
claimed  by  New  York  since  she  became  a  State. 

From  these  views,  it  will  be  seen,  that  the  fact  set  up  by 
the  defendant  in  his  plea  to  the  jurisdiction  of  this  Court  is 
unsupported  by  proof  of  any  kind,  and  this  plea,  therefore, 
tails,  and  must  be  overruled.  Goose  Island,  where  the  al- 
leged nuisance  has  been  created  by  the  defendant,  is  within 
the  territorial  limits  of  the  State  of  Connecticut,  and,  there- 
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fore,  within  this  jadicial  District  and  the  jurisdiction  of  this 
Court. 

Aaa  B.   Woodward  nnd  *Tilton   E,  Doolitde^  for   the 
plaintiff. 

George  H.  Watrous  and  Levi  Warner^  Jr,^  for  the  de- 
fendant. 


,    ^  Abneb  G.  Bevin 

The  East  Hampton  Bell  Company.    In  Equtiy. 

Li  January,  1852,  B.  applied  for  a  patent  HIb  application  was  rejected  in 
April,  1862.  He  did  not  appeal,  or  apply  for  a  re-examination.  In  May, 
1862,  he  took  from  the  Patent  Office  his  application,  and  aU  the  papers  con- 
nected with  it,  except  one  drawing,  bat  made  no  formal  withdrawal.  The 
papers  so  withdrawn  were  never  returned.  From  May,  1862,  nntU  April, 
1862,  he  had  no  communication  with  the  Patent  Office,  and  took  no  steps 
towards  obtaining  a  patent  During  that  interval,  his  invention  went  into 
extensive  use,  with  his  knowledge,  and  without  his  objection.  In  April,  1862, 
he  filed  a  new  application  for  a  patent  for  the  invention,  and  paid  a  new  fee. 
The  new  application  made  no  reference  to  the  application  of  1862.  The  fee 
paid  to  the  Patent  Office  in  1862  was  not  withdrawn:  HM,  that  the  applica- 
tion of  1852  had  been  abandoned,  and  that  a  patent  granted  in  1869,  on  the 
application  of  1862,  was  void,  because  of  the  public  use  of  the  invention,  for 
nearly  ten  years  before  1862,  with  the  permission  of' the  inventor. 

(Before  Woodruff  and  Shifman,  JJ.,  Connecticut,  September  19th,  1871.) 

Shipman,  J.     This  is  a  bill  in  equity,  praying  for  an  in- 
junction and  an  account,  and  is  founded  upon  a  patent  issuecC 
^to  the  .plaintiflF,  May  4th,  1869.     The  alleged  invention  is 
called,  in  the  patent,  an  "  improvement  in  metallurgic  fur- 
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naceB."  The  device  is  a  simple  one  and  need  not  be  described 
here.  It  is  sufficient  to  say,  that  it  required  inventive  thought 
to  originate  it,  and  that  It  is  a  useftil  improvement.  That  the 
plaintifi  was  the  original  and  first  inventor  may,  also,  be  con- 
ceded. The  defence,  as  set  up  in  the  defendants'  answer, 
^  rests  upon  the  following  grounds :    (1.)  That  the  invention 

'^  was  in  public  use,  with  the  knowledge  and  consent  of  the 
inventor,  for  more  than  two  years  prior  to  his  application  for 
the  said  letters  patent."  (2.)  "  That  the  plaintiff,  since  his 
application  for  said  letters  patent,  and  before  the  issuing  of 
the  same,  and  during  the  period  of  seven  years  which  elapsed 
between  said  application  and  the  obtaining  of  said  letters 
patent,  knowingly  permitted  his  alleged  invention  to  become 
public  property,  and  abandoned  the  same  to  the  public." 

There  is  very  little  dispute  between  the  parties  about  the 
facts.  In  January,  1852,  the  plaintiff  applied  for  a  patent, 
and,  in  April  of  the  same  year,  his  application  was  rejected. 
From  this  rejection  no  appeal  was  taken,  or  re-examination 
applied  for.  In  May  next  following,  the  plaintiff  took  his 
applicsation,  and  all  the  papers  connected  with  it,  except  one 
drawing,  from  the  Patent  Office,  but  no  formal  withdrawal 
appears  to  have  been  made.  The  papers  thus  withdrawn 
from  the  Office  were  never  returned.  From  May  28th,  1862, 
till  April  28th,  1862,  the  plaintiff  had  no  communication  with 
the  Patent  Office,  and  the  only  evidence  which  that  Office 
contained,  during  these  ten  years,  of  his  alleged  invention, 
was  the  drawing,  and  the  entries  on  the  file  wrapper  of  the 
date  of  filing  the  petition  and  other  papers,  the  rejection  of 
the  application,  and  the  delivery  of  the  papers,  on  the  order 
of  the  plaintiff;  to  his  brother^  May  28th,  1852. 

At  the  time  his  application  was  rejected,  in  April,  1852, 
the  Office  referred  the  plaintiff  to  "  Wyman  on  Ventilation," 
as  containing  evidence  that  his  invention  had  been  anticipated 
and  antedated.  The  plaintiff,  in  his  jtestimony,  states  what 
he  subsequently  did  in  reference  to  securing  a  patent  under 
this  application,  as  follows  :  "  I  consulted  Mr.  Barnes,"  (his 
attorney  through  whom  he  had  made  his  application.)    ^^  Mr. 
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Barnes  said  to  me,  that  I  had  paid  iu  thirty  dollars  in  gold, 
that  I  could,  if  I  wished  to  abandon  it,  draw  back  twenty 
dollars  from  the  Government,  but  his  advice  was  to  let  it  lie 
and  think  of  it,  and,  perhaps,  I  might  think  it  best  to  take  it 
up  some  other  time,  and  I  might  see  some  others,  perhapa 
some  one  in  Washington,  who  would  be  able  to  go  and  ex- 
plain the  matter,  and  see  more- particularly  about  the -reasons  ; 
and,  in  the  course  of  two  or  three  years,  or  a  year  or  two,  my 
brother  saw  Mr.  Truman  Smith,  a  member  of  Congress.  Mt. 
Smith  said  he  would  undertake  to  obtain  the  rejected  patent, 
but  he  thought  I  had  better  make  some  little  alterations,  and, 
in  looking  at  the  thing,  I  did  not  see  how  I  could,  and  never 
did  make  any  alterations,  and  so  it  run  along  till  1862, 1  think 
it  was,  when  I  became  acquainted  with  Munn  &  Co.,  of  New 
York,  who  said  they  would  undertake  to  obtain  it'  for  me  and 
made  application."  "  The  patent  was  rejected,"  (the  applica- 
tion of  1852,)  "  because  it  was  supposed  to  be  anticipated  by 
"  Wyman  on  Ventilation."  Mr.  Barnes  said  that  he  had  never 
seen  the  book,  and  could  not  find  it  in  Middletown,  and 
thought  that  perhaps  I  might  find  it  in  Hartford  or  New 
Haven.  I  could  not  find  it  in  Hartford,  and  I  went  to  New 
Haven,  probably  in  the  course  of  a  year  or  two  after  the 
rejection.  I  consulted  Professor  Olmsted,  of  Tale  College. 
He  said,  (after  looking  at  the  book,)  that  he  did  not  think  it 
ought  to  have  been  rejected  on  that  account."  No  other  or 
further  steps  were  taken  by  the  plaintiff,  or  any  one  on  his 
behalf,  towards  obtaining  a  patent  for  this  invention,  till 
April,  1862. 

In  the  mean  time,  the  plaintiff,  who  resided  in  the  village 
of  East  Hampton,  Connecticut,  where  most  of  the  sleigh 
bells  used  in  this  country  were,  and  still  are,  made,  erected,, 
in  1852,  a  furnace  embodying  his  invention.  The  same  year 
Buell  &  Yeazy  erected  one,  and,  in  1853,  another.  In  1853, 
one  was  built  by  J.  S.  Hall  &  Co.  In  1856,  the  defendants 
built  theirs.  In  1856,  1857  and  1860,  three  others  were 
erected.  All  these  furnaces  embraced  the  alleged  invention 
of  the  plaintiff,  were  situated  in  the  village  where  he  con- 
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stantly  resided,  and  have  been  openly  in  use  down  to  the 
present  time,  in  the  same  business  as  that  in  which  the  plaint- 
iff has  been  engaged.  The  fact  that  these  furnaces  were  all 
erected  upon  the  same  plan  as  that  described  in  the  plaint- 
iff's patent,  and  used  for  the  same  purpose,  was  known  to 
him  from  the  time  each  was  built,  down  to  the  date  of  his 
patent,  in  1869.  During  all  this  time,  the  plaintiff  made  no 
objection  to  this  open  and  continued  use  of  his  invention  by 
his  neighbors  and  competitors  in  business,  with  all  of  whom 
he  appears  to  have  been  on  friendly  terms.  It  is  true,  he 
^ve  them  no  express  permission.  The  only  references  ever 
made  to  the  subject,  so  far  as  the  evidence  discloses,  are  those 
testified  to  by  the  plaintiff.  He  says :  ^^  I  don't  know  that  I 
•ever  objected.  Mr.  Abell,  (of  the  East  Hampton  Bell  Co.,) 
came  to  me,  when  they  were  about  to  build  theirs,  and  asked 
me  if  he  could  see  our  furnace  and  chimney.  I  told  him  he 
icould,  but  I  could  give  him  no  license  to  build  one  like  it,  for 
I  bad  applied  for  a  patent  and  might  some  time  obtain  it. 
About  the  same  time,  J.  G.  Hinckley"  (who  had  constructed 
the  plaintiff's)  "  was  about  to  build  one  for  J.  S.  Hall  &  Co., 
and  he  came  to  see  me  and  said  he  had  heard  something  about 
my  applying  for  a  patent.  I  told  him  I  had,  and  could  give 
him  no  license  to  build  one."  Hinckley  also  testifies,  that 
he  built  many  of  the  chimneys  already  referred  to,  and  that 
he  had  conversations  with  the  plaintiff  about  them  on  various 
occasions,  but  that  he  never  asked  his  penuissioa  to  build  any 
of  them.  This  embraces  the  whole  history  of  this  invention 
and  the  dealings  of  the  plaintiff  and  others  with  it  down  to 
April,  1862,  when  he  filed  another  application  for  a  patent. 

In  April,  1862,  the  plaintiff  filed  the  new  application,  pay- 
ing the  fee  of  fifteen  dollars,  as  prescribed  by  the  Act  of  1861, 
then  in  force,  that  Act  requiring  that  sum  to  be  paid  on  filing 
^n  original  application.  In  this  new  application,  no  reference 
was  made  to  that  of  1852,  nor  to  the  payment  of  the  fee 
required  by  the  former  Act,  nor  to  any  circumstance  con- 
nected with  it.  Indeed,  the  fact  that  any  prior  application 
had  been  made,  seems  to  have  been  studiously  ignored.    This 
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application  of  1862  was  filed  April  28tli,  and  rejected  Maj 
lOth  in  the  same  year.  The  specification  and  one  drawing 
which  had  been  nsed  on  that  application  appear  to  have 
been  taken  from  the  OflSce,  and  were  returned  by  the  plaintiffs 
agents,  Munn  &  Co.,  March  17th,  1863.  No  further  com- 
munication with  the  Office  was  had  by  the  plaintifi,  or  his 
agents,  till  April  5th,  1869,  when  a  re-examination  was  ap- 
plied for.  In  regard  to  the  course  of  the  plaintiff  after  the 
rejection  of  May,  1862,  he  testifies  as  follows  :  "  After  that 
I  went  to  Washington  myself,  and  saw  Mr.  Smith  there  then. 
He  was  not  a  member  of  Congress  at  that  time.  He  thought 
it  would  cost  considerable,  and  I  concluded  that  I  would  think 
of  it,  and  see  what  the  prospect  was  of  its  value,  and  I  neg- 
lected to  employ  him,  or  any  one  else,  to  make  further  appli- 
cation, until  1868, 1  think  it  was,"  (it  was,  in  fact,  in  March, 
1869,)  "  when  I  employed  Theodore  G.  Ellis,  and  he  obtained 
the  patent  in  controversy."  During  the  period  which  elapsed 
between  the  rejection  of  the  application  in  May,  1862,  and 
the  application  for  a  re-examination  in  1869,  four  or  five  other 
furnaces  were  erected  in  the  same  village,  all  embodying  the 
plaintifi''s  invention.  They  were  all  built,  and  put  into  use, 
with  the  knowledge  of  the  plaintiff,  and  continued  in  use, 
without  objection  on  his  part,  till'  his  patent  was  finally 
issued. 

As  to  the  means  employed  by  the  plaintiff  to  prevent  his 
invention  from  being  known  and  used  between  1852  and  1869, 
he  says :  "  The  first  five  or  six  years  after  I  built  this  chim- 
ney, I  put  up  a  notice  on  the  door,  '  No  admittance  without 
permission ; '  but,  of  course,  all  the  workmen  knew  it,  and  I 
think  it  wore  out  after,  five  or  six  years,  and  that  was  the  only 
measure  I  took  to  keep  people  from  coming  into  the  shop  and 
looking  around." 

The  plaintiff  never  withdrew  the  twenty  dollars  paid  to 
the  Patent  Office  at  the  time  of  his  first  application.  He  also 
testified  that  he  never  intended  to  withdraw  that  application 
or  abandon  his  invention.    There  is  some  evidence,  also,  that^ 
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during  the  erection  and  use  of  the  chimneys  referred  to,  they 
were  sometimes  spoken  of  as  ,"  Bevin's  chimneys." 

We  have  thus  given,  in  detail,  the  whole  evidence  which 
the  plaintiff  has  offered  to  meet  the  issues  of  more  than  two 
years'  use  before  the  application  of  1862,  and  of  abandonment 
of  the  invention  after  that  and  before  the  patent  issued. 

There  is  no  evidence,  that  we  deem  satisfactory,  which 
would  warrant  us  in  concluding  that  these  defendants  knew 
or  supposed  that  the  plaintiff  claimed  this  form  of  furnace  as 
his  exclusive  property,  or  that  he  intended  to  secure  a  patent 
therefor,  until  near  the  time  when  the  patent  was  granted. 
Even  after  this  suit  was  commenced,  and  down  to  the  time  of 
filing  the  answer,  they  were  ignorant  of  the  application  of 
1852,  as  well  they  might  be,  for  the  application  of  1862  pur- 
ports, on  its  f^ce,  to  be  an  original  and  independent  one,  and 
there  was  nothing  in  the  proceedings  of  the  Patent  Office  or 
the  plaintiff,  in  connection  with  that  application,  which  hinted 
at  a  prior  one.  The  drawing  to  which  the  new  specification 
referred  was  not  the  old  one,  but  a  new  and  different  one ; 
and,  in  the  oath  of  the  plaintiff,  made  on  the  26th  of  March, 
1869,  and  filed  in  support  of  the  re-examination^  then  asked 
for,  he  refers  to  his  invention  as  one  "  for  which  he  made  ap- 
plication for  letters  patent  Of  the  United  States,  on  or  about 
the  28th  day  of  April,  1862,  and  which  was  once  rejected. 
May  10th,  1862."  In  the  application  on  his  behalf,  by  his  at- 
torneys, for  a  re-examination,  dated  April  5th,  1869,  they  refer 
to  his  rejected  application,  and  state :  "  The  first  rejection 
was  dated  May  10th,  18^2."  Indeed,  so  completely  was  the 
application  of  1852  ignored,  in  all  those  proceedings,  that  it 
would  be  difficult  for  us  to  repress  the  suspicion  that  conceal- 
ment of  that  fact  was  intended,  if  there  existed  any  adequate 
motive  for  such  a  course. 

The  first  question  which  obviously  arises  on  these  facts  is, 
whether  the  plaintiff  must  be  deemed  to  have  abandoned  his 
application  of  1852.  His  testimony  on  the  trial,  that  he 
never  did  intend  to  abandon  it,  is  entitled  to  very  little  con- 
sideration, in  view  of  his  acts.    His  undisputed  acts  were, 
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certainly,  very  cogent  evidence  of  abandonment.  He  with- 
drew his  application,  and  all  the  papers  conoected  with  it, 
from  the  OflSce,  May  28th,  1852,  and  never,  from  that  day  to 
this,  furnished  the  OflSce  with  any  evidence  whatever  that  he 
intended  to  pursue  that  application.  It  is  true,  that  he  made 
no  technical  withdrawal ;  but  he  took  away  all  the  papers  ex- 
cept one  drawing,  and  never  returned  them,  or  made  any  allu- 
sion to  them,  in  his  subsequent  transactions  with  the  Office. 
The  only  evidence  of  his  intentions,  or  invention,  which  the 
Patent  Office  contained,  for  ten  years,  was  a  single  drawing, 
which  had  been  filed  in  support  of  an  application  soon  re- 
jected, and  which  had  been  left  behind  when  all  the  other 
papers  were  withdrawn.  In  the  mean  time,  his  invention 
went  into  open  and  notorious  use,  in  his  own  neighborhood 
and  under  his  own  eyes,  and  so  continued  for  ten  years,  with- 
out one  word  of  precaution  or  remonstrance  on  his  part,  either 
communicated  to  the  public  directly,  or  through  the  Patent 
Office  constructively.  His  remark  to  one  or  two  persons,  in 
'casual  conversations,  that  he  had  applied  for  a  patent  and 
might  some  day  obtain  one,  and,  therefore,  .could  give  no  li- 
cense to  use  his  invention,  is  of  little  importance,  in  view  of 
the  other  facts  in  the  case.  "So  one  asked  his  permission  or 
license.  He  forbid  no  one  the  use  of  his  alleged  invention. 
His  notice,  on  the  door  of  his  factory,  that  no  one  could  enter 
without  permission,  is  of  still  less  consequence,  as  evidence  of 
his  intention  to  pursue  a  claim  for  a  patent.  Such  notices  are 
common  on  the  doors  of  manufactories.  They  are  as  often 
put  up  to  keep  out  idlers,  as  to  conc^l  unpatented  inventions. 
Besides,  this  notice  was  effaced  by  time  long  before  he  re- 
newed his  application,  and,  if  its  presence  on  his  door,  while 
it  lasted^  was  evidence  of  his  intention  to  obtain  a  patent  for 
something  within,  its  subsequent  absence,  for  years,  was  evi- 
dence that  he  had  abandoned  that  intention.  But,  while  it 
was  there  it  had  no  effect  to  conceal  the  invention,  or  notify 
the  public  against  its  use,  for  it  was  in  daily  and  public  oper- 
ation throughout  the  village.  During  all  this  time,  the  plaint- 
iff took  no  steps  to  secure  a  patent.    He  knew  the  ground 
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on  which  the  Office  rejected  his  application,  and  ascertained 
from  Professor  Olmsted  that,  in  the  opinion  of  the  latter,  the 
reason  given  by  the  Office  for  the  rejection  was  not  sound. 
This  was  within  a  year  or  two  afker  the  rejection  of  May,  1852. 
Here  the  matter  slept.  "No  fact  is  given  in  the  evidence,  nor 
is  any  reason  suggested,  by  which  we  can  account  for  the 
plaintiff's  long  continued  inaction,  if  he  intended  to  pursue 
his  claim.  His  device  was  a  simple  one.  His  application  had 
been  rejected  for  a  simple  reason.  "No  considerable  expense 
or  trouble  was  required  to  endeavor  to  revise  and  reverse  the 
decision  of  the  Office.  The  common  plea  of  poverty  is  not 
set  up.  The  plaintiff  was,  during  all  these  ten  years,  prosecute 
ing  a  successful  business.  This  is  clearly  inferred  from  the 
fact  that  establishments  of  the  same  character  as  his  were 
going  into  operation  every  year,  and  are  still  pursuing  the 
same  business.  The  plaintiff  was  misled  by  no  suggestion  of 
discouragement  or  difficulty  in  his  path.  The  remark  of  Mr. 
Smith,  that  it  would  ^^  cost  considerable,"  was  not  made  till 
after  the  rejection  of  1862,  and,  if  it  had  been,  there  is  no* 
pretence  that  the  plaintiff  was  not  able  to  defray  the  necessary 
cost  of  any  legitimate  effort  to  secure  a  patent.  In  view  of 
all  the  evidence  on  this  point,  it  is  impossible  to  resist  the 
conclusion,  that  the  plaintiff  wholly  abandoned  his  first  appli- 
cation, gave  up  all  idea  of  obtaining  a  patent  under  it,  and,  for 
that  reason,  permitted  it  to  go  into  unmolested  public  use. 

But,  the  plaintiff  insists,  that  the  fact  that  he  filed  an  ap- 
plication in  1852,  is  conclusive  evidence  in  his  &vor,  and  cites, 
in  support  of  this  claim,  t^e  case  of  Adams  v.  Jones,  (1  JFtsk- 
ei^%  Patent  CaseSy  527,  530).  In  that  case,  Mr.  Justice  Grier 
remarked :  "  By  the  application  filed  in  the  Patent  Office,  the 
inventor  makes  a  fiill  disclosure  of  his  invention,  and  gives 
public  notice  of  his  claim  for  a  patent.  It  is  conclusive  evi- 
dence that  the  inventor  does  not  intend  to  abandon  it  to  the 
public.  The  delay  afterwards  interposed,  either  by  the  mis- 
takes of  the  public  officers,  or  the  delays  of  Courts,  where  gross 
laches  cannot  be  imputed  to  the  applicant,  cannot  affect  his 
right."    With  this  doctrine,  in  its  application  to  the  facts  of 
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that  case,  we  have  no  controversv.  Adams  filed  his  applica- 
tion in  1850,  but  did  not  receive  his  patent  till  1857.  There  is 
no  suggestion  that  he  took  his  papers,  including  his  application, 
from  the  Office,  and  never  returned  them,  thus  withdrawing 
from  the  public  the  disclosure  he  had  made  of  his  invention, 
and  all  evidence  of  its  character,  except  a  drawing,  from  which, 
alone,  no  one  could  tell  precisely  or  substantially  what  he 
claimed.  There  does  not  appear  to  have  been  any  voluntary 
delay  on  the  part  of  the  applicant.  On  the  contrary,  he  not 
only  did  not  withdraw  his  application,  but  "  continued  to  in- 
sist upon  his  right  to  a  patent."  The  delay  in  prosecuting  his 
apped  to  a  hearing  ^^  was  not  in  consequence  of  any  laches  of 
the  complainant's,  but  of  the  inability  of  the  aged  Chief  Jus- 
tice to  attend  to  the  business  of  his  office."  In  applying  the 
language  of  Courts,  attention  must  be  paid  to  the  facts  with 
which  they  are  dealing.  This  is  of  especial  importance  when 
citing  their  opinions  in  patent  causes.  "When  it  was  said  by 
the  Court,  in  the  case  above  cited,  that,  by  an  application  filed 
•  in  the  Patent  Office,  the  inventor  makes  a  full  disclosure  of 
his  invention,  and  gives  public  notice  of  his  claim  for  a  patent, 
and  that  this  is  conclusive  evidence  that  he  does  not  intend  to 
abandon  it  to  the  public,  the  Court  must  be  understood  as  re- 
ferring to  an  application  remaining  on.  file,  and  prosecuted 
with  at  least  some  diligence,  unless  prevented  by  some  cause 
other  than  that  of  the  applicant's  voluntary  omission  to  move 
in  the  matter.  An  application  for  a  patent  can  disclose  nothing 
to  the  public,  nor  give  the  public  notice  of  any  definite  inten- 
tion of  the  inventor,  while  that  application,  and  the  most  im- 
portant papers  in  which  the  invention  is  described,  are,  not  in 
the  Patent  Office,  biit  in  the  inventor's  pocket.  The  remarks 
of  the  Court  in  that  case,  which  immediately  follow  those 
already  cited,  show  that  the  opinion  will  bear  no  such  con- 
struction as  that  sought  to  be  put  upon  it  by  the  present  plaint- 
iff. "The  statute,"  Mr.  Justice  Grier  adds,  "forfeits  the 
right  of  an  inventor  to  a  patent,  only  where  the  invention  has 
been  in  public  use  more  than  two  years  before  the  application. 
A  man  might  justly  be  treated  as  having  abandoned  his  appli- 
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cation,  if  it  be  not  prosecuted  with  reasonable  diligence.  But,, 
involuntary  delays,  not  caused  by  the  laches  of  the  applicant, 
should  not  work  a  forfeiture  of  his  rights.  In  this  case,  the 
complainant  did  not  commence  the  manufacture  of  his  im- 
proved lock  till  some  time  after  his  application  was  on  file. 
The  delay  was  not  in  consequence  of  his  laches ;  and,  within- 
a  reasonable  time  after  the  decision  of  the  Court  as  to  the  ex- 
tent of  his  invention,  a  patent  was  granted  for  that  portion  of 
it  to  which  he  was  clearly  entitled.  Here  is  no  abandonment,. 
either  by  the  letter  or  spirit  of  the  statute,  but  a  continual 
claim,  amid  difficulties  arising  either  from  the  obtuseness  of 
officers,  or  accidental  but  unavoidable  delays  of  public  tribu- 
nals." In  the  case  before  us,  no  part  of  this  long  delay  of  ten 
years  is  chargeable  to  any  body  except  the  plaintiff  himself, 
unless  it  be  the  "  obtuseness  of  the  officer,"  who  rejected  his 
application  in  1852.  It  certainly  did  not  require  ten  years' 
deliberation  on  the  part  of  the  plaintiff  for  him  to  determine 
whether  he  would  even  attempt  to  overcome  that  "  obtuse- 
ness." This  long  delay  he  does  not  pretend  to  excuse.  It 
was,  under  the  circumstances,  not  only  not  reasonable  diligence, 
but  it  was  no  diligence  at  all.  It  was  not  only  laches,  but  very 
gross  laches. 

The  case  of  Adam8  v.  Edwards^  (1  FisJier^a  Patent  Cases^ 
1,)  also  cited  by  the  plaintiff,  has  no  special  bearing  on  the 
present  controversy.  The  charge  of  Mr.  Justice  Woodbury 
conceded  that  an  application  might  be  abandoned,  and, 
whether  it  had  been  in  that  case,  was  one  question  submitted 
to  the  jury.  But,  though,  in  that  case,  the  patent  was  not 
granted  till  seven  years  after  the  first  application  was  made, 
the  original  application  was  renewed,  amended,  and  persisted 
in,  until  it  was  finally  granted.  The  same  patent  was  involved 
in  the  case  of  Mich  v.  Lippmcott^  (2  FisJier^s  Patent  Casee^  1,) 
cited  by  the  plaintiff. 

But  the  plaintiff  relies  particularly  on  the  case  of  TJie 
Dental  Vulcanite  Co.  v.  Wetherbee,  (2  Clifford^  556,  and  3 
Fiaher^a  Patent  Cases^  87.)  In  that  case,  the  facts  are  given 
by  the  reporter  as  follows  :  "  It  appeared,  that  John  A.  Cum- 
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mings  first  made  an  application  for  a  patent  for  his  invention 
in  1855,  and  that  the  same  was,  after  three  examinations, 
finally  rejected,  upon  appeal,  by  the  Commissioner  of  Patents, 
in  1856.  The  application  was  not  farther  appealed,  and  was 
not  renewed  till  March  25th,  1864,  when  a  new  application  was 
filed,  upon  which  the  patent  issned.  In  the  interval  between 
the  filing  of  the  original  application  and  that  of  1864,  the 
invention  had  gone  into  use  to  a  considerable  extent,  with 
the  knowledge  and  consent  of  the  then  applicant,  proved 
thereto  ;  and  it  also  appeared,  that,  during  the  same  interval, 
the  inventor  had  made  certain  assignments  of  interests  in  the 
invention.  Certain  letters  of  the  patentee,  and  other  evi- 
dence, were  introduced,  tending  to  show  that  the  inventor 
had  not  relinquished  his  design  of  obtaining  a  patent,  at  any 
time  between  the  date  of  the  original  application  and  the 
final  allowance  of  the  patent."  (2  Clifford,  657.)  The  follow- 
ing are  the  remarks  of  Mr.  Justice  Clifford  on  this  point : 
"*'  The  next  objection  to  be  noticed  is,  that  the  inventor  aban- 
doned his  invention,  because  his  application  for  a  patent, 
which  was  made  April  12,  1855,  was  rejected  February  6, 
1856,  and  because  he  did  not  appeal  at  all,  or  make  any  new 
iipplication,  until  the  25th  of  March,  1864.  Strong  doubts 
Are  entertained  whether  any  new  application  was  necessary  ;• 
but,  if  it  was,  it  is  believed  to  be  well  settled,  that  the  second 
application  must  be  regarded  as  having  been  filed  in  aid  \>f 
the  first,  on  which  the  rejection  took  place,  {fiodfrey  v.  , 
Eomhes,  1  WaU.  S.  (7.,  317.)  Actual  abandonment  is  not  satis- 
factorily proved ;  and  it  is  not  possible  to  hold,  that  any  use 
of  the  invention,  without  the  consent  of  the  inventor,  while 
his  application  for  a  patent  was  pending  in  the  Patent  0£Sce, 
can  defeat  the  operation  of  the  letters  patent  after  they  are 
duly  granted.  Such  delays  are  sujfficiently  onerous  to  a 
meritorious  inventor,  if  his  patent  is  allowed  to  have  full 
operation  after  it  is  granted,  but  it  would  be  very  great  injus- 
tice to  hold,  that  any  delay  which,  the  inventor  could  not  pre- 
vent, should,  under  any  circumstances,  affect  the  validity  of 
his  patent."     The  plaintiff  insists  that  the  doctrine  of  that 
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case  is  applicable  to  the  one  now  before  us,  and  fully  supports 
the  validity  of  his  patent.    We  have,  therefore,  examined  it 
with  some  care.     The  Court  evidently  considered  two  ques- 
tions as  arising  under  that  branch  of  the  case — ^first,  the 
relation  of  the  last  application  to  the  first ;  and,  second,  that 
of  actual  abandonment  of  the  invention  while  the  application 
was  pending.     The  first,  if  we  correctly  understand  the  re- 
marks of  the  learned  judge,  seems  to  have  been  regarded  as  a 
question  of  law,  which  had  been  conclusively  settled  by  the 
Supreme  Court  in  Godfrey  v.  Eames :  "  Strong  doubts  are 
entertained  whether  any  new  application  was  necessary ;  but, 
if  it  was,  it  is  believed  to  be  well  settled,  that  the  second  ap- 
plication must  be  regarded  as  having  been  filed  in  aid  of  the 
first,  on  which  the  rejection  took  place.  (Godfrey  v.  EomieSy  1 
WaU.  S.  C.y  317)."    And  it  is  true,  that  the  Court,  in  the 
latter  case,  say ;    "  In  our  judgment,  if  a  party  choose  to 
withdraw  his  application  for  a  patent,  and  pay  the  forfeit,  in- 
tending, at  the  time  of  such  withdrawal,  to  file  a  new  petition^ 
and  he  accordingly  do  so,  the  two  petitions  are  to  be  consid- 
ered as  parts  of  the  same  transaction,  and  both  as  constituting 
one  continuous  application,  within  the  meaning  of  the  law." 
But  this  language  of  the  Court  must  be  read  in  the  light  of 
*the  facts  of  the  case  before  them.    Those  facts  were,  that 
*^  Godfrey,  on  the  81st  of  January,  1855,  filed  an  application 
for  a  patent  for  boort-trees.   This  application  the  Commissioner^ 
on  the  17th  May,  1856,  rejected  for  want  of  novelty.    On  the 
24th  April,  1867,  within  the  time  required   by  the  rules, 
Godfrey  submitted  his  case  again.    The  old  application  was 
withdrawn,  and  a  new  one  filed,  simtdtcmeatcsh/f  the  with» 
drawal  fee  of  $20  going  to  make  part  of  the  new  application 
fee  of  $30,  and  not  in  fact  being  received  by  the  applicant." 
On  these  facts,  the  Court  might  well  regard  the  two  applicsr 
tions  as  connected  together  by  an  unbroken  continuity.  That 
they  did  not  intend  to  decide  that  every  subsequent  applica- 
tion for  a  patent  should  be  deemed,  in  judgment  of  law,  to 
relate  back  to  the  first,  whatever  the  interv^  of  time,  or  the 
intervening  acts  of  the  applicant  between  them,  is  clear ;  for, 
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they  immediately  add :  "  The  question  of  the  continuity  of 
the  application  should  ha/ve  hem  submitted  4o  the  jury.  In 
directing  them  to  return  a  verdict  for  the  defendant,  we 
think  the  learned  judge  who  tried  the  cause  in  the  Court 
below  committed  an  error."  On  that  ground,  a  new  trial 
was  ordered. 

■ 

On  the  second  question,  that  of  abandonment  of  the  in- 
vention, the  opinion  in  The  Dental  Vulcanite  Co.  v.  Wetherbee^ 
as  already  cited,  remarks  :  ^^  Actual  abandonment  is  not  sati^ 
factorily  proved ;  and  it  is  not  possible  to  hold,  that  any  use 
of  the  invention,  without  the  consent  of  the  inventor,  while 
his  application  for  a  patent  was  pending  in  the  Patent  Oj£ce, 
can  defeat  the  operation  of  the  letters  patent  after  they  are 
duly  granted.  Such  delays  are  sujfficiently  onerous  to  a 
meritorious  inventor,  if  his  patent  is  allowed  to  have  full 
operation  after  it  is  granted,  but  it  would  be  very  great  injus- 
tice to  hold,  that  any  delay  which  the  inventor  could  not  pre- 
vent, should,  .under  any  circumstances,  affect  the  validity  of  his 
patent."  We  conclude,  that  the  facts  which  the  learned  judge 
had  in  view  when  he  made  these  remarks  have  been  inac- 
curately reported.  They  speak  of  the  knowledge  and  consent 
of  the  inventor  to  the  use  as  having  been  proved ;  while  the 
opinion  refers  to  a  use  without  the  consent  of  the  inventor.  ' 
The  onerous  delays  referred  to  in  the  opinion  we  infer  to  be 
the  delays  interposed  by  the  action  of  the  Patent  Office. 
Those  were  the  only  delays  which  the  "  inventor  could  not 
prevent,"  or,  at  least,  provide  against,  by  notice  to  those 
whom  he  knew  to  be  using  his  invention.  {Goodyear  v.  HiUs, 
3  Fisher^ s  Patent  Casesy  134 ;  Gates  v.  Benson,  Decisions  of 
Comr.  of  Pats.,  1870,  p.  66,  Gartter,  Ch.  J.) 

Now,  in  the  case  before  us,  as  we  have  already  stated,  we 
are  constrained,  by  the  undisputed  facts,  to  hold,  that  the 
plaintiff  abandoned  his  first  application.  In  coming  to  this 
conclusion,  we  have  not  overlooked  the  cases  of  PiMs  v.  HaU, 
(2  Blatchf  C.  C.  J?.,  229,)  and  McCormich  v.  Seymour,  (Id., 
240,)  cited  by  the  plaintiff.  But,  in  neither  of  those  cases, 
was  this  precise  question  before  the  Court.    In  each,  the 
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point  was,  whether  the  inventor  had  abandoned  his  invention 
to  the  public  within  the  two  years  next  preceding  his  applica- 
tion for  a  patent.  As  Mr.  Justice  Nelson  well  remarked,  in 
his  charge  to  the  jury,  in  Pitts  v.  JETaU :  "  An  abandonment 
or  dedication  may  occur  within  the  two  years,  and  at  any 
time  down  to  the  procurement  of  the  patent.  The  mere  use, 
or  sale,  however,  of  the  machine,  within  the  two  years,  will 
not  alone,  or  of  itself,  work  an  abandonment.  There  must 
he  something  more,  because  the  7th  section  of  the  Act  of 
1839  permits  the  sale  or  use  by  the  patentee  at  any  time 
within  two  years  before  his  application,  without  its  operating 
to  invalidate  his  right."  And,  again,  in  McCarmick  v.  Sey- 
mouTy  the  same  learned  judge  informed  the  jury,  that  "  the 
mere  fact  of  making  and  selling  an  improvement  or  invention, 
or  of  putting  it  into  public  use,  at  any  time  within  two  years 
before  the  application  of  a  patent,  is  not,  of  itself,  an  aban- 
donment of  the  invention  to  the  public.  The  right  thus  to 
use  his  invention  before  the  granting  of  a  patent  is  a  right 
conferred  on  the  inventor  by  the  Act  oi.  1839."  In  both  the 
cases  cited,  he  charged,  that  where  a  defendant  relies  on  an 
alleged  abandonment  of  the  invention  to  the  public,  within 
the  two  years  next  preceding  the  application  for  a  patent,  he 
should  be  required  to  prove  it  beyond  reasonable  doubt  or 
hesitation.  That  is  undoubtedly  a  sound  rule.  But  the 
question  noW  before  us  i^,  whether  Bevin  abandoned  his  op- 
plication,  made  in  1862.  On  this  question,  we  think  the 
proof  ample  and  conclusive.  He  filed  his  application,  it  was 
acted  on  by  the  Office  without  delay,  and  rejected  for  a  sim- 
ple and  intelligible  reason.  Instead  of  taking  any  steps  to 
reverse  the  action  of  the  Office,  he  withdrew  all  his  papers, 
including  the  application  itself,  except  a  single  drawing,  and 
then,  for  ten  years,  permitted  his  invention  to  go  into  notori- 
ous public  use.  During  all  this  time  the  records  of  the 
Patent  Office  contained  no  evidence  whatever  of  the  char- 
acter of  liis  invention,  or  of  his  claims  in  regard  to  it. 
By  inspecting  this  drawing  left  behind,  nobody  could 
tell  what  portion  of  the  chimney  or  furnace  was  claimed 
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as  new,  or  of  what  the  inventor  supposed  his  discovery  to 
consist. 

Bni5  we  are  told  that  the  new  application  of  1862  must, 
in  judgment  of  law,  be  deemed  to  relate  back  to  the  first 
one.  We  have  already  shown  that  the  continuity  of  these 
applications  is,  according  to  the  doctrine  of  Godfrey  v.  EameSy 
a  question  of  fact,  and  not  of  law.  The  evidence  does  not 
establish  that  continuity,  either  in  fact  or  intent.  The  orig- 
inal application,  although  not  formally  and  technically,  was 
practically,  withdrawn.  The  papers  were  taken  from  the 
Office  in  1852,  and  never  returned.  The  application  of  1862 
made  no  reference  to  that  of  1852,  not  even  to  the  old  draw- 
ing. When  the  application  of  1862  was  filed,  there  was 
practically  no  prior  application  pending,  to  which  it  could 
relate  back.  It  follows,  that,  as  the  application  of  1852  was 
abandoned^  and  there  was  no  continuity  between  that  and  the 
one  filed  in  1862,  the  latter  must  be  (Itemed  the  original  ap- 
plication, upon  which  alone  the  patent  issued ;  and,  as  the 
plaintiff  failed  to  ma^e  that  application  until  after  his  inven- 
tion had  been  in  public  use,  with  his  permission,  for  nearly 
ten  years,  his  patent  is  void. 

This  conclusion  renders  it  xmnecessary  that  we  should 
consider  the  other  question  raised  by  the  answer,  whether  the 
invention  was  abandoned  after  1862.  Let  a  decree  be  entered 
dismissing  the  bill,  with  costs. 

W.  Edgar  Simonds^  for  the  plaintiff. 

John  S,  JBecLch^  for  the  defendants. 
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Wallace  and  Sons  and  others 


vs.  ^ 

Holmes,  Booth,  and  Hatden.    In  Equity. 

Where,  in  a  suit  in  equity,  the  want  of  parties  is  not  set  up  or  suggested  in  the 
answer,  it  cannot  ayail,  on  final  hearing,  unless  the  case  is  one  In  which  the 
Coort  cannot  proceed  to  a  decree  between  the  parties  before  it,  without  prej- 
udice to  the  rights  of  those  who  are  proper  to  be  made  parties,  bat  who  are 
not  brongfat  into  Gonrt. 

In  the  absence  of  a  restraining  statute,  a  guardian  of  the  person  and  estate  of 
an  infant,  appomted  by  a  Court  of  Probate,  has,  as  incidental  to  his  office  and 
duties,  the  power  to  sell  personal  property  of  his  ward. 

The  statute  of  Massachusetts,  {General  Statutes  of  AfaaaaehuBetts,  chap,  109,  §  22,) 
proYiding  yiat  the  Courts  therein  named  may  authorize  or  require  a  guardian 
to  sell  personal  property  held  by  him  as  guardian,  and  invest  the  proceeds  in 
real  estate,  or  otherwise,  does  not  take  away  the  power  of  the  guardian  to  sell 
toch  personal  property  without  an  order  of  the  Court,  and  to  confer  title 
thereto  on  the  purchaser. 

Where  a  structure  consisting  of  seyeral  parts  is'patented  as  a  combination,  one 
who  manufactures  and  sells  some  of  the  parte,  they  being  useless  without  the 
residue,  with  the  understanding  and  intent  that  such  residue  shall  be  sup- 
plied by  another,  and  the  whole  go  into  use  in  its  complete  form,  is  liable  as 
an  infringer  of  the  patent. 

Letters  patent  were  granted  to  Michael  H.  Collins,  September  19th,  1866,  for  an 
"improYement  in  lamps."  The  claim  was  to  "  the  improyed  lamp,  as  not  only 
constructed  with  its  cone  or  deflector,  (F,)  and  its  chimney-rest,  (D,)  and 
chimney,  arranged  with  respect  to  each  other  as  described,  but  as  having  the 
said  deflector  provided  with  peripheral  springs,  or  the  same,  or  the  slits, 
(A,  h,)  and  the  rest,  (D,)  made  concavo-convex,  and  provided  with  an  an- 
nular groove  or  lip  at  the  bottom,  for  supporting  the  chimney,  the  whole  being 
substantially  as  described  ■  or  represented."  The  specification  described  the 
nuun  purpose  of  the  invention  to  be,  not  only  to  keep  the  lower  part  of  the 
glass  chimney  of  the  lamp  cool,  so  that  it  might  readily  be  removed  by  the 
hand,  but  also  to  support  the  chimney  without  the  use  of  a  spring  catch,  or 
other  devices,  such  as  are  ordinarily  used.  The  distinguishing  feature  of  the 
invention  claimed  was  the  burner,  with  its  chimney-rest,  a  defiector  having 
peripheral  springs,  to  sustain  the  chimney  without  the  aid  of  a  catch  or  screw, 
and  with  air-passages  operating,  when  in  use,  to  keep  the  lower  part  of  the 
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chimney  cool,  and  tending,  by  that  means,  and  by  the  greater  elevation  of  the 
flame,  to  prevent  the  lower  portion  of  the  burner  and  top  of  the  reservoir  from 
becoming  unduly  heated.  The  burner  alone,  or  the  burner  attached  to  the 
reservoir,  was  useless,  without  a  chimney ;  and  a  chimney  was  useless  with- 
out a  burner.  The  defendants  made  and  sold  burners  substantially  like  the 
patented  invention,  but,  although  they  used  such  burners  with  chimneys  placed 
therein,  to  exhibit  the  burners  to  customers,  they  did  not  make  or  sell  the 
chinmeys : 

Ifeld,  that  the  claim  of  the  patent  was  a  claim  to  the  bamer  in  combination  with 
the  chimney,  . 

Held,  also,  that  the  defendants  must  be  regarded  as  active  parties  in  the  whole 
ininogement,  by  making  and  selling  the  burner  to  be  used  with  the  chim* 
ney. 

(Before  Woodrvff,  J.,  Connecticut,  September  19th,  1871.) 

WooDBUFF,  J.  The  complainants  sue,  as  the  assignees  and 
owners  of  letters  patent  granted  September  19th,  1865,  ta 
Michael  H,  Collins,  for  an  improvement  in  lamps,  for  an  al- 
leged infringement  by  the  defendants,  praying  an  injunction 
and  an  account  of  the  gains  and  profits  made  by  the  defend- 
ants by  the  unlawful  manufacture  and  sale  of  the  invention  so 
patented.  The  answer  puts  the  complainants  to  proof  of  the 
patent,  and  of  their  title  as  assignees,  denies  that  the  defend- 
ants have  infringed  the  patent,  and  alleges  that,  if  the  patent 
recited  in  the  bill  of  complaint  shall  be  construed  to  cover 
anything  contained  in  lamps  heretofore  and  now  manufactured 
and  sold  by  the  defendants,  then,  and  in  that  case,  such  letters 
patent  are,  to  that  extent,  void,  for  want  of  novelty. 

Upon  the  trial,  the  defendants  rested  their  defence  solely 
upon  two  grounds — ^want  of  sole  title  in  the  plaintiffs,  and  the 
non-infringement  of  the  patent  by  the  defendants.  The  Court, 
is,  therefore,  relieved  from  any  examination  of  the  testimony 
and  documents  which  were  apparently  intended  to  show  that 
Collins  was  not  the  first  inventor,  or  any  other  proofs,  except 
such  as  bears  directly  upon  the  two  points  above  mentioned^ 

(1.)  As  to  the  complainants'  title.  They  first  show  that, 
on  the  23d  of  September,  1867,  Michael  H.  Collins  was,  by 
the  Probate  Court,  of  the  county  of  Suffolk  and  State  of  Mas-^ 
sachusetts,  appointed  guardian  of  the  person  and  estate  of  his. 
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minor  child,  Florence  E.  Collins,  upon  his  own  petition  and 
her  nomination,  and  upon  the  giving  of  bonds  in  the  form* 
required  by  the  statutes  of  that  State. 

They  next  produce  an  instrument  dated  September  24th, 
1867,  which  recites  the  granting  of  the  foregoing  and  other 
patents  to  him,  the  said  Michael  H.  Collins,  that  the  said  Flo- 
rence E.  Collins  and  Frances  M.  Collins  have  become  the  own- 
ers of  the  said  invention  for  the  territory  of  the  United  States, 
tiiat  Frances  M.  has  assigned  her  interest  to  Sylvester  W.  War- 
ren, that  the  said  Michael  has  been  appointed  guardian  of  the 
said  Florence  E.,  whereby  he  is  empowered  to  dispose  of  all 
the  real  and  personal  estate,  goods,  chattels,  &c.,  of  the  said 
Florence  E.,  and  that  it  appears  to  the  said  Michael  to  be 
for  the  interest  of  his  -ward  that  her  interest  in  the  patents 
should  be  sold.  It  thereupon,  in  consideration  of  $50,  sells, 
assigns,  &c.,  to  Warren,  all  the  right,  title,  and  interest  the 
said  Florence  has  in  the  patent  right  and  in  the  invention,  by 
virtue  of  an  assignment  to  her  and  Frances  M.,  dated  Febru- 
ary 12th,  1867.  The  instrument  is  executed,  under  seal,  by 
the  said  Michael,  as  guardian  of  the  said  Florence. 

Next,  an  assignment  by  Frances  M.,  dated,  also,  Septem- 
ber 24th,  1867,  (reciting,  also,  the  assignment  of  February 
12th,  .1867,  by  Michael  H.  Collins  to  her  and  Florence  E.,) 
whereby,  in  consideration  of  $50,  Frances  M.  assigns  to  War- 
ren. 

Next,  an  assignment  under  the  same  date,,  by  the  said  Syl- 
vester W-  Warren  to  the  said  Michael  H.  Collins,  in  consider- 
ation of  $50,  assigning  to  the  latter  the  same  patent,  for  the 
territory  of  the  United  States. 

Next,  an  assignment,  dated  December  24th,  1867,  which 
recites  the  granting  of  the  patent,  the  assignment  thereof  to 
Florence  £.  (a  minor  daughter)  and  Frances  M.  Collins,  and 
that  said  rights  had  been  attempted  to  be  reconveyed  to  the 
said  Michael,  but  that  some  doubt  exists  as  to  the  precise  effect 
of  said  conveyances,  and  therefore,  in  consideration  of  $30,000 
paid  to  him,  the  said  Michael,  in  his  own  behalf,  and  as  guard- 
ian to  the  said  Florence  E.,  by  the  complainants  in  this  suit. 
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he,  the  said  Michael,  in  his  own  right,  and  as  guardian  of  the 
said  Florence  £.,  assigns  to  the  complainants  the  said  letters 
patent  and  the  invention  secured  thereby,  and  all  rights  of  re- 
issue, extension,  &c.  .Finally,  an  assignment  under  date  of 
December  26th,  1867,  reciting  a  doubt  whether,  Frances  M., 
being  the  wife  of  Michael,  received  or  now  holds  any  interest 
in  the  patent,  by  the  conveyance  to  her  by  lier  husband,  and 
therefore  the  said  Michael  and  Frances  M.,  husband  and  wife, 
assign  all  the  interest  which  she  may  have  in  the  patent  or 
invention,  to  the  complainants  herein. 

The  defendants  insist,  that  Michael  H.  Collins,  as  guard- 
ian of  Florence  £.,  had,  under  the  laws  of  Massachusetts,  no 
authority  to  sell  her  interest  in  the  patent,  without  the  order 
or  license  of  one  of  the  Courts  of  that  State,  having  jurisdic- 
tion for  that  purpose ;  and  that  the  complainants,  therefore, 
own  only  one-half  of  the  patent,  (as  tenants  in  common  with 
her,)  and  cannot  maintain  this  suit  without  her  presence  as  a 
party.  The  want  of  parties,  not  having  been  set  up  or  sug- 
gested in  the  defendants'  answer  herein,  cannot  avail,  unless 
the  case  is  one  in  which  the  Court  cannot  proceed  to  a  decree 
between  the  parties  before  the  Court,  without  prejudice  to  the 
rights  of  those  who  are  proper  to  be  made  parties,  but  who 
are  not  brought  into  Court.  Whether  the  suggestion  of  want 
of  parties,  first  made  on  the  trial,  has  any  sufficient  foundation 
in  fact,  depends  i^pon  the  construction  and  effect  of  the  stat- 
utes of  Massachusetts.  It  was  claimed  to  be  apparent  on  the 
face  of  the  assignments,  that  Michael  H.  Collins  had  practised 
a  fraud  upon  his  infant  daughter,  through  the  form  of  a  sale 
of  her  interest  for  a  consideration  of  $50,  with  intent  that  that 
interest  should  be  immediately  conveyed  to  him  by  the  appar- 
ent purchaser,  and  so  it  was  plain  that  he  made  use  of  his 
guardianship  for  the  mere  purpose  of  obtaining  title  to  his 
ward's  property,  that  he  might  sell  the  entire  patent  for  the 
large  consideration  of  $30,000  paid  to  him  by  the  complainants.- 

Whatever  reason  the  assignments  of  the  24th  of  Septem- 
ber, 1867,  furnish  for  such  a  suspicion,  the  actual  transfer  to 
the  complainants  is  free  from  any  such  appearance  of  fraud. 
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That  instrument  recites  the  doubt  of  the  effect  of  the  previous 
sale,  and,  in  appropriate  form,  acknowledges  the  receipt  of  the 
full  consideration  in  his  own  behalf,  and  as  such  guardian,  and 
sufficiently  charges  him,  in  his  capacity  of  guardian,  with  ac- 
countability for  the  actual  proceeds  of  sale.  If,  therefore,  he 
had  authority  to  sell,  the  complainants,  being  plainly  "bona  fide 
purchasers,  acquired  good  title  to  the  whole  patent. 

This  question  of  authority  must  be  determined  by  consider- 
ing the  effect  of  a  statute  of  Massachusetts.  Independent  of 
the  particular  statute  in  question,  it  is  not  doubtful,  that  a 
guardian  of  the  person  and  estate  of  an  infant,  appointed  by 
the  Court  of  Probate,  has,  as  incidental  to  his  office  and  duties^ 
the  power  to  sell  personal  property  of  his  ward.  His  duty  to 
pay  debts,  and  to  provide  for  the  support,  maintenance,  and 
education  of  the  ward,  and,  generally,  to  manage  the  estate, 
and  his  trust,  indicated  and  expressed  in  the  bond  he  is  re- 
quired to  give,  conditioned  to  manage,  dispose  of,  and  apply 
the  same,  and  to  account  for  all  property  and  the  proceeds 
thereof,  all  imply  the  power  of  the  guardian  in  this  respect. 
In  this  management,  he  is  under  a  rigid  responsibility,  not 
only  for  the  property  but  for  its  management  and  disposal  for 
the  best  interest  of  the  ward.  If,  therefore,  he  assumed  to 
sen,  for  investment  in  other  property,  and,  especially,  if  he 
ventured  to  change  the  nature  of  the  property  by  investing  in 
real  estate,  he  would  incur  the  hazard  of  an  accounting  in 
that  respect,  it  may  be  many  years  afterwards,  in  which,  in 
case  of  depreciation,  the  discretion  exercised  by  him  might  be 
assailed  and  impeached,  and  he  be  subjected  to  loss  on  the  one 
hand,  and,  on  the  other,  the  estate  might  be  depreciated,  ifot- 
withstanding  the  good  faith  of  the  guardian.  And  yet,  at 
times,  the  interest  of  the  ward  may  often  be  greatly  promoted 
by  change  of  investments,  for  the  making  of  which  the  guard- 
ian would  be  unwilling  to  asshme  the  responsibility. 

The  statute  referred  to  enacts,  that  "  the  Probate  Courts 
in  the  several  counties,  or  the  Supreme  Judicial  Court,  on  the 
application  of  a  guardian,  or  any  person  interested  in  the  es- 
tate of  a  ward,  after  notice  to  aU  other  persons  interested 
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therein,  may  authorize  or  require  the  guardian  to  sell  and 
transfer  any  stock  in  the  public  funds,  or  id  any  corporation, 
or  any  other  personal  estate  or  effects  held  by  him  as  guardian, 
and  invest  the  proceeds  thereof,  and  all  other  moneys  in  his 
hands,  in  real  estate,  or  in  any  other  manner  that  shall  be 
most  for  the  interest  of  all  concerned.  Said  Courts  respectively 
may  make  such  further  order,  and  give  such  directions,  as  the 
case  may  require,  for  managing,  investing,  and  disposing  of, 
the  estate  and  effects  in  the  hands  of  the  guardian."  {Gen^l 
Stats,  of  Mass.,  ch.  109,  §  22.) 

It  is  argued,  that  this  statute  has  taken  away  the  power  of 
the  guardian  to  sell  any  personal  estate  of  his  ward  without 
an  order  of  Court,  and  that  a  sale  and  transfer  by  the  guard- 
ian, without  such  order,  is  void,  and  confers  no  title  on  the 
purchaser.  I  do  not  think  that  this  was  the  design  of  the 
statute,  or  that  such  is  its  effect.  It  unquestionably  gives 
jurisdiction  to  the  Courts  named  summarily  to  control  the 
guardian  in  this  respect.  So,  also,  it  gives  them  power  to 
control  him  generally  in  the  management  of  the  estate.  But, 
the  construction  claimed  would  imply  that  he  can,  since  the 
statute,  do  nothing  lawfully  except  under  a  special  judicial 
order  obtained  for  the  purpose.  This  jurisdiction  is  useful,  in 
a  high  degree.  It  looks  chiefly  to  the  investment,  and  change 
of  investment,  of  the  estate.  It  enables  the  guardian  to  ob- 
tain advice  and  protection.  He  may  often  think  a  change  of 
the  property,  and  even  an  investment  in  real  estate,  best  for 
the  interest  of  his  ward,  and  yet  be  unwilling  to  make  it  at 
the  hazard  of  the  result,  and  of  the  judgment  which  may  be 
pAsed  thereon  at  the  end  of,  perhaps,  very  many  years.  He 
can,  therefore,  apply  to  the  Court,  and  obtain  recorded  judicial 
approval,  which  will  be  his  conclusive  protection  in  the  future. 
So,  also,  when  any  party  interested  in  the  estate  is  dissatisfied 
with  the  management  .of  the  estate,  or  deems  a  change  in  the 
investments  desirable,  he  can  apply,  and,  if  it  seem  best,  the 
Courts  may  require  change  of  investments,  or  make  other 
order  touching  management  or  disposal  of  the  property.  This 
summary  jurisdiction  is  conservative,  it  may  be  availed  of  by 
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all  parties,  it  protects  the  guardian  in  circumstances  of  doubt, 
and  enables  him  to  make  investments  not  within  the  general 
line  of  his  duty  as  guardian,  and  to  make  changes  of  invest- 
ment without  liability  therefor  on  an  accounting  which  may 
be  required  long  afterwards,  when,  perhaps,  unforeseen  events 
make  the  acts  seem  negligent  or  improper;  but  it  was  not  in- 
tended, and  it  does  not  operate,  to  deprive  the  guardian  of 
power  to  sell  personal  property.  In  doing  so,  he  acts  subject 
to  responsibility  for  good  faith,  proper  prudence,  and  the 
proper  use  of  the  proceeds ;  and,  in  such  case,  the  purchaser 
obtains  title  to  the  property  sold. 

This  view  of  the  complainants'  title  renders  it  unnecessary 
to  say  what,  in  this  suit,  would  be  the  effect  of  a  holding  that 
they  were  not  sole  owners  of  the  patent.  The  objection  that 
Florence  E.  is  not  a  party  to  the  suit,  not  having  been  made 
either  by  plea  or  answer,  would  not  necessarily  defeat  the  suit 
Even  then,  the  complainants  have  title,  though  not  as  sole 
owners.  At  law,  in  an  action  for  a  tort,  such  non-joinder 
could  only  be  urged  by  plea  in  abatement,  or  in  diminution 
of  damages ;  and,  in  equity,  if  the  Court  were  of  opinion  that 
complete  justice  could  be  done  between  the  parties  before  the 
Court,  without  prejudice  to  the  absent  party,  it  might  perhaps 
proceed,  treating  the  defendants  as  having  waived  the  objec- 
tion, or,  at  most,  in  such  a  state  of  the  case,  direct  the  absentee 
to  be  made  a  party,  if  that  was  deemed  necessary.  The  cout 
elusion,  however,  that  the  complainants  have  title,  disposes  of 
the  objection. 

(2.)  The  ground  upon  which  alone  the  defendants  claimed, 
on  the  trial,  that  they  had  not  infringed  the  patent,  is  thisr— ^ 
that  the  patent  is  for  a  combination  pf  several  parts,  together 
constituting  the  improved  lamp  described  in  the  patent ;  and 
that  the  defendants  have  only  made  and  sold  some  of  the  parts 
of  that  combination,  and  cannot,  therefore,  be  charged  as  in- 
iiingers. 

The  patent  is,  in  terms,  for  "  a  new  and  useful  improve- 
ment in  lamps."  The  specification  describes  ^^  the  main  pur- 
pose of  the  invention,  or  the  principal  part  thereof,"  to  be, 
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not  only  to  keep  the  lower  part  of  the  glass  chimney  of  the 
lamp  cool,  so  that  it  may  readily  be  removed  by  the  hand,  but, 
also,  to  support  the  chimney  without  the  use  of  a  spring  catch,., 
or  other  devices,  such  as  are  ordinarily  used.  It  thereupon 
proceeds  to  describe  what  is  ordinarily  called  the  burner  of 
the  lamp,  namely,  that  portion  which  holds  the  wick  tube,, 
and  which  is  to  be  screwed  into  the  cap  of  the  reservoir  or 
body  of  the  lamp,  containing  the  oil  or  fluid  used  for  combus- 
tion, consisting  of  an  ''  air  induction  annular  plate "  at  the 
bottom,  convex,  and  provided  with  holes,  to  admit  the  air,  and 
turned  slightly  up  at  the  outer  edge,  to  receive  and  sustain  the 
chimney.  The  wick  tube  rises  above  it,  and  near,  but  just 
above  the  top,  is  surrounded  by  an  "  imibelliferous  cone,  or 
deflector,"  which  extends  outward  to  the  sides  of  the  chimney, 
and,  the  outer  edge  being  cut  or  slit  radially,  the  divided  edge 
forms  springs,  which  press  against  the  interior  of  the  chimney, 
and  sustain  it  firmly  in  its  upright  position.  The  parts  of  the 
deflector  between  the  slits  being  inclined  downward,  and  being 
elastic,  are  adapted  to  receive  the  chimney,  though  there  be 
irregularities  and  differences  in  the  interior  dimensions  of 
chimneys  which  may  be, used.  Other  details  are  given  per- 
taining to  the  construction,  mode  of  operation,  and  uses  of  the 
parts,  which  it  is  not  necessary  to  mention.  It  must  suffice  to 
say,  that  what  is  called  the  burner  embraces  all  the  metallic 
portion  of  the  lamp  containing,  surrounding,  or  placed  above 
the  wick,  and  to  be  screwed  iuto  the  cap  of  the  reservoir* 
The  specification  also  describes  the  glass  chimney  to  be  used, 
thus  :  "  The  lower  part  of  the  chimney,  or  that  portion  which 
extends  from  the  defiector  to  the  chimney  rest,  is  constructed 
tubular  and  cylindrical.  Above  this  part,  the  chimney  bulgea 
out,  and  finally  is  contracted  to  its  top,  in  manner  as  shown 
in  the  drawings  ; "  and,  in  the  operation  of  the  lamp,  stress  is . 
laid  upon  the  effect  of  perforations  in  the  chimney  rest,  in  its 
convex  sides,  through  which  the  air,  passing  in  currents,  is 
alleged  to  impinge  against  the  inner  surface  of  the  cylindrical 
portion  of  the  chimney  between  the  defiector  and  the  chimney 
rest,  and  keep  that  part  of  the  chimney  cool,  so  that  it  may 
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readily  be  seized  between  the  thumb  and  finger,  when  it  is* 
desired  to  remove  it/ 

The  claim  is  as  follows :  ^'  I  claim  the  improved  lamp,  as 
not  only  constructed  with  its  cone  or  deflector,  (F,)  and  its 
chimney  rest,  (D,)  and  chimney,  arranged  vrith  refepect  to  each 
other  as  described,  but  as  having  the  said  deflector  provided 
with  peripheral  springs,  or  the  same,  or  the  slits,  (h,  h,)  and 

.  the  rest,  (D,)  made  concavo-convex,  and  provided  with  an  an- 
nular groove  or  lip  at  the  bottom,  for  supporting  the  chimney, 
the  whole  being  substantially  as  described  or  represented." 

The  proof  shows,  that  the  defendants,  from  the  fall  of 
1867,  have  been  engaged  in  the  manufacture  and  sale  of  lamp 
burners,  called  the  "  comet  burners,"  which  were  not  claimed 
on  the  trial  to  differ  in  any  material  particular  from  the  pat- 
ented invention,  the  principal  apparent  difference  being  in  the^ 
substitution  of  a  spiral  elastic  wire  wound  into  the  edges  of 
the  deflector,  to  press  against  the  interior  of  the  chimney  and 
maintain  its  upright  position,  instead  of  the  slit  edge  of  the 
deflector  itself,  formed  into  springs,  performing  the  same  oflSce. 
This,  however,  was  not  claimed .  to  be  a  substantial  difference, 
but  was  treated  by  both  parties,  for  the  purposes  of  the  case, 
as,  (which,  I  think,  it  unquestionably  is,)  an  equivalent  device^ 
operating  in  the  same  manner  and  producing  the  satne  effect. 
But,  although  it  is  proved  that  the  defendants  used  their 

•  burners,  so  manufactured,  in  their  store,  with  chimneys  placed 
thereon,  to  exhibit  their  burners  to  customers,  in  order  to 
make  sales,  and  to  demonstrate  their  superiority  over  other 
burners,  there  is  no  proof  that  the  defendants  ever  manu* 
factured  or  sold  a  chimney;  and,  hence,  they  insist,  that, 
having  made  and  sold  only  some  of  the  parts  included 
in  the  patented  combination,  they  are  not  liable  in  this 
suit. 

It  is  quite  obvious,  that  the  distinguishing  feature  of  the 
invention  of  Collins  is  the  burner,  with  its  chimney  rest,  a 
deflector  having  peripheral  springs,  to  sustain  the  chimney 
without  the  aid  of  a  catch  or  screw,  and  with  air  passages 
operating,  when  in  use,  to  keep  the  lower  part  of  the  chim- 
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ney  cool,  and,  obviouely,  tending,  by  this  means,  and  by  the 
greater  elevation  of  the  flame,  to  prevent  the  lower  portion 
of  the  burner,  and  top  of  the  reservoir,  from  becoming  un- 
duly heated*  It  is,  also,  clear,  and  was  proved,  that  the 
burner  alone,  or  the  burner  attached  to  the  reservoir,  is  utter- 
ly useless.  A  chimney  must  be  applied,  in  order  to  its 
operation.  So,  also,  a  chimney  without  a  burner  is  wholly 
useless. 

It  was  claimed,  in  behalf  of  the  complainants,  that  the 
chimney  is  no  material  part  of  the  invention,  as  patented,  and, 
therefore,  that  the  defendants  have  made  and  sold  aU  that  is 
material  in  the  patent.  I  incline,  however,  strongly  to  the 
opinion,  that  the  patentee,  in  his  specification  and  claim,  in- 
stead of  claiming  the  burner  as  new,  and  securing  the  exclu- 
sive right  in  respect  to  that,  has  claimed  it  in  coijabination 
with  a  chimney,  and  must  stand  by  his  patent  under  that 
construction.  In  that  view  of  the  construction  of  the  patent, 
the  case  stands  thus :  The  complainants  having  a  patent  for 
an  improved  burner  in  combination  with  a  chimney,  the  de- 
fendants have  manufactured  and  sold  extensively  the  burner, 
leaving  the  purchasers  to  supply  the  chimney,  without  which 
such  burner  is  us'eless.  They  have  done  this  for  the  express 
purpose  of  assisting,  and  making  profit  by  assisting,  in  a 
gross  infringement  of  the  complainants'  patent.  They  have 
exhibited  their  burner  furnished  with  a  chimney,  using  it  in 
their  sales  room,  to  recommend  it  to  customers,  and  prove  its 
superiority,  and,  therefore,  as  a  means  of  inducing  the  unlaw- 
ful use  of  the  complainants'  invention.  And  now  it  is  urged, 
that,  having  made  and  sold  burners  only,  they  are  not  in- 
fringers, even  though  they  have  distributed  them  throughout 
the  country  in  competition  with  the  complainants',  and  have, 
to  their  utmost  ability,  occupied  the  market,  with  the  certain 
knowledge  that  such  burners  are  to  be  used,  as  they  can  only 
be  used,  by  the  addition  of  a  chimney.  Manifestly,  there  is 
no  merit  in  this  defence,  and  it  must  be  regretted  if  the  law 
be  not  such  as  will  protect  the  complainants  against  this  pal- 
pable interference.    If  the  complainants  were  to  succeed  in 
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finding  those  who  manufactured  chimneys  for  the  express 
purpose  of  selling  them  to  be  used  on  these  burners,  the 
latter  could  clearly  urge  the  same,  if  not  a  better,  defence,  to 
a  prosecution ;  and  so  the  complainants  would  be  driven  to 
the  task  of  searching  out  the  individual  purchasers  for  use 
who  actually  place  tihe  chimney  on  the  burner  and  use  it — a 
consequence  which,  considering  the  small  value  of  each 
.  separate  lamp,  and  the  trouble  and  expense  of  prosecution, 
would  make  the  complainants  helpless  and  remediless. 

The  rule  of  law  invoked  by  the  defendants  is  this — ^that, 
where  a  patent  is  for  a  combination  merely,  it  is  not  infringed 
by  one  who  uses  one  or  more  of  the  parts,  but  not  all,  to 
produce  the  same  results,  either  by  themselves,  or  by  the  aid 
of  other  devices.  This  rule  is  well  settled,  and  is  not  ques- 
tioned on  this  trial.  The  rule  is  fully  stated  by  Chief  Justice 
Taney,  in  Prouty  v.  Buggies^  (16  Peters^  336,  341,)  and  in 
other  cases  cited  by  the  counsel.  {By am  v.  Farr^  1  Curtis  C. 
C.  P.J  260,  265 ;  Foster  v.  Mborey  Id.,  279,  292 ;  Vance  v. 
Campbell,  1  Black,  427 ;  Fames  v.  Godfrey,  1  Wallace,  78, 
79.)  But  I  am  not  satisfied  that  this  rule  will  protect  these 
defendants.  If,  in  actual  concert  with  a  third  party,  with  a 
view  to  the  actual  production  of  the  patented  improvement 
in  lamps,  and  the  sale  and  use  thereof,  they  consented  to 
manufacture  the  burner,  and  such  other  party  to  make  the 
chimney,  and,  in  such  concert,  they  actually  make  and  sell 
the  burner,  and  he  the  chimney,  each  utterly  useless  without 
the  other,  and  each  intended  to  be  used,  and  actually  sold  to 
be  used,  with  the  other,  it  cannot  be  doubtful,  that  they  must 
be  deemed  to  be  joint  infringers  of  the  complainants'  patent. 
It  cannot  be,  that,  where  a  useful  machine '  is  patented  as  a 
combination  of  parts,  two  or  more  can  engage  in  its  construc- 
tion and  sale,  and  protect  themselves  by  showing,  that,  though 
united  in  an  effort  to  produce  the  same  machine,  and  sell  it, 
and  bring  it  into  extensive  use,  each  makes  and  sells  one  part 
only,  which  is  useless  without  the  others,  and  still  another 
person,  in  precise  conformity  with  the  purpose  in  view,  puts 
them  together  for  use.    If  it  were  so,  such  patents  would. 
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indeed,  be  of  little  value.  In  such  case,  all  are  tort-feaeors, 
engaged  in  a  common  purpose  to  infringe  the  patent,  and 
actually,  by  their  concerted  action,  producing  that  results 
In  a  suit  brought  against  such  party  or  parties,  a  question 
might  be  raised,  whether  all  the  actors  in  the  wrong  should 
be  made  parties  defendant ;  but  I  apprehend,  that,  even  at 
law,  and,  certainly  when  non-joinder  was  not  pleaded,  the 
want  of  all  the  parties  would  be  no  defence.  Each  is  liable 
for  all  the  damages. 

Here,  the  actual  concert  with  othe^rs  is  a  certain  inference 
from  the  nature  of  the  case,  and  the  distinct  eflForts  of  the 
defendants  to  bring  the  burner  in  question  into  use,  which 
can  only  be  done  by  adding  the  chimney.  The  defendants 
have  not,  perhaps,  made  an  actual  pre-arrangement  with  any 
particular  person  to  supply  the  chimney  to  be  added  to  the 
burner ;  but,  every  sale  they  make  is  a  proposal  to  the  pur- 
chaser to  do  this,  and  his  purchase  is  a  consent  with  the  de- 
fendants that  he  will  do  it,  or  cause  it  to  be  done.  The 
defendants  are,  therefore,  active  parties  to  the  whole  infringe- 
ment, consenting  and  acting  to  that  end,  manufacturing  and 
selling  for  that  purpose.  If  the  want  of  joinder  of  other 
parties  could  avail  them  for  any  purpose,  (which  is  not  to  be 
conceded,)  they  must  set  it  up  as  a  defence,  and  point  out  the 
parties  who  are  acting  in  express  or  implied  concert  with 
them.  Nor  is  it  any  excuse,  that  parties  desiring  to  use  the 
burner  have  all  the  glass  manufacturers  in  the  world  from 
whom  to  procure  the  chimneys.  The  question  may  be  novel, 
but,  in  my  judgment,  upon  these  proofs,  the  defendants  have 
no  protection  in  the  rule  upon  which  alone  they  rely  as  a  de- 
fence against  the  charge  of  infringement. 

Independent  of  this  question,  the  proofs  show  an  actual 
use  by  the  defendants  of  the  entire  subject  of  the  patent ; 
but,  as  the  conclusion  reached  charges  them  as  manufacturers 
and  vendors,  it  is  not  material  to  enquire  whether  that  use  is 
within  the  scope  of  the  bill  of  complaint,  or  would,  by  itself 
alone,  entitle  the  complainants  to  charge  them  as  infringers, 
in  this  suit. 
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The  complainants  must  have  a  decree  for  an  injunction 
and  account,  as  prayed  in  the  bill  of  complaint. 

William  B.  Wooster^  John  S.  Beach^  and  George  Gifford, 
for  the  plaintiffs. 

ChaHea  B.  IngersoU,  Charles  M.  Keller,  and  Charles  F, 
Blakcj  for  the  defendants. 


The  Wateebuby  Bbabs  Company 

vs. 

Edwabd  Millee  and  Company  and  Edward  Milleb.     In 

Equtiy. 

The  two  re-issued  letters  patent  granted  to  the  Waterbory  Brass  Ck)mpany,  May 
24th,  1870,  as  assignees  of  Hiram  W.  Hayden,  the  inventor,  one  for  an  "  im> 
prorement  in  machine  for  making  kettles/'  and  the  other  for  an  "  improvement 
in  brass  kettles/'  are  valid. 

Tlie  first  named  patent  is  for  a  machine,  and  the  other  patent  is  for  the  product 
of  the  process  wrought  by  such  machine,  the  machine  and  the  process  being 
described  in  the  same  terms  in  each. 

'The  plaintiiPs  machine  consisted  of  an  engine  lathe,  a  form,  a  clamp  and  other 
devices,  and  an  adjustable  tool-carriage,  sustaining  and  guiding  a  burnishing 
or  spinning  tool  in  a  definite,  prescribed  path,  pressing  the  tool  against  the 
disk  of  metal  operated  upon,  the  tool  carriage  being  moved'by  a  screw  con- 
nected by  a  gear  wheel  with  the  power  moving  the  lathe.  Th^  defendant's 
machine  was,  in  substance,  in  aU  respects,  like  the  plaintifiTs,  except  that  the 
tool-carriage  was  moved  by  a  rod  connected  with  a  cam  acted  on  by  a  gear 
wheel  actuated  through  a  erank  by  the  hand  of  a  workman :  Held,  that  this 
was  not  an  essential  difference. 

'The  words,  "  substantiaUy  as  described  and  shown,'  in  the  claim  of  the  patent, 
held  to  relate  only  to  material  features  of  the  combination  specified,  to  be  as- 
certained by  considering  the  purpose  of  the  machine,  and  what  are  the  elements 
of  the  combination  which  constitute  its  distinctive  character,  and  are  effective 
in  producing  the  peculiar  result  for  which  the  contrivance  is  made. 
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Where  the  epecification  of  a  patent  for  a  product  folly  describes  the  machine, 
and  the  process  by  which  the  product  is  produced,  sach.  patent  may  be  good, 
even  thongh  the  same  specification,  annexed  to  a  patent  for  the  machine,  may 
not  fully  secure  the  patentee  against  the  use  of  his  actual  inyention,  because  of 
a  defect  in  the  claim  of  the  latter  patent. 

(Before  Woodruff,  J.,  Connecticut,  September  19th,  ISIl.) 

"WooDEUFF,  J.  The  bill  of  complaint  herein  is  filed  to 
restrain  the  defendants  from  infringing  two  re-issaed  patents 
granted  to  the  complainant  asassignee  of  Hiram  W.  Hayden — 
one  for  an  "  improvement  in  machine-  for  making  kettles," 
the  other  for  an  "  improvement  in  brass  kettles  " — ^and  for 
an  account  of  the  gains  and  profits  hitherto  made  by  the  de- 
fendants by  their  alleged  infringements.  The  defence  con- 
tained in  the  answer  of  the  defendants,  and  relied  upon  on 
the  trial,  consists  in  a  denial  that  Hayden  was  the -first  in- 
ventor of  the  patented  machine,  or  the  kettle  produced  there- 
by, and,  second,  a  denial  that  the  defendants  have  infringed 
the  patents.  • 

It  is  not  necessary  to  state  the  history  of  the  complainant's 
patents,  further  than  to  say,  that,  on  the  16th  of  December, 
1851,  letters  patent  were  issued  to  Hayden  for  what  he  claims 
to  have  invented,  which  were  afterwards  extended  for  seven 
years,  and  subsequent  surrenders  and  re-issues  were  made, 
upon  the  last  of  which  the  re-issued  patents  were  granted  to 
his  assignee,  on  the  24:th  of  May,  1870,  which  are  relied  upon 
in  this  suit. 

The  re-issued  patent  for  an  "  improvement  in  brass  kettles," 
in  its  specification,  sets  out  a  process  of  making  kettles  upon 
a  machine  described  in  the  very  terms  and  details  employed 
to  describe  the  machine  which  is  the  subject  of  the  other 
patent ;  that  is  to  say,  one  patent  describes  a  machine  and 
mode  of  making  a  kettle,  and  other  similar  articles,  and  the 
other  patent  claims,  as  the  invention  of  Hayden,  "(1.)  A 
kettle,  or  other  similar  metallic  article,  or  vessel,  made  from 
a  single  sheet,  or  flat  disk,  or  blank,  of  metal,  stretched  and 
compressed,  so  as  to  extend  the  sheet  into  its  ultimate  form, 
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by  the  process  substantially  as  herein  set  forth ;  (2.)  A  kettle^ 
or  other  similar  metallic  article^  or  vessel,  having  its  greatest 
thickness  at  the  bottom,  and  thinned,  or  gradually  reduced  in 
thickness,  towards  the  top,  by  the  process  substantially  as  set 
forth."  Hence,  one  patent  is  for  a  machine,  described  and 
operated  as  set  forth  in  its  specification.  The  other  is  for  a 
product  of  the  process,  substantially  as  set  forth  in  both. 

"Whether  the  product  patent  has  been  infringed,  or  can  be 
infringed,  by  the  defendants,  without,  at  the  same  time-,  in- 
fringing the  patent  for  the  machine,  may,  perhaps,  be  a 
question  of  interest  to  the  parties.  It  was  asserted,  and  sub- 
stantially assumed,  by  the  connsel  for  the  defendants,  on  the 
trial,  that  it  could  not.  It  may  not  be  necessary  to  consider 
that  question.  If  deemed  material,  some  observations  will 
be  hereafter  made  on  that  subject.  Assuming,  for  the  present,, 
that  the  questions  between  the  parties  are  identical  under 
each  of  the  complainant's  patents,  as  the  machine  and  process 
of  making  kettles,  and  other  articles,  are  described  in  pre- 
cisely the  same  terms  in  each,  and  4hat  neither  is  infringed 
unless  both  are  infringed,  it  will  be  sufficient  to  describe  the 
machine  and  its  operation  in  very  general  terms. 

For  the  purpose  of  bringing  into  view  the  questions  to 
be  decided  in  this  case,  the  machine  may  be  generally  de- 
scribed as  of  two  parts,  each  having,  in  the  process  of  making 
a  kettle,  distinct  offices  or  functions.  1st.  An  engine  lathe^ 
with  its  mandrel  made  to  revolve  by  oMinary  puDeys  and 
gearing,  and  its  mandrel  foot  or  spindle  pointed,  to  sustain 
the  subject  of  the  operation  when  clamped  to  the  mandrel, 
or  a  chuck  attached  thereto,  and  made  to  revolve  therewith. 
This  differs  in  no  material  respect  from  an  ordinary  cutting 
lathe,  although  supplementary  devices  are  added,  to  adapt  it 
to  the  particular  service  intended,  such  as,  a  form  or  pattern, 
(in  the  shape  of  the  interior  of  the  article  to  be  produced,) 
made  fast  to  the  mandrel  and  to  revolve  with  it — a  clamp^ 
adapted  to  the  office  of  pressing  the  material  upon  the  form, 
which  also  revolves  with  the  form  and  on  the  point  or  end  of 
the  spindle — and  an  arrangement  at  the  lower  end  of  the 
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lathe,  by  wliich  the  spindle  is  readily  drawn  back  when  it  is 
desired  to  remove  the  kettle,  &c.  2d.  A  burnishing  or  spin- 
ning tool  and  tool  carriage,  secured  to  the  frame  of  the  lathe, 
consisting  of  a  burnishing  or  spinning  tool,  (either  rigid,  like 
an  ordinary  tool,  or  a  roller,  with  a  beveled  rounded  edge, 
held  at  the  end  of  an  adjustable  arm,)  and  a  carriage  therefor, 
set  upon  slides,  so  adjustable,  and  so  guided  when  adjusted, 
that  the  tool  is  sustained  and  guided  in  a  precise  path,  pre- 
scribed for  it  before  motion  is  given  to  the  machine,  the  path 
being  such,  that  the  tool  will,  when  moved,  travel  along  and 
in  near  proximity  to  the  form  set  upon  the  mandrel,  as  above 
described.  It  will  be  readily  seen,  that,  by  these  two  parts 
of  the  machine,  provision  is  made,  Jirst^  for  inserting  in  a 
lathe  a  circular  disk  or  blank  of  metal,  clamping  it  firmly 
against  a  form,  and  causing .  it,  together  with  such  form,  to 
revolve  with  rapidity ;  and,  second,  a  burnishing  or  spinning 
tool,  adjustable,  so  that  it  may  set  firmly  against  the  disk,  at 
or  near  its  centre,  and,  if  moved,  it  is  mechanically  guided 
along  and  in  near  proximity  to  the  bottom  and  side  of  the 
form. 

So  far,  nothing  is  described  which  produces  the  desired 
result.  The  lathe  may  be  set  in  motion,  and  the  disk  or 
blank  will  revolve.  The  tool  impinges  on  the  disk  near  its 
centre,  and  the  friction  may  produce  some  impression  on  the 
small  circle,  at  the  point  of  contact.  But  that  is  all.  The 
material  is  in  proper  position,,  a  form  is  in  contact  therewith, 
to  communicate  the  desired  shape,  the  tool  is  impinging  on 
the  disk  near  its  centre,  and  a  path  is  prescribed  in  which  it 
must,  if  moved,  inevitably  travel,  and,  so  travelling,  it  will 
spin  or  stretch  the  disk  upon  the  form  to  the  precise  shape 
thereof,  and,  at  the  same  time,  reduce  its  circumference  at  its 
upper  or  outer  edge ;  or,  in  other  words,  it  will  spin  the 
metal  to  the  size  and  form  desired.  Motion  of  the  tool  is, 
therefore,  alone  wanting  to  the  operation ;  and  this  motion  is, 
in  the  machine  described  by  the  specification  in  the  com- 
plainant's patent,  taken,  by  gear  wheels  and  pinions,  from  the 
wheels  or  pulleys  of  the  revolving  lathe.     These  wheels  and 


SEPTEMBER,   1871.  81 


The  Walerbory  Brass  Company  v.  Miller. 


pinions  act  upon  a  screw  connected  with  tlie  tool  carriage, 
which  will  move  it  forward  or  backward,  but  with  such 
arrangement  of  devices,  that,  as  already  stated,  the  tool  must 
move  in  its  prescribed  path.  By  these  means,  the  machine, 
being  set  in  motion,  spins  the  disk  to  the  form  inserted  in 
^e  machine,  and,  by  a  succession  of  forms,  to  any  shape  de- 
sired, the  slides  of  the  tool  carriage  and  path  of  the  tool  being 
readjusted  with  every  change  of  form.  This  statement  does 
not  give  the  details  of  the  machine,  and  it  may  not  be  suflS- 
cient  to  give  a  full  comprehension  of  its  operation.  But.  I 
think  it  sufficient  to  bring  into  view  the  questions  in  contest, 
and,  with  some  other  details  which  may  be  suggested  in  the 
further  discussion,  to  make  the  device  intelligible. 

The  machine,  in  all  its  details,  being  described,  and  its 
complete  operation  stated,  the  specification  annexed  to  what 
is  called  the  machine  patent,  proceeds  to  state  the  claims : — 
"What  is  claimed  as  new,  and  the  invention  of  the  said 
Hiram  W.  Hayden,  is  as  follows :  1.  The  application  of  a 
rotary  metallic  form  or  mold,  or  successive  forms  or  molds,  in 
combination  with  a  proper  tool  or  tools,  roUer  or  rollers, 
sustauied,  moved  and  directed  in  a  proper  path,  by  competent 
mechanical  means,  for  the  purpose  of  operating  on  a  disk, 
blank,  or  plate  of  metal,  so  as  to  reduce  it  gradually  from  the 
centre  to  the  edge,  at  the  same  time  forming  it  with  straight 
sides,  by  successive  stages,  into  a  complete  kettle,  or  into  any 
similar  articles  to  the  forming  of  which  this  apparatus  can  be 
applied,  substantially  as  described  and  shown."  The  second 
<;laim  relates  to  the  peculiar  arrangement  for  withdrawing  or 
moving  the  spindle,  to  facilitate  the  removal  of  the  kettle, 
which  is  not  claimed  to  be  infringed,  and  need  not  be  further 
noticed. 

•  1st.  It  was  not  questioned,  on  the  trial,  that  the  com- 
plainant's machine  is  useful.  Prior  to  Hayden's  invention, 
kettles  and  like  articles  had  never  been  produced  by  machin- 
ery. With  especial  reference  to  brass  kettles,  the  manner  of 
producing  by  machinery,  introduced  by  Hayden,  wrought  an 
entire  revolution  in  the  manufacture.     Small  articles  of  thin 
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metal  had  long  been  spnn  on  a  lathe,  the  spinning  tool  being 
held,  guided  and  forced  against  the  metal  by  the  hand  of  the 
workman,  sometimes  aided  by  making  the  handle  of  the  tool 
a  lever,  by  a  pin  on  the.  tool  rest  of  the  lathe,  but  the  power 
of  the  workman  was  inadequate  to  apply  the  tool  to  thick 
disks  or  portions  of  metal,  with  force  sufficient  to  spin  kettles 
of  suitable  size  and  strength  for  most  ordinary  uses.  Such 
kettles  were  produced  by  hammering,  or  by  forcing  plates  or 
disks  of  metal  into  dies,  and,  to  some  extent,  by  stamping 
successively  into  various  dies,  gradually  approximating  the 
form  desired,  and,  intermediate  the  stampings,  burnishing  the 
partially  formed  kettle  upon  a  form.  The  defendants,  how- 
ever, on  the  trial  herein,  relied,  as  above  stated,  upon  their 
allegations  that  Hay  den  was  not  the  first  inventor,  and  that 
they  have  not  infringed  his  patent.  They  have  proved,  that 
tb^  art  of  spinning  metals  is  ancient.  They  produced  one  or 
more  witnesses,  who  made  small  articles  of  brass,  such  as 
"binnacle  bowls,'^  parts  of  lamps  and  lanterns,  &c.,  before 
the  invention  of  Hayden,  by  spinning  the  sheets  or  disks  of 
metal,  or  burnishing  to  a  form  on  a  lathe,  the  spinning  or 
burnishing  tool  being  held  in  the  hand,  guided  thereby,  and 
applied  by  the  power  of  the  workman  to  the  revolving  metal,, 
to  reduce  it  to  the  required  form.  Holtzapffel's  work,  on 
"  Turning  ^nd  Mechanical  Manipulation,"  was  also  produced, 
in  which  the  "  spinning  "  of  metals  on  a  lathe,  or  "  burnishing- 
to  form,"  is  described,  the  tool,  however,  being  directed, 
guided  and  applied  by  the  power  of  the  workman,  aided  by  a 
pin  in  the  lathe  rest,  as  a  fulcrum,  to  increase  the  pressure  of 
the  tool  upon  the  metal. 

These  proofs  'fall  far  short  of  establishing  that  Hayden's 
machine  was  not  new.  In  neither  case  was  the  tool  sustained, 
guided,  directed  or  applied  by  mechanism ;  it  was  not  forced 
against  the  metal  by  the  power  of  the  machine ;  and  it  trav- 
elled, not  in  a  path  definitely  and  accurately  prescribed,  in 
which  it  was  held  by  the  mechanical  devices  employed,  but  it 
moved  on  or  along  the  metal  in  such  direction,  and  in  such 
relation  thereto,  as  the  strength  and  skill  of  the  workman 
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might  avail  to  give  to  it.  Whether  it  produced,  even  in  the 
small  articles  which  were  thus  made,  a  uniform  thickness,  or 
a  gradually  diminished  thickness,  or  an  irregularity  in  this 
respect,  depended  on  the  skill  and  ability  of  the  workman, 
and  not  on  any  mechanism  contrived  to  secure  the  result  de- 
sired in  this  respect.  Hayden,  on  the  other  hand,  by  his 
adjustable  slides  and  guides,  made  the  path  of  the  tool  even 
and  certain,  producing  if  he  desired,  a  thickness  of  the  sides 
of  the  kettles,  &c.,  manufactured,  diminishing  upwards  from 
the  angle  at  the  bottom,  effecting,  as  the  complainant  al- 
leges, an  important  and  obviously  useful  result,  especially  in 
the  kettles  produced,  much  more  perfectly,  at  least,  than  had 
ever  before  been  attained  in  their  manufacture,  namely,  that 
they  were  thick  at  the  bottom,  and  at  the  angle,  where  thick- 
ness and  strength  were  important,  and  diminished  in  thickness 
up  the  sides  and  at  the  top,  where  lightness  was  desirable^ 

The  defendants  also  produced  a  patent,  granted  in  En- 
gland, dated  February  3d,  1846,  to  T.  F.  Griffith,  for  "  stamp- 
ing and  shaping  metal."  It  must  suffice  to  say  of  this,  that 
the  invention,  so  far  as  it  has  any  possible  relevancy,  con- 
sisted, as  described  by  the  patentee,  of  an  improvement  in 
the  form  of  dies  used  when  shaping  sheet  metal  by  stamping, 
by  which  improvement  the  metal,  in  all  parts,  will  more 
nearly  retain  the  thickness  of  the  original  sheet  metal  from 
which  the  vessel  or  article  is  raised  by  stamping ;  and,  also, 
in  improving  the  process  of  manufacture,  by  changing  the 
shape,  intermediate  the  successive  stampings,  by  burnishing 
it  upon,  and  to  the  shape  of,  a  form,  by  the  ordinary  burn- 
isher. It  is  entirely  manifest,  from  this  statement,  and,  more 
distinctly,  from  other  parts  of  his  specification,  that  spinning 
the  metal,  to  extend  it,  was  no  part  of  his  design.  He  repu- 
diates that,  as  a  disadvantage,  which  his  process  avoids,  and, 
in  order  to  this,  he  uses  a  disk  of  a  diameter  about  equal  to 
the  diameter  of  the  upright  vessel  added  to  its  depth.  His 
process  is  a  combination  of  stamping  and  burnishing.  He 
invented  no  machine  for  the  burnishing,  and  claims  none ; 
and,  although,   in  the  burnishing  which  he  describes,  he 
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clianges  the  form  of  the  article  to  fit  the  form  inserted  there- 
in, and  that  may  involve,  in  some  slight  degree,  the  spinning 
of  the  metal,  he  neither  claimed,  nor  did,  in  fact,  extend  the 
metal  by  spinning  it,  so  as  to  extend  and  make  thin  the  sides, 
employing  a  disk  of  much  smaller  radius  than  the  length  of 
the  completed  vessel  measured  from  the  top  to  the  centre  of 
the  bottom,  nor  does  he  describe  or  claim  to  have  invented 
any  machine  whatever,  by  which  any  spinning  or  burnishing 
can  be  done. 

On  the  question  of  the  novelty  of  the  invention  of  Hay- 
den,  the  defendants  put  in  evidence  another  patent,  which 
assumed  the  appeai*ance  of  much  importance.    It  was  granted 
in  France,  under  date  of  December  4th,  1835,  to  Messieurs 
Japy,  brothers,  for  "  une  machine  k  r^treindre  et  k  planer," 
which  was  translated  by  one  of  the  witnesses,  "  a  machine  to 
spin  and  smooth;"  and,  also,  an  addition,  or  supplement,  to 
such  patent,  which  was  granted  under  date  of  June  26th,* 
1838-^both  long  prior  to  the  invention  of  Hayden.    Under 
the  direction  of  one  of  the  expert  witnesses,  the  defendants 
had  caused  to  be  constructed  a  machine  which,  in  most  of  its 
features,  was  strikingly  like  Hayden's  machine,  but,  in  the 
particular  which,  on  the  question  of  infringement  hereafter 
to  be  considered,  constitutes  the  difference  between  the  Hay- 
den machine  and  those  the  defendants  make  and  use,  con- 
forming to  the  latter.    Whereupon,  the  defendants  claim,  that 
the  Hayden  machine  was  not  new  in  any  of  the  features  in 
which  their  machines  are  like  it,  Japy,  breathers,  having  an- 
ticipated it  by  their  machine,  in  1835  ;  and  that,  in  any  par- 
ticulars in  which  the  Hayden  machine  differs  substantially 
from  the  Japy  machine,  the  defendants  have  not  copied  it — 
in  short,  that  the  machines  which  the  defendants  use  are,  in 
substance,  the  Japy  machine,  invented  long  before  Hayden 
made  any  invention.    The  machine  constructed  under  the 
direction  of  the  expert,  and  claimed  to  conform  to  the  Japy 
patent,  was  produced  on  the  trial,  and  was  there  set  in  operar 
tion.     A  disk  of  sheet  brass  was  inserted,  and  it  was  reduced, 
by  the  tool,  to  substantially  the  same  form  as  is  produced  by 
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the  Hayden  macliine.  The  question,  therefore,  whether  the 
machine  described  in  the  Japy  patent  was,  in  fact,  so  far  like 
the  Hayden  machine,  as  to  anticipate  his  invention,  is  of  great 
importance,  should  it  appear,  in  the  further  consideration  of 
the  case,  that  the  machines  used  by  the  defendants  are  in- 
fringements of  the  Hayden  patent. 

On  that  question,  I  observe,  first :  It  is  entirely  plain,, 
upon  a  careful  examination  of  the  Japy  patent,  specification 
and  drawiiijgs,  that  no  idea  of  spinning  the  metal,  to  reduce  it 
to  the  desired  form,  ever  occurred  to  the  Messieurs  Japy^ 
either  in  the  making  or  use  of  their  machine,  or  when  they 
described  it  and  the  manner  of  constructing  articles  there- 
with. They  formed  the  article  sought  to  be  produced  by  suc- 
cessive stamping  in  cKes  or  collars,  until,  according  to  their 
express  declaration,  "  the  desired  height  of  the  sides  is  pro- 
duced,'' and  "  it  is  finished  in  regard  to  shape,  when  it  leaves 
the  last  collar."  This  process  of  stamping  to  a  completed 
form  is  described  in  detail,  and  illustrated  in  the  drawings, 
and  the  difference  between  the  mode  patented  in  the  addition 
or  supplement  to  the  patent,  and  that  at  first  employed  by 
them,  with  the  superiority  of  their  new  mode  of  stamping,  are 
distinctly  pointed  out.  This  advantage  consisted  in  raising 
the  sides  of  the  vessel,  by  using,  first,  a  stamp  and  die  or, 
coUar  much  larger  than  the  diameter  of  the  vessel  to  be  pro- 
duced, and  raising  a  rim  or  very  short  portion  of  the  side ; 
then,  by  a  stamp  and  die  a  little  smaller,  raising  the  side  a 
little  higher,  a^id  so  on,  through  six  or  seven  successive 
stampings,  with  stamps  diminishing  in  size,  but  larger  than 
the  bottom  of  the  vessel,  until  the  last  stamping,  when  a  die 
and  stamp  of  the  size  and  form  of  the  finished  vessel  was  used. 
By  this  means,  the  metal  at  the  angle  of  the  bottom  was  bent 
but  once,  and  was,  therefore,  less  weakened,  and  less  liable  to 
be  torn,  broken,  or  made  thin,  than  in  former  modes,  where 
each  successive  blow,  in  the  gradual  raising  of  the  sides  by 
stamping,  brought  each  bending  and  each  concussion  upon 
the  metal  at  that  precise  angle.  The  vessel,  thus  completed 
in  form,  was  inserted  in  a  lathe,  and  .upon  a  form  which  cor- 
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responded  with  the  interior  of  the  vessel,  (called,  in  the  orig- 
inal^ "  un  emprnnt,")  attached  to  the  mandrel,  and,  by  the 
application  of  a  tool  or  tools,  while  revolving,  the  bottom  and 
sides  were  made  smooth,  the  angle  at  the  bottom  was  slightly 
rounded,  and  wrinkles  and  other  inequalities  were  pressed  to 
an  even  or  polished  surface.  No  suggestion  of  spinning  or  of 
burnishing  is  found  in  the  description,  and  it  is  palpable  that 
neither  of  them  was  eflFected  in  the  operation.  Neither  the 
tool  used,  nor  the  process  detailed,  nor  the  power  of  the  ma- 
chine, was  adapted  to  the  making  of  kettles  as  described  by 
Hayden,  the  lathe  process  being  in  truth  a  smoothing  process, 
and  nothing  more. 

The  vessel  having  already  received  its  form,  it  is  obvious, 
that,  if  the  process  of  spinning  were  applied  to  its  bottom,  its 
diameter  would  at  once  be  enlarged,  so  that  it  would  no 
longer  fit  its  counterpart  ("  emprunt ")  on  which  it  was  sup- 
ported ;  and,  consequently,  when  the  pressure  of  the  finishing 
tool  was  applied  at  the  angle,  there  would  be  no  interior  sup- 
port between  which  and  the  tool  the  rounding  process  would 
be  smoothly ^^ffected.  So,  also,  if  spinning  was  applied  to  the 
sides,  they  would  be  extended,  and  the  form  or  shape  of  the 
vessel  would  be  correspondingly  changed,  contrary  to  the  dis- 
tinctly declared  purpose  and  intent  of  the  patentees. 

Besides  this,  the  tool  was  not  adapted  to  spinning.  For 
the  bottom,  a  roller  was  used,  of  a  thickness  greater  than  its 
radius,  and,  on  its  outer  circumference  or  face,  rounded  to  a 
half  circle,  the  bottom  only  requiring  to  vbe  passed  over 
lightly,  to*  polish  it,  since  the  stamping  produced  no  wrinkles 
or  irregularities  therein.  For  tl^e  angle,  another  roller  was 
used,  of  like  size,  having  its  outer  circumference  or  face  hol- 
lowed out,  so  as  to  round  off^,  by  pressure,  the  angle  at  the 
bottom.  For  the  side,  a  third  roller,  of  like  size,  was  used, 
having  its  outer  circumference  or  face  flat  and  straight,  like 
the  surface  of  a  short  cylinder,  one  of  the  edges  being  slightly 
rounded,  so  as,  in  its  movement  along  the  side,  to  slide 
readily  over  or  upon  the  wrinkles  or  other  inequalities  to  be 
smoothed.    Neither  of  these  rollers  was  like  an  ordinary  bur- 
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nisher,  or  like  the  spinning  tool  used  by  Hayden.    Pressed 
firmly  against  the  revolving  vessel,  they  smoothed  its  surface^ 
and  their  effect  is  aptly  described  by  the  .patentees  by  the 
*  word  "  planer  " — ^to  smooth  or  planish. 

The  tool  used  to  round  the  angle,  being  adjusted  and 
pressed  against  the  vessel,  required  no  other  motion*;  but  the 
tools  for  the  bottom  and  sides,  sustained  in  carriages  adapted 
to  slide  in  a  path  parallel  with  the  surface  to  be  smoothed, 
were  moved  by  means  of  a  screw  passing  through  the  tool 
carriage  in  the  like  parallel,  (or  a  cog  wheel  acting  thereon 
with  a  similar  result,)  and  terminating,  at  the  outer  end,  by  a 
crank  turned  by  the  hand  of  the  workman,  who  thereby  moved 
the  tool  faster  or  slower,  backward  or  forward,  at  his  pleasure. 
Though  each  tool  was  fixed  to  a  separate  carriage,  the  mechan- 
ical principle  of  each  was  the  same,  and  they  could  be  applied 
successively  to  the  same  lathe  or  each  to  a  separate  lathe,  as  con- 
venience and  economy  of  the  time  of  the  workman  might  make 
most  advantageous.    It  is  this  application  of  the  tool  tp  the 
article  produced,  while  such  article  is  placed  upon  its  counter- 
part, and  made  to  revolve,  and  the  use,  for  that  purpose,  of  the 
adjustable  sliding-tool  carriage,  with  a  set  screw  to  press  the 
tool  or  roller  against  the  metal,  which  constitutes  the  likeness 
of  the  machine  to  the  machine  of  Havden.    But  I  am  de- 
cided  in  my  conclusion,  already  stated,  that  spinning  the 
metal  was  not  the  intent  or  purpose  of  the  machine,  and  that 
no  such  conception  was  in  the  mind  of  the  patentees,  nor  was 
the  machine  adapted  to  produce  that  effect*     Possibly,  the 
pressure  upon  the  metal  might  very  slightly  enlarge  it,  the 
operation  being,  in  a  degree,  Like  passing  metal  between  two 
pressure  rollers ;  but  this  effect,  if  produced,  was  not  desired 
or  sought,  but  constituted  an  imperfection,  rather  than  an  ad- 
vantage, to  the  perfect  operation.    It  cannot  be  denied  that 
this  device  for  smoothing  the  kettle,  already  complete  inform, 
would  be  very  suggestive  to  an  ingenious  mind  already  con- 
versant with  the  Hxt  of  hand  spinning  on  a  lathe.     It  was  a 
near  approach  to  a  device  for  spinning  by  a  machine ;  but  I 
think  it  clear  that  it  stopped  short  of  it. 
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It  is  earnestly  insisted,  that,  although  Japy,  brothers,  did 
not  conceive  the  idea  of  spinning  the  metal  by  the  machine^, 
it  is  enough  for  the  defendants  to  show,  that  the  machine 
which  they  invented  had  capacity  to  spin  in  the  very  manner ' 
of  Hayden's;  and  that  Hay  den  acquired  no  right  as  an  in- 
ventor, by  making  substantially  the  same  machine  and  put- 
ting  it  to  a  new  and  more  beneficial  use,  namely,  to  spinning 
the  metal  into  the  desired  form,  although  Japy,  brothers,  were 
wholly  ignorant  that  any  such  capacity  could  be  attributed  to 
it.  What  I  have  already  said  expresses  quite  distinctly  my 
conviction,  that  their  machine  had,  in  truth,  no  such  capacity, 
or,  certainly,  not  in  any  such  degree  as  made  it  useful,  sl& 
Hayden's  nSachine  is  useful,  for  spinning  metals. 

On  the  trial,  some  importance  was  attached  to  the  title 
given  by  Japy,  brothers,  to  their  invention,  "  une  machine  i. 
r6treindre  et  k  planer,"  as  in  conflict  with  the  conclusion 
above  expressed.  A  translation  of  their  patent  was  produced, 
made  by  one  of  the  witnesses,  no  doubt  in  entire  good  faith, 
in  which  the  above  words  were  translated,  in  one  place,  "  a 
machine  to  spin  and  smooth,"  and,  in  another,  '^  a  machine 
for  spinning  and  smoothing."  The  translator,  however,  with 
entire  frankness,  explained,  that  the  word  "  retreindre  "  did 
not,  by  its  own  mere  force,  mean,  "  to  spin,"  but  that,  when 
used  in  connection  with  words  indicating  the  employment  of 
the  lathe  in  stretching  or  extending  metals,  the  whole,  as,  for 
example,  "  retreindre  ^  la  tour,"  (to  raise  on  or  by  a  lathe,) 
meant  the  process  of  spinning.  When,  therefore,  on  a  pe- 
rusal of  the  Japy  patent,  he  observed  that  a  lathe  was  used  in 
a  portion  of  the  operation,  he  assumed  that  this  title  of  the 
patent  imported  "  retreindre  k  la  tour,"  although  those  words 
were  not  used.  An  examination  of  the  whole  patent  shows^ 
that  this  conception  of  the  translator  was  a  mistake.  The 
word  "  retreindre  "  refers  simply  to  the  process  of  raising  the 
sides,  and  that  was  done  in  dies  or  collars,  and  not  on  the 
lathe.  In  the  supplemeHit  to  the  patent  the  word  is  used, 
and  it  is  solely  applied  to  the  "  raising  "  by  punches  and  col- 
lars.    In  short,  the  word  "  retreindre,"  in  the  title,  is  used  to 
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designate  the  process  of  raising  .by  punches  and  collars  or 
dies,  and  "  planer  "  to  the  lathe  process,  namely,  to  smooth  ,or 
planish.  The  terms  employed  by  the  patentees,  therefore, 
are  in  no  conflict  with  the  conclusion  stated,  but  tend  rather 
to  confirm  it. 

The  defendants  rely,  further,  on  their  alleged  practical 
demonstration,  made  on  the  trial,  that  the  Japy  machine  had 
capacity  to  spin  metals,  including  kettles,  whether  Japy, 
brothers,  knew  it  or  not,  and  tha,t,  when  so  used,  it  was  sub- 
stantially the  same,  in  principle,  structure  and  operation,  as 
the  machine  of  Hayden,  except  in  the  particular  hereafter  to 
be  noticed,  in  which,  also,  the  machines  of  the  defendants 
differ  from  Hayden's.  The  machine  which  they  had  caused 
to  be  constructed,  and  which  they  produced  as  an  example  of 
the  Japy  machine,  did,  undoubtedly,  reduce,  on  a  small  scale, 
a  disk  of  metal  to  the  form  of  a  kettle,  by  compressing  it 
upon  a  series  of  forms  like  those  used  by  Hayden ;  but  I  was 
not  then  sltisfied,  and  further  examination  and  reflection  have 
strengthened  my  doubt,  that  such  machine,  constructed  and. 
operated  as  it  was,  did,  in  fact,  in  a  just  sense,  spin  the  metal 
to  the  desired  form.  It  did  unquestionably  extend  the  metal, 
and  conform  it  to  the  shape  of  the  form  on  which  it  was  com- 
pressed, it  may,  in  a  slight  degree,  have  spun  the  metal,  but 
the  extension  of  the  metal  was  mainly  by  pressure,  as  if  the 
metal  were  between  two  rollers,  pressed  with  great  force 
thereon  while  in  revolution.  This  would  be  the  effect  of 
pressing  a  short  revolving  cylinder  strongly  against  the  re- 
volving metal,  sustained  by  the  revolving  form  on  which  it 
was  placed*.  It  may  not  be  easy  to  define  with  precision  how, 
in  that  process  called  spinning,  the  atoms  or  particles  of  metal 
are  made  to  move  upon  each  other,  so  as  to  assume  a  new 
aggregate  form  ;  but,  in  the  product  of  the  machine  exhibited 
on  the  trial,  the  surface  of  the  metal  was  not  moved,  it  was 
compressed,  the  inner  and  outer  surfaces  being  brought  nearer 
together,  as  in  the  process  of  rolling  metals.  Witnesses 
testified  that  it  did  spin,  some  of  them  that  it  spinned  imper- 
fectly, imputing  the  eflect,  so  far  as  it  was  entitled  to  be  called 
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spinning,  to  a  change  in  the  form  or  position  of  the  tool,  used 
by  Japy,  made  to  bear  on  the  surface  of  the  metal. 

I  do  not  find  it  necessary  to  suggest  any  bad  faith  in  the 
defendants,  or  in  the  expert  under  whose  direction  this 
machine  was  constructed,  by  imputing  fo  them  an  intentional 
exhibitioft  of  a  machine,  as  the  Japy  machine,  which  diflfered 
substantially  therefrom,  or  of  conducting  an  operation  there- 
with differing  materially  from  the  operation  of  which  the 
Japy  machine  was  capable.  They  have  failed  to  satisfy  me 
that  the  machine  which  they  did  produce  and  set  in  operation 
is,  as  a  practicable  thing,  useful  for  spinning  metals,  or  even 
that  it  is  capable,  without  modification,  of  spinnmg  metals  of 
the  thickness  required  for  the  large  vessels  produced  by 
Hayden's  machine. 

In  confirmation  of  the  suggestion  that  it  was  not  by 
spinning,  but  by  pressure,  as  between  the  two  rollers  of  a 
Tolling  mill,  that  the  extension  of  the  metal  was  effected,  it 
was  a  fact  worthy  of  notice,  as  distinguishing  tlfB  machine 
produced  from  the  Japy  machine,  that  the  defendants  added 
to  the  tool  carriage  of  Japy,  brothers,  a  powerful  standard  or 
post,  containing  a  set  screw,  to  hold  the  revolving  tool  or 
short  cylinder  more  strongly  upon  the  metal  to  be  extended.  . 
Tor  the  purposes  for  which  the  Japy  machine  was  used,  to 
wit,  to  smooth  the  surface,  comparatively  slight  force  was 
requisite.  When  the  machine  was  sought  to  be  applied  to  a 
new  use,  this  supplemental  device,  or  some  other  equivalent  . 
thereto,  was  necessary. 

It  might  be  added^  that  the  product  of  the  operation  of 
the  machine  produced  was  less  perfect  than  the  similar  pro- 
duct of  the  Hayden  machine.  The  wrinkles  caused  by  forc- 
ing the  larger  circumference  of  the  disk  upon  the  form  were 
imperfectly  removed,  and,  I  think,  there  should  be  no  hesita- 
tion in  saying  that  an  inspection  of  the  two  products  shows 
that  the  machine  of  Hayden  produces  a  different  as  well  as  a 
more  complete  result. 

It  was  a  pertinent  and  quite  plausible  suggestion  of  the 
counsel  for  the  complainant,  that  the  inventor  of  a  machine 
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should  be  presumed  to  know  not  merely  its  purpose,  but  its 
capacity;  that,  when  the  product  sought  was  in  great  de- 
mand, the  art  of  spinning  upon  a  lathe  well  known,  the  best 
mode  of  producing  kettles  and  like  articles  the  subject  of 
attention  and  study,  the  objections  to  the  process  of  stamping 
known  and  appreciated,  the  fact  that  an  inventor  of  a  niachine, 
contrived  expressly  for  the  making  of  such  articles,  should 
have  made  a  machine,  and  had  no  suspicion  that  it  could  raise 
the  disk  which  he  used  to  the  required  form  by  spinning,  is 
no  slight  evidence  that  it  had  no  such  capacity ;  that  the  wis- 
dom which  comes  to  an  alleged  infringer  after  another  in- 
ventor has  perfected  a  similar  machine  by  which  the  opera- 
tion can  be  usefiilly  performed,  is  not  to  destroy  the  claim  to 
an  original  invention ;  and  that  an  alleged  example  of  a  ma- 
chine claimed  to  produce  an  effect  which  the  original  never 
did  produce,  and  which  its  inventor  never  claimed  for  it,  is  to 
be  looked  upon  with  some  distrust  of  its  actual  likeness  to 
such  original.  * 

A  doubt  was  created  by  the  proofs,  whether  so  much  of 
the  extension  of  the  metal  as  could  be  imputed  to  spinning,  in 
the  operation  of  the  machine  produced,  was  not  due  to  a  slight 
change  in  the  form  of  the  tool  or  cylindrical  roller  used  by 
Japy,  brothers,  and  to  a  setting  thereof  in  contact  with  the 
metal  obliquely  in  a  small  degree,  so  that  the  corner  pressed 
against  the  same.  These  changes  would  conform  the  action 
of  the  tool  more  nearly  to  that  of  the  Hayden  machine.  It  is 
not  essential  that  I  should  go  further  than  to  say,  that  such 
doubt  reasonably  exists,  upon  the  whole^vidence.  It  is  suffi- 
cient, that,  upon  all  the  proofs,  and,  especially,  for  the  reasons 
I  have  stated,  I  am  convinced  that  the  invention  of  Japy, 
brothei^  had  neither  design,  purpose,  nor  capacity  to  effect 
the  results  produced  by  Hayden's  machine ;  and  it  is,  there- 
fore, upon  all  the  grounds  which  are  above  suggested,  not 
established  that  Hayden  was  not  the  first  inventor  of  the  ma- 
chine described  in  the  complainant's  patent.  It  is  hardly 
necessary  to  add,  that  the  burden  rested  on  the  defendants  to 
establish  this,  if  they  rely  on  want  of  novelty  as  a  defence,  as 
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the  patent  itself  is  prima  facie  evidence  that  Hayden  was 
such  first  inventor. 

2d.  The  second  ground  of  defence  does  not  depend  so 
much  upon  any  disputed  question  of  fact,  as  upon  the  proper 
construction  and  legal  effect  of  the  patents  granted  to  the 
complainant  for  the  inventions  of  Hayden.  The  defendants 
deny  that  they  have  infringed  the  patents.  To  make  the 
foundation  of  this  denial  intelligible,  the  two  principal  parts 
of  the  Hayden  machine  have  been  already  described,  namely, 
an  ordinary  engine  lathe,  with  a  form  attached  to  the  man- 
drel, a  clamp  attached  to  the  spindle,  and  other  devices  to 
facilitate  the  operation,  which  have  been  sufficiently  referred 
to;  and,  second,  an  adjustable  tool  carriage,  sustaining  and 
guiding  a  burnishing  or  spinning  tool  in  a  definite  prescribed 
path,  pressing  the  tool  against  the  disk  of  metal  operated 
upon.  To  the  actual  working  of  the  machine,  it  is  essential 
that,  when  the  form  and  disk  of  metal  are  revolved  in  the 
lathe,  the  tool  should  also  be  moved  in  its  prescribed  path,  as 
already,  with  some  particularity,  stated.  The  patentee,  in  the 
specification,  describes  the  Hayden  machine  as  self-acting. 
The  tool  carriage  is  moved  by  a  screw  acting  upon  the  tool 
carriage.  As  the  screw  is  turned  one  way  or  the  other,  the 
carriage,  and,  of  course,  the  tool  sustained  and  guided  thereby, 
is  drawn  in  the  desired  direction  along  the  face  of  the  metal 
to  be  operated  upon,  in  proper  proximity  to  the  form  on  the 
ynandrel,  and,  for  this  purpose,  this  screw  is  connected,  by  a 
gear  wheel,  with  the  power  which  moves  the  lathe,  so  that 
both  move  together  %nd  by  the  same  power. 

The  difierence  between  this  arrangement  and  that  em- 
ployed by  the  defendants  in  the  machines  claimed  to  be  in- 
fringements of  the  complainant's  patent,  which  is  chiefly  re- 
lied upon,  is  this — the  rod  which  moves  the  tool  carriage  in 
the  defendants'  machine,  is  connected  with  a  cam  turned  by  a 
gear  wheel,  and  a  crank  moved  by  the  hand  of  the  workman, 
instead  of  a  screw  and  gear  wheel  acted  on  by  the  power 
which  turns  the  lathe.  The  lathe,  the  form,  the  clamp,  and 
their  adaptations  to  this  particular  service,  are  substantially 
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the  same.     The  tool  carriage,  tool  post,  and  tool  are  substan- 
tially the  same.     The  tool  is  sustained,  guided  and  directed 
by  slides  and  guides,  differing  in  some  details,  but,  for  the 
purposes  of  this  question,  substantially  the  same.    The  tool  is 
pressed  against  the  revolving  disk  by  a  set  screw,  in  the  same 
manner.    And  the  path  in  which  the  tool  must  travel  is  defi- 
nitely prescribed  by  an  adjustment  of  the  slides  and  guides  in 
the  same  manner,  in  substance,  as  in  the  Hayden  machine. 
The  tool  is  made  to  move,  in  the.  Hayden  machine,  by  a 
6crew^  acting  on  the  tool  carriage  for  that  purpose ;  in  the 
other,  it  is  made  to  move  by  a  cam.     In  Hayden's  machine, 
the  screw  is  turned  by  the  power  of  the  machine,  acting 
through  a  gear  wheel ;  in  the  machine  constructed  and  used 
by  the  defendants,  the  cam  is  turned  by  a  crank,  or  crank 
wheel,  moved  by  the  hand  of  the  workman,  acting  through  a 
gear  wheel  on  the  cam.    Hereupon,  two  questions  may  be 
propounded — first,  Does  this  difference  relieve  the  defend- 
ants from  the  charge  of  appropriating  the  invention  of  Hay- 
•den  ?  and,  second.  Is  their  machine  an  infringement  of  the 
letters  patent?    The  latter  is  the  important  question  here ; 
for,  it  was  correctly  insisted  by  the  counsel  for  the  defendants, 
that  it  might  be  true  that  Hayden  was  the  first  inventor  of 
the  patented  machine,  and  the  defendants  might  have  appro- 
priated the  product  of  his  inventive  skill,  and  might  be  in  the 
actual' use  of  his  invention,  and  yet  the  letters  patent  granted 
for  his  invention  may  be,  and  the  defendants  insist,  that  th^ 
letters  patent,  or  the  specification  and  claim,  are,  in  fact,  ex- 
pressed in  such  terms,  and  are  thereby  so  restricted  in  their 
legal  effect,  that  the  patent  itself  is  not  infringed. 

Where  no  patent  is  granted,  the  invention,  however  novel, 
ingenious  or  useful,  may  be  used  by  any  one ;  and,  when  a 
patent  is  granted,  the  patentee  must  stan^  by  his  patent.  He 
gains  no  exclusive  right  except  for  such  a  machine  as  his 
patent  describes  and  secures,  though  it  may  be  far  less  broad 
or  comprehensive  than  his  actual  invention.  That  the  defend- 
ants' machines  are  within  the  actual  invention  of  Hayden, 
4seems  to  me  to  admit  of  no  doubt.    Its  scope  and  its  sub- 
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stance  were  the  application  of  mechanism  to  the  process  of 
spinning  metals  to  form,  so  as  to  produce  a  result  theretofore 
never  attained  by  mechanical  means.  The  mechanical  instru- 
meuts,  their  arrangement,  and  their  adaptation  to  the  result 
were  devised — ^brought  into  their  proper  relations.  The  re- 
quisite motion  of  the  parts  of  the  machinery  was  fully  con- 
ceived. It  was  thenceforth  in  no  wise  essential  to  any  princi- 
ple involved  in  the  invention,  by  what  means  motion -was 
communicated  to  the  machine,  or  either  of  the  parts.  It  was 
only  necessary  to  the  successful  operation  of  the  machine,  and 
to  the  certain  production  of  the  desired  result,  that  the  parts 
of  the  machine  should  move  at  the  same  time ;  that  the  lathe 
should  revolve,  with  the  form  and  the  disk  clamped  thereon ; 
and  that  the  tool  should  also  move  in  the  path  mechanically 
prescribed  thereto.  In  the  principle  of  the  machine,  or  of  its 
operation,  it  made  not  the  slightest  difference  whether  the 
lathe  and  the  tool  carriage  were  acted  upon  by  the  same 
power,  whether  the  movement  of  the  tool  carriage  was  taken 
from  the  pulleys  of  the  lathe,  or  from  other  belts  and  pulleys 
driven  by  the  same  engine,  whether  the  movement  of  the 
lathe  was  by  the  power  of  one  engine,  and  the  movement  of 
the  tool  carriage  by  the  power  of  another.  It  sufficed  if  there 
was  power  applied  adequate  to  move  both,  from  whatever 
source  derived.  The  source  of  power  was  no  part  of  the  in- 
vention. The  means  of  producing  motion  in  the  lathe  were  • 
the  ordinary  means,  by  belt,  pulleys  or  equivalent  instrument- 
alities. The  specific  means  of  moving  the  tool  carriage  was 
the  screw.  Any  mechanical  means  of  moving  the  tool,  under 
the  sustaining,  guiding  and  directing  influence  of  the  devices 
for  those  purposes,  would  have  been  within  the  just  scope  of 
Hay  den's  invention.  Movement,  under  pressure  against  the 
disk,  and  in  the  definite  path  prescribed  to  it,  was  the  only 
essential,  the  substitution  of  one  motor  for  another  being  a 
change  only,  without  a  substantial  difference  in  the  substance 
of  the  invention.  One  mode  of  producing  the  motion  might 
be  better  than  another ;  a  party  might  improve  upon  any  mode 
suggested  by  Hayden,  and  might  patent  his  improvement ; 
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bnt,  the  substance  of  Hayden's  invention  would  still  consist 
in  his  machine,  however  set  in  motion  by  power  adequate  to 
its  operation. 

It,  however,  remains  to  consider,  next,  whether  the  de- 
fendants infringe  the  patents  actually  granted  to  the  com- 
plainant. What  is  claimed  in  the  specification  as  the 
invention  of  Hayden,  has  already  above  been  recited,  and  it 
is  equally  descriptive  of  the  defendants'  machines,  unless  the 
application  of  power  derived  from  man,  instead  of  the  revolv- 
ing lathe  pulleys,  constitutes  a  substantial  difference,  as  that 
term  is  used  in  the  law  of  patents. 

Their  machine  or  device  consists  of  the  application  of  a 
rotary  metallic  form  or  mold,  or  successive  forms  or  molds,  in 
combination  with  a  proper  tool  or  tools,  roller  or  rollers,  sus- 
tained, moved  and  directed  in  a  proper  path  by  competent 
mechanical  means,  for  the  purpose  of  operating  on  a  disk, 
blank,  or  plate  of  metal,  so  as  to  reduce  it  gradually  from  the 
centre  to  the  edge,  at  the  same  time  forming  it  with  straight 
sides,  by  successive  stages,  into  a  complete  kettle,  or  into  any 
similar  articles  to  the  forming  of  which  such  an  apparatus  can 
be  applied ;  and,  so  far,  this  is  precisely  what  is  claimed,  and, 
I  think,  shown,  to  be  Hayden's  invention.  The  claim  in  the 
patent  is,  the  application  of  these  instrumentalities,  ^^  substan- 
tially as  described  and  shown  "  in  the  preceding  specification ; 
and  the  defendants  insist  that  the  terms  of  the  claim  so  limit 
the  operation  of  the  patent,  that  the  manner  in  which  the  de- 
fendants employ  these  instrumentalities  is  without  the  patent^ 
and  that  they  do  not  use  them  ^^  substantially  as  described 
and  shown,"  because  they  do  not  draw  the  power  which 
moves  the  tool  carriage  from  the  engine  which  moves  the 
lathe,  but  supply  it  by  the  hand  of  the  workman,  through  a 
crank.  The  argument  of  the  defendants'  counsel  did  not 
present  the  point  in  the  bald  terms  just  stated,  but  I  think 
that,  when  applied  to  the  case  in  hand,  that  is  its  true  expres> 
sion. 

In  one  of  these  machines,  the  turning  and  reversing  of  the 
screw  moves  the  tool  carriage  and*  tool  forward  and  backward 
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in  its  prescribed  path. ;  in  the  other,  the  turning  and  reversing 
the  cam  does  the  same.  In  both,  the  motion  is  communicated 
through  a  gear  wheel,  the  power  that  turns  the  lathe  acting 
thereon  in  one  case,  and  the  power  of  the  workman,  through 
a  crank,  in  the  other.  It  was  not  claimed,  on  the  trial,  that 
the  mechanical  means  for  producing  the  actual  movement  of 
the  carriage  and  tool  were  not  substantially  the  same.  It 
could  not,  with  propriety,  be  so  claimed.  The  proof  was 
that  they  were  the  same,  or  precisely  equivalent,  excepting 
only  that  the  power  applied  was  drawn  from  a  different 
source. 

It  irtrue,  that  the  specification  describes  the  Hayden  ma- 
chine as  automatic ;  and  such  is  the  effect  of  connecting  the 
tool  carriage  with  the  power  that  turns  the  lathe.  But  this  Is 
merely  incidental.  It  is  in  no  sense  essential  to  the  machine, 
as  an  operative  instrument  to  spin  the  metal  and  produce  the 
article  desired.  It  was  necessary  that  the  patentee  should 
describe  the  means  he  employed  to  effect  the  process,  and  he 
hias  done  so.  But  it  was  not  of  the  essence  of  the  invention, 
or  of  the  means  employed  to  apply  it  to  use,  that  it  should 
be  automatic.  Connecting  the  tool  carriage  with  another 
power  producing  like  motion,  would  be  precisely  equivalent, 
producing  the  same  precise  operation  of  the  effective  parts  of 
the  machine,  and  the  same  precise  effect  upon  the  disk  of 
metal  to  be  converted  into  the  kettle,  or  other  article.  Many 
of  the  observations  already  made  concerning  the  scope  and 
essential  features  of  the  actual  invention  are  pertinent  to  this 
point. 

The  positions  assumed  in  behalf  of  the  defendants,  and 
most  ably  and  ingeniously  urged  upon  my  attention,  lead  to 
this — ^Where  a  patentee  describes  a  Qompleted  machine,  how- 
ever complicated,  novel  and  useful  in  its  combinations,  and 
effective  in  those  parts  which  alone  have  any  peculiar  influ- 
ence in  producing  the  article  to  be  manufactured,  but  de- 
scribes his  machine  as  receiving  motion  through  a  gear  wheel, 
from*a  shaft  common  to  the  entire  machine,  any  other  party 
may  construct  and  use  a  iflachine  in  precise  likeness  thereto. 


SEPTEMBER,   1871.  97 


The  Waterbury  Brass  Company  v.  Miller. 


if  he  omits  the  connection  of  such  gear  wheel  with  the  shaft, 
and  snbstitates  a  crank,  to  be  turned  by  extraneous  means. 
I  cannot  regard  this  as  the  effect  of  the  words  of  the  claim, 
"  substantially  as  described  and  shown."  They  relate  only  to 
material  features  of  the  combination  specified,  and  these  are 
to  be  ascertained'  by  considering  the  object  or  purpose  of  the 
machine,  and  what  are  the  elements  of  the  combination  which 
create  its  distinctive  character,  and  are  effective  in  producing 
the  peculiar  result  for  which  the  contrivance  is  made.  When 
these  are  ascertained,  whatever  embraces  those  elements,  in 
the  same  combination,  is  an  infringement.  Those  elements 
so  combined  constitute  the  machine  patented,  and  ^^  substan- 
tially aa  described  and  shown  "  is  satisfied  when  another  ma- 
chine  embodies  those  elements,  thus  combined^  In  this,  the 
machine  i&  complete,  within  the  just  and  proper  construction 
of  the  patent,  before  it  is  set  in  motion,  and  the  source  from 
which  power  to  move  it  is  derived  is  wholly  immaterial ;  and, 
therefore,  the  instrument,  out  of  the  many  ordinarily  used  to 
communicate  the  motion,  that  is,  connect  the  power  to  the 
machine,  is,  also,  immaterial.  It  is  no  distinctive  feature  of 
the  machine.  Any  instrument  adapted  to  receive  the  power, 
whether  crank,  pulley,  cog  wheel,  or  screw,  is  equivalent,  in 
such  a  case.  The  particular  instrument  which  the  patentee 
uses  is  not  an  essential  feature,  in  the  subject  of  the  patent. 

The  defendants  insist  that  no  part  of  the  complainant's 
machine  was  new,  that  that  machine,  and  all  of  Hayden's  in- 
vention, consisted  of  a  combination  of  old  dements,  and  they, 
therefore,  invoke  the  principle,  perfectly  well  settled  and 
&miliar,  that,  where  a  patent  is  granted  for  a  mere  combin- 
ation of  old  devices  to  produce  a  new  result,  such  a  patent  is 
not  infringed  by  one  who  produces  the  same  result  without 
using  all  the  devices  which  are  included  in  the  combination 
patented.  {Prouty  v.  Buggies^  16  Peters^  336, 341 ;  Vance  v. 
Campbdl^  1  Blacky  427 ;  Eames  v.  Godfrey^  1  Wallace^  78, 
79;  Byam  v.  Farr,  L  Curtis  0.  C.  B,,  260,  265 ;  Foster  v. 
Moore^  Id.j  279,  292 ;  Doubleday  v!  Bracheo^  2  Fisher's  Fair 
ent  Casesy  560 ;  Bliss  v.  Haight^  ^Id,^  621.) 
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In  any  proposed  application  of  this  principle,  it  should  be 
borne  in  mind,  that,  in  a  certain  sense,  nearly  all  new  ma- 
chines are  bat  combinations  of  old  devices,  that  is  to  say, 
they  do,  or  may,  combine  frames,  bolts,  screws  and  nuts,  rods 
and  pulleys,  cranks  and  wheels,  levers  and  pins,  nails  and 
boards,  and,  as  the  case  may  be,  various  other  and  more  com- 
plicated devices,  none  of  which,  regarded  singly  or  separately, 
are  new ;  and  yet  the  machine  formed  by  the  combination  is 
new,  as  a  structure,  new  in  its  operation,  aiid  new  in  the  effect 
produced.  The  patent,  in  such  case,  is  not  for  a  mere  com- 
bination, under  the  rule  above  referred  to ;  and  another  ma- 
chine, having  the  like  construction,  operation  and  effect,  in 
all  that  constitutes  the  principle  of  the  machine,  and  the  effi- 
cient means  of  its  operation,  is  an  infringement  of  the  patent, 
notwithstanding  it  may  be  moved  by  a  less  number  of  wheels, 
or  be  held  together  by  a  less  number  of  clamps,  screws  or 
nails,  bolts  or  keys,  and  notwithstanding  drum  and  pulley 
may  be  substituted  for  cog  wheels  or  other  gear,  or  bolts  for 
screws  and  nuts,  or  like  changes  be  made  in  other  devices 
employed  to  construct  the  machine.  Such  machine,  notwith- 
standing such  changes,  is  substantially  the  same,  in  its  patent- 
able characteristics,  and  would  be  within  the  terms  of  the 
specification,  ^'  substantially  as  described." 

This  is  true,  in  my  opinion,  of  the  machines  used  by  the 
defendants,  in  their  relation  to  the  complainant's  patents. 
They  appropriate  its  essential  features,  and  employ  the  same 
process  to  which  the  metal  is  subjected  in  the  manufacture. 

The  complainant's  patent  is  not  strictly  for  a  combination, 
but,  rather,  for  a  machine,  or  a  process  wrought  by  a  machine. 
Like  all  machines,  it  is  constructed  by  combining  elements  or 
details.  In  its  distinctive  features,  as  a  machine  for  the  pur- 
poses described  in  the  claim,  and  as  a  process  of  making  ket- 
tles, it  has  been  copied  by  the  defendants.  In  the  very  par- 
ticular which  was  claimed  to  distinguish  their  machine,  namely, 
an  arrangement  for  the  movement  by  and  under  the  control 
of  the  workman,  its  structure  is  within  the  description  of  the 
complainant's  patent.    The  tool  is  moved,  as  well  as  guided 
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and  directed,  by  mechanical  means.  The  power  alone  is  dif- 
ferent. It  maj  be  true  that  there  is  an  advantage  in  having 
the  motion  of  the  tool  nnder  the  control  of  the  workman. 
Witnesses  so  testified.  Whether  such  advantage  countervails 
the  convenience  and  labor-saving  of  the  power  of  the  en- 
gine, is  not  very  material ;  but  if,  in  this  respect,  the  device 
used  by  the  defendants  is  an  improvement,  it  cannot  justify 
the  use,  in  substance,  of  the  complainant's  machine. 

Another  observation,  not  essential  to  my  views,  is,  if  I 
have  not  misunderstood  the  structure  and  operation  of  the 
Hayden  machine,  quite  significant,  in  showing  a  more  com- 
plete likeness  between  the  two  than  has  hitherto  been  as- 
sumed. Although  the  Hayden  machine  may  be  operated 
antomatically,  it  is  not  true  that  the  motion  of  the  tool  is  not 
under  the  control  of  the  workman  and  by  his  hand.  It  was 
claimed  that  this  feature  in  the  defendants'  machine  was  not 
only  an  advantage  in  enabling  the  workman  to  linger  apon 
parts  of  the  metal  which  might  be  found  to  require  longer 
spinning,  but  that  this  was  a  distinctive  peculiarity.  Unless 
I  have  misunderstood  the  construction  of  the  Hayden  ma- 
chine, that,  also,  is  furnished  with  a  lever  under  the  hand  of 
the  workman,  by  means  of  which  he  can,  at  any  moment,  by 
disconnecting  the  gear,  arrest  the  forward  motion  of  the  spin- 
ning tool,  and  to  spin  longer  in  any  place  where  it  is  found 
necessary.  In  practice,  my  observation  constrains  me  to 
doubt  the  practical  importance  of  this  feature,  but,  as  matter 
of  mechanical  arrangement  and  capacity,  it  may  not  be  un- 
worthy of  notice. 

In  the  course  of  the  trial,  a  fact  was  stated,  in  respect  to 
which  the  expert  witnesses  differed,  which,  it  was  suggested, 
might  affect  the  determination  of  the  case.  It  was  this — ^that 
the  sliding-tool  carriage,  in  the  defendants'  machine,  does  not 
move  the  tool  in  a  perfectly  straight  line,  but  in  a  line  very 
slightly  curved,  by  reason  of  which  the  sides  of  the  defend- 
ants' kettles  are,  in  a  barely  perceptible  degree,  thinner  at 
about  half  the  distance  from  the  bottom,  than  at  the  top.  The 
degree  will  depend  upon  the  length  of  the  longitudinal  arm 
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of  the  slide,  and  the  height  of  the  side  of  the  article  to  be  made. 
Sach  a  thinning  of  the  side  is  not  a  result  of  the  process  desired 
or  desirable.  It  is,  at  most,  an  imperfection  in  the  particular 
kind  of  sliding  carriage  which  the  defendants  employ.  With- 
out entering  into  a  detailed  explanation,  or  occupying  fur- 
ther time  in  the  discussion  of  the  point,  it  must  suffice  to  ^ 
say,  that  this  circumstance  does  not  render  the  defendants' 
machine  no  infringement.  It  embodies  the  principle,  process, 
and  substantial  means  which  the  Hayden  machine  embodies, 
and  operates  substantially  in  the  same  way,  though,  it  may  be, 
less  perfectly. 

I  am  aware,  that  I  have  been  led  to  a  discussion,  in  this 
case,  qf  most  unreasonable  length ;  and,  yet,  there  are  some 
other  considerart^ions,  on  both  sides,  which  might  be  suggested. 
I  trust  th^t,  in  my  deliberations,  I  have  not  overlooked  any 
which  are  material  to  the  result,  whether  here  stated,  or  not. 
The  importance  of  the  case  to  the  parties,  the  learning,  skill, 
and  ardor  exhibited  by  the  respective  counsel,  the  interesting 
nature  of  the  questions,  some  desire,  on  my  part,  that  parties 
should  l)e  assured  that  the  case  is  not  decided  without  careful 
examination  and  deliberation,  and  that  the  precise  grounds  of 
decision  may  be  fully  exhibited,  and  especially,  the  want  of 
time,  (when  other  cases,  already  argued,  demand  my  atten- 
tion,) to  rewrite  and  abbreviate  the  opinion,  must  explain,  if 
it  do  not  excuse,  so  great  prolixity. 

I  purposed  adding  some  observations  on  the  proposition 
of  the  defendants,  that,  if  they  have  not  infringed  the  patent 
for  the  machine,  they  cannot  be  held  to  have  infringed  the 
patent  for  the  product,  or  the  kettle,  &c.  The  conclusion 
'  reached  upon  the  other  branch  of  the  case  renders  this,  now, 
unnecessary.  I  desire,  however,  for  the  present,  not  to  be 
taken  to  assent  to  the  proposition,  in  this  case,  even  though 
I  should  express  no  dissent.  A  patent  maybe  good  for  a  pro- 
duct, although  no  patent  has  been  obtained  for  the  machine  or 
process  by  which  it  is  produced.  So,  a  patent  may  be  good  for 
a  product,  even  though  the  inventor  has -received  a  patent  for 
the  machine  or  process,  which,  by  reason  of  imperfection  in  the 
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specification  and  claim,  fails  to  cover  the  whole  invention. 
Where  the  patent  for  a  product  is  accompanied  by  a  specifica- 
tion which  does,  in  fact,  describe  the  machine  and  process,  so 
as  fully  to  satisfy  the  requirements  of  the  law,  and  enable  any 
one,  of  proper  skill  in  the  arts,  to  produce  the  article  patented,. 
^  by  the  means  described,  the  patent  for  the  product  may  be 
good,  even  though  the  same  specification,  annexed  to  a  patent 
for  the  machine,  might  not  fully  secure  the  patentee  against 
the  use  of  his  actual  invention,  because  the  claim  was  narrower 
than  the  invention,  or  because  the  claim  was  too  brgad,  or 
was  otherwise  imperfect  and  ineffectual.  In  such  case,  the 
patent  for  the  product  might,  possibly,  be  infringed,  although 
no  action  could  be  maintained,  based  on  the  patent  for  the 
machine. 

The  complainant  is  entitled  to  a  decree  for  an  injunction 
and  account,  as  prayed  in  the  bill  of  complaint. 

Edwm  W.  Stougkton  and  CJia/rlea  M.  KeUer^  for  the 
plaintiffs. 

JoJm  S,  Bedchy  Benjamm  F.  Thurston^  and  Samuel  S. 
Fisher^  for  the  defendants. 


In  re  The  Boston,  Habtford,  and  Erie  Bailboad  Company. 

The  Boston,  Hartford  and  Erie  Railroad  Company  was  a  corporation,  chartered 
by  the  State  of  Connecticut.  It  afterwards  received  a  grant  of  corporate  privi- 
leges,  and  was  declared  a  corporation,  by  an  Act  of  the  Legislature  of  the 
State  of  Massachusetts,  in  which  State  it  had  an  office,  and  carried  on  busi- 
ness. In  October,  1870,  a  petition  was  filed  by  A.,  in  the  District  Court  for 
Hassachusetts,  in  bankruptcy,  upon  which  the  corporation  was,  on  the  2d  of 
March,  1871,  adjudged  bankrupt.  In  December,  1870,  J.  filed  a  petition  in 
the  District  Court  for  Connecticut,  praying  that  the  corporation  be  adjudged 
a  bankrupt  by  that  C«urt.  Pending  this  latter  petition,  A.  petitioned  the 
District  Court  for  Connecticut,  and  set  forth,  in  bis  petition,  and  in  a  supple- 
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mental  petition,  his  proceedings  in  Masaachnaetta,  and  the  adjudication  there 
made,  averring,  aleo,  that  the  proceedings  in  Connecticut  were  collnaive  be- 
tween the  corporation  and  J.,  and  woiud  prejudice^the  creditors  of  the  corpo- 
ration, create  expense  and  conflict,  and  embarrass  the  settlement  of  the  estate, 
and  praying  that  he,  A.,  might  be  allowed  t<»  appear  and  defend  against  the 
petition  of  J.  The  District  Court  for  Connecticut  dismissed  such  petition  of 
A.,  and  proceeded  to  an  adjudication  of  banlnmptcy-  agunst  the  corporation, 
and  issued  a  warrant: 

Eeldy  (1.)  That,  A.  being,  in  fact,  a  creditor  of  the  corporation,  his  petition  to 
the  District  Court  for  Connecticut  should  have  been  entertained,  and  that  the 
facte  set  forth  therein  warranted  his  interrention  ; 

(2.)  That,  whether  the  bankrupt  was  to  be  regarded  as  a  single  oorporation,  or 
as  two  corporations,  united  in  interest,  having  one  and  the  same  corporators, 
and  common  property,  rights,  and  franchises,  and  owing  the  same  creditors, 
the  District  Court  for  Massachusetts  should  be  permitted  to  exercise  the  juris- 
diction it  had  acquired  over  the  bankrupt  and  the  estate,  and  earry  the  pro- 
ceedings in  bankruptcy  to  their  final  conclusion,  without  the  inteiiference  of 
the  District  Court  for  Connecticut,  and  that  all  proceedings  in  that  Court 
should  be  stayed. 

(Before  Woodbuvf,  J.,  Connecticut,  September  19th,  1871.) 

On  the  20th  of  December,  1870,  a  petition  was  filed  in  the 
District  Court,  by  James  Alden,  an  alleged  creditor  of  the 
Boston,  Hartford  and  Erie  Eailroad  Company,  alleging  the 
insolvency  of  the  corporation,  and  the  commission  of  an  act 
of  bankruptcy,  and  praying  an  adjudication  declaring  it  bank- 
rupt. To  this  petition,  another  alleged  creditor,  the  Adams 
Express  Company,  by  leave  of  the  Court,  became  a  party,  as 
co-petitioner.  Pending  the  proceedings,  Seth  Adams  presented 
a  petition  to  the  District  Court,  and  afterwards  filed  a  supple- 
mental petition,  by  which  it  appeared,  that,  before  the  filing 
of  the  petition  of  Alden  in  this  District,  he  (Adams)  had,  on 
the  21st  of  October,  1870,  filed,  in  the  District  Court  for  the 
District  of  Massachusetts,  bis  petition  against  the  sjime  corpo- 
ration, alleging  insolvency  and  an  act  or  acts  of  bankruptcy,  and 
that  such  proceedings  were  thereupon  had,  upon  due  notice, 
that,  on  the  2d  of  March,  1871,  the  corporation  was  adjudged 
bankrupt.  The  petitioner  also  averred,  that  the  proceedings  in 
the  District  Court  for  Connecticut  were  collusive,  and  intended 
to,  and  would,  prejudice  the  rights  of  the  petitioner  and  other 


8BPTEMBEB,  1871.  108 


In  re  The  Boatoo,  Hartford  and  Erie  Railroad  Oimpany. 


creditorB ;  that  yarious  defences  existed  thereto,  which  the  com- 
pany wotdd  not  interpose ;  and  that,  if  the  proceeding  was  fur- 
ther prosecuted  in  Connecticut,  it  would  lead  to  great  embar- 
rassment, expense,,  conflict  of  title  and  jurisdiction,  and  conse- 
quent litigation,  to  the  prejudice  of  the  creditors,  and  the  reduc- 
tion of  the  assets.  The  petitioner,  therefore,  prayed,  that  he,  as 
a  creditor,  upon  whose  application  the  company  had  been  de- 
creed bankrupt,  in  the  District  of  Massachusetts,  might  be 
permitted  to  appear  and  defend  against  tl^e  petition  of  Alden 
in  this  District,  and  for  other  and  further  relief. 

The  District  Court  held  these  petitions  of  Adams  to  be 
insufficient,  on  their  face,  to  warrant  his  admission  as  a  co- 
defendant,  for  the  purpose  of  resisting  that  of  Alden,  and 
dismissed  them.  To  reverse  this  decision,  Adams  brought 
the  present  petition  of  review,  before  the  Circuit  Court.  In 
this  petition,  he  set  forth  the  facts  already  recited,  and  averred 
that  the  District  Court,  after  dismissing  his  petitions,  adjudged 
the  company  bankrupt,  and  directed  that  a  warrant  issue  to 
take  possession  of  its  estate,  and  that  a  meeting  of  the  credit- 
ors had  been  called  to  choose  assignees.  He  also  averred, 
that  the  alleged  bankrupt  was  chartered,  under  the  name  of 
the  Boston,  Hartford  and  Erie  Kailroad  Company,  by  the 
State  of  Connecticut,  in  1863,  with  the  right  to  purchase,  from 
any  persons  or  corporations  interested,  the  franchises  and 
property  of  any  and  all  railroad  companies  located,  in  whole 
or  in  part,  in  the  State  of  Connecticut,  whose  routes,  or  any 
part  thereof,  were  on  the  railway  lines  running  from  the 
harbor  of  Boston,  in  Massachusetts,  to  Willimantic,  in  Con- 
necticut, and  from  Providence,  in  Bhode  Island,  through 
Willimantic,  to  Waterbury,  in  Connecticut,  and  thence  to 
Fishkill,  in  the  State  of  New  York,  together  with  the 
right  to  make  joint  stock  with  any  of  said  other  railroad  com- 
panies, located  or  having  routes  upon  said  railway  lines ;  that 
said  company  was  duly  oi^anized,  under  that  Act ;  that  after- 
wards, and  before  the  year  1868,  the  State  of  Massachusetts 
granted  permission  to  certain  railroad  companies  in  that 
State  to  sell  and  transfer  their  franchises  and  property  to  the 
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said  Boston,  Hartford  and  Erie  Eailroad  Companj,  and  de- 
clared the  latter  a  corporation  within  that  State,  vested  with 
all  the  franchises  and  powers  pertaining  to  sach  corporations ; 
and  that,  thereupon,  under  and  by  virtue  of  an  Act  of  Massa^ 
chusetts,  approved  April  29th,  1868,  the  said  Boston,  Hart- 
ford and  Erie  Railroad  Company  became  «nd  was  incorporated 
and  established  a  corporation  in  the  last-named  State.  He 
also  averred,  that  that  corporation  owned  and  operated  a  rail- 
road in  the  States  of  Massachusetts,  Ehode  Island,  and  Con- 
necticut, owning  other  property,  also,  in  those  States,  and  had 
its  principal  office,  place  of  business,  and  domicil,  in  the  city 
of  Boston,  in  Massachusetts,  where  the  same  were,  for  niiore 
than  six  months  before  the  petitioner  filed  his  petition  against 
the  bankrupt  in  the  District  Court  for  the  Pistrict  of  Massa- 
chusetts ;  that  the  petitioner  was,  in  fact,  a  creditor ;  and  that 
the  said  company  had  committed  an  act  of  bankruptcy,  which 
was  set  forth. 

Simeon  JS.  Baldwin^  for  Adams. 

"Woodruff,  J.  The  petition  of  review  presented  by  Seth 
Adams,  a  creditor  of  the  bankrupt  corporation,  was  brought 
to  a  hearing  upon  an  order  to  show  cause,  which  waa  duly 
served  upon  the  bankrupt,  and  upon  the  petitioning  creditors 
prosecuting  the  proceeding  in  the  District  Court.  No  party 
appeared  to  oppose  the  application  for  a  review  and  reversal 
of  the  order  of  the  District  Court,  or  to  deny  the  allegations 
in  the  petition  presented  for  that  purpose.  They  are,  there- 
fore,  for  the  purposes  of  such  review,  to  be  taken  as  admitted. 
The  question,  therefore,  is: — Ought  Adams,  upon  the  facts 
alleged  by  him,  and  not  denied,  to  have  been  permitted  to 
intervene,  in  the  District  Court  for  Connecticut,  for  the  pro- 
tection of  the  interest  he  had  in  the  estate  of  the  bankrupt 
corporation,  and  to  take  part  .either  in  arresting  or  control- 
ling the  proceedings  in  this  District  ? 

This  may  depend  upon  two  questions :  first,  whether  a 
creditor  of  an  alleged  bankrupt  is,  in  any  case,  entitled  to  be 
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heard  in  the  District  Court,  touching  any  order  which  that 
Court  may  be  asked  to  make  by  the  bankrupt,  or  by  a  cred- 
itor petitioning  that  the  debtor  be  adjudged  a  bankrupt,  or', 
is  such  a  proceeding  so  strictly  inter  partes^  that  no  othci 
creditor  can  intervene,  for  any  purpose,  prior  to  the  adjudica- 
tion ;  and,  second,  n^ether  the  present  petitioner  presented 
a  case  in  which  intervention  was  necessary  or  proper,  for  the 
protection  of  the  estate,  or  his  interest  therein. 

It  has  been  said,  that  no  creditor  is  entitled  to  be  heard 
until  he  has  proved  his  debt  in  due  form,  so  as  to  entitle  hin^ 
to  share  in  the  assets  of  the  estate.  This  may,  perhaps,  be 
true  when  the  object  of  such  intervention  is  simply  to  inter- 
fere with  the  distribution  of  the  assets,  though  I  am  not  will- 
ing to  hold  even  that  so  broadly  as  to  say,  that  no  proof  short 
of  that  of  the  formal  and  technical  character  contemplated  by 
the  forms  of  procedure  will  be  sufficient  to  justify  the  court 
in  entertaining  an  application  by  an  actual  creditor.  In  re 
The  Tray  Woolen  Co.,  (8  Blatchf.  C.  C.  B.,  465,)  on  review, 
I  affirmed  an  order  of  the  District  Court,  setting  aside  a  sale 
of  real  estate  by  the  assignee,  on  the  application  of  creditors  ' 
of  the  bankrupt,  although  such  formal  proof  bad  not  been 
made,  and  their  claim  was,  in  fact,  contested.  I  cannot  ad- 
mit that  a  creditor  of  the  bankrupt  can  have  no  standing  in 
Court  to  be  heard  touching  the  proceeding,  in  any  case,  prior 
to  the  adjudication,  if  he  show,  by  proofs,  satisfactory  to  the 
Court,  that  he  is  in  fact  a  creditor,  and  that  his  interests  will 
be  affected  by  the  ac^'udication.  Formal  proof  of  the  debt, 
under  the  proceeding  instituted,  is,  in  some  sense,  a  submis* 
sion  to  the  jurisdiction  of  the  Court,  and  an  apparent  admis- 
aion,  if  not  a  claim,  that  the  adjudication  should  be  made, 
and  the  estate  administered,  upon  the  petition  then  and  there 
pending. 

At  first  view,  it  is  natural  and  agreeable  to  our  ordinary 
ideas  upon  tbi9  subject,  to  assume  that  a  petition  by  an  al- 
leged creditor  against  his  debtor,  to  compel  a  submission  of 
his  estate  to  the  bankruptcy  Court,  is  a  contest  between  two 
parties,  with  which  a  third  person  may  not  meddle.    But 
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this  is  by  no  means  a  complete  view  of  the  scope  and  effect 
of  the  proceeding.  It  is  not  a  mere  suit  inter  partes.  It 
rather  partakes  of  the  nature  of  a  proceeding  in  rem,  in 
which  every  actual  creditor  has  a  direct  interest.  The  pro- 
ceeding is  summary,  and,  in  a  high  degree,  informal,  and  it 
should  be  free  from  technical  embarrassment.  It  is  true, 
that  no  one  is  entitled  to  be  heard  therein  who  has  no  interest 
to  protect ;  but,  it  seems  to  me,  that,  if  the  applicant  does,  in 
fact,  show  that  he^  is  a  creditor,  and  has  an  interest  to  protect, 
it  is  not  in  accordance  with  the  spirit  of  the  proceeding  to 
compel  him  first  to  file  that  formal  proof  of  his  debt  which 
would  import  a  recognition  of  the  jurisdiction  of  the  Court 
over  the  question  of  adjudication,  and  the  administration  of 
the  assets,  which,  by  his  application,  he  seeks  to  contest. 
It  is,  also,  true,  that,  to  justify  such  intervention,  the  object 
or  purpose  disclosed  must  be  one  which,  in  a  legal  sense,  is 
meritorious,  and  not  purely  officious.  Therefore,  the  facts 
alleged  as  grounds  of  intervention  must  be  such  as  entitle  the 
applicant  to  consideration.  The  Court  must  be  able  to  see 
that  the  intervention  may  serve  some  useful  purpose,  either 
in  protecting  the  rights  of  the  applicant,  or  those  of  the  cred- 
itors at  large.  On  this  subject,  the  case  of  Brewster  v.  Shel- 
touy  (24  Conn.  J?.,  140,)  furnishes  no  remote  analogy.  There, 
a  creditor  made  application  to  the  proper  Court  to  compel 
the  appointment  of  trustees  of  the  estate  of  his  alleged  debtor 
under  the  insolvent  law  of  Connecticut.  By  that  law,  the 
appointment  of  trustees  operated  to  defeat  liens  acquired 
by  prior  attachment  of  the  debtor^s  property.  Certain  cred- 
itors, who  had  made  the  attachments,  intervened  for  the  pro- 
tection of  their  liens,  and  were  successful  in  defeating  the 
application.  The  objection  that  they  were  not  parties,  and 
that  they  were  not  entitled  to  be  heard,  was  urged  :  but  the 
Supreme  Court  of  Errors  overruled  this  objection,  and  fiilly 
established  their  right  to  thus  intervene.  If  it  be  suggested 
that  the  parties  intervening  in  that  case  had  acquired  a  specific 
lien,  which  was  distinctly  involved  in  the  matter  before  the 
Court,  such  suggestion  brings  into  view  the  precise  relation  of  , 
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Adams,  the  present  petitioner,  to  the  matter  pending  in  this 
case  before  the  District  Court  fop  Connecticut. 

Leaving,  then,  the  general  question,  in  what  cases  and  for 
what  purposes  a  creditor  is  entitled  to  be  heard  pending  the 
proceeding — one  of  which  is  provided  for  in  the  Slst  Section 
of  the  bankrupt  Act,  under  which  the  Courts  have  repeated- 
ly held,  that  a  creditor  has  a  right  to  be  heard  In  opposition 
to  the  discharge  of  the  bankrupt,  whether  he  has  made  formal 
proof  of  his  debt  or  not,  (Bump^s  Ba/iihrupt  Law,  ith  ed., 
p.  433,  wnd  cases  there  cited,}^it  is  sufficient'  for  us  now  to 
deal  with  the  precise  case  presented  by  this  petitioner.    He 
is  the  petitioning  creditor  in  the  District  of  Massachusetts, 
and  has  there  obtained  an  adjudication  declaring  the  debtor 
bankrupt.    He  has  thereby  acquired  a  clear  legal  right  to 
have  its  property  applied  to  the  payment  of  its  debts,  and,  in 
a  pro^r  sense,  has  obtained  an  equitable  lien  on  all  the  prop- 
erty and  estate  of  the  bankrupt,  (assuming,  of  course,  for  the 
purposes  of  this  question,  that  the  proceeding  in  Massachusetts 
is  legal  and  operativd",)  and  has  an  interest  in  protecting  it 
from  embarrassment,  coihplication,  and  waste,  or  withdrawal 
from  the  control  of  that  Court,  and,  especially,  in  preventing 
the  administration  of  any  part  of  the  assets  from  being  trans- 
ferred, under  the  forms  of  law,  by  collusion  between  the 
debtor  and  other  creditors,  to  another  and  distant  forum. 
But,  nevertheless,  as  already  observed,  no  intervention  should 
be  permitted,  unless  the  case  made  by  the  petitioner  shows 
that  he  is  seeking  a  proper  object,  and  presents  the  facts 
necessary  to  warrant  the  relief  for  which  he  asks.    This  leads 
to  the  consideration  of  the   second  question,  and  that  is, 
whether  the  petitioner  has  shown  a  case  which  entitles  him 
to    intervene   for   the    protection  of  his   interest   in  this 
estate. 

In  determining  this  point,  it  is  not  necessary  that  I  should 
express  any  opinion  on  the  question  whether  the  Boston, 
Hartford,  and  Erie  Railroad  Company  is,  under  the  laws  of 
Connecticut  and  Massachusetts,  one  corporation,  or  two  cor- 
porations having  a  conunon  stock,  a  common  property,  com- 
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mon  powers,  and  identical  corporators.  Not  is  it  necessary 
to  enquire  here,  whether  railroad  corporations  are  amenable 
to  the  bankrupt  Act,  as  bankrupt  debtors.  For  the  purposes 
of  this  case,  I  might  rest  that  point  on  the  opinion  of  the 
learned  justice  of  the  Supreme  Court,  (Mr.  Justice  Clifford,) 
by  which  the  jurisdiction  of  the  bankrupt  Courts  over  such 
corporations  was  affirmed,  in  the  case  against  this  company  in 
the  District  of  Massachusetts,  (Sweat  y.  Boston,  Ha/riford  dk 
JErie  H.  H.  Co.y  5  NaUonal  Bankruptcy  Register^  284 ;)  but 
the  question  is  not  material  for  the  disposition  of  the  case 
now  before  me.  If  such  jurisdiction  exists,  then  this  case  is 
to  be  considered  in  other  aspects.  If  it  does  not  exist,  then, 
surely,  that  fact  should  be  no  obstacle  to  an  intervention  to 
stay  its  assumption  and  exercise. 

The  petition  shows,  that  the  debtor  is  either  a  single  cor- 
poration, exercising  corporate  powers  by  authority  of  Massachu- 
setts, having  its  principal  office  and  place  of  business  in  Boston, 
in  the  District  of  Massachusetts,  and,  therefore,  within  the  juris- 
diction of  the  bankrupt  Court  there ;  or,*two  corporations  uni- 
ted, owning  all  their  property  in  common,  conducting  their 
business  for  the  joint  benefit,  exercising  like  powers,  having 
in  all  respects  a  common  interest,  performing  all  their  functions 
to  compass  one  object,  for  the  benefit  of  the  same  corporators 
and  stockholders,  and  having  one  set  of  creditors.  In  this 
aspect,  they  may  be  something  more  than  pjirtners ;  but  they 
are  so  united  that  they  are  plainly  within  the  section  (§  36)  of 
the  bankrupt  Act  relating  to  partnerships,  as  well  as  within 
that  relating  to  joint  stock  companies  (§  37),  and  are,  therefore, 
liable  to  be  proceeded  against  in  the  District  of  Massachusetts. 
It  is  no  less  true,  that,  in  either  view  of  the  character  of  the 
company,  it  was  equally  liable  to  be  proceeded  against  in  the 
District  of  Connecticut.  The  District  Courts  of  both  Districts 
had  jurisdiction  over  the  debtor,  as  a  bankrupt. 

In  this  state  of  the  law,  if  no  express  rule  were  prescribed, 
no  doubt  would,  I  think,  exist  as  to  the  proper  practice,  where 
the  jurisdiction  of  both  Courts,  to  adjudge  tlie  debtor  bank- 
rupt and  administer  its  estate,  was  invoked.    The  familiar 
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practice  of  Courts  of  equity,  acting  under  the  same  general 
jurisdiction,  would  require  them,  when  their  jurisdiction 
should  be  invoked  for  the  distribution  of  the  same  fund,  by 
different  complainants,  to  permit  the  Court  first  obtaining 
jurisdiction  of  the  fund,  by  the  institution  of  a  suit,  to  pro- 
ceed therewith  to  its  full  and  Complete  disposal.  For,  it  will 
be  observed,  that  such  a  caser  is  not  analogous  to  that  of  two 
suits  proceeding  at  the  same '  time  in  different  States,  under 
different  laws.  Both  the  District  Courts  here  are  Federal 
tribunals,  acting  under  Federal  laws,  constituting  a  single 
system,  operating  alike  in  both  jurisdictions,  and  necessarily 
governed  by  the  same  rules,  and  proceeding  to  the  same  iden- 
tical result.  It  would  be  a  mere  act  of  comity  for  a  State 
tribunal  to  stay  its  own  proceedings,  on  the  ground  that  a 
suit  wa£  pending  in  a  Court  of  another  State,  both  suits  be- 
ing for  the  administration  of  the  same  fund ;  as,  for  example, 
in  a  case  for  the  construction  of  a  will,  and  the  proper  dis- 
tribution of  the  estate  under  it.  Here,  there  can  be  but  one 
administration,  there  is  but  one  bankrupt  law,  the  authority 
and  jurisdiction  of  the  Courts  are  derived  from  one  source, 
and  the  reasons  for  confining  the  administration  of  the  estate 
to  a  single  tribunal  are  of  greater  fitness  and  force. 

I  am,  therefore,  of  opinion,  that,  in  the  absence  of  any 
express  provision,  it  would  be  the  duty  of  the  other  District 
Courts  to  yield  the  control  and  direction  of  the  entire  proceed- 
ing to  that  on^  whose  jurisdiction  was  first  invoked,  and  whose 
power  is  ample  to  accomplish  all  the  purposes  of  the  law,  and 
protect  the  rights  of  all  parties  interested,  under  the  authority 
of  the  same  Act  which  governs  each  of  them.  (S^e  the  prin- 
ciple and  some  analogies  in  Smith  v.  Mclver^  9  Wheat,^  532 ; 
Ms  pa/rte  Robinson^  6  McLean^  355 ;  SheUby  v.  Bacon^  10 
Hmjo.^  66,  68 ;  PeaU  v.  Phipps^  14  Id.,  368,  374.)  Without 
this,  it  is  difficult  to  see  how  the  law  can  be  safely,  uniformly, 
and  legally  administered.  On  the  appointment  of  an  assignee, 
all  the  property  of  the  bankrupt  is,  by  express  terms,  vested 
in  him,  by  the  assignment  made,  and  such  assignment  relates 
back  to  the  commencement  of  the  proceedings.   When,  there- 
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fore,  one  Court,  having  jurisdiction,  has  adjudged  a  debtor  a 
bankrupt,  appointed  an  assignee,  and  executed  the  assignment^ 
nothing  of  the  property  of  the  bankrupt  remains  in  him  to 
be  taken  or  administered  by  another  tribunal.    All  is  vested 
in  the  assignee  appointed  by  the  other,  as  of  the  time  when 
the  first  petition  was  filed.    If,  on  a  second  petition,  filed  in 
another  Court,  the  latter  were  tlo  proceed  to  appoint  an  as* 
signee,  it  is  difficult  to  perceive  that  the  title  of  the  latter 
would  not  be  completely  overridden.    To  use,  for  illustration^ 
the  present  case.     The  petition  to  put  this  debtor  into  bank*^ 
ruptcy  was  first  filed  in  the  District  Court  in  Massachusetts, 
which  clearly  had  jurisdiction,  and  that  Court  had  adjudged 
it  bankrupt  before  any  such  adjudication  had  taken  place  in 
Connecticut    If,  then,  as  the  statute  expressly  provides^  the 
appointment  of  the  assignee,  and  the  assignment  to  him,  re- 
late back  to  the  commencement  of  the  proceedings,  how  can 
any  assignee  appointed  in  Connecticut,  under  proceedings 
commenced  subsequent  to  the  beginning  of  those  in  Massa- 
chusetts, acquire  any  title  or  right  to  intermeddle  with  the 
administration,  as  against  the  assignee  appointed  in  the  latter 
District,  and,  by  relation,  if  not  by  prior  appointment,  having 
prior  and  exclusive  title ) 

The  law,  however,  contains  other  provisions  bearing  on 
the  subject,  and  the  General  Orders  of  the  Supreme  Court, 
made  by  express  authority  of  the  Act,  shed  further  light  for 
our  guidance.    In  the  case  of  co-partnerships^  when  the  co- 
partners-reside in  different  districts,  and,  therefore,  more  than 
one  Court  has  jurisdiction,  it  is  provided,  that  the  Court  in 
which  the  petition  is  first  filed  shall  retain  exclusive  jurisdic* 
tion  over  the  case,  (§  36.)    This  provision  is  to  prevent  the 
complication  which  might  arise  if  both  Courts  were  to  at- 
tempt to  administer  the  same  estate,  and  furnishes  an  apt 
analogy,  if  not  a  rule,  for  this  precise  case.    It  is  possible, 
that  the  same  assignee  might  be  chosen  and  approved  in  each 
jurisdiction ;  but  it  is  also  possible,  that  diflferent  ones  might 
be  chosen.   And,  if  the  same  were  chosen  in  both,  there  is  no 
fitness  nor  propriety  that  there  should  be  a  double  agcounting, 
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or  a  doable  Beries  of  orders,  with  double  services  and  costs. 
The  Act  authorizes  proceedings  against  a  single  debtor,  either 
in  the  district  in  which  he  resides,  or  that  in  which  he  carries 
on  business.  Proceedings  might,  therefore,  be  commenced 
against  him  in  both  ;  and  I  find,  in  the  terms  of  the  Act,  no 
express  declaration  as  to  which  Court  shall  have  priority  of 
jurisdiction.  The  implication,  however,  resulting  from  the 
vesting  in  the  assignee  the  title  to  all  the  property  of  the 
bankrupt  by  relation  back  to  the  commencement  of  the  pro* 
oeedings,  seems  necessarily  to  involve  the  same  role  as  that 
expressly  prescribed  in  the  case  of  co-partnerships. 

But,  the  Supreme  Court,  whose  orderb,  in  cases  not  other- 
wise provided  for,  or,  at  least,  so  far  a«  they  are  consistent 
with  what  is  provided  by  the  Act,  are  conclusive,  by  General 
Order  number  sixteen,  have  directed,  that,  ^*  in  case  two  or 
more  petitions  shall  be  filed  against  the  same  individual  in 
different  districts,  the^  first  hearing  shall  be  had  in  the  district 
in  which  the  debtor  has  his  domicil ;  *  ♦  ♦  and,  in  case  of 
two  or  more  petitions  against  the  same  firm  in  different 
Courts,  *  *  *  the  petition  first  filed  shall  be  first  fieard ;  *  *  ♦ 
and,  in  either  case,  the  proceedings  upon  the  other  petitions 
may  be  stayed  until  an  adjudication  is  made  upon  the  petition 
first  heard,  and  the  Court  which  makes  the  first  adjudication 
of  bankruptcy  shall  retain  jurisdiction  over  all  proceedings 
therein  until  the  same  shall  be  closed."  Upon  the  facts  stated 
in  this  petition  of  review,  if  the  bankrupt  be  regarded  as  a 
single  corporation  and  having  a  domicil,  within  the  meaning 
of  this  order  of  the  Supreme  Court,  that  domicil  is  as  truly  in 
Massachusetts  as  in  Connecticut,  the  bankrupt  having  been 
incorporated  by  both  States.  If,  however,  it  is  to  be  re- 
garded as  composed  of  jbini  parties,  and  in  the  nature  of  a 
copartnership,  then  the  petition  filed  in  Massachusetts  was 
entitled  to  be  first  heard,  and  then,  as  in  the  other  case,  pro- 
vision was  made  for  staying  the  proceedings  in  Connecticut ; 
and  the  Court  in  Massachusetts,  having  made  l^e  first  adjudi- 
cation of  bankruptcy,  retained  jurisdiction  over  all  proceed- 
ings therein  until  the  same  shall  be  closed.    But,  if  the  char- 
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acter  of  the  debtor  here  is  anomalons,  not  precisely  answering 
either  description,  then  the  law  and  the  order  of  the  Supreme 
Court  prescribe  a  rule,  which,  from  its  obvious  fitness  and 
propriety,  shoidd  be  the  guide  of  the  Court  in  these  proceed- 
ings, in  order  to  avoid  the  complication,  embarrassment  and 
expense,  if  not  inevitable  conflict,  resulting  from  an  endeavor 
to  administer  the  same  fund  in  two  districts. 

It  may  not  follow,,  that  the  Court  in  which  the  latest  peti- 
tion is  filed,  must,  or  ought  to,  dismiss  the  proceeding  law- 
fully and  regularly  instituted ;  but  it  should,  at  least,  in  my 
opinion,  on  a  proper  application,  stay  the  proceedings,  until 
some  adjudication  touching  the  bankruptcy  be  had  in  the  tri- 
bunal in  which  the  petition  was  first  filed ;  or,  if  the  debtor 
has  been  already  adjudged  bankrupt  there,  abstain  from  an 
apparent  interference  with  the  title  of  the  assignee  to  the 
estate. 

If  these  views  are  correct,  then  there  was  ground  for  the 
application  to  the  Court  in  Connecticut  to  stay  proceedings, 
and  yield  to  the  already  acquired  and  exclusive  jurisdiction  of 
the  Court  in  Massachusetts.  This  ground  was  fully  shown 
by  the  petitioner  in  his  application  t6  the  District  Court,  and 
it  was  further  alleged  that  the  debtor  was  in  collusion  with 
the  petitioning  creditors  here,  and  would  make  no  resistance 
to  their  petition.  Who,  then,  was  authorized  to  present  these 
facts  to  the  District  Court  in  this  State,  and  assert  the  prior 
and  exclusive  jurisdiction  of  the  Court  in  Massachusetts? 
The  debtor  would  not.  The  petitioning  creditors  would  not. 
If  they  were  acting  in  collusion,  their  purpose  could  only  be 
to  complicate  and  embarrass  the  proceedings,  to  the  prejudice 
of  the  creditors,  and  to  produce  conflict  and  litigation.  I  feel 
no  hesitation  in  saying,  that  the  petitioning  creditor  in  Mas- 
sachusetts was  eminently  the  proper  party  to  bring  the  state 
of  this  case  to  the  attention  of  the  Court,  and  ask  to  be  heard 
in  resistance  to  further  proceedings  which  tended  to  his  preju- 
dice, as  the  prosecuting  creditor,  and  which,  if  permitted  to 
have  any  operation,  tended  to  defeat  the  rights  he  bad  ac- 
quired, and  the  effect  of  the  adjudication,  in  Massachusetts. 
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Unless  this  be  bo,  then  the  neglect  of  the  debtor  to  resist  the 
later  proceedings  defeats  the  erpress  provision  giving  exchi- 
sive  jurisdiction  to  the  Court  in  which  a  petition  is  first  filed, 
or  that  which  gives  to  the  Court  making  the  first  adjudication 
exclusive  jurisdiction  ;  or  it  leaves  the  Court  to  proceed  to  an 
idle  and  useless  form  of  adjudication  and  administration,  after 
its  jurisdiction  has  been,  for  the  time  at  least,  defeated,  and 
when  the  property  of  the  bankrupt  is  divested,  so  as  to  leave 
nothing  for  the  Court  to  administer,  I  think,  therefore,  that 
the  petition  of  Adams  should  have  been  entertained,  and,  if 
the  facts  therein  alleged  were  not  controverted,  or  were  found 
true,  the  proceedings  in  the  Court  below  should  have  been 
stayed. 

Since  the  argument  of  this  petition  of  review,  the  cred- 
itors, proceeding  under  the  adjudication  of  bankruptcy  in  the 
District  Court,  have  chosen  the  same  assignees  who  were 
chosen  by  the  creditors  under  the  proceedings  in  Massachu- 
setts, and  they  have  been  approved  by  both  Courts. 

I  find  nothing  whatever  in  the  case  to  warrant  the  conclu- 
sion that  the  adjudication  of  bankruptcy  in  this  State  was  an 
improper  decree.  Surely,  the  petitioning  creditor,  who  him- 
self sought  a  like  decree  in  Massachusetts,  cannot  deny  that 
the  debtor  was  bankrupt,  and  could  be  properly  so  adjudged. 
And,  as  to  the  assignees,  they  are  duly  appointed  by  the 
Court  in  Massachusetts,  and  the  further  sanction  of  an  ap- 
pointment in  Connecticut  can  by  no  possibility  prejudice  thex 
petitioner.  There  is,  therefore,  in  the  present  condition  of 
the  matter,  no  occasion  for  disturbing  what  has  been  done. 
All  that  can  be  said  is,  that,  according  to  the  views  which  I 
have  here  expressed,  the  petitioner  was  entitled  to  have  the 
proceeding  earlier  stayed,  to  avoid  a  possible  result  that  can- 
not now  happen.  It  may  be  suggested,  that  these  subsequent 
occurrences  are  not  regularly  before  me  on  this  review.  In 
technical  strictness,  that  is  true ;  but  I  have  ample  power  to 
permit  them  to  be  brought  before  me.  Such  supervision  as 
is  conferred  on  this  Court  in  these  cases,  summary  in  its  na- 
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ture,  is  not  to  be  bo  liampered  by  technical  rales,  as  to  pre- 
vent my  dealing  with  the  case  as  it  now  exists. 

It  seems  to  me,  therefore,  that,  unless  the  petitioner  de- 
sires to  deny  that  those  subsequent  proceedings  took  place  as 
I  have  stated,  all  that  is  necessary  now  is,  to  stay  the  proceed* 
ings  in  the  District  Court.  It  is  not  easy  to  see  that  there 
can  ever  be  occasion  to  move  further  therein ;  but,  if  the 
jurisdiction  of  the  Court  in  Massachusetts  should  in  any  way 
be  defeated,  or  the  proceedings  therein  be  reversed,  or  dis- 
missed, upon  any  grounds  not  also  applicable  to  those  pend- 
ing in  this  District,  it  may  be  of  the  utmost  importance  to  all 
the  creditors,  and  especially  to  the  petitioner  himself,  that 
those  proceedings  be  resumed  and  continued  to  the  final  close 
of  the  administration  of  this  bankrupt  estate. 


In  re  Davh)  Coenwall. 

in  a  proceeding  in  involuntary  bankruptcy,  the  alleged  debtor  may  deny  that 
the  petitioner  for  an  adjudication  is  a  creditor,  and  may,  if  he  maintainw  each 
denial  by  proof,  have  the  petition  ditiDissed. 

Where  a  person,  whose  property  exceeds  in  yalne  all  that  he  owes,  with  a  yiew 
to  the  payment  of  his  debts,  and  to  secure  to  himself  a  maintenance  in  the 
future,  conveys  that  property  to  another,  on  an  agreement  that  the  grantee 
shall  pay  all  that  he  owes,  and  support  him  during  the  residue  of  his  life, 
such  a  conveyance  is  not,  per  m,  fraudulent  and  void,  as  against  creditors. 

Where  the  statutes  of  limitation  of  the  State  in  which  the  petitioning  creditor 
in  a  proceeding  in  involuntary  bankruptcy  and  his  alleged  debtor  reside,  have 
created  a  bar  to  the  recovery  of  the  alleged  debt  by  action,  such  debt  cannot 
form  a  basis  for  an  adjudication  of  bankruptcy  on  the  petition;  and  the 
holder  of  a  claim,  so  barred,  is  not  entitled  to  prosecute  such  a  petition. 

Where  a  debt  is  barred  by  the  statute  of  limitations,  a  promise  by  the  debtor 
to  pay  it  when  he  is  able,  is  conditional,  and  does  not  create  an  obligation,  as 
R  revival  of  the  debt,  until  ability  to  pay  appears ;  but,  where  there  is  a 
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present  debt^  a  promise  to  pay  it  when  able  does  not  destroy  or  postpone  the 
right  6t  the  creditor  to  sue,  or  prevent  the  running  of  the  statute. 

(Before  Woodruff,  J.,  Connecticut,  September  19th,  1871.) 

This  was  a  petition  by  Nathaniel  O.  Cornwall  for  the 
review  and  reversal  of  an  order  of  the  District  Court  dis- 
missing his  petition,  as  a  creditor  of  David  Cornwall,  for  an 
adjudication,  declaring  the  latter  a  bankrupt. 

Simeon  -EI  Baldwin  and  Edmm  E.  Maroiny  for  the  peti- 
tioner. 

ChaHes  E.  PerJciiu  and  Alfred  HaUy  for  the  respondent. 

"WooDBUPP,  J.    On  the  16th  of  June,  1870,  Nathaniel  O. 
Cornwall,  a  :f^sident  of  Portland,  in  this  District,  presented 
to  the  District  Court  his  petition,  under  the  39th  and  40th 
sections  of  the  national  bankrupt  law,  alleging  that  he  is  a 
creditor  of  David  Cornwall,  (his  father),  also  a  resident  of 
said  Portland,  averring  that  the  latter  has  committed  an  act 
of  bankruptcy,  and  praying  that  he  be  declared  a  bankrupt, 
and  that  a  warrant  issue' to  take  possession  of  his  estate,  that 
the  same  may  be  distributed,  &c.    The  act  of  bankruptcy,  as 
stated  in  the  petition,  is,  that  the  said  David  Cornwall,  being 
possessed  of  certain  estate  or  property,  situated  in  Portland, 
real  and  personal,  and  being  indebted  to  the  petitioner  and 
others,  did,  on  the  81st  day  of  March,  1870,  with  a  view  to 
insolvency,  and  with  intent  to  delay,  hinder  or  defraud,  as 
the  case  may  be,  his  creditors,  convey  the  property  mentioned 
in  the  petition  to  Maria  and  Elizabeth  Cornwall,  of  the  said 
Portland,  (his  daughters,  and  sisters  of  the  petitioner,)  the 
same  being  all  the  property,  real  and  personal,  which  he  pos- 
sessed, or  which  could  be  held  as  security  for  the  payment  of 
his,  the  said  David  Cornwall's,  just  and  lawful  debts.    The 
indebtedness,  claimed  by  the  petitioner  to  constitute  him  a 
creditor  of  David  Cornwall,  is  stated  to  be  upon  a  promissory 
not6,  for  money  loaned  to  the  said  David,  dated  Portland, 
August  29th,  1869,  for  five  hundred  dollars,  payable  to  the 


116  CONNECTICUT, 


In  re  David  Comwall. 


petitioner,  or  to  his  order,  on' demand,  with  interest  from  its 
date ;  and,  also,  the  sum  of  five  hundred  and  twenty  dollars 
and  eighty-eight  cents,  loaned  to  the  said  David,  July  14th, 
1854,  the  receipt  of  which  is  acknowledged  in  writing,  with  a 
promise  to  deposit  the  same,' for  the  petitioner's  benefit,  in 
the  savings  bank ;  together,  amounting  to  $1,020  88,  exclu- 
sive of  interest. 

The  respondent,  David  Comwall,  appeared  and  answered 
the  petition,  and,  by  his  answer,  denies  that  he  is  indebted  to 
the  petitioner  in  any  sum  whatever.  He  admits  that  he  did, 
on  the  Slst  day  of  March,  1870,  execute  the  alleged  convey- 
ance of  all  his  property  to  his  daughters,  Maria  A.  and 
Elizabeth,  but  denies  that  the  same  was  done  with  a  view  to 
insolvency,  or  with  any  intent  to  delay,  hinder,  or  defraud  his 
creditors,  and  states,  that,  at  the  time  of  such  conveyance,  he 
had  no  creditors  except  his  two  daughters,  (to  Whom  he  was 
then  largely  indebted,)  and  except  a  few  small  bills  in  the 
neighborhood,  not  amounting  to  three  hundred  dollars ;  that 
his  two  daughters,  in  consideration  of  such  conveyance, 
promised  and  agreed  with  him,  that  they  would  support  him 
during  life,  and  would  pay  all  his  debts  then  existing, ;  that 
they  are  ready  and  willing  to  pay  all  valid  claims  existing 
against  him ;  and  that  they  informed  the  petitioner,  before  he 
commenced  the  proceedings,  that  they  would  pay  all  valid 
claims  he  had  against  his  said  father.  The  answer  also  states  the 
history  of  the  apparent  indebtedness  of  the  respondent  to  the 
petitioner,  in  detail,  averring,  that  the  $520  88,  received  from 
the  petitioner  in  1854,  was  given  to  him  by  his  said  son  in  con- 
sideration of,  and  in  part  repayment  of,  advances  which  he  had 
made  for  the  education  of  the  petitioner  at  college,  in  order 
to  which  he  had  been  compelled  to  borrow  money ;  that, 
afterwards,  in  his  advanced  years,  he  was  embarrassed  by 
debts,  which  he  had  been  unable  to  pay,  while  his  said  son 
had  accumulated  large  wealth,  and  such  sum  was  given  and 
received  to  relieve  him  from  such  embarrassment,  and  with- 
out any  expectation  that  the  respondent  was  to  repay  the 
same,  or  be  considered  or  treated  as  a  debtor  to  his  said  &on 
therefor ;  that  more  .than  six  years  have  elapsed  since  the  said 
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sum  was  bo  given  to  him  by  his  said  son,  and,  if  the  same  con- 
stitnted  a  debt,  it  has  been  barred  by  the  statute  of  limitations 
of  the  said  State  of  Connecticut ;  that  the  note  for  $500, 
dated  August  29th,  1869,  was  made  without  legal  considera- 
tion ;  that  the  sum  of  $500  was  a  voluntary  gift  made  by  the 
petitioner  for  the  especial  relief  and  benefit  of  his  aged  and 
infirm  mother,  to  be  expended,  and,  in  fact,  was  expended,  in 
repairing  a  portion  of  their  dwelling  house,  which  had  be- 
come old  and  decayed,  and  which  the  respondent  had  not 
means  then  to  repair ;  that  such  repairs  were  proposed  by  the 
petitioner,  the  furnishing  of  the  money  for  the  purpose  was 
tendered  by  him,  and  the  repairs  were  consented  to,  and  were 
made  by  the  respondent,  in  assent  to  the  petitioner's  proposal, 
and  on  his  agreement  to  give  the  money  to  pay  therefor ; 
that,  when  the  petitioner  requested  a  note  therefor,  he  reiter- 
ated that  the  money  was  a  gift,  but  stated,  that,  as  the  re- 
spondent was  then  embarrassed  by  indorsements  for  another, 
he  desired  to*  hold  a  note  for  the  benefit  of  his  sisters,  so  that, 
if  the  respondent  should  fail  or  die,  he  could  present  said 
note  against  the  respondent's  estate,  and  obtain  something  for 
his  saidlSifters  ;  and  that  the  respondent,  in  confidence  in  his 
said  son,  gave  him  a  note,  as  requested,  and  afterwards,  on 
the  29th  of  March,  1869,  upon  the  request  of  the  petitioner, 
and  his  statement  that  said  note  was  lost,  he  gave  him  another 
note  for  the  same  purpose,  which  is  the  note  mentioned  in 
the  petition,  and  is  witliout  consideration  and  void. 

Upon  the  petition  and  answer,  and  upon  the  proofs  of  the 
parties  respectively,  the  matter  was  brought  to  a  hearing  in 
the  District  Court,  and  the  petition  was  dismissed.  The 
opinion  of  the  District  Judge  shows  that,  without  deciding 
other  questions,  he  deemed  it  sufficient  to  find  that  the  peti- 
tioner is  not  in  fact  a  creditor,  upon  two  principal  grounds — 
firsts  that  the  note  mentioned  in  the  petition  was  without 
legal  consideration,  the  moneys  advanced,  and  alleged  by  the 
petitioner  to  be  the  consideration  of  the  note,  having  been,  in 
truth  and  in  fact,  a  voluntary  gift  by  the  petitioner,  out  of  his 
abundance,  to  and  for  the  relief  and  comfort  of  his  aged  and 


{ 


118  COraECTICUT, 

In  re  David  CornwalL 

infirm  parents,  and  accepted  as  such ;  and,  second^  that,  if  the 
moneys  furnished  to  the  father  in  1854,  and  applied  by  him 
to  the  repayment  of  moneys  borrowed,  ever  created  or  con- 
stituted an  indebtedness  by  the  father  to  the  son,  the  latter 
was,  by  the  statute  of  limitations  of  the  State  of  Connecticut, 
barred  from  having  or  maintaining  any  action  therefor,  and 
he,  therefore,  had  no  standing  thereupon  to  ask,  as  a  creditor, 
that  David  Cornwall  be  decreed  a  bankrupt. 

Upon  this  appeal  or  review  of  the  order  of  the  District 
Court,  it  is  insisted,  that  the  order  should  be  reversed,  on 
various  grounds,  the  chief  whereof  may  be  stated  and  con- 
sidered in  the  following  order,  namely : — 1st.  That  the  peti- 
tioner having,  by  his  petition  and  the  proofs  furnished  in 
support  thereof,  shown  himself  to  be  apparently,  or  prima 
facie^  a  creditor,  the  respondent  was  not  at  liberty,  by  put- 
ting that  fact  in  issue,  to  have  a  trial  of  the  question,  and  an 
adjudication  dismissing  the  petition,  but  the  cause  should 
have  proceeded  to  a  decree  upon  the  matter  charged  as  an  act 
of  bankruptcy,  and,  that  being  established,  the  petitioner, 
when  he  offered  proof  of  his  debt,  with  a  view  to  share  in 
the  distribution  of  the  estate,  would,  if  his  claim  ><fes  con- 
tested and  disallowed,  be  entitled  to  a  trial  by  jury  before  its 
final  rejection ;  2d.  That  the  proofs  do  not  warrant  the  find- 
ing that  the  $500,  advanced  for  the  repairs  of  the  respondent's 
dwelling  house,  were  a  gift,  but,  on  the  conti*ary,  they  show, 
that  the  money  was  sought  as  a  loan,  advanced  as  a  loan, 
and  secured  as  a  loan  by  the  promissory  note  of  the  respon- 
dent, upon  the  loss  of  which  the  note  mentioned  in  the  peti- 
tion was  given,  as  a  new  or  substituted  security ;  3d.  That 
/the  State  statutes  of  limitation  have  no  application  to  proceed- 
'  ings  in  bankruptcy ;  that,  notwithstanding  the  lapse  of  time, 
>  the  debt  still  exists ;  that,  while  it  may  be  true,  that,  in  one 
•  or  even  more  States,  no  action  will  lie  for  its  recovery,  an 
action  may  be  maintained  therefor  in  another  State,  if  the  re- 
spondent is  found  therein  ;  and  that,  unless  it  is  shown  that 
it  cannot  be  recovered  in  any  of  the  United  States,  it  must 
be  declared  a  debt,  and  the  Court  of  bankruptcy,  as  a  national 
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tribunal,  must  recognize  as  a  creditor  any  one  who  has  a  cause 
of  action  valid  in  any  State  of  the  Union ;  4th.  That,  if  the 
statute  of  limitations  in  Connecticut  be,  in  general,  recog- 
nized by  the  Federal  Court  in  bankruptcy,  as  disabling 
the  holder  of  a  claim  from  proceeding  against  his  debtor, 
the  petitioner's  claim,  in  the  present  case,  is  not  barred 
thereby,  for  two  reasons^-;;?^*^.  The  promise  made  in  1854, 
as  it  appears  by  the  proofs,  in  writing,  was,  that  the  re- 
spondent would,  "  as  soon  as  it  is  in  his  power,"  deposit  it 
in  the  savings  bank,  according  to  the  petitioner's  previous 
direction,  so  that  the  latter  would  be  able  to  control  it  at 
pleasure,  and  that  it  has  not  been  proved  that  six  years  have 
elapsed  since  it  was  in  the  power  of  the  respondent  to  do 
this,  and,  therefore,  it  does  not  appear  that  six  years  have 
elapsed  since  the  cause  of  action  accrued ;  or,  second.  The 
respondent  held  the  money  of  the  petitioner  upon  a  trust,  to 
deposit  it  in  the  savings  bank,  to  the  account  of  the  peti- 
tioner, and  to  such  a  trust  the  statute  of  limitations  does  not 
apply,  and,  therefore,  the  claim  is  not  barred. 

1.  The  claim,  that,  in  proceedings  for  a  compulsory  decree, 
declaring  a  respondent  a  bankrupt,  the  latter  may  not  deny 
that  the  petitioner  is  a  creditor,  or  may  not,  by  proofs,  main- 
tain such  denial,  and  thereupon  dismiss  the  petition,  is,  I 
think,  wholly  untenable.  It  is  true,  that,  where  a  party  has 
been  adjudged  a  bankrupt,  no  one  claiming  to  be  a  creditor 
can  be  excluded  from  a  share  in  the  distribution  of  the  estate, 
without  having  the  opportunity,  furnished  by  the  24th  sec- 
tion, to  appeal,  and,  on  that  appeal,  to  have  his  claim  tried, 
as  in  an  action  at  law,  in  the  usual  manner  in  the  Courts  of 
the  United  States.  But,  this  does  not  reach  the  question, 
whether  a  party  has  been,  by  the  law,  made  liable  to  be  de- 
clared a  bankrupt,  at  the  instance  of  one  who  has  in  fact  no 
claim  against  him,  and  no  interest  in  the  question  whether 
the  party  has  committed  an  act  of  bankruptcy  or  not. 

Section  39  of  the  bankrupt  law  declares  what  shall  be 
deemed  acts  of  bankruptcy,  and  makes  him,  who  has  com- 
mitted fiuch  an  act,  liable  to  be  ^^  adjudged  a  bankrupt,  on  the 
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petition  of  one  or  more  of  his  creditors,  the  aggregate  of 
whose  debts  provable  under  this  Act  amount  to  at  least  two 
hundred  and  fifty  dollars,  provided  such  petition  is  brought 
within  six  months  afi;er  the  act  of  bankruptcy  shall  have  been 
committed."  To  the  maintenance  of  the  petition,  or  to  give 
the  petitioner  any  standing  in  Court,  several  things  must  con- 
cur. The  petitioner  must  be  a  creditor,  the  debt  due  to  him 
must  be  provable  under  the  Act,  and  the  amount  thereof 
must  be  at  least  two  hundred  and  fifty  dollars.  Unless  all 
these  concur,  he  has  no  right  to  prosecute  the  petition ;  and, 
however  he  may  be  able  to  prove,  or  does  prove,  the  commis- 
sion of  acts  of  bankruptcy,  he  is  not,  by  the  law,  clothed  with 
the  right  or  power  to  begin  or  sustain  a  prosecution,  or  ask  a 
decree.  It  is  nowhere,  expressly  or  impliedly,  said,  that  one 
who  can  furnish  proof  which,  unexplained  and  uncontradicted, 
would  show,  prirMb  faoie^  that  he  is  such  creditor,  may  file 
such  a  petition,  or  that  a  party  may  be  adjudged  a  bankrupt 
upon  such  a  petition.  The  objection  goes  not  merely  to  the 
disability  of  the  petitioner,  but  to  jurisdiction  of  the  cause. 
And  this  should  be  so.  It  would  be  monstrous  injustice,  if 
parties  were  not  only  liable  to  be  proceeded  against,  but  must 
necessarily  be  adjudged  bankrupt,  submit  to  a  warrant,  and 
be  dispossessed  of  all  their  property,  at  the  instance  of  any 
one  and  every  one  who,  either  dishonestly  or  by  mistake,  was 
able  to  present,  by  petition  and  affidavits,  ;>rfmaya{^  evidence 
of  a  debt,  when,  in  truth,  none  existed.  It  might  often  hap- 
pen, that  the  only  act  of  bankruptcy  alleged  depended,  for  its 
character,  upon  the  very  question  whether  any  debt  was 
owing  to  the  petitioner;  and,  if  a  mere  prima  fade  case, 
shown  by  the  petitioner,  precluded  further  inquiry  on  that 
question,  a  party  might  be  declared  a  bankrupt,  his  property 
be  subjected  to  administration  under  the  law,  and,  in  th^  end, 
it  would  appear,  that,  the  petitioner  having  no  debt,  no  act  of 
bankruptcy  had  been  committed,  and  the  whole  proceeding, 
imperious  as  it  must  be,  was  wholly  groundless.  Not  only  so ; 
UQ  other  creditor  appearing,  the  proceeds  of  the  estate  must 
be  returned  to  the  party  groundlessly  prosecuted. 
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If,  therefore,  there  were  nothing  further  in  the  Act  bear- 
ing npon  this  point,  I  should  not  hesitate  to  saj,  that  a  re- 
spondent, called  by  the  petition  into  the  District  Court,  had  the 
clear  and  full  right  to  meet  the  petitioner  at  the  threshold  of 
the  proceeding,  by  denying  and  disproving  any  of  the  facts 
without  which  the  petitioner  has  no  authority  in  law  to 
maintain  the  proceeding.  But,  section  41  gives  this  right  in 
express  terms,  and  makes  it  the  imperative  duty  of  the  Court 
to  proceed  summarily  to  hear  the  allegations  of  the  alleged 
debtor ;  and,  as  to  the  commission  of  the  act  of  bankruptcy, 
it  must  order  a  trial  by  jury,  if  he  demands  it,  and  if,  upon 
such  hearing  or  trial,  the  debtor  proves  that  the  facts  set  forth 
in  the  petition  are  not  true,  ''  the  proceedings  shall  be  dis- 
missed, and  the  respondent  shall  recover  costs."  What  are 
"  the  facts  set  forth  in  the  petition  ? "  Obviously,  all  those 
which  are,  by  the  39th  section,  necessary  to  make  it  the  duty 
of  the  Court  to  adjudge  the  respondent  a  bankrupt.  That  is 
to  say,  there  must  be  before  the  Court  a  creditor,  by  a  prov- 
able debt,  to  the  required  amount,  and,  this  being  true,  there 
must  be  established  an  act  of  bankruptcy,  within  six  months 
before  the  filing  of  the  petition.  Let  it  be  supposed,  that  the 
petition  did  not  state  all  these  facts,  it  cannot  be  doubted  that 
it  would  be  the  duty  of  the  Court  to  dismiss  it.  So,  if  the 
respondent  shows  that  any  of  these  facts,  when  allied  in  the 
petition,  are  not  true,  the  statute  requires  that  the  proceed- 
ings be  dismissed. 

The  inquiry  in  the  District  Court,  whether,  in  this  case, 
the  petitioner  was  a  creditor,  having  a  debt  against  the  re- 
spondent provable  under  the  Act,  was,  therefore,  a  proper 
inquiry,  and,  if  it  was  properly  found  in  the  negative,  the 
order  dismissing  the  proceeding  was  not  erroneous. 

2.  Upon  the  merits  of  the  case,  there  is,  to  my  mind,  a 
difficulty  in  sustaining  the  petitioner's  application,  in  the 
point  upon  which  no  opinion  was  expressed  in  the  District 
Court.  As  already  observed,  to  warrant  the  adjudication 
sought,  it  must  appear  that  an  act  of  bankruptcy  has  been 
conmiitted.    In  the  petition  herein,  the  precise  act  upon 
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which  the  petitioner  relies  is  stated,  to  wit,  that  the  re- 
spondent, being  indebted  to  the  petitioner  and  others,  con- 
veyed his  property  to  Maria  and  Elizabeth  Cornwall,  with  a 
view  to  insolvency,  and  with  intent  to  delay,  hinder  or  de- 
fraud, as  the  case  may  be,  his  creditors. 

Now,  the  proof  is,  that  the  object  of  the  conveyance  was 
the  payment  of  all  the  debts  of  the  respondent,  and  to  make 
provision  for  his  support  by  his  daughters  in  his  old  age.  . 
This  was  not  a  purpose  fraudulent  as  to  any  one.  So  far  from 
being  a  conveyance  with  a  view  to  insolvency,  it  contemplated 
actual  solvency,  and  actual  payment  of  all  he  owed ;  and  his 
property,  according  to  the  proof,  was  fully  adequate,  and  more 
than  adequate,  for  the  purpose,  even  conceding  that  the  peti- 
tioner was  a  creditor  to  the  full  amount  which,  according  to 
his  own  statement  of  the  transactions,  he  could  be  allowed. 
Unless,  then,  the  transaction  was,  per  se^  fraudulent  and  void, 
as  against  creditors,  it  could  not,  upon  this  proof,  be  pro^ 
nounced  an  act  of  bankruptcy.  This  raises  the  question — 
When  a  person,  whose  property  exceeds  in  value  all  that  he 
owes,  with  a  view  to  the  payment  of  his  debts,  and  to  secure 
to  himself  a  maintenance  in  the  future,  conveys  that  property 
to  another,  on  an  agreement  that  the  grantee  shall  pay  all 
that  he  (the  grantor)  owes,  and  support  him  during  the  residue 
of  his  days,  is  such  conveyance,  per  se^  fraudulent  and  void, 
as  against  creditors  ?  Such  arrangements,  by  aged  and  infirm 
parents,  to  relieve  themselves  of  care  and  labor  in  their  de- 
clining years,  have  not  heretofore  been  unusual.  They  are 
commonly  made  with  children,  or  with  some  one  selected, 
and,  in  a  sense,  adopted,  to  stand  in  that  rj^ation.  The  facts, 
that  the  grantor  is  aged,  infirm,  and  incapable  of  labor  to 
make  his  estate  productive,  that  the  grantee  is  already  a 
creditor,  and,  therefore,  has  a  claim  to  receive  a  portion  of 
such  property,  that  the  grantor  owes  but  little  besides,  that 
the  grantee  is  already,  (irrespective  of  such  conveyance,)  of 
sufficient  ability  to  pay  all  the  debts,  and  that  he  proceeds  to 
do  so,  and  stands  ready  and  willing  to  pay  all  that  the 
grantor  owes,  may  not  give  a  transaction  validity,  which,  on 
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its  face,  must  be  held  frandulent ;  but,  they  do  utterly  repel 
the  soggeBtion  of  fraudulent  intent  or  purpose  in  the  minds 
of  the  parties  thereto,  and  all  these  facts  concur  in  the  present 
ease.  And,  according  to  the  proofs  here,  the  only  reason  why 
the  petitioner  has  not  been  paid  is,  that  there  is  a  question, 
and  a  very  serious  question,  to  say  the  least,  whether  there  is 
any  debt  whatever  due  to  him. 

The  grantees  here  have  always  been  ready  and  willing, 
and  have  declared  to  the  petitioner,  that  they  are  ready  and 
willing  to  pay  him  whatever,  if  anything,  his  father  owes  him. 
If,  in  fact,  anything  is  due,  he  could  not,  (had  no  such  con- 
veyance been  made,)  recover  it,  in  the  face  of  his  father's 
denial  thereof,  until  he  had  established  the  indebtedness  by 
an  appropriate  proceeding  therefor ;  and  there  is  no  existing 
difficulty  in  obtaining  payment  when  he  has  so  established  a 
debt,  the  said  grantees  being  ready  and  willing,  thereupon,  to 
pay  it,  and  being  compellable  to  pay  it,  by  proofs  and  pro- 
ceedings adapted  to  such  a  state  of  facts.  Under  such  circum- 
stances, the  allegation  of  the  petitioner  savors  more  of  bitter, 
not  to  say  malignant,  hostility,  provoked  by  the  confidence 
reposed  by  his  father  in  his  sisters,  or  some  unexplained 
fiimily  dissension,  than  of  any  sincerity  or  belief,  even  by  the 
petitioner,  that  any  fraud  was  intended. 

The  Court  below  having  expressed  no  opinion  upon  this 
point,  it  received  little  attention  from  the  counsel,  on  the 
argument  of  the  review  in  this  Court.  I  have,  therefore, 
deemed  it  proper  to  examine  the  other  grounds  upon  which 
the  propriety  of  the  order  was  discussed,  instead  of  resting 
the  decision  upon  a  failure  to  prove  an  act  of  bankruptcy. 

8.  Upon  the  question,  whether,  upon  the  proofs,  it  was 
rightly  held  that  the  petitioner  was  not  a  creditor  of  the  re- 
apondent,  it  is  notjnsisted  that,  if  the  advance  of  five  hundred 
dollars,  for  the  repairs  of  the  dwelling  house,  was  in  fact  a 
free  gift,  made  chiefly  for  the  relief  and  comfort  of  the  peti- 
tioner's aged  mother,  and  in  part,  (as  the  evidence  tended  to 
show,}  to  provide  a  room  which  the  petitioner  might  himself 
conveniently  occupy  on  his  visits  to  his  parents,  there  was 
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any  error  in  holding,  that  such  gift  constituted  no  legal  con- 
sideration for  the  note  set  forth  in  the  petition,  or  the  prior 
note  for  which,  on  the  loss  thereof,  snch  note  was  given  ;  and 
that,  it  being  without  legal  consideration,  the  petitioner  could 
not  be  held  a  creditor  by  reason  thereof. 

That  the  advance  was  a  gift,  voluntarily  made,  and  ac- 
cepted as  such ;  that  the  repairs  were  consented  to  by  the 
respondent,  and  the  money  received  and  expended  upon  that 
understanding,  was  distinctly  found,  as  a  fact,  by  the  District 
Judge,  upon  the  trial  of  the  cause,  with  the  witnesses  before 
him,  and  with  an  opportunity  to  hear,  observe  and  consider, 
not  only  what  the  witnesses  testified,  but  their  appearance 
and  their  manner  while  testifying.  Such  finding,  it  is  true,  is 
not  conclusive  upon  this  hearing.  It  is  open  to  review ;  but 
it  ought  not  to  be  lightly  regarded,  nor  should  it  be  over- 
ruled, except  upon  a  very  decided  conviction  that  it  is  er- 
roneous. A  careful  study  of  the  evidence,  aided  by  the  sug- 
gestions of  the  petitioner's  counsel,  has  not  produced  that 
conviction.  On  the  contrary,  the  preponderance  of  the  tes- 
timony is,  that  it  was  a  purely  voluntary  contribution  by  the 
son,  under  the  then  influence  of  filial  affection  towards  his 
mother,  to  render  her  latter  days  more  comfortable;  that  it 
was  received  as  such,  and  mutually  so  understood ;  that  there 
was,  on  the  part  of  the  respondent,  neither  intention  nor 
willingness  to  run  in  debt  for  the  purpose ;  and  that  it  was  in 
distinct  response  to  the  son's  offer  to  bear  the  expense,  that 
the  father  consented  to  make  the  repairs.  True,  the  giving 
of  the  note  for  the  amount  is  very  strong  persuasive  evidence 
that  the  respondent  regarded  it  as  a  loan.  Unexplained,  it 
might  override  the  evidence  of  the  previous  offer  and  ac- 
ceptance. But  the  explanation  makes  the  whole  transaction 
consistent.  Upon  further  reflection,  an<l  in  view  of  the 
motive  which  had  prompted  his  generosity,  it  occurred  to  the 
son,  that,  as  his  father  was  under  some  indorsement  or 
indorsements  for  a  third  person,  and  might  fail  or  die  in- 
solvent, it  might  happen  that  his  purpose  to  benefit  his 
mother  by  the  gift  might  be  defeated,   and  that  he  might 
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better  secure  his  whole  purpose,  if  he  could  induce  his  father 
to  execute  a  note,  to  be  held,  and,  in  such  a  contingency,  be 
made  a  claim  against  his  estate,  for  the  benefit  of  his  mother 
and  sisters.  Whatever  might  be  said  of  such  a  design,  if  the 
contingency  had  happened,  and  the  attempt  had  been  made 
thus  to  withdraw  a  portion  of  that  estate  from  creditors,  it  is 
clear  that  such  an  arrangement  was  entirely  consistent  with 
the  original  and  actual  intent  of  the  petitioner  to  advance  the 
money  as  a  gift,  and  with  its  acceptance  and  appropriation  to 
the  repairs,  upon  that  understanding.  So  that  it  not  only 
remains  true,  that  the  consideration  for  the  note  was  a  gift, 
but  the  force  of  the  evidence,  which  the  giving  of  the  note 
involves,  is  weakened,  and,  in  fact,  overcome,  by  the  proof  of 
the  purpose  for  which  it  was  solicited  by  the  petitioner  and 
given  by  his  father.  And  this  view  of  the  subject  is  greatly 
strengthened  by  the  fact,  that  when,  on  the  representation 
that  the  first  note  was  lost,  another  was  given,  there  was  no 
claim  for  interest,  as  upon  a  loan  to  the  father.  If  it  appeared, 
that,  upon  all  other  grounds,  the  note  was  a  valid  note,  I 
should  hesitate,  at  least,  in  allowing  parol  evidjBuce  of  an 
agreement  with  the  father,  either  prior  or  contemporaneous 
therewith,  that  he  should  not  be  held  bound  to  pay  it.  But, 
on  the  question  whether  it  ever  had  any  legal  consideration, 
whether  the  money  advanced  was  a  gift,  which  neither  party 
intended  or  expected  would  bd  repaid,  or  would  create  any 
indebtedness  by  the  respondent,  the  facts,  that  it  was  not 
treated  as  a  debt,  that  the  father  was  never  called  upon  to  pay  it, 
and  that,  when  a  note  was  given  in  apparent  renewal  thereof, 
it  was  not  treated  as  if  given  for  a  loan,  and  no  interest  was 
charged,  go  very  strongly  in  support  of  the  direct  testimony 
to  the  point  in  controversy. 

4.  Whether,  where  the  statutes  of  limitation  of  the  State 
in  which  the  parties  reside  have  created  a  bar  to  the  recovery 
of  an  alleged  debt  by  action,  the  holder  may,  nevertheless, 
pursue  the  alleged  debtor,  under  the  bankrupt  law,  and,  by 
that  means,  compel  its  payment,  is  a  question  of  wider  and 
greater  importance  than  the  immediate  efifeet  of  this  particular 
litigation. 


126  CONNECTICUT. 


In  re  David  Cornwall. 


la  the  present  case,  both  parties  reside  in  the  State  of 
Connecticut.  If  the  advance  secondly  mentioned  in  the  pe- 
tition was  a  loan  or  created  an  indebtedness,  it  was  for  money 
received  ])j  the  respondent  in  this  State,  in  the  year  1854,  he 
then  and  ever  since  residing  here.  For  the  purposes  of  this 
question,  it  is  assumed  that  such  advance  did  create  a  debt, 
and,  therefore,  that  the  cause  of  action  arose  more  than  fifteen 
years  before  the  filing  of  the  petition  in  the  District  Court, 
and  is  within  the  statute  of  the  State,  which  declares,  that 
no  action  '^  shall  be  brought  but  within  six  years  after  the 
right  of  action  shall  accrue." 

In  the  construction  of  this  statute,  and  in  declaring  its 
efi^ect,  the  Courts  of  the  State  hold,  that  the  statute  does  not 
merely  prohibit  the  maintenance  of  an  action  technically  so 
called,  but  it  bars  the  claim  in  whatever  form  it  may  be 
asserted.  They  declare,  that  it  applies  to  the  nature  of  the 
indebtedness  as  well  as  to  the  form  of  the  action;  that, 
although  in  terms  applicable  to  actions  only,  it  applies  to  all 
claims  which  may  be  the  subjects  of  actions,  however  pre- 
sented ;  that  the  lapse  of  time  prescribed  as  a  bar  is  regarded 
as  furnishing  a  presumption  of  payment ;  that  this  presump- 
tion, when  it  is  not  overcome  by  a  new  promise,  withdrawing 
it  from  the  operation  of  the  statute,  is  conclusive ;  and  that 
the  presumption,  from  the  lapse  of  time,  is,  that  the  defend- 
ant has  lost  the  evidence  which  would  have  availed  him  in 
his  defence,  if  seasonably  called  upon  for  payment.  Hence, 
after  the  lapse  of  six  years,  the  claim  can  no  more  be  used  as 
a  set-off  than  it  can  be  made  the  subject  of  an  action  in  form. 
Nor  can  it  be  successfully  urged  before  commissioners  ap- 
pointed by  a  Court  of  Probate  to  receive  and  allow  claims 
against  the  estate. of  a  deceased,  with,  a  view  to  the  distribu- 
tion of  such  estate.  This  construction  and  declaration  of  the 
effect  of  the  Connecticut  statute,  establishes  fully  that  the 
claim  of  this  petitioner  is,  in  their  view  and  by  force  of  the 
statute,  absolutely  barred.  The  appropriation  of  the  estate 
of  a  deceased  to  the  payment  of  his  debts  by  an  auditing  and 
allowance  thereof,  presents  a  close  analogy  to  the  appropri- 
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ation  of  the  estate  of  a  bankrupt ;  and,  in  effect,  the  Connec- 
ticut Courts  declare,  that  no  legal  claim  exists  in  favor  of 
the  petitioner,  if  the  statutes  of  limitation  of  this  State  are  to 
have  their  actual  legal  operation.  See,  on  this  subject, 
HoNdns  V.  Harvey y  (5  Conn.y  385 ;)  Jlarfs  Appeal  from 
Probate^  (32  Conn.,  620,)  and  the  cases  there  cited. 

The  Federal  Courts,  sitting  within  the  respective  States, 
;  regard  their  statutes  of  limitation,  and  give  them  the  inter- 
pretation and  effect  which  they  receive  in  the  Courts  of  the 
State.     This  has  been  repeatedly  declared  in  the  Supreme 
Court  of  the  United  States,  and  is  now  the  familiar  practice. 
{Shelby  V.    Ov/y^  11  Wheats  861 ;  M}Cluny  v.  SilliTrMmy  3 
Petersy  270;  Oreen  v.  NeaPs  Lessee^  6  Id,y  291;   Bossy. 
Duvalj  13  Id,y  45,  and  oases  therein  cited.)    In  Poss  v. 
Duvaly  Mr.  Justice  McLean  says :  "  These  Acts  are  of  daily 
cognizance  in  the  Courts  of  the  United  States,  and  no  one 
has  ever  doubted,  that,  in  fixing  the  rights  of  parties,  they 
must  be  regarded  as  well  in  the  Federal  as  in  the  State 
Courts."    More  than  this,  instead  of  regarding  the  nature 
and  design  of  statutes  of  limitation  as  a  mere  withholding  of 
the  remedy,  while  a  subsisting  cause  of  action  is  nevertheless 
supposed  to  continue,  the  Supreme  Court,  in  recent  cases, 
regard  them  as  proceeding  on  the  presumption  which,  as 
above  stated,  the  Courts  of  Connecticut  declare  to  lie  at  their 
foundation.    Thus,  in    United  States  v.  WHey^  (11  WaUacey 
508,   613,)  Strong,  J.,  says :    "  Statutes  of  limitations  are 
indeed  statutes  of  repose.    They  are  enacted  upon  the  pre- 
sumption, that  one  having  a  well-founded  claim  will  not  de- 
lay enforcing  it  beyond  a  reasonable  time,  if  he  has  the  power 
to  sue."    In  Leoy  v.  Stewa/rt,  (11  Wallace,  24Ay  249,)  Clifford, 
J.,  says :  "  Statutes  of  limitations  exist  in  all  the  States.  *  *  * 
They  are  regarded  as  statutes  of  repose,  arising  from  the 
lapse  of  time  and  the  antiquity  of  transactions,  and  they  also 
proceed  upon  the  presumption  that  claims  are  extinguished 
whenever  they  are  not  litigated  in.  the  proper  forum  within 
the  prescribed  period."    (See,  also,  the  recognition  of  State 
statutes  of  limitation,  and  their  binding  force  in  the  Federal 
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Courts,  in  Stewart  v.  Kah,n^  (11  WaJlaoe^  4:93,)  and  in  Hanger 
V.  AVboU^  (6  WaUaoe^  532.) 

It  may  be  suggested,  that  an  Act  of  Congress,  {Act  of 
SeptemJ>er  2Uh,  1789,  §  34,  1  IT.  S.  Stat  at  Large,  92), 
requires  the  Federal  Courts,  sitting  in  the  respective  States, 
to  make  the  laws  of  such  States  the  rules  of  decision  in  trials 
at  common  law,  and  that  the  l*ecognition  of  State  statutes  of 
limitation  is  founded  on  that  Act.  Doubtless,  the  Act  so 
requires ;  but  it  does  not  follow,  that,  looking  to  the  grounds 
upon  which  statutes  of  limitation  proceed,  as  above  stated, 
in  repeated  cases,  the  Federal  Courts  would  not  have  recog- 
nized those  statutes  as  a  defence,  had  there  been  no  such  Act 
of  Congress.  The  reason  of  the  statutes,  and  the  obvious 
justice  of  giving  them  due  application,  as  .well  as  consistency 
of  adjudication,  and  the  right  of  each  State  to  prescribe  the 
conditions  and  limitations  of  the  liabilities  of  its  citizens,  all 
forbid  that  a  plaintiff  should  be  legally  entitled  to  recover  in 
the  Federal  Court  against  one  whose  defence  is  perfect  in  the 
State  tribunals.  The  terms  of  the  Act  of  Congress  do  not 
reach  the  Federal  Courts  when  sitting  as  Courts  of  Equity ; 
and  yet  it  is  certain,  that,  as  Courts  of  Equity,  they  do  recog- 
nize and  allow  lapse  of  time  as  a  defence,  in  precise  analogy 
to  the  statutes  of  limitation,  in  cases  where  such  analogy  is 
appropriate.  Besides  this,  if  the  Act  of  Congress  be  the 
ground  of  these  decisions  in  the  Federal  Courts,  it  may  be 
regardeS,  for  the  purposes  of  this  question,  as  an  adoption, 
by  Congress,  of  the  statutes  of  limitation  of  the  respective 
States  within  which  the  Federal  Courts  are  held  ;  and,  there- 
upon, the  same  rules  of  interpretation  and  of  application  ob- 
tain as  are  above  stated  to  govern  the  State  Courts,  and  the 
foundation  and  scope  of  the  statutes  will  be  as  also  above 
stated.  This  leads  to  the  same  result.  They  will  be  held  to 
apply  to  claims  according  to  their  nature,  an^  in  whatever 
form  asserted.  They  will  be  deemed  statutes  of  repose,  pro- 
ceeding upon  presumption  of  payment,  and  of  los^  of  evi- 
dence, and  will  bar  all  claims  which  may  be  the  subjects  of 
actions  at  law,  however  presented;   and  hence,   also^  their 
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recognition  by  tiie  Federal  OourtB,  when  sitting  as  OonrtB  of 
equity,  as  famishing  the  proper  analogy. 

With  these  declarations  before  us,  of  the  nature,  founda- 
tion and  effect  of  statutes  of  limitation,  .by  the  Courts  of  the 
State  and  of  the  United  States,  and  in  tlie  fitce  of  the  well- 
setliled  reoogniti(ni  thereof  by  the  latter,  in  their  several  Cir- 
cuits and  Districts,  at  law  and  in  equity,  we  are  called  upon 
to  'say,  that,  when  sitting  as  a  Court  of  bankruptcy,  in  the 
State  of  Connecticut,  the  District  Court  of  the  United  States 
may  and  must  disregard  the  statutes  of  limitation  of  the 
State,  entertain  a  party  aUeging  a  claim  long  since  barred,  as 
a  prosecutor,  upon  his  demand  take  possession  of  the  estate 
of  the  respondent,  and  actually  appropriate  such  estate  to  the 
payment  of  such  daim ;  and  this  is  claimed  notwithstand*- 
ing  the  second  section  of  the  bankrupt  law  requires  this 
Court,  on  review  of  the  proceedings,  to  determine  all  cases 
arising  under  tliat  law  as  in  a  Court  of  equity.  If  tl^re  be 
any  warrant  for  thus  calling  upon  the  District  Court  to  de- 
part from  the  settled  rule  governing  the  Federal  Courts  on 
this  subject,  it  must  be  sought  in  the  express  provisions  of 
the  bankrupt  law,  in  its  necessary  construction,  or  in  an  evi- 
dent intent  of  Congress  to  produce  this  result,  manifested  in 
the  Act  itself  or  in  the  circumstances  of  its  enactment. 

It  is  not  claimed  that  there  is  any  express  declaration  in  the 
Act,  forbidding  the  Court  sitting  in  bankruptcy  from  giving 
the  same  effect  to  the  statutes  of  limitation  of  the  State  in 
which  the  Court  is  held,  which  it  would  be  boimd  to  give  in 
a  litigation  between  the  same  parties  in  any  other  form,  either 
at  law. or  in  equity.  Nor,  in  my  judgment,  does  its  language, 
in  any  respect,  or  its  necessary  construction,  as  a  system  of 
bankruptcy,  work  such  a  result.  When  it  employs  the  terms, 
debtor  and  creditor,  debt,  claim,  demand^  and  other  like  or 
kindred  terms,  as  a  guide  to  the  Court  in  the  discharge  of  its 
duty,  within  the  jurisdiction  where  it  is  acting,  it  uses  those 
terms  in  their  usual  accepted  sense,  and  they  are  to  be  applied 
by  the  Courti  within  that  jurisdiction,  and  tested  there.  When 
the  inquiry  arises,  in  the  Circuit  or  District  Court  of  the  United 
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States  for  the  Djistrict  of  Oonnectiejit,  whether,  between  two 
citizens  of  that  State,  the  relation  of  debtor  and  creditor 
exists — ^whether  A.  B.  has  a  debt  against  C.  D. — ^it  is  to  be 
answered  by  the  enquiry — Is  C.  D.  under  a  legal  obligation 
to  pay  money  to  A.  B.  ? — ^Has  A.  B.  a  claim  which  the  law 
will  recognize  as  entitling  him  to  recover  money  from  0.  D.  i 
The  law  of  the  jurisdiction  answers  the  question.  , 

It  is  suggested,  that,  in  the  Federal  Court,  the  question 
must  be  answered  by  enquiring,  whether,  in  any  State  of  the 
United  States,  such  claim  would  be  recognized  as  a  debt  en- 
titling A.  B.  to  a  recovery  from  C.  D.,  if  he  were  brought 
within  its  jurisdiction,  and,  if  yea,  then  it  must  be  so  recog- 
nized by  the  Federal  Court  for  the  District  of  Connecticut, 
within  the  jurisdiction  of  which  he  is,  and  in  which  the  ques- 
tion of  his  liability  is  to  be  determined,  and,  therefore,  if  it 
appear  that,  should  C.  D.  be  found  in  Wisconsin,  the  Courts 
of  that  State  would  treat  him  as  a  debtor,  he  must  he  so 
treated  here ;  or,  in  effect,  the  rights  and  responsibilities  of  a 
resident  of  Connecticut  are  to  be  determined  by  the  laws  of 
Wisconsin,  and  not  by  the  laws  of  this  State,  though  the 
matter  arises  here.  The  principle  of  this  argument  is  nothing 
short  of  this — ^If  he  would  be  held  a  debtor  anywhere,  he 
must  be  held  a  debtor  in  the  District  Court  for  the  District 
of  Connecticut.  There  is  po  ground  for  restricting  the  mean- 
ing of  the  word  "  debt "  or  "  debtor  "  to  a  liability  which 
would  be  enforced  within  the  States  of  this  Union.  K,  for 
the  mere  reason  that,  by  the  laws  of  Wisconsin,  a  resident 
citizen  of  Connecticut  could  be  adjudged  to  pay  what  is 
claimed  to  be  a  debt,  provided  he  were  found  there,  he  must, 
also,  in  the  District  Court  for  Connecticut,  be  adjudged  a 
debtor,  it  must  be  because,  if  anywhere  such  claim  would  be 
so  enforced,  it  must  be  here ;  and,  in  short,  whatever,  in  any 
place  on  this  globe,  could  be  recovered  as  a  debt,  if  the  par- 
ties should  be  subjected  to  its  jurisdiction,  is  a  debt  within 
the  meaning  of  the  bankrupt  law,  and  must  be  so  troated  by 
the  Federal  Courts,  wherever  they  are  exercising  their  juris- 
diction as  Courts  of  bankruptcy. 

There  is  no  law  of  the  United  States  defining  a  debt  or 
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describing  a  creditor,  except  as  one  to  whom  a  debt  is  due^ 
The  bankrupt  law  speaks  of  debts  due  and  payable  either 
presently  or  at  a  future  day.  An  alleged  debt  is  not  to  be 
deemed  due  and  payable,  if  the  claimant  cannot  by  law  com- 
pel its  payment*  It  is  conceded,  by  the  argument,  that  this  is 
true,  if,  by  the  law  of  no  State  of  the  United  States  such  pay- 
ment could  be  compelled,  if  the  pai'ties  were  there.  No 
reason  can  be  assigned  for  this  limitation ,  as  already  suggested ; 
and,  if  there  is  any  foundation  for  the  argument,  the  proposi- 
tion should  be — If  payment  could  be  compelled  anywhere  on 
the  habitable  globe,  were  the  parties'  there,  then  it  must  be 
treated  as  a  debt  in  this  Court  and  in  this  District.  In  my 
judgment,  the  District  Court  for  Connecticut  had  not,  nor 
have  I,  sitting  in  this  District,  anything  to  do  with  the 
question,  what  are  the  laws  of  Wisconsin,  or,  what  are  the 
laws  of  China,  when  considering  the  relation  between  two 
resident  citizens  of  Connecticut,  growing  out  of  transactions 
in  this  State.  The  parties  to  this  controversy  are  not  and 
have  not  been  in  Wisconsin.  The  transaction  did  not  arise 
in  Wisconsin.  Neither  the  parties,  nor  the  subjefct  matter, 
have  ever  been,  and  are  not,  under  the  jurisdiction  of  that 
State,  or  affected  by  its  laws ;  and,  whether,  in  the  supposed 
contingency  of  the  respondent's  going  to  that  State,  and  be-^ 
ing  pursued  there  by  the  petitioner,  the  latter  could  establish, 
and  recover  a  sum  of  money  from  him  as,  a  debt,  seems  to 
me  wholly  irrelevant  to  the  inquiry  before  the  District  Court, 
and  just  as  irrelevant  as  the  same  question  would  be  if  applied 
to  China.  The  respondent  is  not  there ;  he  is  in  Connecticut ; 
he  is  pursued  in  Connecticut ;  and  here  he  is  to  be  judged,  not 
by  the  laws  of  Wisconsin  nor  the  laws  of  China.  It  may  be, 
th^t,  in  some  State  of  the  United  States,  no  statutes  of  limit- 
ation exist,  or,  at  least,  for  the  purpose  of  testing  this  ques- 
tion, we  may  assume  that  to  be  possible.  If  so,  then,  upon 
the  argument,  the  legislation  of  Connecticut,  in  all  respects 
just,  wise,  and  entitled  to  favor,  exercised  for  the  protection 
of  the  citizens  of  that  State,  and  within  its  competent  power, 
is  to  be  defeated  and  rendered  wholly  inoperative,  because 
some  other  State  has  no  such  enactment.    It  is  using  very 
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moderate  terms,  to  say,  that  gxkUl  a  view  of  the  subject  is  nn- 
reasonable,  and  one  of  which  the  inhabitants  of  the  several 
fitates,  wi&in  their  respective  limits,  might  justly  complain. 

When  the  inquiry  is  permitted— What  was  the  intent  of 
Congress,  inferrible  from  the  terms  of  the  Act,  or  from  any 
•other  considerations,  or  what  should  be  deemed  the  true  con- 
struction of  the  Act,  when  it  is  open  to  construction  ? — it  is, 
as  it  seems  to  me,  conclusive  to  observe,  that  the  grounds 
4Aken  by  the  counsel  for  the  petitioner  inevitably  result  in 
this,  that  Congress,  by  the  bankrupt  law,  has  abrogated 
wholly  all  the  statutes  of  limitation  of  the  several  States ;  not, 
it  is  true,  in  very  terms,  but,  in  every  case,  has  destroyed 
their  effect,  as  a  protection  against  stale  demands.  The 
enactment  of  such  Jaws,  as  statutes  of  repose,  as  a  protection 
against  unfounded  claims  and  debts  presumptively  paid,  and 
to  stand  as  a  defence,  when,  presumptively,  the  evidence  is 
lost  which  would  have  availed  the  defendant  if  the  claim 
were  seasonably  prosecuted,  is  within  the  unquestionable 
sphere  of  State  legislation.  In  regard  to  its  own  inhabitants, 
and  to  transactions  within  its  own  limits,  the  State  may 
properly  insist  upon  its  power  in  this  respect,  and  the  un- 
controlled right  to  exercise  it  for  the  benefit  of  its  citizens. 
If  so,  the  Congress  of  the  United  States  is  not  to  be  deemed 
to  have  legislated  in  contravention  of  that  power,  or  so  as  to 
destroy  its  efficiency,  unless  the  terms  or  necessary  construc- 
tion of  the  Act  very  clearly  import  such  an  intent.  Indeed, 
the  question  may  pertinently  be  asked, — Has  Congress  the 
power  to  pass  an  Act  which  shall  work  such  a  result  i  It  has 
power  to  enact  uniform  laws  on  the  subject  of  bankruptcy 
throughout  the  United  States.  If  power  to  pass  such  laws 
necessarily  involved  the  power  to  abrogate  all  laws  of  a  State 
designed  for  the  protection  of  its  inhabitants  withifi  its  own 
limits,  for  the  purposes  and  upon  the  grounds  on  which 
statutes  of  limitation  proceed,  if  bankrupt  laws,  as  under- 
stood and  construed  when  the  Constitution  was  adopted,  had 
the  effect,  (notwithstanding  statutes  of  limitation,)  to  let  in 
stale  demands,  and  to  permit  the  claimants  to  prosecute  in 
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bankruptcy,  it  might  be  claimed,  at  least,  that  the  power  waB 
not  wanting.  But  it  was  conceded,  on  the  argument  herein, 
that  the  bankrupt  laws  of  England  have  no  such  effect,  and 
that  the  Court  of  bankruptcy,  like  Courts^  of  equity,  rec- 
ognizes^ the  statute  of  limitations  as  a  bar.  (  See  1  Archr- 
hold) 9  La/u)  of  Banhmptcyy  ed.  of  1867,  p.  538 ;  2  Doria  tfe 
Macra^B  Law  and  Pr.  of  Barikruptcy,  787 ;  Ex  parte  Dewdr 
net/y  15  Ves.y  479,  and  2  JSose^  59 ;  jEi  parte  Boffey^  19  Vea.y 
468;  Ee  parte  Bo98,  2  Glyn  dh  Jaraeaony  46;  Gregory  v. 
HurriUy  1  Bing.y  824,  and  8  Moorey  190 ;  Re  dendinnmgy 
9  Irish  Chancery  B.y  284 ;  Ed  parte  Woodwardy  8  Beacony 
294 ;  Toppingy  ex  partey  34  La/u)  Joumdly  new  seriesy  pt  1, 
Ba/nhrwptcyy  44;  Kiddy  ex  partey  7  Juriety  n,  e.ypt  1,613.) 

The  practical  consequences  of  the  claim  here  asserted  by 
the  petitioner,  also  requires  us  to  say,  that  Congress,  in  the 
enactment  of  the  bankrupt  law,  had  no  intention  to  over- 
ride State  statutes  of  limitation.  Examples  are  numerous,  of 
citizens  who  have  for  many  years  reposed  in  safety  under  the 
protection  of  those  laws,  and  have  been  able,  from  the  earn** 
ings  of  careful  industry,  to  save  some  provision  for  old  age, 
sickness,  or  the  education  of  their  children,  and  now,  by  the 
warrant  of  the  bankrupt  law,  stale  claims  are  produced; 
they  are  made  the  basis  of  prosecution  in  bankruptcy ;  acts 
otherwise  wholly  just  and  proper  are  called  fraudulent,  and 
deemed  acts  of  bankruptcy,  by  reckon  of  such  stale  claims 
now  elevated  to  the  character  of  debts ;  parties  who  could  not 
in  any  form  maintain  a  claim,  in  any  Court  whatever,  having 
jurisdiction  of  the  parties,  become  prosecutors ;  all  the  legal 
presumptions  of  payment,  or  other  defence,  or  loss  of  evi* 
dence,  on  which  statutes  of  limitations  proceed,  are  disregarded ; 
and  all  that  the,  now  indeed,  unfortunate  respondents  have  is 
swept  away.  Truly,  if  this  be  so.  Congress  has  provided  a 
new  way  to  collect  old  debts.  This  was  not  the  design  or 
purpose  of  the  law,  and  I  cannot  yield  my  assent  to  the 
argument  which  gives  it  such  an  operation.  It  is  true,  that 
the  consequences  adverted  to  are  not  of  such  force  as  to 
control  an  express  constitutional  provision  of  m  Act  of  Con-t 
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gress,  but  they  are  of  great  importance,  when  an  incidental 
e£Eect  is  sought  to  be  given  to  the  Act,  which  is  not  neces- 
sarily involved  in  its  express  words. 

We  are  not  left  to  the  considerations  above  suggested,  as 
our  sole  guide  to  the  determination  of  this  question.  The 
Act  itself,  so  far  from  declaring  that  the  statutes  of  limitation 
shall  not  affect  the  prosecutor  of  the  petition,  contains  a 
provision  which  seems  very  clearly  to  indicate  that  such 
statutes  are  to  be  regarded  in  the  Court  of  bankruptcy,  as 
fully  as  they  have  heretofore  been  recognized  in  the  Federal 
Courts.  It  was  conceded,  by  the  counsel  for  the  petitioner, 
that,  had  the  respondent  been  adjudged  a  bankrupt,  the  claim 
of  the  petitioner  would,  nevertheless,  be  open  to  contention, 
and  his  debt  must  be  established.  This  concession  was  clearly 
correct.  The  mere  fact  that  he  is  a  petitioner  is  not  con- 
clusive upon  other  creditors  that  he  is  to  be  allowed,  in  the 
distribution  of  the  estate,  just  what  he  claims  in  his  petition ; 
nor  is  it  conclusive  upon  the  assignee.  If  this  were  not  so, 
collusion  between  a  debtor  and  a  petitioner  setting  up  a 
pretended  but  fictitious  claim  would  work  the  grossest  in- 
justice. 

In  the  first  instance,  the  validity  of  claims,  and  their  title 
to  allowance  in  the  distribution  of  the  estate,  are  passed  upon 
in  the  District  Court,  (§§  22,  23.)  If  rejected,  an  appeal  lies 
to  the  Circuit  Court ;  and  here  the  claimant  niust  file  a  state- 
ment, setting  forth  his  claim,  substantially  as  in  a  declaration 
for  the  same  cause  of  action  at  law,  and  the  assignee  must 
'  plead  or  answer  thereto,  in  like  manner^  and  like  proceedings 
must  thereupon  be  had,  in  the  pleadingSy  trial,  and  determin- 
ation of  the  cause,  as  in  an  action  at  law,  commenced  and 
prosecuted  in  the  usual  manner ,  in  the  Courts  of  the  United 
States,  (§  24.)  This  section  clearly  imports,  that  the  assignee 
may  interpose  any  legal  defence  whatever,  which  could  be 
interposed  in  an  ordinary  action  in  the  United  States  Courts, 
and  the  issue  must,  on  the  trial,  be  determined,  and  judg- 
ment must  be  pronounced,  as  in  such  an  action.  It  has  al- 
ready been  seen,  that,  in  actions  at  law  in>  those  Courts,  the 
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State  statutes  of  limitation  are  fully  recognized  as  a  defence ; 
and  they  must,  by  the  clear  language  of  this  section;  be,  in 
like  manner,  available  on  such  an  appeal,  and  the  claim  of 
this  petitioner,  in  such  case,  must  be  rejected.  The  bankrupt 
Act,  therefore,  not  only  does  not  abrogate  the  State  statute 
of  limitations,  biit  here  plainly  warrants  its  interposition  as  a 
defence,  and  requires  the  Court  to  sustain  it.  That  Act  has, 
doubtless,  furnished  some  new  defences,  but  it  has  deprived 
the  party  of  none  which  were  available  in  an  ordinary  action 
at  law  for  the  same  cause.  This  is,  also,  apparent  from  the 
provisions  of  the  21st  section,  which,  although  it  provides  for 
a  temporary  stay  of  pending  suits,  permits  them  to  proceed 
to  judgment.  Clearly,  therefore,  the  defence  of  the  statute 
of  limitations,  wherever  it  has  been  interposed,  must  avail  in 
all  such  suits. 

These  provisions  seem  to  me  to  show,  conclusively,  that 
nothing  is  further  from  the  intention  and  effect  of  the  bank- 
rupt law,  than  to  deprive  a  party  and  his  estate  of  the  pro- 
tection of  such  laws ;  nor  could  language  be  better  adapted 
to  secure  their  benefit,  as  a  defence  against  stale  claims.  And 
this  should  be  so.  No  equity  pertains  to  a  prosecutor  in  a 
Court  of  bankruptcy,  to  be  allowed  to  enforce  a  claim,  which, 
in  a  Court  of  law,  and  in  a  Court  of  equity  which  proceeds 
in  analogy  to  the  statute  of  limitations,  would  be  rejected. 
He  is  in  no  worse  condition  than  in  either  of  those  Courts. 
All  that  can  be  suggested  is,  that,  if  Courts  of  bankruptcy 
recognize  State  statutes  of  limitation,  and  yet  the  discharge 
of  a  bankrupt  operates  against  claims  barred  thereby,  the 
claimants  lose  their  chance  of  finding  their  alleged  debtor  in 
some  other  State,  and  compelling  payment.  So  far  as  tliis 
applies  to  the  present  petitioner,  or  any  other  prosecuting  in 
this  District,  the  answer  is  easy.  If  he  prosecute  the  re- 
spondent in  any  other  form,  the  effect  is  precisely  the 
same.  The  judgment  in  an  action  at  law  here  would 
forever  bar  any  prosecution  of  an  action  in  any  other 
State. 

The  precise  question  in  this  case  is,  whether  one  who 
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alleges  %hat  he  Ib  a  creditor  by  a  debt  which  is,  under  the 
State  law,  barred,  can  become  a  prosecutor  in  the  Conrt  of 
bankruptcy,  and  demand  that,  on  his  petition  and  proofs,  the 
respondent  be  adjudged  a  bankrupt.  A  conflict  of  opinion 
is  found  in  the  decisions  o£  some  of  the  District  Courts,  on 
the  question,  whether,  after  a  debtor  has  been  adjudged  a 
bankrupt,  a  debt,  barred  by  the  State  statute,  should  be  al* 
lowed  to  share  in  the  distribution  of  the  estate.  (In  re  Bay^ 
2  Benedict  J  53 ;  In  re  Sheppard,  1  Bank.  Beg.,  115 ;  In  re 
Bmgslej/y  7  Am.  Lam  Beg.^  n.  «.,  423,  and  1  Bank.  Beg.^  52, 
66 ;  In  re  Harden^  1  Bcmk.  Beg^  &7.)  Many  of  the  views 
above  suggested  are  ably  presented  in  the  discussion  of  that 
question.  Incidentally  to  that  discussion,  the  question  has 
arisen,  whether,  if  such  claims  are  not  allowed,  the  discharge 
of  the  bankrupt  would  avail  as  a  defence  thereto,  if  he  should 
afterwards  be  sued  in  another  State.  K  it  can  be  successfully 
insisted,  that  a  claimant  can  be  permitted  to  prove  his  claim 
and  share  in  the  distribution  of  the  estate,  who  could  not 
have  prosecuted  the  respondent,  and  required  the  Court  to 
adjudge  him  a  bankrupt,  then  the  decision  herein  determines 
nothing  on  the  question  thus  in  conflict.  It  is,  however,  ob- 
vious, that  the  views  here  expressed  are  quite  pertinent  to 
that  question.  It  is,  therefore,  not  irrelevant  to  add;  that  the 
apprehended  consequence,  of  leaving  the  discharged  bankrupt 
exposed  to  prosecution  and  judgment  for  all  claims  barred  by 
the  laws  of  the  State  in  which  the  discharge  is  granted,  if  he 
be  found  in  another  State,  because  they  are  held  in  the  bank- 
rupt Court  not  to  constitute  the  claimant  a  creditor,  nor  to 
entitle  him  to  share  in  the  distribution  of  the  estate,  is  not 
necessarily  the  result  of  such  a  holding.  True,  it  is  declared, 
(§  34),  |hat  a  discharge  shall  ^f  release  the  bankrupt  from  all 
debts,  claims,"  cfec,  "  which  were  or  might  have  been  proved 
against  his  estate  in  bankruptcy ;"  and,  in  another  form,  (§  32,) 
the  order  of  the  Court  must  direct  a  discharge  ^^from  all 
debts  and  claims  which  by  said  Act  are  made  provable  against 
his  estate."    Whether  a  claim  is  provable  or  not,  is  to  be 
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detennined  by  itk  nature,  and  not  bj  enquiring  whether  it  is 
possible  to  establish  it.  Provision  is  made,  in  the  Aet  itself, 
for  the  excltision  of  many  debts  and  claims  which  are  in  their 
natnre  provable,  bnt  it  is  not  questionable  that  they  are,  never* 
thelesB,  released  by  the  discharge.  Under  §  23,  one-  who  has 
accepted  a  preference  contrary  to  the  provisions  of  the  Act, 
ahall  not  prove  his  debt  or  claim,  nor  receive  a  dividend, 
mileas  he  have  surrendered  to  the  assignee  the  property  re- 
ceived by  him.  The  right  of  a  mortgagee  or  pledgee  to 
prove  his  debt  is  qualified  by  section  20.  By  section  35,  one 
who  obtains  money  or  property  as  an  inducement  for  forbear* 
ing  to  oppose,  or  for  consenting  to,  the  debtor's  discharge,  is 
excluded  from  any  share  in  the  estate.  A  creditor,  having 
reasonable  cause  to  believe  his  debtor  insolvent,  &c.,  who 
receives  a  conveyance  or  payment,  as  mentioned  in  the  39th 
section,  is  not  allowed  to  prove  his  debt  in  bahkraptcy.  It  is 
not  at  all  doubtful,  that  the  discharge,  if  granted,  is  equally 
effectual,  as  against  such  creditors,  to  release  the  bankrupt,  as 
it  is  against  any  other  creditor.  This  is  sufficient  to  show,  that 
a  holding  that  an  alleged  debt  is,  in  the  Court  of  bankruptcy, 
as  well  as  in  a  Court  of  law  or  Court  of  equity,  barred  by 
the  statute  of  limitations,  does  not  necessarily  include  a  hold- 
ing that  the  bankrupt  cannot  successfully  plead  his  discharge 
as  a  defence  thereto,  should  an  action  be  afterwards  brought 
against  him  in  this  or  any  other  State*  The  rejection  of  the 
cbdm  by  the  Court  of  bankruptcy  proceeds  upon  the  same 
grounds  as  its  rejection  in  a  Court  of  law  when  there  tried, 
whether  in  an  ordinary  action,  or  on  the  appeal  f^om  its  disal- 
lowance, (§  24,)  namely,  that  it  has  no  legal  existence,  that  it 
is  not  a  debt  due  and  payable  ;  and,  therefore,  if  an  action 
were  afterwards  brought  therefor,  it  would  stand  just  as  a 
daim  would  stand,  which,  on  such  an  appeal  and  trial,  was 
found  usurious,  or  to  have  arisen  out  of  an  illegal  transaction, 
or  to  have  been  released  or  paid,  or  to  be  held  by  one  who 
was  forbidden  to  prove  his  debt  by  section  80.  In  either  case, 
the  claim  thus  rejected  is  found  not  provable  against  the  estate ; 
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and  yet,  in  such  Bubsequent  action  therefbr,  the  discharge 
would  be  a  conclusive  defence. 

For  these  reasons,  I  am  clearly  of  opinion,  that  a  petitioner 
alleging  a  claim  whidi  is  barred  by  the  statutes  of  limitation, 
cannot  maintain  a  petition,  in  involuntary  bankruptcy,  for  an 
adjudication  declaring  his  alleged  debtor  a  bankrupt. 

5.  The  suggestion,  that  the  advance  of  money  made  by  the 
petitioner  in  1854  is  not  within  the  statute  of  limitations,  be- 
cause it  was  held  as  a  trust,  or  because,  the  promise  to  repay  it 
being  conditional,  six  years  have  not  elapsed  since  the  cause  of 
action  accrued,  is  not  sustained  by  a  just  view  of  the  actual  trans- 
action. Taking  the  account  of  the  advance  as  given  by  the 
petitioner  himself,  (and,  therefore,  assuming  that  it  was  not 
made  and  received  as  a  partial  return  of  the  money  advanced 
by  the  father  for  the  education  of  the  son,)  there  has  never 
been  a  moment  when  the  son  could  not  have  maintained  an 
action  of  assumpsit,  at  law,  therefor.  If  treated  as  a  loan,  or 
as  payable  at  all,  it  was  payable  whenever  the  lender  saw  fit 
to  require  it.  Depositing  it  in  the  savings'^  bank,  to  the 
credit  of  the  son,  was  a  mode  suggested,  which  would  have 
been  satisfactoiy,  but  the  son  could  have  required  payment 
to  himself  personally  at  any  moment,  and  the  savings'  bank 
was  merely  constituted  the  agent  to  receive  it.  The  state- 
ment of  the  father,  in  his  letter,  that  he  would  deposit  it  as 
soon  as  in  his  power,  called  out  no  dissent,  but  there  was  no 
contract  binding  on  the  son,  which  required  him  to  forbear. 
It  was,  therefore,  payable  on  demand,  and  the  statute  began 
to  run  from  the  time  the  advance  was  made.  The  debt,  if 
any,  existed  from  that  time.  Where  a  debt  is  already  barred 
by  the  statute  of  limitations,  a  promise  by  the  debtor  to  pay 
it  when  he  is  able,  has  been  regarded  as  conditional,  and  not 
to  create  an  obligation,  as  a  revival  of  the  debt,  until  ability 
to  pay  appears ;  but,  where  there  is  a  present  debt,  a  promise 
to  pay  it  when  able  does  not  destroy  the  right  of  the  creditor 
to  sue,  nor  postpone  such  right,  and  it  in  no  wise  hinders  or 
prevents  the  running  of  the  statute.  I  am  inclined  to  say, 
also,  that,  if  the  transaction  were  treated  as  a  contract  to  pay 
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when  the  respoBd^nt  was  able,  and  was  binding,  as  such,  upon 
both  parties,  the  proofs  show  no  change  in  the  pecuniary  condi- 
tion of  the  father  since  that  time.  He  was  able,  in  fact,  to 
repay  it  when  he  received  it,  and  ever  since.  True,  he  was 
embarrassed  by  the  debts  he  incurred  in  providing  for  his  son's 
education,  and  he  wished  to  pay  them,  and  did  not  wish  to 
sell  his  farm  for  the  purpose  ;  but  he  was  not  insolvent.  He 
wished  to  retain  his  property,  as  a  means  of  support  to  him- 
self and  family ;  but  it  is  idle  to  say,  that,  had  his  son 
brought  an  action  of  assumpsit,  at  law,  for  money  lent,  the 
father  could  have  successfully  defended  on  the  ground  of 
any  inability  to  pay,  shown  by  the  proofe  in  this  cause, 
or  upon  any  idea  of  trust,  cognizable  only  in  a  Court  of 
equity. 

The  order  dismissing  the  petition  herein  was  in  no  respect 
erroneous,  and  it  must  be  aflirmed,  with  costs. 


Thomas  J.  Woolcocks 
Frajtcis  Many  and  others.    In  Equity. 

The  first  cUum  of  the  letters  patent  granted.  May  24th,  1870,  to  Thomas  J. 
Woolcocks,  for  an  "  improyement  in  spealdng-tabe  whistles,"  namely,  "  In 
oombinadon  with  the  cylindrically  formed  barrel  A,  the  stem  F,  having  the 
reacting  spring  G  attached  to  it,  and  operating  on  the  ontside  of  the  barrel, 
as  hereinbefore  described,  and  for  the  purposes  set  forth,"  is  infringed  by  a 
combination  consisting  of  the  barrel,  stem  and  spring,  the  spring  being  at- 
tached to  the  stem,  and  operating  on  the  outside  of  the  barrel,  and  the  barrel 
being  octagonal  instead  of  cylindrical,  the  combination  being,  in  all  other 
respects,  the  same,  and  the  octagonal  form  possessing  all  the  advantages  of, 
and  being  the'  equivalent  of,  the  cylindrical  form,  as  contradistioguished  from 
the  previous  square  form. 

(Before  BLATCicrou>,  J.,  Southern  District  of  New  York,  September  20th,  1871.) 
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BiiiLTOHFOBD,  J.  This  suit  is  founded  ou  letters  patent 
granted  to  the  plaintiff,  Maj  S^th,  1870,  for  an  ^'  improve-^ 
ment  in  speaking-tube  whistles."  The  patentee  in  his  spec* 
ification,  says :  ^^  Mj  invention  relates  to  certain  improve* 
ments  in  the  manufacture  of  speaking-tube  whistles,  for 
which  a  patent  was  granted  to  myself  and  partner,  May  4th, 
1852,  and  extended  for  the  term  of  seven  years,  from  and 
after  the  4th  of  May,  1866.  In  the  invention  thus  patented, 
the  barrel  was  made  square,  and  the  spring  attached  to  the 
rod  operating  the  whistle  secured  to  the  inside  of  the  barrel, 
thus  making  it  difficult  to  get  at  the  whistle  to  repair,  should 
the  spring  break,  and  at  the  same  time  requiring  a  large  un-> 
subtly  barrel,  or  box,  (more  properly),  to  admit  of  the  work- 
ing of  the  spring  thus  arranged  within  it."  He  states,  that 
his  invention  consists,  '^  first,  in  applying  the  spring  to  the 
rod  or  stem,  for  operating  the  whistle,  on  the  outside  of  the 
cylindrical  barrel,  so  as  to  be  accessible  at  all  times  for  repair- 
ing, without  taking  the  whistle  barrel  to  pieces ;  second,  in 
forming  a  solid  flange  or  hinge  to  the  edge  of  the  valve  or 
top  plate  of  the  whistle,  for  supporting  or  holding  the  spring, 
rod  or  stem,  when  attached  thereto,  in  contradistinction  .to 
the  old  method  of  making  the  valve  plate  of  the  whistle  by 
soldering  an  independent  flange  or  hinge  thereto."  Figures 
of  drawings  accompany  the  specification,  and  it  gives  a  de- 
scription of  the  construction  of  the  parts  of  the  apparatus 
which  embody  the  improvements.  The  barrel  or  box  which 
contains  the  whistle  is  stated  to  be  cylindrical  in  form,  in ' 
contradistinction  to  being  square.  The  invention  covered  by 
the  patent  of  1852  is  the  introduction  of  an  alarm  valve  or 
whistle  into  the  speaking  tube.  This  valve  closes  the  mouth 
of  the  tube,  when  the  tube  is  not  in  use,  being  held  to  its 
place  by  a  spring.  There  is  a  mouth  piece  at  each  end  of  the 
tube.  Immediately  behind  the  mouth  piece  is  a  chamber 
containing  the  valve.  The  valve  is  a  hollow  disc,  formed  so 
as  to  produce  a  whistliilg  noise  by  means  of  an  orifice  through 
it,  whenever  a  strong  current  ofair  is  impelled  through.  The 
valve  is  attached  to  a  spindle,  which  has  a  handle  worked 


SiSTEHBER,  16V1.  14t 


Woolcooks  V,  Maay» 


from  the  oatfiide,  so  as  to  raise  the  valve  against  the  action  of 
the  spring,  when  it  is  desired  to  use  the  tube.  The  person 
desiring  to  speak  raises  the  valve,  and  blows  through  the  tnbe^ 
and  thns  sounds  the  whistle  at  the  other  end,  and  attracts  the 
attention  of  the  person  to  be  spoken  to,  who,  by  raising  the 
valve  at  his  end,  enables  a  conversation  to  be  held  through 
the  tnbe.  l%e  patent  of  1S62  represents  the  barrel  or  box 
containing  the  valve  as  being  square  in  form,  and  the  spring 
as  being  coiled  around  the  spindle  inside  of  the  barrel.  In  the 
patent  of  1870,  the  upper  one  of  the  two  concave  perforated  discs 
which  form  the  valve-whistle,  has  around  it  a  marginal  flange, 
which,  at  one  side,  is  doubled  in  width,  so  as  to  form  a  solid 
Idnge  piece,  to  which  the  stem  or  spindle  for  operating  or 
raising  the  valve  may  be  attached.  The  specification  states, 
that,  previously,  the  hinge  piece  had  been  formed  separately 
and  soldered  to  the  edge  of  the  flange,  and  that  then  the 
stem  or  spindle  was  soldered  to  the  hinge  piece.  In  the 
patent  of  1870,  the  spring  for  keeping  the  valve  shut,  is  a 
spiral  spring,  coiled  around  the  stem  on  the  outside  of  the 
barrel,  and  thus  accessible  at  all  times  for  repairs.  The  claims 
of  the  patent  of  1870  are  as  follows :  ^^  1.  In  combination  with 
the  cylindrically  formed  barrel  A,  the  stem  F,  having  the 
reacting  spring  G  attached  to  it,  and  operating  on  the  outside 
of  the  barrel,  as  hereinbefore  described  and  for  the  purposes 
set  forth.  2.  The  disc  B,  having  a  solid  flange  D  and  hinge 
piece  E  attached  thereto,  as  hereinbefore  described,  and  for 
the  purposes  set  forth." 

The  speaking  tube  sold  by  the  defendants,  and  alleged  to 
infringe  the  patent,  has,  in  combination  with  a  barrel  contain- 
ing the  valve,  the  stem,  having  attached  to  it  a  reacting 
spring,  operating  on  the  outside  of  the  barrel,  such  combina- 
tion being,  in  all  respects,  the  same  as  that  covered  by  the 
first  claim  of  the  patent,  except  that,  in  the  defendants'  tube, 
the  barrel  or  box  is  octagonal,  instead  of  cylindrical.  But,  in 
the  combination,  the  octagonal  fomf,  as  contradistinguished 
from  the  previous  square  form,  is  the  equivalent  of  the 
cylindrical  form,  as  contradistinguished  from  the  previous 
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square  form.  The,  evidence  shows  that  the  octagonal  form 
possesses  all  the  advantages  which  the  cylindrical  form  has. 
There  can  be  no  doabt,  therefore,  that  the  defendants'  tube 
infringes  the  first  claim  of  the  plaintiff's  patent. 

The  infringement  of  the  second  claim  is  not  established. 
The  mode  used  by  the  defendants,  of  attaching  the  stem  to 
the  valve,  appears  to  be  a  mode  that  was  used  for  that  purpo<l5e 
in  making  tubes  under  the  patent  of  1B52,  before  the  plaintiff 
made  his  inventions  covered  by  the  patent  of  1870,  and  not 
to  be  the  mode  described  by  the  plaintiff  in  that  patent. 

The  defence  that  the  plaintiff  abandoned  his  inventions  is 
not  made  out. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual 
injunction,  and  an  account  of  prq^ts,  as  respects  the  first  claim 
of  the  patent. 


Charles  F.  Bldke^  for  the  plaintiff. 
Jonathmi  MarahaUj  for  the  defendants. 


Ellen  M.  Gay 
The  Union  Mutual  Life  Insurance  Company. 

A  policy  of  Insurance  on  the  life  of  a  person  oontained  the  condition,  that,  if  he 
should  die  by  suicide,  the  policy  should  be  null  and  yoid,  and  the  insurers 
should  not  be  liable  for  the  loss.  The  subject  insured  died  by  an  act  of  self- 
killing,  by  himself  firing  a  pistol  at  his  head :  Held,  that,  if  the  subject  insured, 
at  the  time  he  fired  the  pistol,  Was  conscious  of  the  act  he  was  committing, 
Intended  to  take  his  own  life,  and  was  capable  of  understanding  the  nature 
and  consequences  of  the  act,\he  insurers  were  not  liable ;  that.  If  the  act  was 
thus  committed,  it  was  immaterial  whether  he  was  capable  of  understanding 
its  moral  aspects,  or  of  distinguishing  between  right  and  wrong;  and  that,  if 
he  was  not  thus  conscious,  or  had  no  such  capacity,  but  acted  under  an  insane 
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delusion,  overpowering  his  understanding  and  will,  or  was  impelled  by  an 
uncontrollable  impalse,  which  neither  his  understatiding  nor  will  could  resist^ 
the  Insnrerfl  were  liable. 

Held,  also,  that,  the  fact  of  self-killing  being  conceded,  it  was  for  the  party 
plaiming  to  recover  on  the  policy,  to  establish  that  the  sabject  insared  was 
in  the  condition,  when  he  committed  the  act,  which  left  the  insurers  liable. 

The  value  of  the  testimony  of  expert  witnesses,  conndered. 

(pefore  Woodruff  and  SamiAir,  J  J.,  Conneotient,  September  21st,  1871.) 

This  was  an  action  at  law,  foanded  on  a  policy  of  insur- 
ance on  the  life  of  Sheridan  Gay,  for  $5,000,  payable,  in  the 
event  of  his  death,  to  his  widow,  the  plaintiff.  The  policy 
was  dated  Jane  3d,  1863,  and  Ghay,  whose  life  was  insured, 
shot  himself,  in  a  passenger  train,  on  the  Hartford,  Provi- 
dence and  Fishkill  railroad,  December  10th,  1868.  The  an- 
nual premiums  on  the  policy  had  been  regularly  paid.  One 
of  its  conditions  was,  that,  ^'  in  case  he  shall  die  by*  suicide 
♦  *  *  this  policy  shall  be  null  and  void,  and  said  com- 
pany shall  not  be  liable  for  the  loss."  The  company  declin- 
ing to  pay  the  loss,  the  plaintiff  brought  this  suit.  The 
defendants  pleaded  the  general  issue,  and,  by  way  of  special 
plea,  averred,  that  Sheridan  Gay,  whose  life  was  insured,  did 
commit  suicide,  and  that  thereby  the  policy  became  void. 
Issue  was  joined  on  these  pleas. 

On  the  trial,  the  plaintiff  admitted  that  Guy's  life  was  ter- 
minated by  self-killing,  bpt  denied  that  the  act  was  suicide, 
within  the  meaning  of  that  word  as  used  in  the  policy,  and 
contended,  that,  when  he  shot  himself,  he  was  insane,  inca- 
pa^e  of  distinguishing  between  right  and  wrong,  and  uncon- 
scious of  the  nature  and  consequences  of  the  act  he  was  com- 
mitting, and  that  he  was  driven  to  it  by  a  mere  blind  and 
irresistible  impulse,  during  a  paroxysm  of  insanity  which 
overwhelmed  his  reason  and  will.  The  defendants,  on  the 
contrary,  insisted,  that  the  facts  clearly  proved  that  Gay, 
though  he  might  have  been  under  some  delusions  originating 
in  a  painful  and  guilty  secret  which  he  carried  in  his  breast, 
and  which  had  impaired  his  health,  «nd,  to  some  extent,  un- 
settled his  mind,  understood  the  nature  and,  at  least,  the 
physical  consequences  of  his  act,  and  intended  to  take  his 
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own  life ;  and  that^  therefore,  his  act  of  self-destruction  was 
suicide,  within  the  meaning  of  the  policy,  and  rendered  the 
policy  void. 

J 
John  T.  Wait  and  Richard  D.  Subhardy  for  the  plaintiffl 

Jeremiah  HaUey^  Henry  C*  RobiAMon  and  Damd  P^. 
Tyler^  for  the  defendants. 

WooDEirrF,  J.,  charged  the  jury  as  follows :  Gentlemen 
of  the  jury :  The  case  to  which  you  have  listened  so  patiently 
during  several  days  is  one  of  no  inconsiderable  importance. 
To  the  plaintiff  it  involves  the  question  whether  she  shall 
recover  the  provision  which  was  made  for  her  in  contempla- 
tion of  the  loss  of  him  to  whom  she  looked  for  support, 
maintenance,  and  protection;  and  to  the  defendants,  as 
claimed  by  them,  and  as  conceded  by  the  plaintiff,  it  involves 
not  merely  the  loss  of  the  money  that  is  demanded,  but  the 
construction  and  effect  of  an  important  contract  in  general 
use,  in  the  meaning  and  effect  of  which  rests,  as  the  case  may 
be,  their  responsibility  to  great  numbers  who  have  effected 
like  insurances  with  them.  This  special  importance  is  not, 
p^haps,  very  material.  It  is  always  important,  in  Courts  of 
justice,  that  the  Court  and  jury  should  feel  that,  whether 
amounts  in  controversy  are  great  or  small,  their  duty  is  single, 
and  is  to  be  performed  under  a  serious  sense  of  responsibility, 
and  with  the  sole  purpose  to  render  justice  according  to  the 
evidence  and  according  to  the  law. 

The  action  is  brought  upon  a  contract  by  which  these  de- 
fendants, in  general  terms,  and  in  their  principal  assumption, 
agree  to  pay  to  the  plaintiff  five  thousand  dollars,  on  the 
death  of  Sheridan  Gay,  and  on  due  notice  and  proof  thereof, 
.  but,  nevertheless,  with  a  condition,  that,  if  he  die  by  suicide, 
the  policy  shall  be  void,  and  the  obligation,  thus  assumed  in 
such  general  phrase,  shall  be  of  no  force  or  effect. 

It  was  entirely  competent  for  the  parties  to  the  instrument 
to  make  just  that  agreement.    Parties  to  a  contract  may  con- 
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sent  to  any  gtipulation  not  in  violation  of  law ;  and,  when 
they  voluntarily  enter  into  an  agreement,  or  when  they  vol- 
untarily annex  to  an  engagement  conditions  and  limitations, 
they  are  entitled  to  have  those  conditions  and  limitations 
observed,  according  to  their  true  import  and  meaning.  It  is 
not  for  the  Court,  and  it  is  not  for  you,  to  pause  in  your 
deliberations,  to  consider  whether  such  conditions,  rightly  in- 
terpreted, are  wise — whether  their  enforcement  is  humane — 
whether,  under  any  circumstances,  such  entbrcement  may 
seem  harsh  or  unkind.  It  is  not  for  you  to  yield  to  consider- 
ations suggested  by  the  infirmities,  or  even  misfortunes,  of 
our  poor  human  nature.  These  considerations  belong  to  the 
parties  who  enter  into  the  engagement,  who,  when  agreeing 
together,  consent  that  their  contract  shall  bear  its  just  con- 
struction, and  shall,  if  it  be  enforced,  be  enforced  according  to  its 
proper  legal  effect.  Both  are  bound  by  it ;  and  I  may  add  to 
this,  that,  upon  this  trial,  as  it  seems  to  me,  both  parties  come 
into  Coxirt  ready  and  willing  to  be  bound  by  this  instrument, 
with  its  conditions.  They  differ,  however,  as  to  its  meaning 
in  reference  to  the  facts  to  which  it  is  to  be  applied;  and,  next, 
they  differ  as  to  the  facts  themselves.  The  plaintiff  claims 
that,  Sheridan  Gay  having  died,  the  sum  insured  is  due  to 
her ;  and  that  the  circumstances  of  his  death  are  not  within 
the  condition  of  the  contract  relieving  the  defendants  from 
liability  to  pay  the  money  to  her.  The  defendants,  on  the 
other  hand,  claim  that,  although  the  subject  of  the  insurance, 
the  life  of  Sheridan  Gay,  is  at  an  end,  and  he  is  dead,  never- 
theless, his  death  occurred  in  a  manner  which  is  within  the 
meaning  of  the  term  ^'  suicide,"  as  that  is  used  in  the  condi- 
tion annexed  to  the  policy ;  and  that,  therefore,  the  money, 
the  sum  named  in  the  policy,  is  not  due.  Each  party, 
plaintiff  and  defendant,  is  here  asking  that  this  case  may  be 
decided  according  to  t£eir  legal  rights,  neither  asking,  nor 
having  any  right  to  ask,  anything  out  of  pity  for  the  de- 
ceased, sympathy  for  his  widow,  or  regret  that  the  defendants 
should  be  subjected  to  loss.  Each  is  doubtless  sincere  in  the 
views  presented  by  the  respective  counsel.  It  is  right  that 
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the  plaintiff  should  insist  npon  payment  of  the  snm  insured 
for  her  benefit,  if  it  is  rightly  due  to  her  ;  and  it  is  right  that 
the  defendants,  if  the  money  is  not  payable,  should  decline  to* 
pay  it*  The  ofiicers  of  the  defendants'  company  would  have 
been  derelict  in  the  performance  of  their  duty  if  they  had 
not  resisted  the  claim  of  the  plaintiff,  if  they  had  good  reason 
to  believe,  and  did  believe,  that  the  defendants  are  not  liable. 

The  candor  of  the  counsel,  and  the  distinctness  of  the  un* 
contradicted  evidence,  have  reduced  the  subject  of  examina- 
tion and  decision  to  two  inquiries,  one  of  which  is  addressed 
to  the  Court,  and  the  other  to  you. 

The  making  of  the  contract,  its  terms  and  conditions,  the 
payment  of  the  premium  to  the  defendants,  the  death  of  the 
person  whose  life  was  the  subject  of  insurance,  and  that  his 
death  was  caused  by  the  physical  act  of  that  person,  or,  in  the 
language  of  the  concession,  by  self-killing,  the  instrument  of 
that  killing  being  a  pistol  discharged  by  himself,  the  ball  pen- 
etrating his  head  and  causing  death,  are  all  conceded.  From 
this  point  the  parties  differ.     The  plaintiff  insists  that  this 
self-killing  was  not  "  suicide,"  within  the  meaning  of  that 
term,  as  employed  in  the  policy ;  but,  on  the  contrary,  that, 
when  Sheridan  Gay  discharged  the  pistol,  he  was  insane,  by 
reason  of  disease,  and,  at  the  time,  was  so  far  unconscious  of 
the  nature  and  the  consequences  of  the  act  which  he  was  com- 
mitting, and  so  beyond  the  government  of  his  will,  by  the 
pressure  of  delusion  and  other  blind,  ungovernable  impulse, 
as  to  be  incapable  of  legal  understanding,  and  not  the  subject 
of  legal  responsibility,  and,  therefore,  in  judgment  of  law^ 
incapacitated  to  do  any  act  which  could  operate  to  defeat  this 
policy.    The  defendants,  on  the  other  hand,  insist,  that,  when 
Sheridan  Gay  killed  himself,  he  had  consciousness  enough, 
sufficient  power  to  choose,  understanding  sufficiently  capable 
of  comprehending  what  he  was  doing,  and  the  consequences 
of  his  act,  to  make  the  act  suicide,  within  the  condition  of  the 
policy.    This  exhibits  the  case,  as  I  first  stated  it.    The  par- 
ties differ  as  to  the  meaning  of  the  term  '^suicide,"  as  employed 
in  the  policy,  and  to  be  applied  to  the  facts  which  you  may 
find  to  be  established  by  the  evidence ;  and  they  differ  as  to 
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the  actual  facts  which,  in  reference  to  the  contract,  you  ought 
to  find  to  be  established. 

The  first  point  of  difiference,  that  is  to  say,  the  meaning 
and  legal  effect  of  this  condition  of  the  policy,  is  for  the  Court 
to  determine.  In  regard  to  that,  the  duty  and  responsibility 
is  upon  us,  and  not  upon  you.  With  it  you  have  no  concern, 
except  to  see  to  it  that  you  accept  the  instruction  of  the 
Court,  and,  in  good  faith,  make  it  your  guide  in  determining 
the  other  question,  which  is,  what  facts  the  proofs  do  estab- 
lish. This  should  be  so.  The  question  is  a  grave  one,  one 
npon  which  just  and  learned  men  have  differed.  If  we  should 
err  in  our  instructions  to  you,  the  matter  can  be  further  con- 
sidered, and  even  more  deliberately  than  on  this  occasion,  in 
this,  aud  if  need  be,  in  a  higher  tribunal ;  while,  if  you  should 
make  a  mistake  in  the  matter,  it  might  be  impossible,  accord- 
ing to  our  modes  of  judicial  administration,  to  prevent  the 
injustice.  In  the  discharge  of  our  duty,  we  shall  not  attempt 
to  give  a  definition  of  the  word  "suicide,"  as  employed  in  this 
and  like  policies  of  insurance,  which  will  necessarily  be  apt 
to  every  supposable  case,  and  cover  the  whole  question,  as  it 
may  arise  in  other  cases.  What  we  say  will  be  with  sole  refer- 
ence to  wiiat  is  conceded  or  uncontroverted,  or  which  may, 
perhaps,  be  found  by  you  to  be  established,  in  this  particular 
case.  We  are  not  called  upon  to  speak  of  accidental  self- 
killing,  when  there  is  not  merely  no  intention  to  kill,  but 
every  instinct  and  desire  to  continue  in  life  is  in  full  force ; 
nor  of  a  choice  of  the  mode  of  death,  when  death  itself  is  ab- 
solutely certain,  as  if,  to  escape  the  torture  of  death  by  gradual 
burning  in  a  burning  ship,  the  sufferer  should  cast  himself, 
as  an  act  of  choice  and  will,  into  the  water;  nor  of  a  case 
where  erroneous  opinions  and  unbelief  of  a  future  leads  one 
(as  perhaps  it  has  many)  to  make  the  question  of  life  or  death 
one  of  mere  choice  to  endure,  or  not  longer  to  submit  to  live ; 
nor  of  a  case  where  the  opinions  of  the  subject  are  such  that 
the  question  of  life  or  death*has  no  moral  aspects  whatsoever. 
Of  these,  or  like  cases,  we  say  nothing.  Not,  however,  to  in- 
timate any  doubt  in  relation   to  them,  but  to  say,  that  the 
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rule  we  give  for  your  guidance  is  not  given  to  be  applied  to 
them.  It  is  enough,  if  it  be  a  just  rule  in  this  case,  whatever 
more  restricted  or  more  comprehensive  rule  might  be  neces- 
sary, if  it  be  possible,  by  any  rule,  to  reach  and  cover  all  cases. 
Nor  are  we  called  upon,  nor  do  we  intend  to  go,  beyond  the 
claim  which  the  defendants  make  in  this  case.  We  under- 
stand them  to  concede,  that,  if  Sheridan  Gay,  when  he  fired 
the  pistol,  was  unconscious  of  the  act,  did  not  intend  to  take 
his  own  life,  or  was  incapable  of  understanding  the  physical 
consequences  of  the  act,  then  the  act  was  not  "suicide,"  within 
the  meaning  of  the  condition  of  the  policy,  and  the  company 
are  liable.  But  they  daim,  that,  whether  he  was  capable  of 
appreciating  the  moral  consequences  of  the  act,  as  an  act  right 
or  wrong,  is  immaterial ;  and  their  claim,  therefore,  is,  that,  if 
the  deceased  intended  to  kill  himself,  and  did  kill  himself, 
when  capable  of  understanding  the  physical  consequences  of 
the  act,  irrespective  of  its  moral  bearings,  as  right  or  wrong, 
the  defendants  are  not  liable.  They  further  claim,  that  the 
^contract  is  governed  by  the  law  of  Massachusetts,  or,  rather, 
the  exposition  of  the  law,  applicable  to  contracts  like  this,  by 
her  judicial  tribunals ;  and  that  the  rule  claimed  by  them  here 
is  in  accordance  with  the  decisions  of  the  Courts  of*that  State. 
This  presents  the  defendants'  view  of  the  construction  of  the 
contract.  The  plaintiff,  on  the  other  hand,  claims  a  different 
signification  of  the  t«rm  "suicide"  in  this  policy,  and  denies  that 
this  Court  is  bound  to  follow  the  decisions  of  Massachusetts 
Courts. 

Not  deeming  it  necessary,  for  the  purposes  of  this  trial, 
to  say  anything  to  you  upon  the  subject,  we  pass  the  legal 
question  raised  by  counsel,  whether  the  decisions  of  the 
Courts  of  Massachusetts  are  controlling  upon  us,  in  deter- 
mining the  interpretation  or  legal  effect  of  this  policy.  That, 
if  it  be  a  question,  is  for  us  and  not  for  you. 

"We  do  instruct  you,  in  view  of  the  claims,  and  of  the 
concessions,  expressed  or  implied,  in  the  positions  taken  by 
counsel,  that,  if  Sheridan  Gay,  at  the  time  he  fired  the  pistol, 
was  conscious  of  the  act  he  was  committing,  intended  to  take 
his  own  life,  and  was  capable  of  understanding  the  nature  and 
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consequezLceB  of  the  act,  the  defendants  are  not  liable ;  and 
that,  if  the  act  was  thas  committed,  it  is  immaterial  whether 
he  was  capable  of  understanding  its  moral  aspects,  or  of  dis- 
tinguishing between  right  and  wrong.  And,  to  give  you  the 
alternative,  if,  on  the  other  hand,  he  was  not  thus  (Conscious, 
or  had  no  such  capacity,  but  acted  under  an  insane  delusion, 
overpowering  his  understanding  and  will,  or  was  impelled  by 
an  uncontrollable  impulse,  which  neither  understanding  nor 
will  could  resist,  then  the  defendants  are  liable.  Under  this 
alternative  view  of  the  liability  or  non-liability  of  the  defend- 
ants, you  are  to  determine  the  question  of  fact — ^What  was 
the  condition  of  Sheridan  Gay  when  he  fired  the  pistol? 
The  defendants'  coxmsel  rightly  claim,  that  it  is  for  the 
plaintiff  (having  conceded  the  fact  of  self-killing)  to  satisfy 
you  that  he  was  in  the  condition,  when  he  committed  the  act, 
which  leaves  the  company  liable,  as  we  have  stated  the  rule. 

The  plaintiff  claims,  that  the  proof  does  establish  that  state 
of  insanity,  or  overpowering  influence  of  delusion,  or  uncon- 
trollable impulse,  which  rendered  him  incapable  of  commit- 
ing  suicide,  within  the  definition  given  you.  In  support  of 
that  claim  the  plaintiff,  in  the  testimony  elicited  on  her  be- 
half, points  to  his  overwork  in  New  York;  his  failure  in 
health  ;  his  consequent  depression  of  spirits  ;  the  alleged  evi- 
dence of  disease  affecting  his  head — symptoms,  as  claimed, 
^not  then  suggesting  derangement,  but  now  denoting  its  incip- 
ient stage ;  his  abandonment  of  his  employment,  and  subject- 
ing himself  to  the  morbid  tendencies  of  a  comparatively  idle 
life ;  his  exposure  and  over-tasking  himself,  on  his  visit  to 
Rochester,  and  the  consequent  pain  in  his  head,  and  fainting, 
claimed  to  indicate  a  diseased  condition,  in  which  the  head 
and  brain  were  involved ;  his  apparently  increased  debility 
and  dejection  on  his  return ;  the  exhibition  of  reserve,  or  less 
freedom  in  social  intercourse ;  his  more  than  usual  nervous 
excitement,  restlessness,  inability  to  sleep,  and  alternations  of 
flush  and  pallor  in  his  countenance  ;  his  groundless  suspicion 
and  jecdousy  of  his  brother-in-law,  Mr.  Ames ;  towards  the 
last  days  of  his  life,  his  false  hearing,  freely  commented  upon 
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by  counsel,  and  claimed  to  be  the  effect  of  a  diseased  mind 
and  an  unduly  excited  imagination,  suggesting  to  him  what 
was  unreal;  his  excited  sense  of  hearing,  claimed  to  be 
shown  by  his  twice  hearing,  when  up  stairs,  in  his  room, 
what  was  said  in  an  ordinary  tone  of  voice  down  stairs  in  the 
dining  room ;  his  restless,  wild  appearance,  starting  and  look- . 
ing  suddenly,  from  time  to  time,  as  if  in  expectation  or  fear 
of  something  approaching;, his  irrational  conduct  on  Friday 
towards  Mrs.  Ames  and  her  husband,  and  especially  on 
Tuesday  night ;  his  suspicion  of  an  attempt  to  poison  him, 
and  apprehension  of  an  endeavor  to  arrest  him ;  his  persist- 
ent belief  that  reports  were  in  circulation  prejudicial  to  his 
character ;  and,  on  the  last  morning,  his  apparent  purpose  to 
ride  to  Amyville,  with  his  wife  to  accompany  him,  cause- 
lessly and  suddenly  abandoned,  or,  if  no  such  purpose  existed, 
then,  his  crafty  deception  practiced  on  his  wife,  to  elude  her, 
and  conceal  the  purpose  or  the  impulse  under  which  he  was 
acting ;  his  leaving  behind  him  a  note  intimating  that  he  left 
from  a  fear  that  he  should  shoot  Mr.  Ames ;  his  vacillating 
conduct,  in  taking  the  train  westward,  towards  Hartford, 
leaving  the  cars  at  Plainfield;  his  depressed  appearance  there ; 
his  return  towards  Moosup  without  any  fixed  design,  or,  at 
least,  expressing  a  s^ate  of  indecision;  his  continuing  his 
journey  a  little  further ;  the  evidence  of  nervous  excitement 
in  the  cars ;  and,  finally,  his  sudden  entrance  into  the  ante«- 
room  of  the  car,  and  the  discharge  of  the  pistol  at  his  head. 

Although  the  counsel  for  the  plaintiff  insists  that  there  is 
not  any  sufficient  proof  to  warrant  the  submission  of  the 
question  to  you,  whether  he  had  been  unfaithful  to  his  em-^ 
ployers  at  the  time  he  lived  in  New  York,  and  had  unlawfully 
taken  and  appropriated  their  funds  to  his  own  use,  the  Court 
is  of  the  opinion  that  there  is  evidence  on  that  subject  which 
is  proper  for  your  consideration ;  and  the  suggestion  of  coun- 
sel is  pertinent,  that  such  a  fact,  if  proved,  would  not  weaken 
the  force  of  the  other  evidence  of  his  insanity,  but  rather  sug- 
gests a  cause,  or,  at  least,  ^n  aggravation,  of  his  disease,  and 
makes  his  insanity  more  probable.    A  guilty  conscience,  fear 
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of  detection,  and,  perhaps,  of  punishment  and  disgrace,  excit- 
ing his  nervous  system,  stimulating  his  imagination,  and  thus 
increasing  or  co-operating  with  physical  infirmity — all  these, 
and  other  indications  suggested  by  counsel,  are  claimed  by 
the  plaintiflF  to  be  established  by  the  proofs,  and  to  show  that 
Mr.  Gray,  when  he  killed  himself,  was  not  in  a  condition  in 
-^ich  he  did  or  could  commit  suicide,  within  the  test  which 
we  have  given  for  your  guidance,  but,  on  the  contrary,  that 
he  was  under  the  controlling  influence  of  insane  delusion,  and 
overwhelmed  by  a  sudden  and  violent  paroxysm,  and  acted 
without  consciousness  or  capacity  to  understand  the  conse- 
quences, and  withqut  an  intent  to  effect  the  result.  Whether 
these  facts,  relied  upon  by  the  plaintiff,  are  proved,  and 
whether,  if  proved,  they  establish  the  claim  of  the  plaintiff 
in  this  respect,  is  for  you  to  consider  and  determine. 

On  the  other  hand,  the  defendants,  in  their  presentation  of 
the  evidence  for  your  consideration,'  admit  that  the  testimony 
shows  that  Mr.  Gay  was  under  an  insane  delusion.  They  say 
that  his  health  was  impaired ;  that  he  was  conscious  of  being 
guilty  in  his  transactions  with  his  employers  in  New  York, 
and,  concealing  this  secret,  was  in  constant  dread  of  discovery, 
punishment  and  disgrace ;  that  his  nervous  system  was  affected, 
his  imagination  unduly  excited,  a  groundless  jealousy  and 
suspicion  of  his  brother-in-law  were  produced,  and  a  delusion, 
.^hat,  by  his  (Mr.  Ames')  agency,  discovery  and  disgrace  were 
impending,  possessed  his  mind  to  such  a  degree,  that  he  was, 
in  the  language  of  the  defendants'  counsel,  an  insane  man. 
But  they  claidi  and  urge  that  this  insanity,  on  the  subjects  to 
which  it  related,  however  produced,  was  not  such  as  to  de- 
prive him  of  capacity  to  know  and  comprehend  what  he  did, 
or  of  actual  knowledge  and  intention  to  do  as  he  did,  with  a 
distinct  understanding  of  the  nature  and  consequence  of  his 
acts  ;  that,  although  his  judgment  was  perverted,  he  acted  in. 
tentionally,  knowing  what  he  did,  and  his  final  act  of  killing 
himself  was  with  plan,  intention  and  comprehension,  such  as 
made  him  a  suicide,  ad  that  term  has  been  defined  by  the 
Court ;  that,  when  he  thought  of  the  deficiency  in  his  accounts^ 
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he  understood  what  were  the  natural  and  probable  conse- 
quences of  discovery ;  that,  when,  under  the  influence  of  his 
delusion,  he  thought  Mr.  and  Mrs.  Ames  were  talking  upon 
that  subject,  and  that  Mr.  Ames  had  written  or  was  about  to 
write  to  New  York,  he  understood  that  discovery  would  be 
the  result ;  that,  when  he  meditated  or  spoke  of  shooting  Mr» 
Ames,  if  he  had  seen  him  put  the  letter  in  the  Post  Office,  he 
knew  the  effect  of  shooting  him,  either  to  prevent  the  discov-- 
^ry,  or  to  revenge  it,  or,  at  all  events,  that  shooting  him 
would  kill  him ;  that,  when  he  took  the  pistol,  notwithstand- 
ing the  remonstrances  of  his  wife,  he  knew  and  compre- 
hended how  to  use  it,  and  understood  its  effects ;  that,  when 
he  heard  the  steps  of  his  mother-in-law  on  the  stairs,  and 
alarmed  his  wife  by  the  fear  that  he  was  going  to  shoot  her, 
and  gave  the  explanation,  now  conceded  by  the  defendants  to 
have  been  an  insane  delusion,  that  some  one  was  coming  to 
arrest  him,  he,  nevertheless,  knew  the  consequences  of  shoot- 
ing the  person  approaching  for  such  a  purpose ;  that,  when  he 
assured  his  mother-in-law  that  he  would  not  hurt  a  hair  of  her 
head,  he  comprehended  the  fear  expressed  by  his  wife,  and 
knew  what  it  would  be  to  shoot  her  mother ;  that,  when,  in 
his  letter  to  Mr.  Ames,  he  declared  that  Mr.  Ames  would 
know  why  he  got  away  to  avoid  shooting  him,  he  compre- 
hended both  the  consequences  of  shooting  Mr.  Ames  and  the 
consequences  of  getting  away,  and  that  he  intended  to  accom- 
plish the  latter  and  avoid  the  former ;  that  his  taking  the  can 
for  oU  that  morning,  his  purchase  of  the  cigar,  and  the  pay- 
ment  of  his  fare,  indicated  knowledge,  intention,  capacity  and 
understanding;  that  even  the  deception  practiced  upon  his 
wife,  if  it  was  a  deception,  as  has  been  claimed,  is  to  be  ex- 
plained, either  by  a  purpose  to  conceal  his  then  existing 
intention,  and  avoid  inquiry,  or  to  spare  himself  the  pain  of  a 
conscious  final  parting ;  that,  under  the  influence  of  fear  of 
discovery  and  disgrace,  and  acted  upon  by  the  insane  delusion 
that  his  misconduct  had  been  or  would  be  disclosed,  he  deter- 
mined to  kill  himself;  that  his  appearance  at  Plainfield,  and 
in  the  cars,  indicates  comprehension*  of  the  act  he  was  then 
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intending  and  of  its  consequences ;  that  the  manner  in  which 
the  act  was.  committed  shows  not  impulse,  but  determination 
and  deliberation ;  and,  finally,  that  the  evidence  does  not  war- 
rant the  conclusion,  that  any  sudden  outbreak  or  paroxysm  of 
violence,  overpowering  reason,  memory  or  will,  made  him 
unconscious  of  the  act  he  was  committing,  made  him  incapa- 
ble of  exercising  will  or  volition,  or  deprived  him  of  capacity 
.to  understand  the  consequences  which  would  result  from  the 
act  itself.  Now,  whether  all  the  facts  embraced  in  these  claims 
of  the  defendants,  and  others  more  fully  presented  by  the  coun- 
sel, are  established  by  the  evidence,  and,  especially,  whether 
the  inferences  which  they  deduce  thereform  are  warranted 
or  not,  it  is  for  you  to  decide ;  but,  whatever  you  conclude  in 
that  respect,  you  must  bring  all  the  facts,  and  your  inferences, 
to  the  test  which  we  have  given  for  your  guidance. 

Counsel  had  a  right  to  request  us  to  say,  that  one  who  is> 
conscious  of  the  act  which  he  commits,  and  has  capacity  to 
comprehend  its  nature  and  consequences,  is  presumed  to  in- 
tend the  results  which  naturally  and  ordinarily  follow  from 
it ;  and  counsel  had  a  right  to  ask  the  Court  to  explain  the 
nature,  and  to  remark  upon  the  force,  of  the  testimony  pf  an 
expert  expressing  an  opinion  upon  the  case  presented  by 
other  witnesses. 

In  the  departments  of  science  and  the  arts,  there  are  many 
facts  and  many  deductions  inferrable  from  facts,  which  are  out 
of  the  sphere  of  the  knowledge  of  men  in  general.  They  are 
.  not  supposed  to  be  understood  by  the  Court  or  by  the  jury. 
Men  of  study,  experience  and  skill  in  the  particular  art  or 
science  to  whi^h  a  judicial  investigation  may  relate,  are  per- 
mitted to  aid,  by  giving  the  light  which  such  study,  experi- 
ence and  skill  will  throw  upon  the  subject.  Their  opinions 
are  stated  as  deductions  which  are  proved,  in  such  study  and 
experience,  to  flow  from  the  facts  stated.  The  confidence 
placed  in  such  opinions,  in  ordinary  life,  illustrates  the  reason, 
and,  to  some  extent,  the  ground,  upon  which  such  opinions  are 
permitted  to  be  received  and  weighed  by  the  jury.  If  we  are 
ill,  we  may  know  how  we  feel  or  suffer,  and  how  we  have> 
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felt  or  suffered,  and  may  know  all  that  are  called  symptoms, 
and  all  the  visible  physical  Indications  ;  but  we  do  not  know 
the  cause  or  nature  of  the  illness.     Our  physician,  being  con- 
sulted, declares  his  opinion,  and,  to  a  greater  or  less  extent, 
according  to  the  nature  of  the  case,  and  our  confidence  in 
him,  and  the  clearness  and  distinctness  of  his  opinions,  we 
rely  upon  it.     This  illustration  shows,  to  some  extent,  the 
^ound  upon  which  such  testimony  is  permitted  and  Courts 
of  justice  receive  the  opinions  of  those  whose  study,  experi- 
ence and  skill  enable  them  to  deduce  inferences  and  express 
opinions  of  which  Courts  and  juries  are  incapable.    The  value, 
however,  of  the  opinions  of  experts  differs  largely  in  degree,  in 
different  cases.     It  is  of  first  importance  that  the  facts  upon 
which  they  are  founded  be  satisfactorily  established.    In  the 
'    present  case,  it  does  not  occur  to  us  that  there  was  any  dispute 
as  to  the  facts  in  relation  to  which  the  expert  spoke.    It  is, 
next,  of  importance,  that  the  integrity  and  skill  of  the  witness 
be  known.     I  may  add  here,  that  no  question  is  made  of  the 
competency  of  the  witness  who  has  testified  here,,  or  of  the 
confidence  due  to  his  integrity.    But  this  is  not  all.    Where 
the  expert  states  precise  facts  in  science,  as  ascertained  and 
settled,   or  states  the  necessary  and  invariable   conclusion 
which  results  from  the  facts  stated,  his  opinion  is  entitled  to 
great  weight.    Where  he  gives  only  the  probable  inference 
from  the  facts  stated,  his  opinion  is  of  less  importance,  because 
it  states  only  a  probability.    Where  the  opinion  is  specula- 
tive, theoretical,  and  states  only  the  belief  of  the  witness, 
while  yet  some  other  opinion  is  consistent  with  the  facts 
stated,  it  is  entitled  to  but  little  weight  in  the  minds  of  the  jury. 
Testimony  of  experts  of  this  latter  description,  and  espe- 
cially where  the  speculative  and  theoretical  character  of  the 
testimony  is  illustrated  by  opinions  of  experts  on  both  sides 
of  the  question,  is  justly  the  subject  of  remark,  and  has  often 
been  condemned  by  judges  as  of  slight  value.    Like  observa- 
tions apply,  in  a  greater  or  less  degree,  to  the  opinions  of  wit- 
nesses who  are  employed  for  a  purpose,  and  paid  for  their 
services,  who  are  brought  to  testify  as  witnesses  for  their  em- 
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ployerB.  This  last  observation  has  no  pertinency  to  the  present 
case,  and  is  only  made  for  the  purpose  of  explaining  the  rea- 
son why  testimony  of  this  sort  has  been  the  subject  sometimes 
of  such  comments  as  have  been  made  in  your  hearing.  This 
condemnation  is  not  always  applicable.  Often  it  would  be 
xmjust«  Where  an  expert  of  integrity  and  skill  states  conclu- 
sions which  are  the  necessary,  or  even  the  usual,  results  of  the 
facts  upon  which  his  opinion  is  based,  the  evidence  should  not 
be  lightly  esteemed  or  hastily  discredited.  But,  after  all,  the 
question  of  fact  in  issue  is  not  for  the  expert  to  decide.  The 
question  of  fact  in  this  case  is  neither  for  the  expert  nor  for 
the  Court.  It  is  for  you  to  decide,  upon  your  sound  judgment, 
imder  the  oaths  which  you  have  taken,  to  render  a  verdict 
according  to  the  whole  of  the  evidence  submitted  to  you  for 
consideration.  I,  therefore,  repeat  the  test  or  rule  of  law  by 
which  you  are  to  be  guided  in  determining  this  case.  If 
Sheridan  Gay,  at  the  time  he  fired  the  j)istol,  was  conscious  of 
the  act  he  was  committing,  intended  to  take  his  own  life,  and 
was  capable  of  understanding  the  nature  and  consequences  of 
the  act,  the  defendants  are  not  liable ;  and,  if  the  act  was  thus 
committed,  it  is  immaterial  whether  he  was  capable  of  under- 
standing its  moral  aspects,  or  of  distinguishing  between  right 
and  wrong.  If,  on  the  other  hand,  he  was  not  thus  conscious, 
or  had  no  such  capacity,  but  acted  under  an  insane  delusion, 
overpowering  his  understanding  and  will,  or  was  impelled  by  an 
uncontrollable  impulse,  which  neithel*  understanding  nor  will 
could  resist,  then  the  defendant^  are  liable,  and  you^  verdict 
must  be  for  the  plaintiff. 

If,  under  these  instructions,  you  find  for  the  plaintiff,  your 
verdict  will  be  for  the  sum  of  $5,000,  with  interest  from  the 
time  the  sum  insured  was  payable  by  the  policy,  which,  for 
the  purposes  of  the  verdict,  is  conceded  to  be  March  17th, 
1869. 


The  jury  found  a  verdict  for  the  plaintiff. 
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Luke  Taylob 

Oliver  S.  Garretbon,  John  G.  Garretson,  Albert  Gar- 
retson AND  John  D.  Shepard.     In  Equity. 

The  first  claim  of  the  reissaed  letters  patent  granted  to  Lnke  Taylor,  October 
19th,  1869,  for  an  "improyed  mop-head,''  the  original  letters  (>atent  having 
been  granted  to  him  Febroary  1 6th,  1869,  and  reisswd  November  lOtb, 
1868,  and  again  reissaed  November  24th,  1868,  namely,  "  In  a  mop-head,  in 
which  the  cross-head,  or  stationary  jaw,  is  attached  permanently  and  im- 
movably to  the  handle,  operating  the  movable  jaw  or  binder  by  means  of  a 
tubular  screw  or  socket,  fitted  in  the  handle,  and  having  its  screw-thread  on  its 
exterior,  in  combination  with  a  nut  encompassing  the  screw,  and  connected 
with  the  movable  jaw,  so  as  to  operate  substantially  as  shown  and  described," 
is,  in  substance,  a  claim  for  tlie  described  devices,  arrangement  and  organiza- 
tion for  operating  the  movable  jaw  of  a  mop-head,  in  which  the  cross-head  or 
stationary  jaw  is  attached  permanently  and  immovably  to  the  handle,  by 
means  of  the  screw  formed  on  the  exterior  of  the  collar  described  in  the  spe- 
cification, so  fitted  to,  and  fixed  upon,  the  handle,  as  to  revolve  therein  with- 
out longitudinal  motion,  in  combination  with  a  nut  encompassing  the  screw, 
and  connected  with  the  movable  jaw,  so  as  to  operate  substantially  as  shown 
and  described  in  the  specification. 

The  mere  substitution  of  a  mechanical  equivalent  or  equivalents  for  one  or  more 
of  the  elements  constituting  ihe  combinations  and  organizations  thus  claimed, 
or  any  merely  formal  or  fraudulently  evasive  change  in  the  parts  or  arrange- 
ment embraced  in  the  claim,  will  not  relieve  a  party  from  liability  as  an  in- 
fringer. 

The  second  claim  of  the  said  reissued  patent,  namely, "  In  a  mop-head,  in  which 
the  movable  jaw  or  binder  is  operated  through  the  medium  of  a  screw-nut  or 
collar,  by  means  of  thumb-ears  attached  to,  or  formed  with,  the  said  screw- 
nut  or  collar,  placing  the  said  ears  outside  the  yoke  or  bow  of  the  movable  jaw 
or  binder  aforesaid,  as  herein  described,  for  the  purpose  set  forth,"  is,  in  sub. 
stance,  a  daim  to  the  invention  of  the  described  location  and  use  of  the 
thumb-ears  attached  to  the  tubular  screw  or  collar,  with  a  screw  on  its  ex. 
terior^  constructed  and  operated  substantially  as  described,  in  a  mop-head  in 
which  its  movable  jaw  is  operated 'through  the  medium  of  such  tubular  screw 
or  collar,  with  screw-threads  on  its  exterior,  in  connection  with  a  proper  nut 
encompassing  and  acting  "with  such  screw. 
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A  mop-head  constructed  in  accordance  with  the  description  contained  in  letters 
patent  granted  to  Oliver  S.  Garretson,  Angost  18th,  1867,  for  an  "improved 
mop-head,"  is  not  an  infringement  of  the  said  reissued  patent  to  Taylor,  as  it 
do^  not  contain  Taylor's  reyolying  collar,  with  a  screw-threaded  exterior, 
or  any  mechanical  equivalent  therefor. 

(Before  TTat.t^  J.,  Northern  District  of  New  York,  September  28th,  1871.) 

Hall,  J.  This  is  a  suit  in  equity,  for  an  injunction  and 
account,  founded  upon  reissued  letters  patent,  for  an  "  im- 
proved mop-head,"  dated  October  19th,  1869,  and  which  were 
issued  to  the  plaintiff  upon  the  surrender  of  reissued  letters 
patent  dated  November  24th,  1868.  The  original  letters 
patent  were  granted  to  the  plaintiff  February  15th,  1859,  and 
were  surrenderad  by  the  plaintiff,  and  reissued  letters  patent 
taken,  dated  November  10th,  1868.  These  were  afterwards 
surrendered,  and  the  before-mentioned  reissued  letters  patent 
of  November  24th,  1868,  were  issued  in  lieu  t^jiereof. 

The  specification  and  claim  annexed  to  the  reissued  let- 
ters patent  upon  which  this  suit  was  brought,  are  as  follows : 
"  To  all  to  whom  it  may  concern,  be  it  known,  that  I,  Luke 
Taylor,  of  Springfield,  in  the  county  of  Windsor,  and  State 
of  Vermont,  have  invented  a  new  and  improved  mop-head ; 
and  I  do  hereby  declare  that  the  following  is  a  fiiU,  clear,  and 
exact  description  of  the  same,  reference  being  had  to  the  an- 
nexed drawings,  making  a  part  of  this  specification,  in  which 
figure  1  is  an  external  view  of  my  invention,  figure  2  is  a 
longitudinal  section  of  the  same,  taken  in  line  X  X,  fig.  1, 
similar  letters  of  reference  indicating  corresponding  parts'in 
the  two  figures.  To  enable  those  skilled  in  the  art  to  fully 
understand  and  construct  my  invention,  I  will  proceed  to 
describe  it :  A  represents  the  handle  of  the  mop-head,  said 
handle  being  constructed  of  a  tough,  elastic  wood,  and  jB  re- 
presents the  stationary  jaw  of  the  head,  which  is  of  T  form, 
one  portion,  a,  being  a  socket,  which  is  fitted  on  the  end  of 
.  the  handle  Ay  and  secured  permanently  thereto  by  means  of 
rivets,  a,  one  or  more.  On  the .  handle  A,  below  the  socket, 
a,  and  between  said  socket  and  a  shoulder,  a*,  on  the  handle, 
a  collar,  0,  of  cast  iron,  is  placed,  and  allowed  to  turn  freely 
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the  lower  end  of  said  collar  having  projections,  J,  attached, 
for  the  purpose  of  allowing  said  collar  to  be  readily  turned 
by  the  hand  or  thumb  and  fingers.  On  this  collar  there  ia 
cast  a  screw  thread,  c,  on  which  a  nut,  J9,  works.  The  nut, 
J9,  is  provided  with  projecting  ears,  c,  c,  at  opposite  sides  of 
it,  and  to  these  ears,  (f,  J,  the  ends  of  a  jaw,  E^  are  attached. 
The  jaw,  E^  is  formed  of  a  curved  wrought-iron  rod,  so  bent 
that  a  portion,  d^  of  it  will  be  parallel  with  the  portion,  ^,  of 
the  stationary  jaw,  B^  and  the  remaining  portions,  f^f^  sa 
^  bent,  that  they  will  pass  around  the  ends  of  the  stationary 
jaw,  B^  fitting  in  recesses  therein,  and  serving  as  guides,  and 
their  lower  parts  curved,  so  as  to  be  attached  to  the  project- 
ing ears,  <5,  J,  of  the  nut,  2?,  as  shown  clearly  fi  fig.  1.  The 
stationary  jaw,  B^  may  be  of  cast  iron,  malleable,  if  desired, 
and  the  collar,  (7,  with  its  screw,  o,  may  be  of  the  same 
material.  From  the  above  description,  it  will  be  seen,  that, 
by  simply  turhing  the  collar,  (7,  the  jaw,  E^  will  be  moved 
in  and  out  from  the  stationary  jaw,  B^  and  the  cloth  or  mop 
firmly  secured  in  the  head,  or  between  the  two  jaws,  and 
also  readily  released  or  detached  therefrom,  when  necessary. 
I  am  aware  that  the  nut  operating  the  movable  jaws  or 
binders  of  mop-heads  have  been  manipulated  by  means  of 
a  nut,  with  ears  or  projections  placed  between  the  movable 
jaws  or  binders  and  the  cross-head.  I  am,  also,  aware  that 
mop-heads  have  been  made  with  an  external  screw-thread  of 
wrought  iron  or  wood,  cut  on  the  handle  or  shaft,  and  work- 
ing into  a  wrought-iron  nut,  or  internal  screw,  cut  into  the 
cross-head  or  yoke  of  a  movable  jaw ;  but  the  wooden  screw, 
by  reason  of  its  swelling  and  binding,  when  wet,  and  the 
wrought  iron  screw  rusting  and  binding,  and  the  fineness  or 
closeness  of  the  screw-threads,  made  the  process  of  tightening 
and  loosening  the  mop  a  slow  process,  and  rendering  the 
mop-head,  thus  constructed,  inoperative  and  of  little  value. 
These,  therefore,  I  do  not  claim,  broadly,  or  in  themselves 
considered ;  but  what  I  do  claim  as  new,  and  desire  to  secure 
by  letters  patent,  is,  (1.)  In  a  mop-head,  in  which  the  cross- 
head,  or  stationary  jaw,  is  attached  permanently   and  im- 
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movably  to  the  handle,  operating  the  movable  jaw  or  binder 
by  means  of  a  tabular  screw  or  socket,  fitted  on  the  handle, 
and  having  its  screw  thread  on  its  exterior,  in  combination 
with  a  nut  encompassing  the  screw,  and  connected  with  the 
movable  jaw,  so  as  to  operate  substantially  as  shown  and 
described.  (2.)  In  a  mop-head,  in  which  the  movable  jaw 
or  binder  is  operated  through  the  medium  of  a  screw-nut  or 
collar,  by  means  of  thumb  ears  attached  to,  or  formed  with, 
the  said  screw-nut  or  collar,  placing  the  said  ears  outside  the 
yoke  or  bow  of  the  movable  jaw  or  binder  aforesaid,  as  herein 
described,  for  the  purpose  set  forth." 

From  this  description  .of  the  plaintiff's  improved  mop- 
head,  any  person  familiar  with  the  forms  of  improved  mop- 
heads  generally  used  can,  it  is  believed,  obtain  a  sufficient 
knowledge  of  the  characteristics  and  peculiarities  of  the 
plaintiff's  invention,  and  of  its  construction  and  Operation,  to 
understand  the  questions  presented  in  this  case,  although  the 
drawings  annexed  to  the  specification  would,  of  course,  greatly 
aid  one  in  readily  obtaining  a  full  and  perfect  comprehension 
of  its  construction  and  operation. 

The  specification  and  di;awings  annexed  to  the  original 
letters  patent  were,  in  substance,  like  tliose  annexed  to  the  last 
re-issue,  except  that  there  was  only  a  single  claim,  and  that  of 
a  different  character,  and  that,  instead  of  the  two  paragraphs 
which  immediately  precede  the  statement  of  the  plaintifi^s 
claims,  in  the  foregoing  specification,  and  which  relate  to 
prior  constructions,  the  following  paragraphs  were  inserted : 
^^  I  am  aware  that  a  screw  has  been  attached  to  the  handle 
of  a  mop-head,  and  a  nut  fitted  on  the  screw  to  actuate  the 
movable  jaw ;  but,  as  far  as  I  am  aware,  the  handle  is  turned 
with  the  screw  in  order  to  actuate  the  nut.  In  my  invention 
the  screw  is  fitted  loosely  to  the  handle,  and  turns  separately,  ^ 
and  the  device  is  thereby  rendered  more  durable,  and  the 
movable  jaw  may  be  actuated  with  greater  facility  than  by 
the  plan  alluded  to.  I  do  not  claim  separately  any  of  the 
parts  described." 
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Immediately  following  these  paragraphs  is  the  claim,  in  these 
words  :  "  But  I  do  claim  as  new,  and  desire  to  secure  by  letters 
patent,  as  an  improved  article  of  manufacture,  a  mop-head, 
having  a  loose  collar,  <7,  provided  with  a  screw  thread,  and 
otherwise  made  as  described." 

On  the  l^h  of  August,  1867,  the  defendant  Oliver  S.  Gar- 
retson obtamed  letters  patent  for  an  "  improved  mop-head ;" 
and,  in  the  specification  and  drawings  annexed^  he  fully  describ- 
ed the  construction  of  the  mop-head  subsequently  manufactured 
And  sold  by  him  and  by  John  G.  Garretson,  and  which,  it  is 
claimed,  was  an  infringement  of  the  plaintiffs  patent.  These 
letters  patent  were  somewhat  relied  on  by  the  defendants ; 
but,  as  the  only  claim  made  in  the  specification  was,  (as  will 
be  presently  seen,)  the  "  making  of  the  collar  of  the  loose 
jaw"  (or  immovable  part  of  the  clamp  in  which  the  material 
of  the ^ mop  is  held)  "in  two  parts,  so  that  the  nut"  (therein 
referred  to  as  6?  rf)  "  may  be  placed  between  them,  and,  when 
connected  together,  the  collar  surrounds  the  nut,  and  retains 
it  in  position,  for  the  purpose  above  set  forth,"  it  is  not  deemed 
important  upon  the  question  of  the  infringement  of  the  plain- 
tiffs patent.  Indeed,  its  effect  ^  evidence  is  more  favorable 
to  the  plaintiff  than  to  the  defendants,  for  it  is  fairly  to  be 
presumed,  either  that  Garretson  did  not  originally  claim  any 
device  now  claimed  to  be  covered  by  the  plaintiffs  patent,  or 
else  that  such  claim  was  disallowed  by  the  Patent  Office. 

The  construction  and  character  of  the  mop-head  alleged  to 
be  an  infringement  of  the  plaintiffs  patent,  and  the  precise 
invention  patented  to  Oliver  S.  Garretson,  may,  perhaps,  be 
best  shown  by  copying  the  specification  and  claim  annexed 
to  his  patent.  They  are  in  the  following  words :  "  To  all 
whom  it  may  concern,  be  it  known,  that  I,  O.  S.  Garret- 
son, of  the  city  of  Cincinnati,  in  the  county  of  Hamil- 
ton, and  State  of  Ohio,  have  invented  a  new  and  useful  im- 
•provement  in  the  construction  of  mop-heads,  and  I  do  hereby 
declare  that  the  following  is  a  full,  clear  and  exact  description 
thereof,  reference  being  had  to  the  accompanying  drawings, 
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makisg  a  part  of  this  specification,  in  which  figure  1  is  a  per- 
spective view  of  the  head,  with  a  part  of  the  handle  attached, 
the  parts  being  put  together  complete.    Figure  2  is  an  eleva- 
tion of  the  same,  part  of  the  nut  and  part  of  the  collar  of  the 
loose  jaw  being  removed,  to  show  the  manner  in  which  .the 
^nge  of  the  nut  enters  the  collar,  and,  by  being  rotated,  acts 
on  the  screw  of  the  shank  or  handle,  and  makes  the  loose 
jaw  recede  from  or  approach  the  fixed  jaw  or  cross-head ; 
also,  the  manner  of  connecting  the  parts  of  the  loose  jaw 
together.     Figure  3   is   a  perspective  view  of  that  pMt  of 
the  loose  jaw*  that  forms  the  collar,  broken  in  two,  to  show 
the  recess  in  which  the  flange  of  the  nut  plays,  and  the 
recess  designed  to  receive  and  retain  the  smaller  parts  of 
the  same ;  or  that  part  that  may  be  formed  of  wire,  as  here 
represented,  with  the  holes  by  which,  with  rivets,  the  parts 
are  secured  together.    Figure  4  is  the  nut,  shown  'in  per- 
spective.   Like  letters  indicate  corresponding  parts  of  all  the 
figures.    My  improvement  in  mop-headd  chiefiy  consists  in 
constructing  that  part  of  the  lo6se  jaw  that  forms  the  collar 
in   two  parts  or  halves,*  with  the  inner  surfaces   properly 
grooved  to  receive  and  retain  the  fiange  or  wings  of  the  nut, 
and  to  allow  it  to  have  a  free  rotary  motion,  by  which  means 
the  parts  with  the  recesses  and  rivet-holes  may  be  cast  com- 
plete, requiring  no  drilling  or  reaming  in  putting  together. 
As  represented  in   fig.  1,  «,  a,   is  the  fixed  jaw  or  cross- 
head,  and  is  cast  hollow,  to  receive  the  handle,  A.     In  fig.  2 
the  loose  jaw  is  marked  S,  J,  c,  c;  and  here  one  part  of  it, 
marked  c,  Cy  is  removed,  the  better  to  show  the  recess  in  which 
the  flange  of  the  nut,  dy  d,  plays.    Part  of  the  nut  is  also  re- 
moved, to  show  how  the  thread  of  the  screw  on  its  inner 
sur&ce  acts  on  the  screw  on  the  shank  or  handle,  A,  and  the 
flange  is  retained  in  the  recess  in  the  loose  jaw,  when,  by 
rotating  the  nut  by  the  thumb-pieces,  ffy  g^  fig.  4,  the  loose 
jaw,  ft,  J,  Cy  Cy  must  recede  from  or  approach  the  fixed  jaw,  foi* 
the  purpose  of  receivmg  and  retaining  the  mop.    Fig.  4  is 
the  nut,  shown  in  perspective,  witii  one  thread  of  a  screw  on 

it^  inner  sur&ce,  to  match  the  screw  on  the  shank  or  handle, 

« 
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A,  with  its  thumb-pieces,  y,  g,  by  which  it  is  rotated.    Part  of 
the  flange  on  its  outer  sur&ce  is  also  lacking,  better  to  adapt 
it  to  be  moulded  and  cast  without  coring.    The  important 
advantage  gained    by  my  construction  of  the  mop-head  is,, 
that,  by  constructing  that  part  of  the  loose  jaw  that  forms 
the  collar  for  the  nut  in  two  parts  or  halves,  it,  with  its  re- 
cesses and  rivet-holes,  may  be  cast  complete,  and  will  require 
no  ^drilling  or  reaming  in  putting  together,  a  great  savings 
of  labor  in  constructing,  and,  when  done,  forms  a  neat,  com- 
pact and  durable  article.    The  operation  or  manner  of  using 
it  is,  to  turn  the  nut  by  its  thumb-pieces,  g,  ^,  fig.  4,  and 
the  loose  jaw  recedes  from  the  fixed  jaw  or  cross-head,  and 
the  mop  may  be  inserted.      Turning  the  nut  in  an  opposite 
directioa  brings  the  loose  jaw  and  the  cross  head  near  to- 
gether, and  the  mop  is  held  firmly  in  position.    Wliat  I 
claim  a«  my  invention,  and  desire  to  secure  by  letters  pat- 
ent, is,  making  the  collar  of  the  loose  jaw  in  two  parts,  sO' 
that  the  nut,  d^  d,  may  be  placed  between  them,  and,  when 
'  connected  together,  the  collar  surrounds  the  nut,  and  retains 
it  in  position  for  the  purpose  above  set  forth." 

It  is  the  manufacture  and  sale  of  the  mop-head  thus  de* 
scribed,  which,  and  which  alone,  is  insisted  upon  as  an  in- 
fringement of  the  plaintifiTs  patent.  Such  manufacture  and 
sale  by  the  first-named  two  defendants  arc  admitted,  but  it  is 
denied  that  this  was  an  infringement  of  the  plaintiff's  rights. 
The  validity  of  the  patent  on  which  the  suit  is  brought  is  also- 
denied  upon  the  ground  of  the  want  of  novelty.  It  was  also* 
insisted  that  both  claims  of  the  plaintiffs  patent  were  invalid, 
(L)  Because  they  are  J)roader  than  the  alleged  invention 
shown,  and  described  in  the  specification ;  (2).  Because  they 
each  include  inoperative  devices ;  (3.)  Because  they  are  eadi 
ambiguous  and  uncertain » 

It  was  conceded,  at  the  hearing,  that  there  was  no  proof 
that  the  defendants  Albert  Gara-etson  and  John  D.  Shepard, 
or  either  of  them,  had  infringed  the  plaintift*'s  patent,  and  as 
t;o  them  the  plaintiff's  bill  must,  df  course,  be  dismissed. 

The  question  of  novelty  in  the  actual  invention  of  tile 
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plaintiff  may  be  summarily  disposed  of.  There  can  be  no 
donbt,  upon  the  evidence  in  the  case,  that  the  plaintiff  was 
the  first  to  introduce  int<^a  mop-head  in  which  the  cross-head 
or  stationary  jaw  was  rigidly  and  permanently  attached  to  the 
handle,  the  described  and  peculiar  arrangement  and  devices 
for  forcing  in  either  direction  the  movable  jaw  of  such  mop- 
head,  and  holding  it  in  place  when  the  required  degree  of 
pressure  upon  the  material  of  the  mop  proper  had  bee^at. 
tained.  Whether  the  pla^tiff's  claims  are  broader  than  his 
actual  invention  ftiust  depend  upon  the  construction  to  be 
given  to  the  knguage  used  by  the  patentee,  and  this  construc- 
tion will  be  presently  considered. 

The  limited  character  and  scope  of  the  plaintiff^s  claims, 
the  carefully  expressed  disclaimers  contained  in  his  specifica- 
tion, and  the  evidence  given  m  respect  to  the  devices  and  or- 
ganizationfi  which  had  been  used  for  similar  purposes  prior 
to  the  time  of  the  plaintiff's  invention,  satisfactorily  prove 
that  the  plainlWs  invention  was  simply  an  improvement 
upon  the  previously  existiifg  organizations  and  devices  for 
moving,  and  holding  in  position,  as  might  be  desired,  the 
movable  jaw  of  a  mop-head,  by  means  of  a  single  screw.  This 
must  be  constantly  borne  in  mind,  while  considering  the 
'scope  and  character  of  the  plaintiff's  actual  invention,  and 
the  construction  proper  to  be  given  to  the  claims  contained 
in  his  last  amended  specification,  and  also  in  determining  the 
question  of  injGringement.  The  plaintifi^s  invention  being 
only  an  improvement  of  certain  parts  of  a  known  machine,  he 
cannot  treat  another  as  an  infringer  because  he  has  improved 
the  previously  existing  machine  or  machines,  by  using  a  form, 
construction,  device  or  combination  substantially  different 
from  that  invented  and  patented  by  the  plaintiff,  though  per- 
forming the  same  functions.  {McCormick  v.  TalooU^  20 
Sawa/rd^  402 ;  Burr  v.  Dwryee^  1  Wallace^  681,  573,  574) ; 
and  it  may  be  well,  also,  to  bear  this  in  mind,  in  considering 
the  question  of  construction,  as  it  must  be  borne  in  mind  and 
regarded  in  considering  the  question  of  infringement. 

Ordinarily,  the  claim  of  a  patentee  should  bg  so  construed 
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as  to  secure  to  him  the  exclusive  right  to  control  the  use  of 
his  actual  invention,  if  this  can  be  done  without  violence  to 
the  language  of  his  claims ;  but  this  general  rule  would  hardly 
be  acted  upon  in  a  case  where  it  was  evident  that  his  claims 
had  been  expressed  in  loose,  ambiguous  or  general  terms,  for 
the  fraudulent  purpose  of  apparAtly  covering  subsequent  in- 
veMions,  especially  where  the  objectionable  claim  had  been 
first  introduced  in  a  re-issue,  for  the  purpose  of  covering  the 
subsequent  invention  of  another.]|i  {Burr  v.  Dv/ryee^  1  Wal- 
lace,  531,  675  ;  Case  v.  Brovm^  2  Wallace^  320). 

Under  the  general  rule  last  stated,  the  first  claim  of  the 
plaintiff's  patent  is,  in  substance,  a  claim  for  the  described 
devices,  arrangement  an^  organization  for  operating  the  mov- 
able jaw  of  a  mop-head,  in  which  the  cross-head  or  sta- 
tionary jaw  is  attached  permanently  and  immovably  to  the 
handle,  by  means  of  the  screw  formed  on*  the  extrtdor  of  the 
collar  described  in  the  plaintiff's  specification,  so  fitted  to,  and 
fixed  upon,  the  handle,  as  to  revolve  thereofi  without  longi- 
tudinal motion,  in  combination  with  a  nut  encompassing  the 
screw,  and  connected  with  the  movable  jaw,'  so  as  to  operate 
substantially  as  shown  and  described  in  the  plaintiff's  speci- 
fication. Of  course,  the  mere  substitution  of  a  mechanical 
equivalent  or  equivalents  for  one  or  more  of  the  elements 
constituting  the  combinations  and  organizations  thus  claimed, 
or  any  merely  formal  o^  fraudulently  evasive  change  in  the 
parts  or  arrangement  embraced  in  the  claim,  would  not  relieve 
a  party  from  liability  as  an  infringer. 

The  addition,  in  this  first  claim,  of  the  term,  "  socket,"*  if 
intended  as  the  alternative  of  the  term,  "  tubular  screw,"  and 
to  refer  to  the  same  thiiig,  was  unnecessary,  and,  perhaps, 
improper ;  and  it  can  have  no  effect,  unless  it  can  properly  be 
construed  to  extend  the  claim  to  the  socket  and  screw  upon 
its  exterior,  found  in  the  Garretson  mop-head.  If  so  con- 
strued, it  would  certainly  be  extended  beyond  the  limits  of 
the  plaintiff's  actual  invention;  and,  perhaps,  it  ought  to  be 
considered,  that  the  term,  ^^  socket "  was  so  inserted,  upon  the 
re-issue,  for  t^e  fraudulent  purpose  of  suppressing  Garretson 's 
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Rubsequent  invention.  But,  as  this  case,  will  be  here  de- 
termined npon  other  grounds,  this  question  will  not  be  dis- 
cussed or  decided. 

The  second  claim  of  the  plaintiff,  under  the  general  rule 
before  stated,  is,  in  substance,  a  claim  to  the  invention  of  the 
described  location  and  use  of  the  thumb-ears  attached  to  the 
tubular  screw  or  collar,  with  a  screw  on  its  exterior,  con- 
structed and  operated  substantially  as  described,  in  a  iftop^ 
head  in  which  its  movable  jaw  is  operated  through  the  me- 
dium of  such  tubular  screw  or  collar,  with  screw  threads  on 
its  exterior,  in  connection  with  a  proper  nut  encompassing 
and  acting  with  such  screw.  The  insertion  of  the  term, 
"  screw-nut,"  in  this  claim,  was  umiecessary  and  improper, 
and  -justifies,  at  least,  a  suspicion,  that  it  was  inserted  for  the 
fraudulent  purpose  of  suppressing  the  subsequent  invention 
of  Gturetson. 

In  confirmation  of  the  view  taken  of  the  scope  and 
character  of  the**  plaintiff's  claims,  and  of  his  actual  inventioB, 
and,  also,  as  preparatory  to  a  <Jiscussion  of  the  character,  of- 
fice and  operation  of  the  devices  and  arrangement  used  in  the . 
Garretson  mop-head  for  like  purposes,  with  a  view  to  the 
proper  determination  of  the  question  of  infringement,  it  may 
be  well,  at  this  point,  to  refer  to  and  describe  the  devices  and 
arrangements  adopted  for  similar  purposes  in  two  previously 
existing  organizations.  The  first  pf  these  is  the  mop-head 
described  in  letters  -patent  granted  to  Alexander  Barnes, 
November  20th,  1855  ;  and  the  other  the  mop-head  marked 
"  defendants'  Exhibit  F ;"  it  being  satisfactorily  proved,  that 
mop-heads  of  the  same  character  had  been  in  use  long  prior 
to  the  plaintiff's  invention.  Botii  of  these,  in  most  of  the 
parts  not  now  in  controversy,  or  not  presently  referred  to  and 
described,  are  quite  similar,  in  their  general  organization, 
and  in  their  principles,  or  modes  of  operation,  to  both  the 
Taylor  and  Garretson  mop-heads  ;  and,  taken  together,  they 
may  be  properly  considered  as  representing  the  state  of  the 
art  at  the  time  of  the  plaintiff's  invention. 

In  the  first,  the  cross-bar,  which  forms  what  is  termed,  in 
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the  plaintiff's  claim,  the  cross-head  or  stationary  jaw,  was  so 
arrt^nged  and  fixed  as  to  revolve  upon  the  end  of  an  iron  rod 
inserted  in  the  wooden  portion  of  the  handle  of  the  mop,  and 
upon  which  iron  rod  was  cut  the  operative  screw  by  which 
the  movable  jaw  of  the  mop-head  was  moved  and  held  in 
place.  The  movable  jaw  was  similar  to  that  of  the  Taylor 
mop-head,  with  its  arms  or  ends  connected  together  by  a  short 
?ross-bar,  having  a  female  screw  in  the  middle  lines  of  its 
length  and  breath,  being,  in  fact,  a  nut  with  ears,  like  that  in 
the  plaintiff's  mop-head,  except  that  its  screw  threads  were 
finer,  and  that  the  diameter  of  the  screw  required  to  fit  and 
fill  it  (the  screw  being  of  wrought  iron)  was  not  so  large. 
The  screw  threads  on  tlje  exterior  of  the  iron  rod  to  which 
the  stationary  jaw  was  so  fixed,  corresponded  and  co-operated 
with  those  in  the  short  cross-bar  or  nut  with  ears,  before 
referred  to.  The  movable  jaw  in  this  organization  was,  there- 
fore, moved'  and  operated  by  turning  the  handle  and  its 
serew,  while  the  stationary  jaw  was  so  held  as  to  prevent  its 
revolution.  The  construction  ^nd  arrangement  just  described 
were  objectionable,  because  an  unequal  pressure  upon  the  dif- 
ferent arms  of  the  mop-head  might  give  it  a  revolving  mo- 
tion, in  such  manner  and  direction  as  to  open  or  loosen  its 
jaws,  and  release  their  firm  hold  upon  the  materials  of  the 
mop  proper.  The  fineness  of  the  threads  of  the  screw,  and 
the  danger  that  rust  upon  ifcs  surface  might  interfere  with  its 
uniform  and  successful  operation,  may,  also,  have  been  slight 
objections  to  its  general  adoption. 

In  the  construction  shown  by  the  defendants'  Exhibit  F, 
the  iron  rod  and  screw  of  the  Barnes  mop-head  were  rigidly 
and  permanently  attached  to  the  stationary  jaw,  as  well  as  to 
the  wooden  portion  of  the  handle  of  the  mop,  and  there  was, 
therefore,  no  female  screw  cut  in  the  short  cross-bar  through 
which  the  screw  passed,  as  in  the  Barnes  mop-head ;  but,  the 
required  action  of  the  movable  jaw,  for  the  purpose  of  effect- 
ually clamping  and  holding,  or  of  releasing,  the  material  of 
the  mop,  was  produced  by  turning  a  nut  with  thumb  ears, 
placed  upon  the  screw  between  the  short  cross-bar  and  the 


SEPTEMBER,  1871.  167 


Taylor  «.  Gftrretson. 


stationary  jaw.  This  construction  was  objectionable,  because 
the  position  of  the  nut  with  thumb  ears  was  inside  the  yoke 
or  bow  of  the  movable  jaw,  and,  therefore,  not  so  easily 
operated ;  and  the  fineness  of  the  screw  and  the  danger  of 
rust,  as  before  stated,  in  respect  to  the  Barnes  mop-head,  may, 
4ilso,  have  been  considered  slight  objections  to  its  general 
adoption  and  use. 

As  an  improvement  upon  the  Barnes  mop-head,  the 
plaintiff's  invention  was,  in  substance,  this  :  He  attached  the 
stationary  jaw  to  the  handle  in  such  manner  that  the  handle 
could  not  revolve  without  a  corresponding  motion  of  the  mop- 
head  ;  and,  in  order  that  the  proper  motion  and^  action  might 
be  given  to  the  movable  jaw,  by  means  of  a  screw  on  the 
handle  of  the  mop,  working  in  the  eared  nut  or  female  screw 
of  the  short  cross-bar,  he  cut  the  proper  screw  threads  upon 
the  exterior  of  a  collar  placed  and  fixed  upon  the  handle, 
instead  of  cutting  the  screw  upon  the  main  body  of  the 
handle  itself.  This  construction  enabled  him  to  place  his 
thumb-ears  outside  the  bow  of  the  stationary  jaw,  instead  of  *** 
inside  of  it,  as  had  been  done  in  the  mop-heap  represented  by 
the  defendants'  Exhibit  F,  and  in  the  other  organizations 
referred  to  in  the  plaintiff's  disclaimer.  The  great  and  dis- 
tinguishing feature  of  his  invention  was,  therefore,  the  intro- 
-duction  and  use  of  a  screw  revolving,  without  longitudinal 
movement,  around  the  main  body  of  the  mop-handle,  and 
operated  by  the  use  of  thumb-ears  outside  the  bow  of  the 
movable  jaw. 

Considered  as  an. improvement  upon  mop-heads  like  those 
represented  by  the  defendants'  Exhibit  F,  the  plaintiff's  inven- 
tion  consisted  in  converting  the  short  cross-bar  of  the  movable 
Jaw  into  an  eared  nut,  and  giving  it  motion  in  both  directions, 
and  securing  it  in  place,  by  the  introduction  and  action  of  the 
collar  and  its  exterior  screw,  this  collar,  with  its  exterior 
screw,  thus  constituting,  as  before  stated,  the  principal  and 
distinguishing  feature  of  his  invention. 

Neither  of  the  separate  parts  of  the  plaintiff's  new  ar- 
rangement and  organization  wa^  claimed,  or  could  have  been 
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claimed,  as  new ;  for,  all  of  tliem,  including  the  revolving  col- 
lar, with  the  screw  upon  its  exterior,  and  working  in  a  nut, 
to  produce  longitudinal  motion,  while  it  was  itself  so  held  as^ 
to  prevent  its  moving  longitudinally,  had  been  before  used  in 
other  organizations.  Such  screw  collars  had  been  used  for  an 
analogous  or  similar  purpose  in  larger  wrenches,  a  specimen 
of  which  was  giv^n  in  evidence. 

The  Garretson  mop-head  is  an  extremely  limited,  but, 
doubtless,  valuable,  improvement  upon  the  mop-head  rep- 
resented by  the  defendants'  Exhibit  F.  Ghirretsen's  improve- 
ment consists,  mainly,  in  cai^ting  the  short  cross-bar  of  the 
movable  jaw«in  two  longitudinal  sections  or  pieces,  of  such 
form,*  that,  when  united,  there  shall  be  a  large  circular  ori^ce 
in  the  middle  lines  of  their  united  length  and  breadth,  with 
a  channel  or  recess  cast  or  formed  therein,  of  such  form  and 
dimensions  as  may  be  required  to  receive  and  hold,  as  against 
any  but  a  revolving  motion,  a  nut  with  an  exterior  flange 
fitted  to,  and  revolving  in,  the  channel  or  recess  so  provided 
for  it  in  the  short  cross-bar,  thus  enabling  the  operator  to* 
move  in  either  direction,  and  fix  in  its  proper  position  the 
movable  jaw  of  the  mop-head,  by  revolving  the  nut  upon  the 
screw  cast  upon  the  socket  or  iron  portion  of  the  mop-handle. 
This  having  been  accomplished,  it  was  obvious,  that  the 
thumb  ears  of  the  nut  should  be  placed  outside  the  bow  of 
the  movable  jaw,  and  this  location  of  the  thumb  ears  o^  the 
nut  was,  accordingly,'  adopted. 

The  Garretson  device  has,  perhaps,  no  advantage  over 
that  of  the  plaintiff^,  except  in  cheapness  of  cost  of  construc- 
tion, and,  possibly,  (judging  from  the  statement  in  regard  to 
the  swelling  of  wooden  screws,  in  the  plaintiflF's  specification), 
in  avoiding  the  danger  of  failure  in  the  proper  or  easy  action 
of  the  plaintiflTs  device,  by  reason  of  the  swelling  of  the 
wooden  portion  of  the  mop-handle  upon  which  it  is  intended 
to  revolve. 

The  iron  rod  in  the  Barnes  mop-head  and  in  that  re- 
presented by  the  defendants'  Exhibit  F,  on  which  the  screw 
was  cut,  and  the  socket  cas%upon  the  stationary  jaw  of  the^ 
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Taylor  and  the  Gkuretson  mop-heads,  are  parts  of  the  mop 
handles  to  which  the  stationary  jaws  are  attached ;  and  the 
placing  of  the  screw  upon  the  socket  of  the  Gturetson  mop- 
head,  and  the  nse  of  coarser  threads  in  the  operating  screws, 
are  only  differences  of  degree  and  in  mechanical  construc- 
tion ;  and  a  change  from  one  to  the  other  is  not  a  patentable 
invention. 

The  changes  in  the  arrangement,  form  and  construction 
of  the  parts  concerned  in  the  mechanical  movement  and 
retention  in  place  of  the  movable  jaw  of  the  mop-head  in 
use  prior  to  the  invention  of  Taylor,  which  were  made  by 
him  and  by  Garretson,  were  both  meritorious  improvements 
upon  such  mop-heads,  and  patentable  inventions;  and,  in 
my  judgnient,  the  two  devices,  in  construction  and  arrange- 
ment, are  substantially  and  essentially  different,  and,'  also, 
substantially  different  in  their  modes  of  operation.  The 
Ghirretson  mop-head  does  not*  contain  the  revolving  collar 
with  a  screw-threaded  exterior;  and  the  introduction  and 
use  of  this  collar  is  the  main  and  most  essential  feature  of 
the  plaintiff's  invention.  Nor  does  it  contain  any  mechan- 
ical equivalent  of  such  screw-tbreaded  revolving  collar,  which 
could  have  been  substituted  for  it  without  meritorious  and 
substantial  invention.  Imparting  motion  to  the  movable  jaw 
of  a  mop-head,  by  means  of  a  revolving  nut,  working  upon  a 
scre'^cut  upon  the  socket  or  handle  rigidly  attached  to  the 
mop-head,  and  also  connected  with  the  shorts  cross-bar  of  the 
movable  jaw  in  such  manner  as  to  allow  it  to  revolve  upon 
the  screw  without  any  other  motion  separate  from  that  of  the 
cross-bar,  required  the  exercise  of  the  inventive  faculty  in  no 
small  degree;  and  it  is  quite  certain  that  the  Garretson 
device,  in  its  construction  and  arrangement  of  parts,  and  in 
its  principle  and  mode  of  operation,  is  substantially  and 
essentially  different  from  the  actual  invention  of  the  plaintiff. 
The  two  devices  are  supposed  to  be  equally  efficient  and  use- 
ful ;  but  it  was  testified  by  one  of  the  defendants'  experts, 
and   not   disproved,  that   the  Garretson  device  was  to  be 
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preferred,  because  the  coet  of  its  constraction  ^as  less  than 
the  cost  of  the  device  invented  by  the  plaintiff. 

In  short,  no  infringement  of  the  plaintiff's  right  has  been 
established,  and,  for  that  reason,  the  plaintiff's  bill  is  dis- 
missed, with  costs.  The  other  questions  presented  by  the 
learned  counsel  of  the  respective  parties  may,  therefore, 
properly  be  left  without  further  discussion. 

George  M.  Plym^ton^  for  the  plaintiff. 
Sprague  (&  Syatt^  for  the  defendants. 


Edwin  S.  Thayer  and  others, 
Joseph  Wales  and  James  M.  Dietz.    In  Equtiy. 

» 

i 

The  first  daim  of  t&e  letters  patent  g^ranted  to  John  Stainthorp,  March  6th,  1865, 
for  an  "  improyement  in  maohines  for  making  candles,"  namely,  "  The  em- 
ployment of  the  pistons,  P,  D,  formed  at  their  upper  ends  into  moulda4or  the 
tips  of  the  candles,  in  combination  with  stationary  candle-monlds,  to  throw 
out  the  candles  in  a  vertical  direction,  substantially  as  herein  set  forth,"  is 
infringed  by  a  machine  in  which  the  piston  has  a  flat  end,  and  moulds  a  candle 
with  a  flat  end,  instead  of  a  convex  tip,  provided  the  piston  is  used  in  combi- 
nation with  the  stationary  mould,  to  throw  out  the  candle  in  a  vertical  diroc- 
tion,  as  described  in  the  specification. 

The  said  letters  patent  are  valid. 

A  preliminary  injunction  g^ranted  against  a  clear  infringement,  there  having 

been  repeated  adjudications  sustaining  the  patent. 
An  irregularity  in  the  service  on  a  defendant  of  the  subpana  in  |t  suit  in  equity, 
affords  no  reason  for  withholding  an  ii^junction  againrt  him,  if  he  has  had 
notice  of  the  motion  for  the  injunction,  and  appears  to  oppose  it 

<Before  Bknsdiot,  J.,  Eastern  J>istrict  of  New  York,  October  9tb,  1871.) 
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Benedict,  J.  This  case  comes  before  me  upon  a  motion, 
on  the  part  of  the  complainants,  for  a  preliminary  injunction, 
to  restrain  the  defendants  from  using  a  machine,  in  the  making 
of  candles,  within  this  District,  upon  the  ground  that  it  is  an 
infringement  upon  a  patent  granted  to  John  Stainthorp, 
Harch  6th,  1855,  for  an  '^  improvement  in  machines  for  mak- 
ing candles,"  and  owned  by  the  complainants.  The  motion 
is  founded  upon  the  bill  and  affidavits,  and  is  opposed  by  affi- 
davits on  the  part  of  the  defendants. 

The  firft  iflBTie  raised  is  as  to  the  infringement  charged. 
There  appears  to  be  no  dispute  in  regard  to  the  description  of 
machine  which  the  defendants  are  using,  but  it  is  contended 
that  such  a  machine  is  not  covered  by  the  claim  in  the  Stain- 
thorp patent. 

The  Stainthorp  patent  contains  two  claims,  of  which  the 
first  is  the  only  one  in  cont;*oversy  here.  That  claim  is  as 
follows :  "  What  I  claim  as  new,  and  desire  to  secure  by  let- 
ters patent,  is,  (1.)  The  employment  of  the  pistons,  D,  D, 
formed  at  their  upper  ends  into  moulds  for  the  tips  of  the  can- 
dles, in  combination  with  stationary  candle-moulds,  to  throw 
out  the  candles  in  a  vertical  direction,  substantially  as  herein 
set  forth."  This  claim,  the  defendants  insist,  does  not  cover 
the  defendants'  machine,  because,  in  the  defendants'  machine, 
the  piston  is  flat,  and  moulds  a  candle  with  a  flat  end,  instead 
of  a  don  vex  tip,  whereas,  as  they  claim,  a  tip-mould  is  a  sub- 
stantial feature  in  the  Stainthorp 'patent,  and  a  necessary  ele- 
ment of  the  combination  secured  by  that  patent.  I  am  unable 
to  sustain  thifi  construction  of  the  Stainthorp  patent.  The  ob- 
ject sought  to  be  attained  by  the  Stainthorp  invention  was  the 
safe  removal  of  the  candle  from  the  mould  in  which  it  is  formed, 
and,  by  the  same  operation,  a  proper  adjustment  of  the  wick 
for  a  new  candle.  This  is  accomplished  by  constructing  a 
stationary  upright  mould,  which,  instead  of  having  a  fixed  bot- 
tom, has  a  movable  bottom,  arranged  to  work,  by  means  of  a 
piston-rod,  as  a  piston  in  the  mould,  and  having  a  centre  aper- 
ture in  the  piston,  through  which  the  wick  can  pass,  en- 
abling the  candle  to  be  forced  up  by  the  movable  bottom. 
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and  safely  delivered  from  the  upper  end  of  the  mould,  while 
the  wick  is,  at  the  same  time,  drawn  through  the  mould  ready 
for  the  next  candle. 

The  first  claim  set  forth  in  the  patent  is  for  the  employ- 
ment of  the  piston  in  combination  with  the  stationary  mould, 
to  throw  out  the  candle  in  a  vertical  direction,  as  described.  I 
find  nothing  in  the  specification  or  claim  jto  warrant  the 
opinion,  that  the  shape  ^f  the  piston  was  therein  mentioned 
for  the  purpose  of  claiming  any  particular  shape  of  piston,  as 
part  of  the  invention.  The  form  of  piston  mentioned  is  not 
necessary  to  accomplish  the  result  sought  to  be  attained;  and 
the  mode  of  operation  of  the  machine  remains  unchanged, 
whether  the  candle  be  moulded  with  a  concave,  or  a  convex, 
or  a  flat  end.  Candles  are  made  with  ends  of  various  forms, 
arid  every  form  of  end  may  be  moulded  by  a  piston  shaped  to 
such  form.  The  form  of  the  candle  was  not  what  the  Stain- 
thorp  inventiqn  looked  to.  It  sought  to  deliver  in  a  safe  and 
cheap  way  candles  of  every  form ;  and,  the  method  having 
been  described  in  the  patent,  it  required  no  invention  to  alter 
the  form  of  the  piston  to  a  plane  surface,  nor  did  any  change 
in  the  principle  of  the  machine  follow  such  tilteration.  No 
advantage  is  shown  to  have  been  gained  by  such  alteration, 
and  no  reason  for  it  has  been  suggested.  It  appears  to  me 
to  have  been  made  with  the  ,expectation  of  raising  a  distinc- 
tion between  the  ma^fnes,  which  should,  in  effect,  enable 
the  defendants  to  use  the  Stainthorp  invention  without  com- 
pensation, and  for  that  purpose  alone.  But  the  alteration  is 
merely  colorable,  and  creates  no  substantial  change.  The  4 
defendants'  machine  must,  therefore,  be  held  to  be,  in  sub- 
stance, similar  to  the  Stainthorp  machine,  in  the  features  now 
in   question,   and  its  use  an  infringement  of  that  patent. 

It  is  further  contended,  that  the  invention  claimed  by  the 
Stainthorp  patent  was  previously  known  and  described ;  and 
what  is  known  as  the  Morgan  machine  is  referred  to  as  show- 
ing this.  But  the  Stainthorp  patent  is  not  recent,  and  has 
been  repeatedly  adjudicated  upon  and  sustained ;  and,  in  more 
than  one  instance,  the  Morgan  Machine  was  proved  and  held 
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not  sufficient  to  invalidate  the  patent.  {Stainthorp  v.  Elkm- 
tofiy  1  Fhsher^ 8  Patent  Cases^  349/  Stainthorp  v.  Jffamiston, 
Id.j  475.)  Repeated  adjudications  in  favor  of  this  patent 
entitle  the  complainants  to  the  relief  of  a  preliminary  injunc- 
tion against  what  seems  to  me  to  be  a  clear  infringement. 

Some  preliminary  objections  to  this  motion  were  taken 
on  behalf  of  the^defendants,  only  one  of  which  I  think  it  nec- 
essary to  mention  here.  An  objection  is  taken  by  the  de- 
fendant Dietz,  to  the  granting  of  any  injunction  against  him, 
upon  the  ground  of  a  supposed  irregularity  in  the  service  of 
the  subpoena,  as  to  which  it  appears  sufficient  to  say,  that 
such  irregukrity,  if  it  exist,  affords  no  reason  for  withholding 
an  injunction  against  a  defendant  who  lufl  notice  of  the 
motion  and  appears  to  oppose  it.  * 

Let  a  preliminary  injunction  be  issued,  according  to  the 
prayer  of  the  bill,  against  both  of  the  defendants. 


MUes  B.  Andrusj  for  the  plaintiffs. 
Alhett  cfe  Fuller^  for  the  defendants. 


Nathan  0.  Russell 

V8, 

IsAAo  V.  Place  and  othebs. 

In  an  action  at  law  for  the  infringement  of  letters  patent,  the  jury  found  a  yer- 
dict  for  the  plunUff,  for  |Y00  damages.  On  a  motion  by  the  defendant  for  a 
new  trial,  the  Court  was  of  opinion  that  the  evidence,  tending  to  prove  actoal 
damages  sostained  by  the  pUdntifl^  did  not  warrant  a  verdiot  for  a  greater 
amomit  than  |662  60 : 

Held,  (1.)  The  plaintiff  might  be  allowed  to  remit  the  excess,  instead  of  being 
reqidred  to  submit  to  a  new  trial. 

(2.)  It  appearing  that  the  infringement  was  deliberate  and  intentional,  and  the 
plaintiff  asUng,  under  the  statute,  for#an  increase  of  the  actual  damages 
found,  the  Court  awarded  judgment  for  $1,200  and  costs. 
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(8.)  The  defendant  was  allowed  to  require  the  plaintiff  to  first  remit  the  amonnt 
of  the  ezoees  of  the  verdict,  or  sabmit  to  a  new  trial,  tiie  order  of  the  Court 
thereupon  to  award  the  plaintiff  judgment  as  aforesaid. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  October  lOth,  1871.) 

This  was  a  motion  by  the  defendants  for  a  new  trial,  in  an 

action  at  law,  brought  for  the  infringement  of  letters  patent. 

for  an  invention  connected  with  the  treatmenf  of  bark;tanned 

skins,  to  make  them  suitable  for  the  manufacture  of  gloves- 

At  the  trial  the  plaintiff' had  a  verdict  for  $700.   The  plaintiff 

also  moved  to  increase  the  amount  of  the  verdict. 

•  « 

Horace  E,  Smithy  for  the  plaintiff. 

MaUhevi  Hale  i£hd  Jwme%  M,  Dudley^  for  the  defendants* 

Woodruff,  J,  (after  holding,  that,  on  other  grounds  urged,, 
a  new  trial  ought  not  to  be  granted).  The  proof  of  damages 
sustained  by  the  plaintiff  did  not,  I  think,  justify  so  large  a 
veisdict.  Although  the  action  is,  in  form,  tort,  the  verdict 
should  be  for  actual  damages  only.  Where  the  circumstances 
of  the  case  make  it  just  and  proper,  the  Court  are  authorized 
to  award,  in  the  judgment,  not  exceeding  three  times  the 
actual  damages  found  by  the  jury ;  and  this  furnishes  ample 
opportunity  to  the  plaintiff  to  obtain  whatever  greater  sum 
the  Court  may  deem  reasonable.  But  the  duty  of  the  jury 
was  to  find  the  actual  damages,  and  the  burthen  was  upon 
the  plaintiff  to  establish  those  damages  by  proof. 

Yielding  full  weight  to  the  presumption,  that,  in  a  com- 
munity where  the  improved  leather  was  in  great  use  and  de- 
mand, the  plaintiff  would  have  realized  the  profit  of  prepar- 
ing the  skins,  or  an  equal  number  of  skins  to  those,  which  the 
ihfidnging  defendants  prepared  by  the  use  of  the  invention, 
the  case,  on  the  proof,  stands  thus :  Taking  the  testimony 
most  favorably  for  the  plaintiff,  Jbhe  profit  he  lost  was  $1  87^ 
on  each  dozen  of  skins.  The  defendants,  in  their  estimate  of 
the  quantity  they  manufactured  after  the  patent  was  re-issued, 
made  not  exceediug  three  himdred  dozen.    The  plaintiff's 
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I068,  on  this  most  favorable  view  of  the  evidence,  did  not  ex- 
ceed $562  50. 

I  apprehend,  however,  that  this  does  not  necessarily  re- 
quire that  a  new  trial  should  be  granted.  The  plaintiff  may, 
if  he  sees  fit,  remit  the  excess. 

Besides  this,  where  the  Court  has  power,  and  is  called 
oipon,  to  grant  treble  damages,  this  excess  may  be  considered, 
and,  in  the  discretion  of  the  Court,  the  error  be  fully  corrected 
by  such  enhancement  of  damages  as  may  seem  just,  to  indem- 
nify the  plaintiff  for  the  expenses  of  prosecution,  especially 
where,  as  in  this  case,  the  infringement  seems  deliberate  and 
intentional,  though  it  may  have  been  done  under  an  erro- 
neous estimate  of  the  plaintiff's  rights.  The  plaintiff  s^eks  a 
reasonable  increase  of  the  sum  found  by  the  verdict ;  and  I 
think  it  is  a  proper  case  for  such  an  allowance.  It  is  not  rea- 
sonable that  an  inventor  of  a  useful  improvement  should .  be 
compelled  to  spend  his  means  in  protecting  himself  without 
indemnity,  and  so  practically  lose  the  benefit  of  the  invention 
which  the  law  is  designed  to  secure  to  him. 

I  am  disposed  to  award  judgment  for  $1,200  and  costs  of 
suit ;  but,  if  the  defendants  prefer  that  course,  and  that  the  rec- 
ord may  conf^m  to  my  views  of  the  evidence,  the  plaintiff" 
may  first  be  required  td  remit  the  excess  before  mentioned,  or 
submit  to  a  new  trial,  and  the  order  of  the  Court  thereupon 
will  award  him  judgment  as  just  stated. 
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Sakuel  R.  Daniels  and  Selden  W.  Laceob 
Henry  F.  Tarbox,  Collector,  &o. 

Under  section  22  of  the  Internal  Revenue  Act  of  July  20th,  1868,  (16  W.  8.  Stat, 
at  Large,  1S4),  a  regular  suspension  of  work  by  a  distiller  relieyes  him  from 
assessment  for  taxation  during  the  interval  between  the  time  he  so  regtdarly 
suspends  work,  and  the  time  he  actually  resumes  work,  whether  the  resump- 
tion is  regular,  aeoording  to  that  section,. or  not. 
If  he  resumes  work  without  previously  complying  with  the  provisions  of  that 
section  in  regard  to  resumption,  he  is  liable  to  the  forfeitures  and  punishment 
provided  by  that  section ;  but  the  regularity  of  the  suspension  does  not  de- 
pend upon  the  regularity  of  the  resumption. 
Having  mash  or  wort  on  the  premises  during  the  period  of  suspension,  does  not 
.  make  the  distiller  liable  to  assessment  for  tax  during  such  period. 
A  notice  in  writing  of  an  intention  to  suspend  work,  under  that  section,  was 
addressed  to  the  assessor,  instead  of  the  assistant  assessor,  but  was  written  in 
the  office  of  the  assistant  assessor,  and  came  to  his  hands,  and  contained  the 
information-  required  by  the  statute,  and  was  acted  upon  by  the  assistant 
assessor:  Held,  that  it  was  no  objection  to  the  Regularity  of  the  notice  that  it 
was  addressed  to  the  assessor. 
A  non-compliance  with  the  statute  in  regard  to  one. interval  of  suspension,  can- 
not affect  the  question  of  the  regularity  of  another  suspensigp. 
Where  it  was  impossible  to  lock  the  door  of  the  furnace  of  the  still,  and  impossi- 
ble to  make  a  fire  in  the  furnace,  and  the  assistlint  assessor  attended  during 
the  interval  of  suspension,  and  saw  that  no  work  of  distilling  was  done:  HM, 
that  the  right  of  the  distiller  to  be  treated  as  having  duly  suspended  work, 
was  not  affected  by  the  omission  of  the  assistant  assessor  to  comply  with  the 
statute  by  locking  the  door  of  the  furnace. 
Held,  also,  that  such  right  was  not  affected  by  the  omission  of  the  assessor  to 
comply  %ith  the  statute  by- reporting  the  suspension,  and  the  action  of  the 
assistant  assessor  thereon,  to  the  Commissioner  of  Internal  Revenue. 

(Before  "Woodruff,  J.,  Northern  District  of  New  York,  October  10th,  1871.) 

This  was  an  action  against  a  collector  of  internal  revenue, 
to  recover  back  money  paid  as  an  internal  revenue  tax  upon 
the  plaintiffs,  as  distillers,  under  the  name  and  firm  of  S.  W. 
Lackor  &  Co. 

Z.  F.  cfe  0,  W.  Boweriy  for  the  plaintiffs. 

Richard  Crowley^  {DietHct  Attorney),  for  the  defendant. 
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WooDBTJFF,  J.  Several  questions  were  raised  on  this 
trial,  which,  in  the  view  I  take  of  the  single  question  here- 
after considered,  it  will  be  unnecessary  to  decide.  Whether, 
*  under  the  provisions  of  Section  20  of  the  Act  of  July  20th, 
1868,  (15  U.  S.  Stat  at  La/rge^  133,)  imposing  taxes  on  dis- 
tilled spirits  and  tobacco,  and  for  other  purposes,  distillers  are 
liable  to  be  assessed  upon  eighty  ^t*  cewt,  of  the  producing 
capacity  of  their  distillery,  although  the  actual  production  is 
ixr  less — ^whether,  when  distillers  make  a  true  return,  in  the 
form  and  containing  all  the  particulars  required  by  law,  and 
have  been  assessed  in  due  form,  and  have  paid  the  tax 
assessed,  the  United  States  have  any  remedy  in  the  nature  of 
an  appeal  from  the  act  of  the  assessors — ^whether,  where  the 
aasessors  are  deemed  by  tlie  Commissioner  of  Internal  Bev- 
enue  to  have  erred  in  the  assessments,  he  can  direct  a  reassess- 
ment and  the  collection  of  additional  taxes,  based  upon  the 
same  £eu^  and  no  othei*,  of  whether  the  assessor  is  responsible 
to  the  Government  for  his  own  failure  to  assess  and  collect 
the  just  amount  due  \j  the  distiller  upon  a  true  assessment, 
and,  as  bearing  on  this  question,  whether  the  20th  section  of 
the  Act  of  June  30th,  1864,  as  amended  by  the  9th  section  of 
the  Act  of  July  13th,  1866,  (14  TI.  8.  Stat,  at  Large,  108y) 
authorizing  a  reassessment  in  certain  cases,  has  any  applica- 
tion to  a  case  in  Vhich  the  return  of  the  party  to  the  assessor 
contains  truly  every  fact  which  it  is  his  duty  to  return,  or 
which  is  material  to  a  correct  assessment — ^it  will  not  be  ma- 
terial to  discuss.  The  i^ngle  question,  whether  the  plainti£b 
were  liable  to  be  assessed  eighty  jp^  cent,  on  the  capacity  of 
their'  distillery,  during  eight  days  in  the  months  of  September 
and  October,  1868,  during  which  their  distillery  was  not  run 
at  all,  will,  if  decided  in  the  negative,  dispose  of  this  case. 

Assuming,  therefore,,  for  the  purposes  of  this  case,  that  the 
assessment,  when  legally  made,  should  never  be  for  a  less 
quantity  of  spirits  than  eighty  per  cent,  per  diem  of  the  whole 
capacity  of  the  distillery,  the  period  at  which  the  assessment 
shall  commence,  and  the  time  when  the  estimate  may  be  sus- 
pended, and  the  day  on  which  it  shall  cease,  are  vital  to  the 
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ascertainment  of  the  tax  to  which  the  distiller  is  liable.    On 
that  subject,  section  22  of  the  Act  of  July  20th,  1868,  above 
referred  to,  provides,   "  that  every  distiller,  at  the  hour  of , 
twelve,  meridian,  on  the  third  day  after  that  on  which  his 
bond  shall  have  been  approved   by  the  assessor,  shall   be 
deemed  to  have  commenced,  and  thereafter  to  be  continu- 
ously engaged  in,  the  production  of  distilled  spirits  in  his  dis- 
tillery, except  in  the  intervals  when  he  shall  have  suspended 
work,  as  hereinafter  authorized  or  provided.    Any  distiller, 
desiring  to  suspend  work  in  his  distillery,  may  give  notice 
in  writing  to  the  assistant  assessor  of  his  division,  stating 
when  he  will  suspend  work ;  and,  on  the  day  mentioned  in 
said  notice,  said  assistant  assessor  shall,  at  the  expense  of 
the  distiller,   proceed  to  fasten  securely  the  door  of  every 
fomaee  of  every  still  or  boiler  in  said  distillery,  by  locks 
and  otherwise,  and  shall  adopt  such^  other  means  as  the  com- 
missioner of  internal  revenue  shall  prescribe,  to  prevent  the 
lighting  of  any  fire  in  such  ftirnace,  or  under  such  stills  or  boil- 
ers.  The  locks  and  s^s,  and  other  materials  required  for  such 
purpose,  shall  be  furnished  to  the  assessor  of  the  district  by 
the  commissioner  of  internal  revenue,  to  be  duly  accounted 
fer  by  said  assessor.    Such  notice  by  any  distiller,  and  the 
action  taken  by  the  assistant  assessor  in  pursuance  thereof, 
shall  be  immediately  reported  to  the  assessor  of  the  district, 
and  by  him  transmitted  to  the  Commissioner  ot  Internal  Rev- 
enue.   No  distiller,  after  having  given  such  notice,  shall,  afl»r 
the  time  stated  therein,  carry  on  the  business  of  a  distiller  on 
said  premises,  until  he  shall  have  given  another  notice  in  writ- 
ing to  said  assessor,'"  stating  the  time  when  he  will  resume 
work ;  and,  at  the  time  so  stated  for  resuming  work,  the  as- 
sistant assessor  shall  attend  at  the  distillery,  to  remove  said 
locks  and  other  fastenings ;  and  thereupon,  and  not  before, 
work  may  be  resumed  in  said  distillery,  which  fact  shall  be 
immediately  reported  to  the  assessor  of  the  district,  and  by 
him  transmitted  to  the  commissioner  of  internal  revenue. 
Any  distiller,  after  the  time  fixed  in  said  notice  declaring 
^  his  intention  to  suspend  work,  who  shall  carry  on  the  busi- 
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ness  of  a  diBtillery  on  said  premises,  or  shall  have  mash,  wort, 
or  beer  in  his  distillery,  or  on  any  premises  connected  there- 
with, or  who  shall  have  in  his  possession,  or  under  his  control, 
any  mash,  wort  or  beer,  with  intent  to  distil  the  same  on  said 
premises,  shall  incnr  the  forfeitures,  and  be  subject  to  the 
same  pxmishment  as  provided  for  persons  who  carry  on  the 
business  of  a  distiller  without  having  paid  the  special  tax." 

The  proof  shows,  that  the  plaintiffs,  after  commencing  the 
business  of  distilling,  on  four  different  occasions  desired  to 
suspend  work,  and  gave  notice  of  their  intention  to  do  so,  and 
actually  suspended,  in  precise  accordance  with  the  terms  of 
their  notice.  The  cause  of  suspension  on  three  of  these  occa- 
sions was  the  need  of  repairs  or  alterations  in  their  fixtures. 
These  suspensions  were  September  16th,  one  day ;  Septem- 
ber 22d  and  23d,  two  days ;  October  1st,  one  day ;  and  from 
October  7th  to  October  12th,  (the  11th  being  Sunday,)  four 
days,  these  being  the  eight  days  for  which  the  tax  was  never- 
theless exacted,  to  compel  the  repayment  of  which  this  action 
is  brought.  The  notices  of  the  intended  suspension  given 
by  the  plaintiffs  were  in  form  addressed  to  the  assessor  of 
the  district.  The  assistant  assessor  of  the  division  in  which 
the  distillery  was  included,  occupied  the  same  office  with  the 
assessor  of  the  district,  both  he  and  the  assessor  being  in  the 
same  apartment.  Such  assistant  assessor  was  present  when 
most  if  not  all  of  the  notices  were  drawn  and  signed.  One  of 
them  he  himself  presented  to  one  of  the  plaintiffs,  and  received 
the  signature  of  the  latter  thereto,  and  he  had  actual  knowl- 
edge of  each  of  the  notices  when  given.  It  was  the  4uty  of  the 
assistant  assessor  to  be  at  the  distillery  every  day,  and  he  was 
there  each  day  of  the  suspension.  On  the  days  during  which 
work  was  suspended  in  October,  the  assistant  assessor  locked 
the  frimace,  as  required  by  the  Act.  On  the  three  days  of 
the  suspension  in  September,  he  did  not  lock  the  door  of  the 
furnace,  and  the  reason  for  not  doing  so  was,  (as  he  explicitly 
testifies,)  that  the  plaintiffs  were  repairing  it  and  it  could  not 
be  locked.  This,  certainly,  was  so  on  one  of  those  occasions, 
and  the 'reason  it  was  not  locked  on  the  other  occasion  was. 
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either  that  the  repairing  rendered  it  impossible,  or  that  it  was 
in  such  a  condition  that  no  fire^  could  be  made  in  it;  and 
nothing  was  or  conld  be  distilled  on  either  daj  of  suspension 
in  September  or  October,  in  the  then  condition  of  the  distil- 
lery. It  does  not  appear  that  any  notice  of  either  suspension, 
or  of  the  action  -of  the  assistant  assessor  thereupon,  was  re- 
ported by  the  assessor  of  the  district  to  the  Commissioner  of 
Internal  Kevenue.  The  plaintiffs  gave  no  subsequent  notice 
in  writing  to  the  assessor,  stating  the  time  when  they  wotild 
resume  work.  They  embodied  in  the  one  notice  given  in  each 
case,  a  statement  of  the  number  of  days  which  they  would 
suspend  and  of  the  day  they  would  resume  ;  but  no  report  of 
that  fact  was  made  by  the  assessor  to  the  Commissioner  of 
Internal  Revenue. 

It  is  proper  to  say,  preliminarily,  that  this  case  in  no  wise 
depends  upon  the  question  whether  one  notice  is  sufficient  to 
satisfy  all  the  requirenients  of  the  law,  so  as  to  justify  the 
plaintiffs  in  resuming  work  after  a  suspension.  The  section 
cited  is  reasonably  explicit  in  requiring  "  another  notice  in 
writing  to  said  assessor."  But,  whether  these  notices  must 
be  on  separate  papers,  with  separate  address  and  signature,  or 
may  be  embodied  in  one,  is  immaterial  to  the  present  case, 
for  the  reason,  that  the  regularity  of  the  suspension  does  not 
at  all  depend  upon  the  re^larity  of  the  resumption.  If  the 
law  was  so  far  complied  with  that  the  plaintiffs  were  duly  in- 
suspension  f^om  work,  that  state  of  things  continued  ^un  til  they 
resumed.  If  they  resumed  without  previous  compliance  with 
the  law  relating  to  resumption,  they  became  liable  to  the  con- 
sequences prescribed  specificaHy  for  that  act,  namely,  they 
incurred  the  forfeitures,  and  became  subject  to  the  same  pun- 
ishment, prodded  for  persons  distilling  without  paying  the 
special  tax.  The  law  excepts  from  the  assessment  for  tax- 
ation on  tl\e  production  of  the  distillery,  and  on  its  capacity 
for,  production,  the  intervals  when  the  distiller  shall  have 
suspended  work,  as  authorized  or  provided.  Whether  he 
ever  resmnes  or  not,  and  whether  he  resumes  lawfully  or  un- 
la^vfully,  is  immateriaf  for  the  purposes    of  assessment  for 
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those  intervals.    There  is  no  connection  between  the  two 
subjects.    A  regular  suspension  relieves  him  from  assessment 
during  the  interval.    An  irregular  resumption  subjects  him 
to  forfeitures  and  punishment.    The  same  observations  are 
pertinent  to  the  fact  proved  in  this  case,  that,  during  the 
periods  of  suspension,  the  plaintiffs  had  mash  or  wort  on  the 
premises  in  the  distillery,  though  without  any  intent  to  distil 
it.    If  they  thereby  exposed  themselves  to  forfeiture  or  pen- 
alties, be  it  so.     It  is  no  where  provided  that  that  fact  made 
them  liable  to  assessment  upon  the  producing  capacity  of  the 
distillery.    I  do  not  intend,  by  this,  to  say  that  a  suspension 
(which  may  often  be  the  necessary  result  of  causes  they  can- 
not control)  while  they  have  mash  on  hand,  subjects  them  to 
forfeiture  or  penalty.    I  mean  to  say,  that  the  regularity  of 
the  suspension  does  not  depend  at  all  on  their  having  or  not 
having  it  on  hand.    And  yet  it  appears,  by  a  letter  produced 
on  the  trial,  signed  by  the  deputy  commissioner,  that  the 
reason  why  he  deemed  the  plaintiffs  were  liable  to  assess- 
ment for  the  eight  days  of  actual  suspension  was,  that  the 
assistant  assessor,  in  his  certificate  of  the  suspension,  on  file  in 
his  office,  did  not  certify,  that,  when  he  placed  the  locks  on  the 
furnace  doors,  there  was  no  mash,  beer  or  wort  on  hand  on 
the  premises.    This,  is  I  think,  a  misconstruction  of  the  Act. 
If  the  plaintiffs  were  proceeded  against  for  a  forfeiture,  or  to 
enforce  punishment,  as  provided  in'  the  concluding  paragraph 
of  the  section,  it  would  be  material  to  consider,  what  having 
of  mash,  or  wort,  or  beer  in  the  distillery  makes  them  liable, 
and,  whether  the  intent  or  purpose  thereof  is  material,  may 
bo  then  a  very  important  inquiry.    Here,  I  deem  it  wholly 
irrelevant.    Again,  it  is.  proper  to  say,  that  this  case  does  not 
require  any  decision  of  the  question,  what,  as  between  the 
Government  and  its  officers,  are  the  consequences  of  a  neglect 
by  the  latter  to  comply  with  the  requirements  of  the  law  pre- 
scribing their  duty.     The  question,  therefore,  is  reduced  to 
this — Were  the  plaintiffs  liable  to  assessment   for  the  days 
of  actual  suspension,  or  were  those  days  ^^  intervals  "  when 
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they  had  "  suBpended  work,"  as  in  the  Act  "  authorized  or 
provided  i ". 

The  Act,  in  terms,  aathorizes  any  distiller  desiring  to  sus- 
pend work,  to  give  notice  in  writing,  stating  when  he  will 
suspend,  and  provides  that,  having  given  such  notice,  he  shall 
not,  after  the  time  stated  therein,  resume  .work,  until  he  shall 
have  given  another  notice  in  writing,  stating  the  time  when 
he  will  resume.  The  other  objections  claimed,  on  the  trial,  to 
aftect  the  plaintiffs'  position  in  this  respect,  rest  on  the  suf- 
ficiency of  their  notice  of  an  intention  to  suspend,  the  neglect 
of  the  assistant  assessor  to  lock  the  doors  of  the  furnace  on 
the  three  days  of  suspension  in  September,  and  the  want  of 
proof  that  the  assessor  immediately  reported  the  suspension, 
and  the  action  of  the  assistant  assessor  thereupon,  to  the  Com- 
missioner ot  Internal  Bevenue. 

The  only  suggestion  of  defect  in  the  notice  is,  that  it  con- 
tained an  address  to  the  assessor  of  the  district.  Surely,  this 
objection  has  no  merit.  The  notices  came  to  the  assistant 
assessor ;  they  are  in  writing ;  they  were  written  in  his  office. 
He,  himself,  presented  one  of  them  to  one  of  the  plaintiffs  for 
signature.  They  contain,  and  they  actually  communicated  to 
the  assistant  assessor,  the  precise  information  necessary  to 
comply  with  the  law.  They  were  in  due  form  to  produce  the 
effect  designed,  and  he  received  them  as  notices,  and  acted 
thereupon  ;  and  it  is  a  circumstance  showing  that  no  impor- 
tance belongs  to  the  mere  fact  that  they  contained  an  address 
to  the  assessor,  that,  when  the  law  speaks  of  the  notice  of  in- 
tent to  resume,  it  terms  it  a  notice  to  the  assessor.  The  pur- 
pose and  design  of  the  requirement  here  was  fully  satisfied, 
and  the  objection  is  untenable. 

The  neglect  of  the  assistant  assessor  to  place  locks  on  the 
door  of  the  furnace  during  the  three  days  of  suspension  in 
September,  surely  did  not  affect  the  regularity  of  the  suspen- 
sion of  five  days  in  October.  Then  the  door  was  locked,  so 
that  this  objection  cannot  be  urged  to  defeat  the  claim  of  the 
plaintiffs  here  as  to  those  five  days.    These  intervals  of  sus- 
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pensioD  were  distinct,  and  irregularity  in  some  could  not 
affect  others. 

Snt  I  am,  also,  of  opinion,  that  there  was  no  fault  in 
the  plaintiffs,  affecting  their  liability  to  assessment,  arising 
from  the  omission  to  lock  the  door  of  the  Aimace  in  Septem- 
ber. The  Act  should  receive  a  sensible  construction,  if  possi- 
ble. The  proof  is,  that  the  nature  of  the  repairs  rendered  it 
impossible  to  lock  the  door,  and  impossible  to  make  a  fire  in 
the  furnace ;  and  the  assistant  assessor  attended  and  saw 
that  no  work  of  distilling  was  done.  The  law  did  not  pro^ 
poee  an  impossibility ;  or,  if  it  did,  it  is  not  the  fault  of  the 
plaintiffs  if  the  law  prescribed  to  the  assistant  assessor  a  pre- 
caution impossible  of  application.  It  does  not  appear  that  the 
Commissioner  has  prescribed  any  "  other  means"  "  to  prevent 
the  lighting  of  any  fire  in  such  furnace,  or  under  such  stills  or 
boilers."  When,  therefore,  the  assistant  assessor  found  locking 
the  door  impracticable,  and  the  lighting  of  any  fires  impossi- 
ble, and  further  interposed  his  personal  presence  to  see  to  it 
that  no  distilling  was  done,  and  did  see  that  no  distilling  was 
or  could  be  done,  I  think  the  law  was  fully  satisfied — certainly, 
60  far  as  the  plaintiffs'  right  to  be  treated  as  having  duly  sus- 
pended work  is  affected  thereby. 

If,  however,  it  can  be  successfully  insisted  that  the  assist- 
ant assessor  ought  to  have  actually  devised  some  means  of  lock- 
ing the  door,  and  failed  to  do  his  duty  in  this  respect,  we  are 
brought  to  the  same  question  involved  in  the  next  objection, 
namely,  that  there  is  no  proof  that  the  suspension  was  re- 
ported to  the  Commissioner ;  and  that  question  is — ^Must  the 
plaintiffs  pay  taxes  according  to  the  capacity  of  their  distillery, 
because  the  officers  of  the  Government  neglect  their  duty,  and 
80  long  as  such  neglect  continues?  It  seems  to  'me  that  this 
point  requires  very  little  discussion.  The  duties  imposed  in 
this  statute  on  the  assessor  and  assistant  assessor  are  directory 
merely.  For  the  discharge  of  their  duties  they  are  respon- 
sible to  the  Government.  The  plaintiffs  have  no  control  over 
them,  and  ought  not  to  be  affected  by  their  acts  or  omis- 
sions, which  they  can  neither  guai'd  against  nor  prevents 
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Suppose,  for  example,  a  distiller  gives  the  required  notice, 
and  actually  suspends  in  accordance  with  his  expressed  inten- 
tion. What  more  can  he  do>}  7he  assistant  assessor  may 
wholly  neglect  or  refuse  to  secure  or  lock  the  door  of  his  ftir- 
naoe ;  and  can  it  be  claimed,  that,  for  that  reason,  the  distiller 
must  continue  to  pay  taxes,  as  in  this  case  assessed,  at  over 
$300  per  day  ?  Such  suspension  may  not  always  be  for  a  few 
days  only,  but  may  be  for  a  period  which,  if  the  neglect  of  the 
assistant  assessor  involved  such  a  consequence,  would  result  in 
the  distiller's  utter  ruin.  No  such  claim  can  be  reasonably 
urged  on  behalf  of  the  Goyemment,  and  such  is  not  the 
meaning  or  effect  of  the  law,  neither  in  regard  to  the  neglect 
of  the  assistant  assessor,  nor  to  the  neglect  of  the  assessor  to 
make  due  and  timely  report  to  his  superiors. 

For  these  reasons,  I  think  the  tax  imposed  on  the  plaint- 
iffs, for  eighty  per  cent,  of  the  capacity  of  their  distillery, 
and  the  penalty  exacted  for  its  non-payment  pending  their 
appeal,  amounting  to  $2,524  .j^,  were  illegally  exacted  from 
them  by  the  defendant,  as  collector  of  internal  revenue,  and 
that  they  are  entitled  to  recover  the  same,  with  interest 
from  December  30th,  1869,  when  the  same  appears  to  have 
been  paid,  with  costs. 
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William  Sisson  and  othebs 
David  GiLBEBT  aitd  othebs.     In  Equttt. 

The  fact  tbat  an  inrention  was  in  public  use  and  on  sale,  with  the  consent  and 
allowance  of  the  inventor,  more  than  two  years  before  his  application  for  a 
patent,  renders  the  patent  invalid,  however  great  the  hindrances  to  the  ap- 
plication, and  whether  caused  by  the  want  of  peconiary  means,  or  other  mis- 
fortune. 

Tlie  public  use,  in  this  case,  held  not  to  have  been  experimental,  the  inventor 
having  himself  manufactured  and  sold  machines  containing  the  invention, 
through  several  yei^rs,  and  having  allowed  such  machines  to  be  used  thence 
onward,  for  six  more  years,  before  applying  for  his  patent. 

A  merely  experimental  use,  made  in  good  faith,  and  not  in  such  wise  as  to 
amount  to  a  fraud  upon  the  public,  misleading  them  into  a  use,  in  the  belief 
that  it  is  free,  does  not  destroy  the  exclusive  right  of  an  inventor. 

What  constitutes  au  "  allcwanoe,"  by  an  inventor,  of  a  public  use  of  his  inven- 
tion, although  there  are  no  words  of  consent,  his  consent  and  aUowance  being 
inferred  from  acquiescence. 

A  defence,  that  the  patent  was  invalid,  because  of  such  consent  and  aUowance, 
being  sustained,  the  bill  was  dismissed,  but,  mider  the  circumstances,  without 
eostSL 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  October  10th,  1871.) 

This  was  a  final  hearing,  on  pleadings  and  proofs,  on  a 
bill  to  restrain  the  alleged  infringement  of  letters  patent 
granted  September  24th,  1861,  to  the  complainant  Sisson,  for 
an  "  improvement  in  machine  for  making  staves  from  bolts," 
for  which  application  was  made  in  November,  1859,  and  of 
which  patent  the  complainants  were  owners.  The  bill  songlit, 
alsO|  an  account  and  damages. 

J.  H.  Taumsendy  for  the  complainants. 

J^  -4.  MaooTriber,  for  the  defendants. 

WooDEijFF,  J.  The  claim  of  the  patentee,  in  his  specifica- 
tion, is  confined  to  two  particulars :  1st.  Certain  rib  guides, 
projecting  from  the  guide-bar,  against  the  narrow  surfaces  of 
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which  the  stave  bolt  rests,  arranged  in  combination  with  the 
vibratory  bedj  in  form  and  position  concentric  therewith, 
through  the  open  spaces  between  which  ribs  the  chips  and 
splinters,  cut  off  by  the  knife,  fall,  without  clogging  the 
machine ;  2d.  The  employment  of  a  strip  of  wood  with  the 
ends  of  the  grain  upwards,  inserted  in  a  groove  in  the  bed, 
along  the  line  where  the  bed  comes  in  contact  with  the  edge 
of  the  knife,  and  having,  at  the  bottom  of  the  groove,  a  sup- 
porting plate,  or  bar  of  iron,  or  other  strong  material,  made 
adjustable  by  means  of  set  screws,  or  equivalent  means,  to 
sustain  it  firmly  along  its  entire  length,  to  raise  or  lower 
the  supporting  bar,  by  which,  when  the  surface  end  of  the 
strip  of  wood  is  cut  away,  it  may  be'  raised  in  the  groove, 
pared  off,  and  so  present  an  unimpaired  surface  to  the  knife. 
Nothing  else  described  in  the  specification  of  the  patentee  is 
secured  to  him  by  the  patent. 

As  to  both  of  these  devices,  I  am  constrained  to  say,  that, 
in  my  judgment,  the  proof  shows,  that  both  were  in  public 
use  and  on  sale,  with  the  consent  and  allowance  of  the 
patentee,  more  than  two  years  before  his  application  for  a 
patent.  If  this  be  so,  then,  however  great  the  hindrances  to 
such  application,  and  whether  caused  by  the  want  of  pecun- 
iary means,  or  other  misfortune,  the  right  to  the  future  ex- 
clusive use  was  lost.  This  may  be  a  great  hardship,  and  so 
may  properly  induce  a  Court  to  require  very  clear  proof,  and 
dispose  them  to  give  fiiU  weight  to  the  prima  fade  evidence 
which  the  granting  of  the  patent  itself  imports,  in  support  of 
the  patentee's  title ;  but,  if  such  use  and  sale  be,  nevertheless, 
established,  there  is  no  alternative — ^the  Court  has  no  discre- 
tion. The  right  claimed  depends  upon  express  statute,  and 
exists  only  by  its  force  and  according  to  its  terms ;  and,  by 
that  statute,  such  sale  and  use  are  a  full  defence  to  the  in- 
ventor's claim.  {Act  of  July  Uh,  1836,  §§  6, 16,  6  XT.  S.  Stat, 
at  Large,  119,  123 ;  Act  of  March  3rf,  1839,  §  7,  Id.,  354.) 

My  conclusion  rests  mainly  upon  the  testimony  of  Sbson, 
the  patentee,  himself,  and  of  the  witnesses  called  by  the  com- 
plainants, from  which;  I  think,  it  appears,  that,  in  1845,  Sis- 
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Bon  was  employed  bj  CroBsett,  the  patentee  of  a  stave  ma- 
chine, to  do  work  for  him,  in  the  manufactm*e  of  his  machines, 
at  Fnlton,  N.  Y.,  and  that  Sisson  then  snggested  to  Crossett's 
partner  the  improvement  first  claimed  in  the  above  named 
specification,  and  then  placed  rib-gnides  or  projections  upon 
the  wooden  gaide  by  them  theretofore  used,  and,  soon  after, 
and  in  the  same  year,  replaced  the  wooden  guide  or  gauge 
with  an  iron  one,  and  ^^  manufactured  the  stave  machine  after 
that  with  those  improvements;"  and  that,  after  Crossett  left 
Fulton,  in  August,  1845,  the  present  patentee  continued  to 
manufacture  and  sell  to  parties  who  held  town  rigkcs  under 
Crossett's  patent.  He  varied  the  extent  of  the  projection, 
and  varied  the  number  of  such  projecting  rib  guides,  from 
three  to  four,  and  finally  to  five,  which  last  number,  he  says, 
he  settled  upon,  although  his  model,  deposited  in  the  Patent 
OfSce,  by  which,  if  the  number  constitutes  a  material  part  of 
hig  invention,  he  is  bound,  contains  but  four.  He  thinks  he 
made  these  ribs  substantially  as  they  are  now  prior  to  May 
1st,  1853,  and  the  last  machine  he  made  he  made  in  April, 
1853,  and  he  made  them  for  the  parties  who  owned  territorial 
rights  to  Crossett's  patent. 

There  seems  to  me  little  room  to  say,  upon  this  evidence — 
without  recurring  to  the  testimony  of  other  witnesses,  or  to 
the  testimony  of  the  making  and  sale  by  others  of  machines 
having  such  ribs,  of  which  he  had  knowledge — ^that  this  im- 
provement was  not  on  sale  or  in  use  with  the  consent  and 
allowance  of  the  inventor. 

In  like  manner,  he  made  an  improvement,  in  1845,  in 
Crossett's  machine,  by  a  groove  in  the  bed,  and  the  insertion 
of  wood  having  the  grain  endwise,  to  receive  the  blow  of  the 
knife  when  it  struck  through  the  bolt ;  and  this  he,  thereafter, 
used  and  sold  in  the  machines  made  by  him,  down  to  and  in- 
dnding  the  last  machine  nlade,  as  he  says,  in  April,  1853.  He 
does  not  give  the  precise  date  when  the  bar  in  the  grooves, 
with  set  screws  to  raise  the  strips  of  wood,  when  partially  cut 
away  by  the^ knife,  was  introduced;  but  the  complainants* 
witness,  who' worked  for  the  patentee  as  millwright  and  pat- 
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tern  maker,  testifies,  distinctlj,  that  it  was  'pnt  in  many  ma- 
chines before  1851. 

True,  the  patentee  says,  in  his  testimony,  that  the  last 
machine  which  he  made  was  the  only  one  that  had  the  com- 
plete improvement ;  but,  on  examination  of  his  own  evidence, 
it  appears  that  no  changes  were  made,  except  the  variation  in 
the  number  and  extent  of  projections  of  the  guide  bars,  and 
in  the  thickness  or  weight  of  the  bar  placed  in  the  groove. 
These  were  not  of  the  substance  of  the  invention.  The 
patentee  would  hardly  claim  that  any  third  party  may  use  six 
guide  hStB  instead  of  iour,  or  a  bar  in  the  groove  half  an  inch 
thick  instead  of  a  quarter,  and  not  infringe  his  patent.  All 
this  was  done  before  the  1st  of  May,  1853,  and  the  machines 
had  gone  into  the  use  for  which  this  patentee  made  them. 

It  seems  to  me  that  this  is,  as  matter  of  law,  within  the 
statute,  and  a  defence.  The  patentee  calls  this  seven  years, 
making  and  selling  machines  with  the  improvements,  tx- 
perimentalj'for  the  purpose  of  ascertaining  and  developing 
their  utility ;  and  he  estimates  the  number  of  machines  that 
he  made  between  1845  and  1853,  as  not  more  than  twelve.  It 
is  settled,  that  a  merely  experimental  use,  made  in  good  faith, 
and  not  in  such  wise  as  to  amount  to  a  fraud  upon  the  public, 
misleading  them  into  a  use,  in  the  belief  that  it  is  free,  does 
not  destroy  the  exclusive  right  of  an  inventor ;  but,  in  the 
face  of  the  evidence  of  continued  manufacture  and  sale 
through  several  years,  and  the  allowance  of  such  use  thence 
onward,  for  six  more  years,  before  the  patent  was  applied  for, 
'  I  think  that  statement  will  not  avail  the  complainants. 

It  is,  also,  difficult  to  say,  that  the  information  which  the 
inventor  had  of  the  manufacture  and  sale  of  machines  with 
his  improvements  by  Dutton  &  Co.,  within  three  hundred 
yards  of  his  shop,  of  their  surreptitious  procurement  of  his 
patterns  to  be  copied  for  the  purpose,  and  his  information  of 
the  manufacture  and  sale  of  his  improvements  at  Rochester, 
not  followed  up  or  even  investigated  by  him,  the  former, 
especially,  continuing  for  eight  or  ten  years  before  the  ap- 
plication for  the  patent  was  made,  were  not  such  a  permitting 
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of  the  public  nse^and  sale  of  the  improvemeDtB,  as  constitutes 
an  allowance  thereof,  within  the  meaning  of  the  law,  although 
there  were  no  words  of  consent.  Consent  and  allowance  may 
be  inferred  from  acquiescence. 

It  is  not  without  regret  that  I  am  compelled  to  conclude, 
that,  either  through  ignorance  of  the  law,  or  want  of  means 
or  aid  in  procuring  the  patent  for  a  meritorious  invention, 
the  patentee  placed  himself  in  a  situation  in  which  this  action 
cannot  be  sustained. 

The  bill  must,  therefore,  be  dismissed,  but,  under  the 
circumstances,  without  costs. 


Geoeqb  W.  Vkeselius,  Assignee  m  Banketjptct  op  Wil- 
liam B.  YSBSELIUS 

William  8.  Yebsblius  and  Oeobgb  A.  Yebseliub. 

Ik  Equtiy. 

A  bill  in  equity  was  filed  by  an  aasignee  In  bankruptcy  against  the  bankrupt 
afad  another,  to  set  ande  a  conveyance  of  property  made  by  the  bankrupt  to 
the  other  defendant^  and  to  compel  an  account  of  the  same,  and  payment  to 
the  plaintiff,  and  for  a  diaoovery.  The  bankrupt  demurred  to  the  bill  for 
want  of  equity : 

fftld,  (1.)  The  jurisdiction  to  entertain  such  a  biU  is  dear.  Independent  of  the 
question,  whether  the  assignee  may  not  always,  if  he  sees  fit,  seek  the  aid  of 
a  Court  of  Chancery,  to  set  aside  a  fraudulent  conveyance  or  illegal  transfer, 
Instead  of  proceeding  by  various  actions  at  law,  tiie  right  to  call  for  an  ac- 
count is  not  questionable. 

(2.)  Although  the  charge,  in  the  bill,  of  fraud  and  illegality,  is  in  the  alternative, 
either  ground  is  sufScient. 

(B.)  .The  assignee  has  the  right,  as  ancillary  to  the  principal  relief,  to  have  a 
discovery  from  the  defendants ;  and  the  need  of  such  discovery  also  excuses 
the  want^  in  the  bill,  of  a  more  precise  specification  of  the  particular  fraud 
alleged. 

(4.)  The  bankrupt  is  a  proper  party  to  the  Wl 

(  Before  Woonnviv,  J.,  Northern  District  of  New  York,  October  lOth,  1871.) 
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This  was  a  bill  in  equity,  to  set  aside  a  conveyance  of  real 
estate  and  personal  property,  book  accounts,  choses  in  action, 
&c.,  and  to  compel  an  account  of  the  same,  and  the  proceeds 
thereof,  and  payment  to  the  complainant,  and  for  a  discovery, 
&c.  There  was  a  demurrer  to  the  bill,  by  the  bankrupt, 
"William  S.  Verselius,  for  want  of  equity. 

(7.  W.  Smithy  for  the  plaintiff. 

Q,  Van  Vborhis^  for  the  defendants. 

WooDBUFF,  J.  This  demurrer  is  submitted  to  me  for 
decision  upon  the  brief  of  the  counsel  for  the  defendant  only. 
I  have  considered  the  objections,  and  am  of  opinion : 

(1.)  The  jurisdiction  to  entertain  such  a  bill  is  clear. 
Independent  of  the  question^  whether  the  assignee  may  not 
always,  if  he  sees  fit,  seek  the  aid  of  a  Court  of  Chancery,  to 
set  aside  a  fraudulent  conveyance  or  illegal  transfer,  instead 
of  proceeding  by  various  actions  at  law,  the  right  to  call  for 
an  account  is  not  questionable. 

(2.)  Although  the  charge  of  fraud  and  illegality  is  in  the 
alternative,  either  ground  is  sufficient.  The  transaction  is 
alleged  to  have  taken  place  in  November,  1869.  That  is  less 
than  four  months  before  the  adjudication  which  declared  fhe 
demurrant  a  bankrupt,  namely,  February  Ist,  1870. 

(3.)  The  assignee  has  the  right,  as  ancillary  to  the  prin- 
cipal relief,  to  have  a  discovery  from  the  defendants,  and  he 
properly  seeks  it,  to  supply  the  deficiency  in  his  own  knowl- 
*  edge ;  and  his  ignorance  of  the  particulars  sought  not  only 
entitles  him  to  the  discovery,  but  excuses  tlie  want  of  more 
precise  specification  of  the  particular  fraud  alleged. 

(4.)  The  bankrupt  has  a  direct  interest  in  the  question 
whether  the  property  shall  be  taken  from  the  other  defend- 
ant, and  is,  therefore,  a  proper  party. 

The  demurrer  is  overruled,  with  costs,  and  the  demur- 
rant has  leave  to  answer,  on  payment  of  the  costs  of  the  de- 
murrer, and  of  the  proceedings  thereon. 


OCTOBER,  1871.  191 


In  re  The  Troy  Woolen  Company,  Bankrnpte. 


In  re  The  Tboy  "Woolen  Company,  Bankeupts. 

A  claim  prored  in  the  District  Court  against  the  estate  of  a  bankrupt  was  con- 
tested by  the  assignee  and  a  creditor,  and  was  allowed  by  that  Court  The 
objecting  creditor  then^petitioned  this  Conrt,  under  the  2d  section  of  the  bank- 
ruptcy Act  of  March  2d,  1867,  (14  U.  8,  Stai.  at  Large,  618,)  to  review  the 
decision  of  the  District  Court  allowing  the  claim,  and  to  disallow  the  claim : 
Held,  that  the  petition  must  be  dismissed ;  that  the  2d  section  of  the  Act  con- 
fers jurisdiction  on  this  Court  to  reyiew,  in  the  manner  prescribed  by  such  ^ 
section,  the  decisions  of  the  District  Court,  only  in  cases  where  special  pro- 
TU&on  is  not  otherwise  made  by  the  Act  for  the  reyiew  of  such  decisions ; 
that  the  8th  section  of  the  Act  makes  provision  for  a  review  of  the  decision 
of  the  District  Court  allowing  the  claim  of  a  creditor,  by  authorizing  an 
appeal  to  this  Court,  by  the  assignee,  from  such  decision ;  and  that,  although 
the  22d  section  gives  to  a  creditor  the  right  to  institute  an  investigation  into 
the  validity  of  the  claim  of  another  creditor,  yet,  when  an  investigation  has 
been  had,  and  a  decision  as  to  the  validity  of  the  claim  has  been  made  by  the 
District  Court,  the  right  of  the  objecting  creditor  to  contest  the  claim  ceases, 
and  any  further  proceeding  to  review  the  decision  must  be  taken  by  the  as- 
signee, by  appeal,  under  the  8th  section. 

(Before  Woodrciv,  J.,  Northern  IHstrict  of  New.  York,  October  11th,  1871.) 

In  this  case,  the  firm  of  Cooper,  Vail  &  Co.  proved  against 
the  estate  of  the  bankrupts,  in  the  District  Court,  a  claim 
amounting  to  $67,252  22,  for*a  balance  due  on  account  of  ad- 
vances made  by  them  to  the  bankrupts,  on  consignment  of 
manufactured  goods.  This  claim  was  contested  by  the  as- 
signee and  by  an  objecting  creditor.  On  a  reference. to 
ascertain  its  validity,  the  referee  reported  in  favor  of  it.  The 
assignee  and  the  objecting  creditor  filed  joint  exceptions  to 
the  report,  and  the  District  Court  overruled  the  exceptions, 
and  confirmed  the  report.  The  objecting  creditor  then  peti- 
tioned this  Court,  under  the  2d  section  of  the  bankruptcy 
Act  of  March  2d,  1867,  (14  U.  S.  Stat,  at  La/rge^  518,)  to 
review  the  decision  of  the  District  Court  allowing  the  claim, 
and  to  disallow  the  claim.  Cooper,  Vail  &  Co.  now  moved 
to  dismiss  such  petition. 
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WiMam  E.  Otitis  and  James  S.  Steams^  for  the  motion. 

Amasa  J.  Parker  and  Edward  K  JSullardj  opposed. 

The  Court,  (Woodruff,  J.,)  held,  that  the  petition  mnst 
be  dismissed ;  that  the  2d  section  of  the  Act  confers  jurisdic^ 
tion  on  the  Circuit  Court  to  review,  in  the  manner  prescribed 
in  such  section,  the  decisions  of  the  DistHct  Court,  only  in 
cases  where  special  provision  is  not  otherwise  made  by  the 
Act  for  the  review  of  such  decisions ;  that  the  8th  section  of 
the  Act  makes  provision  for  a  review  of  the  decision  of  the 
District  Court  allowing  the  claim  of  a  creditor,  by  allowing 
an  appeal  to  the  Circuit  Court,  by  the  assignee,  from  such 
decision  ;  and  that,  although  the  22d  section  gives  to  a  cred- 
itor the  right  to  institute  an  investigation  into  the  validity  of 
the  claim  of  another  creditor,  yet,  when  an  investigation  has 
been  had,  and  a  decision  as  to  the  validity  of  the  claim  has 
been  made  by  the  District  Court,  the  right  of  the  objecting 
creditor  to  contest  the  claim  ceases,  and  any  further  proceed- 
ing to  review  the  decision  must  be  taken  by  the  assignee,  by 
appeal,  under  the  8th  section. 
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BlCHABD  WaJELUKS   AND  EdWARD  BoWE,  ASSIGNEES   IN  BaNK- 

BUPTOY,    &0. 


VS. 


The  Tenth  National  Bank  and  othebs.    In  Equity. 

Eyen  If  this  Gonrt  can,  In  a  snit  in  equity,  brought  in  the  District  Court  by  an 
assignee  in  bankruptcy,  to  set  aside  an  alleged  preference  averred  to  have  been 
<>btained  in  violation  of  the  bankruptcy  Act  of  March  2d,  1867,  (14  CT.  8. 8UU. 
otLarffe,  517,)  review,  before  a  final  decree  is  made  in  the  cause  by  the  Dis- 
trict Court,  an  interlocutory  order  made  by  that  Court  therein,  such  review 
can  be  had  only  by  means  of  an  appeal,  under  the  8th  section  of  the  Act, 
and  cannot  be  had  by  means  of  a  petition  of  review  under  the  2d  section  of 
the  Act 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  October  19th,  1871.) 

This  was  a  suit  in  equity,  brought  in  the  District  Court, 
to  set  aside  an  alleged  preference,  which  it  was  averred  had 
been  obtained  .bj  the  defendants  the  Tenth  National  Bank, 
in  violation  of  the  bankruptcy  Act,  by  means  of  a  judgment 
and  an  execution  against  the  bankrupts.  The  defendants 
moved,  in  the  District  Court,  for  an  order  directing  a  trial  by 
a  jury  of  issues  to  be  framed  in  the  suit.  That  Court  denied 
the  motion.  The  defendants  then  petitioned  this  Court,  be- 
fore a  final  hearing  of  the  cause  in  the  District  Court,  for  a 
review  by  this  Court,  and  a  reversal,  of  the  order  of  the  Dis- 
trict Court  denying  the  motion  for  a  trial  of  issues  by  a  jury, 
claiming  the  exercise  of  such  power  of  review  under  the  2d 
section  of  the  bankruptcy  Act  of  March  2d,  1867,  (14  U.^S. 
Stat,  at  Large  J  518.) 

Alexander  Jilumenstiely  for  the  plaintiffs, 
H.  JS.  Tremamj  for  the  defendants. 
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The  Court,  CWoodrufp,  J.,)  dismissed  the  petition,  on  the 
ground  that,  even  if  this  Court  could  review,  before  a  final 
decree  had  been  made  in  the  cause  by  the  District  Court,  an 
interlocutory  order  made  by  that  Court  therein,  the  review 
could  be  had  only  by  means  of  an  appeal,  under  the  8th 
section  of  the  bankruptcy  Act,  and  could  not  be  had  by 
means  of  a  petition  of  review  under  the  2d  section  of  said 
Act. 


Eben  Peek  and  Gilbert  J«  Bogbbt 

vs. 
John  Frame  and  others. 

In  this  case,  which  was  aa  action  at  law,  for  the  infringement  of  letters  patent, 
the  phdntiff  haWng  had,  at  the  trial,  a  yerdict  for  |6,000,  the  Court,  regarding 
the  oondnct  of  the  defendant  as  peculiarly  aggravated,  increased  the  damages 
to  17,600,  as  being- a  sum  sufficient  to  coyer  the  expenses  of  the  trial,  and 
something  more,  for  the  time  and  trouble  of  the  plaintiff. 

(Before  WooDSurr,  J.,  Southern  District  of  New  York,  October  2dth,  18TI.) 

This  was  an  action  at  law  for  the  infiingement  of  letters 
patent,  granted  to  John  Myers  and  Kobert  G.  Eunson,  May 
23d,  1854,  and  extended  May  23d,  1868,  for  an  "improved 
machine  for  sawing  thin  boards,  &c."  The  plaintiffs  were 
the  owners  of  the  patent  for  that  part  of  the  city  of  New  York 
lying  west  of  Broadway  and  the  Eighth  avenue.  At  the  trial, 
(before  Woodbuff,  J.,)  the  plaintiffs  had  a  verdict  for  $5,000. 
They  now  made  a  motion  for  judgment  in  their  favor,  for 
such  sum  as  should  be  proper,  above  the  amount  found  by 
the  verdict,  not  exceeding  three  times  the  amount  thereof. 
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The  motioB  was  founded  upoa  an  aflBidavit,  made  by  one  of 
the  plaintiffs,  setting  forth  the  following  facts :   The  plaintiffs 
bought  their  interest  in  the  patent  in  1864,  and  paid  therefor 
a  considerable  sum  of  money  for  the  original  term,  and  after- 
wards for  the  extended  term.    The  machine  described  in  the 
patent  is  one  of  very  great  speed  and  eflSciency,  and  two  or 
three  of  the  machines  are  capable  of  doing  the  whole  re- 
sawing  business  of  the  west  half  of  the  city  of  "New  York. 
At  the  time  the  plaintiffs  purchased  such  interest,  the  defiuid* 
ants  Kichols  and  Bobbins  owned  a  right  to  use  one  of  th^ 
machines  in  said  district,  and  the  plaintifib,  in  order  to  ren- 
der their  interest  in  the  patent  profitable,  purchased  from 
those  defendants,  in  January,  1865,  all  their  interest  under 
the  patent,  paying  a  considerable  sum  of  money  therefor.    In 
December,  1866,  those  defendants  made  an  arrangement  with 
'  the  defendant  Frame,  to  pat  into  operation,  in  their  place 
of  business,  which  was  directly  opposite  the  place  of  busi- 
ness of  the  plaintiffs,  a  machine  substantially  like  the  pat- 
ented machine.    Frame  set  up  the  machine,  and  the  other 
defendants  fnmi§hed  him  with  power  to  run  it,  and  the  profits 
of  running  it  were  divided  between  them.    The  defendants 
also  cut  down  the  price  of  resawing  from  $4  00  per  thousand 
feet,  to  $2  50  per  thousand  feet,  and  diverted  many  customers 
from  the  plaintiffs'  establishment  to  their  own.     The  plaint- 
iffs were  obliged  to  reduce  the  price  of  their  resawing  to 
$3  00  per  thousand  feet.     The  defendants  were,  at  the  very 
commencement,  notified  by  the  plaintiffs  not  to  use  the  in- 
fringing machine,  and  threatened  with  a  suit.    After  fruitless 
negotiations  for  an  arrangement,  this  suit  was  brought.     It 
was  defended  by  a  combination  of  infringers,  formed  by  the 
defendants,  who  made  up  a  common  purse  to  resist  the  rights 
of  the  plaintiffs,  and  of  other  owners  of  rights  under  the  patent. 
The  trial  of  the  suit  was  delayed  by  the  defendants.    At  the 
trial,  the  plaintiffs  proved,  that  the  defendants  had  diverted  from 
them,  up  to  December,  1868,  a  large  specified  quantity  of  lum- 
ber, on  which  the  plaintiffs  lost  a  profit  of  $2  00  per  thousand 
feet ;  that,  by  reason  of  the  reduction,  by  the  plaintiffs,  of  the 
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price  of  resawing,  caused  by  the  mfringement,  the  plaintiffs 
had  lost  the  sum  of  $1 00  upon  every  thousand  feet  of  a  spec- 
ified quantity  of  lumber,  which  they  had  themselves  sawed ; 
and  that  such  damages  in  all  amounted  to  over  $8,000.  Large 
amounts  of  business  had  been  dijirerted  by  the  defendants  from 
the  plaintiffs,  of  which  the  plaintiffs  could  not  prove  the  par- 
ticulars, because  they  were  known  only  to  the  defendaiits. 
The  plaintiffs  incurred  an  expense,  in  conducting  this  suit, 
of  upwards  of  $1,500.  Since  the  trial  in  this  suit,  the  patent 
.had  been  sustained,  on  final  hearing,  in  a  suit  in  equity,  in 
this  Court,  against  these  defendants,  (8  Bloitchf.C  G.  -ff., 
446,)  at  a  further  expense  to  the  plaintiffs  of  $800. 

.    Frederic  H.  JBetts^  for  the  plaintiffs. 

KeUer  <&  JBldke,  for  the  defendants. 

Woodruff,  J.  I  regarded  the  conduct  of  the  defendants, 
as  disclosed  on  the  trial,  ba  peculiarly  aggravated,  and  find  no 
reason  for  changing  my  opinion.  The  damages  ought  to  be 
increased  by  a  sum  sufficient  to  cover  the  expenses  of  the 
trial,  and  something  more,  for  the  time  and  trouble  of  the 
plaintiffi.    Let  the  damages  be  increased  to  $7,500. 


Jaueb  B.  Clark,  Jr.,  Asbigneb  in  Bankruptcy,  &o., 
Adrian  Iselin  and  Isaac  Iselin.     In  Equiit. 

Where  a  suit  in  equity  is  brooght  in  the  Distiict  Courts  under  the  jurisdiction 
conferred  on  thiat  Court  by  the  2d  section  of  the  Bankruptcy  Act  of  March 
2d,  1867,  (14  U.  8.  Stat,  at  Large,  618,)  by  an  assignee  in  bankruptcy,  against 
a  person  claiming  an  adyerse  interest^  toucMug  property  vested  in  the  as- 
signee, no  appeal  can,  before  a  final  decree  in  the  suit,  be  taken  to  this  Court, 
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by  the  defendants  therein,  firom  an  interlocutory  decree  made  by  the  District 
Court 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  October  26th,  1871.) 

"WooDBUFF,  J.  It  is  conceded  that  this  is  a  suit  in  equity 
in  due  form,  commenced  by  bill,  and  proceeding,  by  answer, 
replication  and  formal  proofs,  to  a  hearing  and  decree,  upon 
pleadings  and-  prools,  in  the  District  Court,  The  suit  is 
brought  to  set  aside  certain  transfers  of  securities  and  a  pay- 
ment of  money,  alleged  to  have  been  made  by  a  bankrupt  to 
the  defendants,  in  fraud  of  the  bankrupt  law,  and  to  compel 
the  defendants  to  account  therefor,  and  for  an  account  of  cer- 
tain securities  previously  held  by  the  defendants,  as  security 
for  certain  indebtedness  by  the  bankrupt*  to  them,  and  of  the 
moneys  collected  theri^on.  The  decree  in  the  District  Court 
adjudged  the  invalidity  of  the  first  named  transfers,  and 
directed  an-  accounting  by  the  defendants,  referring  the  case 
to  a  master  to  take  the  account,  with  special  directions  in 
relation  thereto,  and  ordered  a  recovery  upon  the  coming  in 
and  confirmation  of  the  report  of  the  master.  It  is  conceded, 
that  this  decree  is  interlocutory,  and  not  a  final  decree.  From 
such  decree  the  defendants  appealed  to  t}ns  Court ;  and  the 
complainant  i^ow  moves  to  dismiss  the  appeal,  on  the  ground 
that  no  appeal  can  regularly  be  brought  until  final  decree  is 
entered  in  the  District  Court. 

The  jurisdiction  in  virtue  whereof  this  suit  was  brought 
in  the.  District  Court  was  conferred  by  the  secdiid  section  of 
the  bankrupt  law  of  March  2d,  1867,  (14  ?7.  /S.  Stat  at  Large^ 
618),  wherein  it  is  declared,  that  the  Circuit  Courts  "  shall 
have  concurrent  jurisdiction  with  the  District  Courts  of  the 
same  district,  of-  all  suits  at  law  or  in  equity  which  may  or 
shall  be  brought  by  the  assignee  in  bankruptcy  against  any 
person  claiming  an  adverse  interest  *  *  *  touching  any 
property  or  rights  of  property  of  said  bankrupt  transferable 
to  or  vested  in  such  assignee."  Without  this  provision  no 
such  suit  could  have  been  brought  in  that  Court,  and  it  is, 
therefore,  true,  that  no  provision  of  any  prior  statute  regula- 
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ting  appeals  had  epecific  or  expresfi  application  to  sncli  a  suit 
in  tlie  ♦  District  Court.  Section  eight  of  the  bankrupt  law, 
however,  provides,  that  "appeals  may  be  taken  from  the 
Pistrict  to  the  Circuit  Courts  in  all  cases  in  equity,  *  *  * 
under  the  jurisdiction  created  ^y  this  Act,  when  the  debt  or 
damages  claimed  amount  to  more  than  five  hundred  dollars ;'' 
and  the  section,  after  providing,  also,  for  an  appeal  from  a 
"  decision "  of  the  District  Court,  allowing  -or  rejecting  a 
claim  made  by  a  supposed  creditor,  requires  notice  of  the 
appeal  to  be  given  "  within  ten  days  after  the  entry  of  the 
decree  or  decision  appealed  from." 

It  is  daimed,  that  there  is  no  statute  restriction  which 
prohibits  an  appeal  to  the  Circuit  Court  from  an  interlocutory 
decree  made  in  the  District  Court,  and  that,  therefore,  the 
practice  of  the  High  Court  of  Chancery  in  England,  in  this 
respect,  like  the  practice  in  the  late  Court  of  Chancery  in 
New  York,  permitting  appeals  from  such  decrees,  ought  lo 
govern  this  question.  {Act  qf  September  29^A,  178d,  §  2, 1  J7. 
S.  Stat,  at  Large,  93 ;  Act  qf  May  Sth,  1792,  §  2,  Id.,  276 ; 
JliTide  V.  Vattiery  6  JPet.^  898;  Bule  90  qf  the  Bulea  qf  the 
Oirouit  Courts,  m  £!jtdty.)  It  is  also  claimed,  that  the 
language  of  the  eighth  section,  requiring  that  the  appeal  shall 
be  taken  within  ten  days  after  the  entry  of  the  "  decree  or 
decision,"  imports  that  such  appeal  may  be  taken  without 
awaiting  a  final  decree.  There  is  no  force  in  this  last  sug- 
gestion. The  section  provides  for  an  appeal  in  two  classes  of 
cases,  nfimely,  in  "  cases  in  equity,"  and  on  a  "  decision  "  al- 
lowing or  rejecting  a  claim.  It  was,  therefore,  appropriate 
to  use  the  expression,  ^^  decree  or  decision  appealed  from." 
That  language  refers  to,  and  is  apt  to  describe,  each  class,  and 
only  indicates,  that,  in  cases  in  equity,  a  decree  may  be  the 
subject  of  appeal,  and  that,  where  a  claim  is  allowed  or  re* 
jected,  the  appeal  is  to  be  taken  within  ten  days  after  the 
*'  decision,"  referring  to  the  immediately  preceding  language, 
giving  an  appeal  "  from  the  decision  "  of  the  District  Court 
allowing  or  rejecting  such  claim. 

I  am  of  opinion,  that  the  appeal,  in  cases  in  equity,  must 
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be  from  the  final  decree,  and  from  that  only.  The  language 
last  referred  to  plainly  indicates  that  it  is  to  be  from  a  decree, 
and  not  from  any  and  every  order  in  the  progress  of  the 
canse ;  and  yet  appeals  might,  in  England  and  in  the  State  of 
Ne'w  York,  have  been  taken  from  orders  in  the  progress  of 
the  canse,  antecedent  to  even  an  interlocutory-  decree.  The 
policy  indicated  in  the  legislation  of  Congress,  on  the  subject 
of  appeals,  as  well  as  writs  of  error,  in  all  other  statutes, 
whether  taken  from  the  District  Court  to  the  Circuit  Court, 
or  from  the  Circuit  Court  to  the  Supreme  Court,  is  uniform, 
in  confining  the  review,  in  the  appellate  tribunal,  to  final 
judgments  and  decrees.  The  Judiciary  Act  of  September 
24th,  1789,  gave  an  appeal  to  the  Circuit  Court  in  causes  of 
admiralty  and  maritime  jurisdiction,  from  finsl  decrees  only. 
(1  U.  j8.  Stat.  <U  Large^  83,  §  21.)  The  review  in  the  Circuit 
Court,  provided  for  by  the  22d  section  of  that  Act,  was  only 
o^  final  decrees  and  judgments.  So,  also,  under  the  same 
Act,  and  under  the  Act  of  March  3d,  1803,  (2  TJ.  S.  Stat,  at 
Large^  244),  the  appeal  from  the  Circuit  Court  to  the 
Supreme  Court  is  given  from  final  decrees  only.  Under  the 
statutes  giving  such  appeals,  provision  is  made  for  the  giving 
of  a  bond  by  the  appellant,  which  has  been  unitbrmly  held  to 
require,  if  a  supersedeas  of  execution  was  sought,  that  such 
bond  be  sufficient  to  secure  the  whole  judgment  or  decree ; 
and  the  provisions  in  respect  to  the  operation  of  such  an  ap- 
peal, or  writ  of  error,  as  a  supersedeas  of  execution,  if  such 
bond  be  given,  indicate  that  none  other  than  judgments  or 
decrees  ripe  for  execution  are  contemplated.  In  this  respect, 
section  8  of  the  bankrupt  law,  now  under  consideration, 
implies  the  same,  in  the  provision,  that  ^^  no  appeal  shall  be 
allowed  unless  the  appellant,  at  the  time  of  claiming  the  same,, 
shall  give  bond  in  manner  now  required  by  law  in  cases  of 
such  appeals."  The  whole  policy  of  the  statutes  has  been  to 
allow  but  one  appeal,  and  that  from  the  final  decree ;  and  no 
reason  exists  for  allowing  appeals  from  other  orders  or  decrees, 
in  a  suit  in  equity  brought  by  or  against  an  assignee  in  bank- 
ruptcy, which  would  not  have  equal  force  in  any  other  cause. 
It  is  true,  that,  if  the  interlocutory  decree  should  be  reversed, 
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the  labor  and  expeoBe  of  the  proceedings  before  the  master 
may  be  lost ;  but  that  is  equally  true  of  causes  in  admiralty, 
and  equally  true  of  all  appeals  from  the  Circuit  Court  to  the 
Supreme  Court ;  and  it  is,  moreover,  true,  that  the  proceed- 
ings before  the  master  may  not  be  wholly  lost,  even  if,  in 
some  respect,  the  interlocutory  decree  be  deemed  erroneous. 
It  may  be  modified.  It  may  be  even  adapted  to  the  fiicts 
which  shall  be  reported  by  the  master.  Even  the  District 
Court  has  power,  on  the  coming  in  of  the  master's  report,  to 
conform  the  final  decree  to  all  the  proofs  in  the  cause.  It  is, 
at  least,  doubtful,  whether  to  permit  appeals  from  any  other 
than  final  decrees  does  not,  as  the  general  rule,  tend  to  pro- 
long litigation  and  increase  expense,  without  corresponding 
benefit ;  and  it  may  well  be,  that  Congress  did  not,  in  this 
particular,  regard  the  possible  delays  and  protracted  duration 
of  Chancery  suits  in  England  aa  desirable. 

If,  notwithstanding  these  suggestions,  the  question.  unTler 
the  Act  was  deemed  doubtAil,  the  authority  given  to  the 
Supreme  Court,  by  section  ten  of  the  bankrupt  law,  to 
frame  general  orders  "for  regulating  the  practice  and  pro- 
cedure upon  appeals,"  followed  by  general  order  No.  26,  in 
which  the  Supreme  Court  declare,  that,  "appeals  in  equity 
from  the  District  to  the  Circuit  Court,  and  from  the  Circuit 
to  the  Supreme  Court  of  the  United  States,  shall  be  reg- 
ulated by  the  rules  governing  appeals  in  equity  in  the  Courts 
of  the  United  States,"  ought  to  be  regarded  as  conclusive, 
at  least  as  an  opinion  of  the  Supreme  Court,  that  appeals 
under  section  eight  are  to  be  made  from  final  decrees  only, 
if  not  a  binding  regulation  upon  the  subject. 

The  appeal  must  be  dismissed ;  but,  as  the  question  was 
deemed  doubtfril,  and  the  appeal  was  taken  out  of  abundant 
caution,  and  lest  it  should  be  urged,  on  app^l  from  the 
final  decree,  that  the  decision  embodied  in  the  interlocutory 
decree  could  not  be  reviewed,  no  costs  should  be  allowed 
on  this  motion. 

Charles  JS,  Smithy  for  the  plaintiff. 

Henry  W.  Clark^  for  the  defendants. 
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BENJAMm  F.  FOLSOM 

vs. 
The  Meroantilb^  Mutital  Insubanob  Company. 

In  an  action  at  law  on  a  time  policy  of  marine  insurance  on  a  yeasel,  tried  before 
the  Court,  wiihont  a  juiy,  after  the  plaintiff  had  rested  his  case  at  the  trial, 
the  defendants  offered  in  eyidence  a  paper  purporting  to  be  an  application 
presented  to  the  defendants,  requesting  them  to  effect  the  insurance  covered 
by  the  policy.  The  Court  exdnded  the  paper,  on  the  ground  that  the  ap- 
plication was  merged  in  the  policy,  and  that  there  was  no  plea  in  the  case 
that  the  policy  was  obtained  by  any  fraud  or  by  any  misrepresentation,  and 
Jthat  the  offer  of  the  paper  was  not  preceded,  or  accompanied,  or  followed,  by 
any  offer  to  put  in  evidence,  or  by  any  putting  in  evidence  of,  any  such  mis- 
representation :  Edd,  that  the  exclusion  was  proper. 

JSieid,  also,  that  the  absence  from  the  application  of  any  statement  as  to  where 
the  vessel  was  when  the  application  was  made,  or  as  to  the  port  from  which 
she  had  sailed,  or  as  to  the  Yoyage  on  which  she  was  bound,  or  as  to  who 
was  her  master,  had  no  tendency  to  show  that  the  plaintiff  did  not,  when  he 
made  the  application,  communicate  to  the  defendants  the  &ct8  referred  to,  or 
answer  truly  all  questions  put  to  him  in  regard  thereto. 

Where  ttils  Court,  after  the  waiver  of  a  trial  by  jury,  tries  a  case  without  a  jury, 
it  is  not  required  to  make  a  special  finding  upon  the  fiEtcts. 

( Before  Blatchfobo,  J.,  Southern  District  of  New  York,  Noyember  9th,  1871.) 

"Blatohfobd,  J.  Thia  is  an  action  on  a  time  policy  of 
marine  insnrance,  on  a  vessel,  tried  before  the  Court,  without 
a  jnry.  After  the  plaintiff  had  rested  his  case,  at  the  trial, 
the  .defendants  offered  in  evidence  a  paper  purporting  to  be 
an  applicat^n  presented  to  the  defendants,  requesting  them 
to  effect  the  insurance,  covered  by  the  policy.  The  plaintiff 
objected  to  the  introduction  in  evidence  of  the  paper,  on  the 
ground  that  the  application  was  merged  in  the  policy,  and 
that  there  was  no  plea  in  the  case  that  the  policy  was  obtained 
by  any  fraud,  or  by  any  misrepresentation.    The  Court  rejected 
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the  paper,  on  the  grou&d  that  the  evidence  was  inadmisBible 
at  that  stage  of  the  case.  The  defendants  excepted  to  the 
ruling.  At  the  close  of  the  testimony  on  the  part  of  the  de- 
fendants, they  renewed  their  offer  to  pnt  the  application  in 
evidence.  The  objection  on  the  part  of  the  plaintiff  to  its 
introduction  was  renewed,  and  the  Court  rejected  it  as  inad- 
missible, and  the  defendants  excepted.  They  now  move  for 
a  new  trial,  on  the  ground'  of  an  alleged  error  committed  by 
the  Conrt,  in  excluding  the  application  as  evidence. 

It  is  urged,  "for  the  defendants,  that  the  Application  was 
the  written  contract,  by  which  the  defendants  agreed  to  issue, 
for  a  certain  premium,  and  the  plaintiff  agreed  to  take,  a 
policy  of  insurance,  on  the  terms  and  conditions  agreed  upon 
therein.  Such  contract,  however,  must  be  evidenced  by  the 
policy  itself.  The  policy  must  control,  in  this  action,  in  case 
of  any  difference  between  its  provisions  and  those  of  the  ap- 
plication. In  point  of  fact,  however,  a  comparison  of  the  ap- 
plication with  the  policy  shows  that  the  provisions  of  the 
two  do  not  differ.  As  to  any  terms  or  conditions  con- 
tained in  the  application,  which  might  be  in  the  nature  of 
warranties  or  representations^  it  is  not  contended,  on  the  part 
of  the  defendants,  that  there  was  any  misrepresentation,  on 
the  part  of  the  plaintiff,  by  setting  out  unfruly  any  fact  con- 
tained in  the  application.  The  offer  of  the  application  in 
evidence  was  not  preceded,  or  accompanied,  or  followed,  by 
any  offer  to  put  in  evidence,  or  by  any  putting  in  evidence 
of,  any  such  misrepresentation. 

It  is  further  urged,  that  the  application  was  admissible, 
because  it  did  not  show,  on  its  face,  where  the  vessel  was  when 
the  application  was  made,  or  from  what  port  she  had  sailed,  or 
on  what  voyage  she  was  bound,  or  who  was  her  master.  But 
the  policy  itself  contains  none  of  these  things.  The  absence 
of  them  from  the  application  has  no  tendency  to  show  that  the 
plaintiff  did  not,  when  he  made  the  application,  communicate 
to  the  defendants  the  facts  referred  to,  or  answer  trulya  11 
questions  put  to  him  in  regard  thereto.  As  I  held,  in  my  opin- 
ion deciding  the  cause,  (8  JBlatohf.  C.  G.  -ff,,  170,)  it  was  for  the 
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defendants  to  show,  affirmatively,  that  the  facts  raferred  to  were 
concealed  by  the  plaintijOT,  and  were  material  to  the  lisk;  and 
they  gave  no  snch  proof.  Moreover,  the  application,  whicli 
was  in  form  one  for  a  time  policy,  contains  no  blanks  for  any 
information  as  to  the  voyage  of  the  vessel,  or  her  whereabouts 
at  the  time  of  the  application.  It  contains,  as  does  the  policy, 
a  blank,  not  fOled,  for  the  name  of  her  master,  but  it  appeared, 
on  the  trial,  that  the  defendants  knew  the  name  of  her  master 
at  the  time  the  application  was  made.  Moreover,  the  policy, 
being  a  time  policy,  contains,  as  does  the  application,  a  war* 
ranty  as  to  the  ports  and  places  the  vessel  should  not  visit  or 
use.  It  was  not  claimed  that  she  was  lost  while  in  a  forbidden 
place,  or  on  a  forbidden  voyage ;  and,  therefore,  any  state* 
ment  of  her  voyage  or  whereabouts  was  immaterial. 

I  am  satisfied,  for  these  reasons,  that  the  application  was 
properly  excluded,  as  being  entirely  irrelevant  to  the  case. 

It  is  also  urged,  as  a  ground  for  a  new  trial,  that  it  ap- 
peared that,  in  fact,  the  plaintiff  concealed  from  the  defend- 
ants, when  he  applied  for  the  insurance,  and  at  all  times 
before  the  policy  was  issued,  facts  known  to  him,  which  were 
material  to  the  risk ;  and  that  the  Court  erred  in  refusing  to 
rule,  as  requested  by  the  defendants,  in  accord^ce  with  cer- 
tain propositions  of  law  made  to  the  Court  by  the  defend- 
ants. In  regard  to  the  question  of  concealment,  and  the 
requests  to  rule,  proposed  by  the  defendants,  I  carefully  con- 
sidered the  views  urged  on  the  part  of  the  defendants,  in  giv- 
ing my  decision  in  the  case,  after  it  was  tried^  (8  BloMf,  C. 
C.  H.j  170,)  and  no  new  views  on  the  subject  are  now  pre- 
sented. The  conclusions  I  arrived  at  are  fully  stated,  with 
the  reasons  therefor,  in  such  decision,  and  I  have  not  been  able 
to  satiaiy  myself  that  they  are  erroneous.       . 

A  new  trial  is  also  asked  for,  on  the  ground  that  the 
Court  erred  in  refusing  to  make,  on  the  request  of  the  defend- 
ants, a  special  finding  of  facts  in  the  case.  The  reasons  which 
governed  the  Court,  in  so  refusing,  were  those  which  are  set 
forth  in  the  opinion  in  the  case  of  Clement  v.  The  Pkosnio) 
Ins.  Co.y  (7  BlaUhf.  C,  C.  jB.,  51).    I  understand  the  views 
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which  I  there  took  of  the  eflFect  of  the  provisions  of  the  4th 
section  of  the  Act  of  March  3d,  1865,  (13  U.  S.  Stent.  (U  La/rge^ 
501,)  to  be  sustained  by  the  Supreme  Court,  in  the  oase  of 
Iforria  v.  Jdckaon^  (9  WdUace^  125).  The  Court  which,  after 
the  waiver  of  a  trial  by  jury,  tries  a  case  without  a  jury,  is 
not  required  to  make  a  special  finding  upon  the  facts.  It 
may  m^e  a  general  finding,  and  it  may  rightfully  decline  to 
make  a  special  finding.  There  is  nothing  in  the  case  of 
Generea  v.  CampheU^  (11  WdUdce^  193,)  or  in  any  other  de- 
cision of  the  Supreme  Court,  inconsistent  with  this  view.  In 
this  case,  I  think  it  was  a  proper  exercise  of  the  discretion  of 
the  Court,  not  to  niake  a  special  finding,  and  that  a  new  trial 
oiight  not  to  be  granted  because  of  the  reftisal  of  the  Court 
to  make  a  special  finding. 

In  regard  to  the  objection,  that  the  policy  does  not  con- 
tain the  words  ^4ost  or  not  lost,"  and  that  the  vessel  had,  in 
fact,  been  lost  before  the  policy  was  issued,  I  fully  considered 
the  question,  in  my  opinion  given  on  deciding  the  cause,  and 
adhere  to  the  views  then  expressed. 

The  motion  for  a  new  trial  is  denied. 


Charles  Jjf.  Da  Coata^  for  the  plaintiff. 
Townsend  Scudder^  for  the  defendants. 
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TeBANOE  J.  MUETHA  AND  RiOHAED  P.  ChAELES.      In  EqTTITT. 

The  third  didm  of  the  reissued  letters  patent,  No.  8,794,  granted  to  Daniel 
Shaw,  January  11th,  1870,  for  an  improyed  smnt-mUl  and  separator,  (the 
original  patent  having  been  granted  to  him  April  6th,  1862,  and  reissued 
Noyember  8d,  1868,  and  extended  April  6th,  1866,)  namely,  "In  combination 
-with  a  smntter  or  scourer,  and  a  election  fan,  both  arranged  on  and  driven  by 
the  same  shaft,  andean  air-trunk  for  directing  the  course  of  the  blast,  a  regu* 
later,  for  Ah^ngtng  the  force  qr  volume  of  the  current  of  air,  without  changing 
the  speed  or  motion  of  the  smutting  or  scouring  cylinder,  substantially  as 
described,"  is  limited  to  a  combination  in  which  a  tight  smutter  or  scourer  is 
employed,  and  does  not  cover  a  combination  in  which  an  open  scourer  is 
employed. 

The  general  words  of  the  daim  are  to  be  construed  as  limited  by  any  particular 
description  found  in  the  specification. 

Beasons  stated  why  such  third  claim  is,  probably,  invalid. 

The  fifth  daim  of  the  patent,' namely,  '*  The  arranging  of  the  smutter  or  scourer 
and  the  suction  separating  fan  within  or  between  the  legs  of  the  blast  or  air- 
trunk,  in  which  ^e  entire  separation  is  made,  and  which  passes  over  or 
around  them,  for  the  purpose  of  economizing  space,  and  cheapening  the  con- 
struction of  the  machine,  substantially  as  described,"  is  void,  as  covering  no 
patentable  invention. 

(^ore  BxiTKDiOT,  J.,  Eastern  District  of  New  York,  November  28th,  1871.) 

Benedict,  J.  This  is  a  suit  in  equity  brought  b  j  John 
M.  Knox,  the  assignee  of  a  pato^t  for  an  improved  smnt  mill 
and  separator,  reissued  to  one  Daniel  Shaw,  on  the  11th  of 
January,  1870,  to  obtain  a  decree  for  an  injunction  and  ao- 
coont  against  Terance  J.  Mnrtha  and  Bichard  P.  Charles, 
because  of  an  alleged  infringement  of  said  patent  in  the  use 
of  a  grain  scourer  and  separator  manu£Eu;tured  by  Howes, 
Babcock  &  Coi,  of  Silver  Creek,  in  this  State.    The  defend- 
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ants  deny  the  infringement  and  also  deny  the  validity  of  the 
Shaw  patent  as  reissued. 

I  shall  first  consider  the  question  of  infringement.  There 
is  no  dispute  as  to  the  description  of  machine  which  the 
defendants  use ;  and  whether  they  infringe  or  not  depends 
npon  the  construction  given  to  the  Shaw  patent. 

This  patent  was  originally  issued  to  Daniel  Shaw  on  the 
6th  of  April,  1852,  and  reissued  on  the  8d  of  November, 
1863.  On  the  6th  of  April,  1866,  an  extension  of  the  patent 
was  granted  for  seven  years,  and  the  patent  was  again  reissued 
to  Shaw,  on  the  11th  of  January,  1870.  It  is  designated  in 
this  case  as  the  Shaw  reissue  No.  3,794.  It  contains  five 
claims ;  but,  since  the  commencement  of  this  suit,  a  disclaimer 
has  been  made  of  the  first,  second  and  fourth  claims,  leaving 
only  the  third  and  fifth  claims  to  be  consider^  here. 

The  third  claim  is  as  follows :  ^^  In  combination  with  a 
smutter  or  sconrer,  and  a  suction  fan,-  both  arranged  on  and 
driven  by  the  same  shaft,  and  an  air  trunk  for  directing  the 
course  of  the  blast,  a  regulator  for  changing  the  force  or 
volume  of  the  current  of  air,  without  changing  the  spe^  or 
motion  of  the  smutting  or  scouring  cylinder,  substantially  as 
described."  This  is  a  claim  for  a  combination  only ;  and  one 
of  the  questions  raised  is,  whether  the  combination  secured 
by  it  is  limited  to  the  use  of  a  tight  smutter  or  scourer,  or 
whether  it  covers  the  use  of  any  form  of  smutter  or  scourer 
in  combination  with  the  other  elements  described.  If,  as  the 
defendants  insist,  it  be  construed  so  as  to  confine  the  patent 
to  a  combination  in  which  one  element  is  a  tight  smutter  or 
scourer,  this  action  must  fail ;  for,  the  combination  employed 
in  the  machine  used  by  the  defendants  contains  an  open 
scourer,  and  does  not  contain  a  tight  smutter  or  scourer. 
Much  importance  has  been  attached  to  this  question  by  the 
counsel,  and  I  have  considered  it  with  care.  My  conclusion 
is,  that  the  construction  contended  for  by  the  defendants  is 
the  true  construction  to  be  placed  upon  the  third  claim. 

An  examination  of  the  patent  will,  as  I  think,  render  ap- 
paren,t  the  correctness  of  this  conclusion.     In  the  claim  itself, 
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wbicli  designates  the  combination  souglit  to  be  secnred^  no 
description  is  given  of  the  sconrer  which  is  stated  to  be  an 
element  of  the  combination  sought  to  be  secured.    The  words 
are,  ^^  in  combination  with  a  smutter  or  scourer ; ''  and  these 
words,  it  is  said,  are  sufficient  to  include  any  form  of  scourer 
then  known.    But,  effect  must  be  given  to  the  words,  "  sub- 
stantially as  described,"  which  are  used  in  Ihe  claim,  and 
their  effect  is  to  refer  to  the  specification  for  the  description 
of  the  elements  of  the  combination  which  is  wanting  in  the 
claim.    The  general  words  of  the  claim  in  respect  to  the 
scourer  are,  therefore,  to  be  construed  as  limited  by  any  par- 
ticular description  found  in  the  specification.     The  specifica- 
tion first  recites,  that,  ^'previous  to  the  invention  of  Shaw, 
smutting  and  scouring  of. grain  were  done  in  one  machine; 
and  the  separating  of  the  grain  into  qualities,  according  to  its 
specific  gravity,  and   further  separating  of  grain  from  the 
scourings  or  lighter  impurities,  and  from  the  dust  and  chaff, 
were  done  in  another  machine,  thus  requiring  two  machines, 
two  handles  and  two  operators."    The  specification  then  de- 
clares :   ^'  I  lay  no  claim  to  any  such  separated  machines  or 
operations,  nor  do  I  claim  any  machine  where  a  separation  is 
attempted  through  the  smutting  cylinder,  or  wherein  less 
than  three  distinct  and  separate  divisions  of  the  material,  ac- 
cording to  their  values  and  specific  gravities,  are  made,  and 
separately  deposited  in  separate  places."     The  specification 
further  states,  that  ^^  the  invention  consists  in  the  combina- 
tion of  a  smutter  or  scourer  with  a  suction  separating  fan- 
blast  or  current  of  air,  so  that  a  separation  of  the  dust,  chaff, 
and  other  impurities  from  the  grain  shall  take  place  after  the 
grain  has  been  scoured,  and  after  leaving  the  scouring  cyl- 
inder ; "  and,  again,  that  ^^  the  invention  further  consists  of  a 
combination  of  a  smutter  or  scourer,  and  a  suction  separating 
fan,  with  a  wind  or  air  tank  common  ito  both  the  smutter 
and  the  fan-blast,  and  so  that  the  contents  of  the  smutter  may 
pass  into  the  column  of  air  that  rushes  through  the  tank  to 
the  fan,  and  be  separated  therein;"  and,  again,  that  ''the 
grain,  with  all  the  impurities  mixed  with  it,  as  it  comes  from 
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the  thresher,  or  in  a  partially  screened  state,  is  thrown  into 
the  smutter,  through  an  opening  at  its  top,  where  the  smut 
balls  are  broken  or  loosed,  ^nd  the  grain  scoured  by  attrition 
and  by  the  beater  arms  throwing  it  against  the  enclosing  case 
or  shell.  Ko  separation  takes  place  in  the  smutter,  as  there 
is  no  operative  blast  within  the  outer  case.  The  whole  con- 
tents of  the  sntutter,  including  the  dirt  shovelled  in  with  the 
grain,  and  ei^ery  thing  loosened  from  the  grain,  pass  from  the 
smutter  or  scourer  into  the  wind  trunk,  and,  from  the 
moment  they  enter  the  wind  trunk,  then  the  separation  be- 
gins, the  heavy  wheat,  by  its  specific  gravity,  dropping  down, 
and  out  of  the  wind  trunk,  while  all  the  lighter  particles  are 
carried  up  and  over  to  the  final  separation."  This  descrip- 
tion of  the  invention  cannot  be  misunderstood,  when  taken  in 
connection  with  the  state  of  the  art  at  the  time.  At  the  time 
of  the  invention  of  Shaw,  two  forms  of  machines  called 
smutters  or  scourers  were  well  known.  The  form  called 
here  a  tight  scourer  has  a  tight  cylinder  or  enclosing  case, 
within  which  the  grain,  as  it  comes  from  the  thresher,  is 
beaten  about  by  arms  and  scoured,  and  then  the  mass  dis- 
charged, to  be  thereafter  separated  by  a  separator.  The  other 
form,  here  called  an  open  scourer,  has,  instead  of  a  tight 
cylinder,  an  enclosing  case  with  numerous  perforations  in  it, 
through  which  dust  and  dirt  can  be  driven  by  the  blast 
caused  by  the  beaters,  or  by  an  operative  blast  introduced 
from  a  fan.  The  difference  between  these  two  machines  is 
radical.  If  grain,  as  it  comes  from  the  thresher,  be  submitted 
to  the  action  of  a  tight  scourer,  while  useless  portions  are 
loosed  from  the  kernels  of  grain  and  the  kernels  scoured, 
they  are,  by  the  same  operation,  smeared  with  any  smut  or 
adhesive  dirt  set  free  by  the  action  of  the  beaters,  and  this 
to  an  extent,  as  the  evidence  shows,  which  renders  the  ma- 
chine comparatively  valueless  where  smutty  wheat  is  pres- 
ent. But,  if  an  open  scourer,  with  an  operative  blast,  be 
used,  the  smut,  and  a  large  portion  of  the  dirt  and  dust,  as 
fast  as  loosed,  are  driven  through  the  perforations  in  the 
enclosing  case,  and  thus  an  important  separation  is  effected. 
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simnltaneouBlj  with  the  loosening  of  the  particles  and  bj 
the  same  operation.  The  one  form  of  machine  loosens  and 
separates;  the  other  loosens  and  combines.  Of  these  two 
forms,  only  the  tight  scourer  will  answer  to  construct  the 
machine  or  combination  described  in  the  Shaw  patent ;  and 
by  the  use  of  that  fof  m  of  scourer  alone  can  the  result  be  ob- 
tained which  the  patent  declares  to  be  the  result  sought 
by  the  invention,  namely,  the  accomplishment  of  the  entire 
separation  in  the  air  trunk. 

The  specification  of  the  Shaw  patent,  although  it  does 
not,  in  so  many  words,  say  that  the  smutter  or  scourer  used 
is  a  tight  scourer,  does  state  that  no  claim  is  made  to  a  ma- 
chine wherein  a  separation  is  attempted  through  the  smutting 
cylinder.  This  is  equivalent  to  describing  the  smutter  or 
scourer  as  tight,  antl  without  an  operative  blast ;  and,  accord- 
ingly, the  specification  must  be  understood  as  excluding  from 
the  combination  an  open  scourer  with  an  operative  blast. 

There  was  a  reason  for  thus  limiting  the  claim  of  the 
patent.  At  that  time,  there  were  in  use  three  combined 
separating  machines,  which  made  three  separations,  or,  more 
properly,  delivered  their  contents  in  three  divisions,  and  used 
open  scourers,  wherein  a  part  of  the  separation  was  accom- 
plished, namely,  Torrey's,  Ashley's  and  Johnston's;  and 
there  is  no  evidence  of  the  prior  existence  of  any  machine 
making  three  separations  which  used  a  tight  scourer.  Shaw, 
therefore,  would  naturally  be  expected  to  limit  his  claim  to  a 
combination  in  which  a  tight  scourer  formed  one  of  the  ele- 
ments, as  he  has  done  by  the  reissue  in  question. 

I  have  not  overlooked  the  suggestion,  that  the  use  of  an 
open  scourer,  instead  of  a  tight  scourer,  is  but  adapting  an 
improvement  to  the  combination  claimed  by  Shaw.  The 
answer  is,  that  an  open  scourer  is  not  an  improved  tight 
scourer,  but  a  difterent  device,  producing  a  different  result,  as 
is  shown  by  the  fact,  that  the  defendants'  machine  will  clean 
and  separate  smutty  wheat,  which  the  Shaw  machine  will  not 
do.  Shaw's  patent  is  for  a  combination  of  elements  acknowl- 
edged to  be  old,  which  are  arranged  in   a  certain  way,  in 
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order  to  accomplish  a  stated  result,  namely,  the  separation  of 
the  threshed  grain  into  three  divisions  in  the  air-trnnk  alone. 
One  of  these  elements  he  has,  by  his  claim,  taken  in  connec- 
tion with  his  specification,  described  as  a  tight  scourer.    The 
defendants  do  not  infringe  upon  his  patent,  because  their 
machine  does  not  contain  any  tight  scourer,  or  its  equivalent, 
but  does  contain  another  element,  having  a  different  function, 
and  producing,  in'  combination,  a  different  result*     Even  if 
the  result  attained  by  the  defendants'  machine  be  considered 
as   similar  to  that  sought  to  be  accomplished  by  the  Shaw 
machine,  because,  in  addition  to  the  separation  effected  by  the 
open   scourer,  it  also  effects  three  separations  of  the  remain- 
der in  the  air-trunk,  still,  the  defendants  cannot  be  held  to  be 
infringers  on   the  Shaw  patent,  for,  the  combination  which 
they  use  is  not  Shaw's  combination.     *[t   discards  one  of 
Shaw's  elements,  as  he  has  described  them,  and  includes  a 
device  not  found  in  Shaw's  combination,  which  performs,  in 
the  defendants'  machine,  a  function  not  performed  by  any 
device  in  Shaw's  machine,  whereby  the  material  to  be  sepa- 
rated in  the  air-trunk  is  changed  in  character,  being  free  from 
smut,  and  having  a  different  proportion  of  dust ;  and,  in  such 
added  device,  as  the  evidence  shows,  nearly  three-quarters  of 
the  separation  takes  place.    I  am,  therefore,  of  the  opinion, 
that  the  plaintiff'  has  failed  to  prove  the  infringement  charged. 
There  is  another  aspect  of  this  case,  which  I  will  also  no- 
tice.   The  defendants  have  put  in  evidence  a  grain  separator, 
well  known,  and  in  use  prior  to  the  date  of  the  Shaw  inven- 
tion, which  had  been  invented  by  one  Sanders,  and  is  known 
as  Sanders'  separator.     This  machine  consists  of  an  air-trunk, 
through  which  an  air  current  is  created  by  a  suction  fan,  and 
the  same  regulated  by  a  regulator.     In  this  trunk,  the  cur- 
rent first  ascends  through  an  ascending  leg.    At  the  top  of 
the  ascending  leg,  the  air-trunk  turns  at  right  angles,  and 
gives  to  the  air  current  a  horizontal  direction.     This  hori- 
zontal portion  of  the  air-trunk  is  enlarged,  and  its  lower  sur- 
face ^ven  the  form  of  a  capacious  hopper,  with  a  slide-valve 
at  the  bottom.    After  passing  the  hopper,  the  air-trunk  turns 
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down  again,  and  into  the  eye  of  the  fan.    In  this  machine, 
material  coming  from  a  scourer  is  spouted  into  the  ascending 
leg,  where  the  heavy  grain  is  separated  from  the  rest  of  the 
mass  by  gravity,  precisely' as  in  the  Shaw  machine.    This 
separation  effected,  the  remainder  of  the  mass  passes  into  the 
horizontal  part  of  the  air-trunk,  where  the  current  is  weak- 
ened by  the  enlargement  of  the  trunk,  and,  by  means  of  the 
depression  of  the  bottom  of  the  air-trunk,  to  form  the  deep 
hopper,  the  force  of  gravity  is  again  rendered  effective.    Here, 
therefore,  while  the  dirt,  dust  and  chaff  are  carried  on,  by  the 
air  current,  to  the  eye  of  the  fan,  the  screenings  are  carried, 
by  their  gravity,  out  of  the  air  current,  to  the  bottom  of  the 
hopper,  and  thence  removed  by  the  slide-valve.    The  dust 
iind  dirt,  thus  separated  from  the  screenings,  pass  out  of  the 
machine  through  the  fan.    The  Shaw  machine,  according  to 
the  testimony  of  Mr.  Ren  wick,  an  expert  called  by  the  plaintiff^ 
differs  from  the  Sanders  machine  only  in  that  it  contains  a 
separator  combined  with  a  scourer  driven  by  the  same  shaft. 
If  this  opinion  be  correct,  the  Shaw  patent  luust  fail,  so  far 
as  the  third  claim  is  concerned,  for  want  of  novelty,  because, 
it  has  been  proved,  that  the  combination  of  a  scourer  and  a 
separator  driven  upon  the  same  shaft,  was  in  use  before  the 
Shaw  invention.    It  would,  also,  be  open  to  the  objection, 
that  no  invention  was  required  to  attach  a  scourer  to  the  shaft 
^f  Sanders'  separator.    But  this  conclusion  of  the  expert  is 
not  agreed  to  by  the  plaintiff,  who  insists  that  another  and 
a  material  difference  exists  between  Sanders'  separator  and 
Shaw's  machine.    At  first,  it  was  said,  that,  in  the  Sanders 
machine,  the  screenings  fall  into  the  hopper  simply  by  reason 
of  the  enlargement  of  the  air-trunk,  which  reduces  the  speed 
of  the  current,  and  then  nothing  but  the  dust  passes  with 
the  air  current,  in  the  descending  leg,  to  the  eye  of  the  ffln, 
while,  in  the  Shaw  machine,  the  screenings,  as  well  as  the 
dust,  pass  into   the  descending  leg,  and  there,  while  the 
screenings  are  descending  by  the  force  of  gravity,  as  well  as 
by  the  force  of  the  current  of  air,  the  current  of  air  is  forced 
to  take  a  lateral  direction  away  from  the  force  of  gravity,  and 
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is  aided  by  an  ancillary  upward  current  of  air^  admitted 
through  the  spout  F,  the  place  of  exit  for  the  screenings^ 
which  operates  against  the  descending  force  of  the  screenings^ 
and  thus  the^separation  is  completed.  But,  it  is  manifesdy 
no  substantial  change  in  the  air-trunk,  to  place  the  enlarge- 
ment on  the  descending  leg,  instead  of  on  the  horizontal  por- 
tion, as  in  Sanders'  separator.  In  both  cases,  the  air  current 
is  weakened  by  an  enlargement  of  the  trunk,  and,  in  both 
cases,  the  separation  is  effected  by  the  air  current  being  forced 
to  take  a  lateral  direction,  away  from  the  force  of  gravity.  If 
there  be  any  difference,  then,  between  the  two  machines, 
sufScient  to  support  the  patent,  it  must  arise  solely  from  the 
existence,  in  the  Shaw  machine,  of  an  ancillary  current,  ad- 
mitted through  file  spout  F.  This  was  finally  conceded  on. 
the  argument,  and  the  opening  at  the  spout  F,  for  the  incom- 
ing of  the  opposite  current  of  air,  was  pointed  out  as  consti- 
tuting the  only  substantial  difference  between  the  two  air- 
trunks.  But  no  such  feature  as  an  ancillary  current  admitted 
into  the  air-trunk  at  the  spout  F,  is  alluded  to  in  the  Shaw 
patent.  It  does  not  appear  either  in  the  originaf  patent,  or 
in  either  of  the  reissues,  and  it  seems  impossible  to  say  that 
these  descriptions  convey  the  idea  that  an  ancillary  upward 
current  of  air,  admitted  through  the  spout  F,  is  an  element 
in  the  machine.  In  the  third  claim  of  the  reissue,  the  air-trunk 
is  described  simply  as  '^  an  air-trunk  for  directing  the  course  of 
the  blast."  But  this  description,  to  render  it  effective  for  any 
purpose,  must  be  held  to  be  qualified  by  the  description  given 
.  in  the  specification ;  and  there,  while  the  spout  F  is  men- 
tioned, it  is  only  spoken  of  as  used  for  receiving  and  carrying 
out  the  scourings  from  the  air-trunk.  It  is  true,  that,  in  the 
drawings,  the  spout  F  is  open,  and  it  is  spoken  of  in  the 
description  as  an  opening,  but  no  one  could  gather,  fi'om  either 
the  description  or  the  drawings,  that  the  machine  was  to  be 
so  constructed,  and  the  size  of  the  opening  at  the  spout  F  so 
proportioned,  that,  while  the  scourings  should  there  pass  out, 
an  ancillary  current  of  air  was,  at  the  same  time,  to  be  there 
admitted,  to  perform  a  characteristic  part  in  effecting  the  sep- 
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.aration  withia  the  air-trunk.  No  witness  is  called  to  show 
that  such  an  idea  would  be  conveyed  by  the  specification  and 
•drawings,  and  the  contrary  seems  proved  by  the  fact,  that  no 
such  idea  was  conveyed  to  Mr.  Kenwick,  the  plaintiffs  expert, 
who  has  made  this  patent  a  study.  My  conclusion  upon  this 
branch  of  the  case,  therefore,  is,  that,  if  the  only  difference 
between  Shaw's  machine  and  Sanders'  separator  is  that  stated 
by  the  plaintiff's  expert,  the  Shaw  patent  must  fail,  so  far  as 
the  third  claim  is  concerned,  for  want  of  novelty,  and,  also,  of 
invention;  and  that,  if  there  exists  the  further  difference 
claimed  by  the  plaintiff,  that  an  ancillary  current  of  air  is 
admitted  to  the  air-trunk  through  the  spout  F — ^a  position  not 
easy  to  maintain  upon  the  evidence — then  the  Shaw  patent 
must  fail,  so  far  as  the  third  claim  is  concerned,  because  it 
does  not  contain  a  sufficient  description  of  the  invention  sought 
to  be  secured.  * 

Entertaining  these  views  in  respect  to  the  third  daim  of 
Tthe  Shaw  patent,  it  is  unnecessary  for  me  to  express  an  opin- 
ion upon  the  other  grounds  of  objection  to  this  claim  taken 
by  the  defendants,  and  I  pass  to  a  consideration  of  the  fifth 
<;laim  of  the  Shaw  reissue,  upon  which,  also,  the  plaintiff 
bases  a  right  to  maintain  this  action.  The  fifth  claim  is  as 
follows :  "  The  arranging  of  the  smutter  or  scourer,  and  the 
auction  separating  fan,  within  or  between  the  legs  of  the  blast 
or  air-trunk,  in  which  the  entire  separation  is  made,  and 
which  passes  over  or  around  them,  for  the  purpose  of  econo- 
mizing space,  and  cheapening  the  construction  of  the  machine, 
substantially  as  described."  The  idea  here  expressed,  which 
the  patentee  has  embodied  in  his  machine,  and  claims  to 
secure  as  his  own,  is,  that,  in  a  machine  having  a  scourer 
and  fan  connected  by  an  air-trunk,  as  described,  economy  of 
space  and  cheapness  of  construction  would  be  gained  by  plac- 
ing the  smutter  or  scourer  between  the  legs  of  the  air-trunk, 
instead  of  elsewhere.  Certainly,  no  invention  was  required 
to  reach  such  a  result.  It  would  rather  require  invention  to 
-find  any  reasonably  convenient  place  to  locate  a  fan  and 
^scourer  so  connected,  other  than  the  one  chosen  by  the  pat- 
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entee.  No  advantage,  or  change  in  the  operation  of  the  ma- 
chine, is  claimed  for  the  arrangement,  but  simply  economy 
of  space  and  cheapness  in  the  constraction.  That  this  would 
be  gained  by  such  an  arrangement  as  the  patentee  claims^ 
could  not  fail  to  occur  to  the  mind  of  any  intelligent  person 
seeking  to  combine  a  scourer  and  fan  with  an  air-trunk,  as 
described.  A  similar  arrangement  of  materials,  for  the  same 
reason,  is  to  be  seen  everywhere.  I  am,  therefore,  of  the 
opinion^  that  the  fifth  claim  of  the  Shaw  reissue  is  invalid, 
because. of  insufficiency  of  invention. 

The  decree  must  accordingly  be,  that  the  bill  be  dismissed, 
with  costs. 

Keller  c&  Blakey  for  the  plaintiff. 

Sprague  &  Hyatty  for  the  defendants. 


Samuel  P.  Kittle  and  Fbederick  C.  Payne 


V8. 


BioHARD  "W.  Fkost,  James  Black  and  Geoegp  Snydeb. 

In  Eqioty. 

The  first  claim  of  the  re-issued  letters  patent  granted  to  Samuel  P.  Kittle,  Octo- 
ber Wh,  1866,  for  a  "  spring  mattress/'  (the  original  patent  haying  been 
granted  to  him  November  8th,  1864,)  namely,  "The  combination  of  the  two 
parts,  A  and  A',  and  an  intervening  portion  of  the  sides  of  the  box  of  a  box- 
spring  mattress,  having  the  cases  containing  the  stu&ng  attached  to  the  said 
sides,  the  said  parts  A,  A' ,  and  the  intervening  portion,  being  connected  to 
each  other  by  hinges,  the  joints  of  which  are  located  twice  the  distance  apart 
of  the  thickness  of  the  staffing,  substantially  as  herein  above  set  forth,**  is  in- 
fringed by  a  mattress  in  which  the  sides  of  the  box  are  divided  into  five  parts^. 
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io  such  noADner  that  the  mattrefls  contains  the  combination  covered  by  said 
third  daim,  introduced  twice,  once  at  each  end  of  the  mattress. 

The  said  patent  is  valid. 

SL,  the  inventor,  in  April,  1868,  after  making  the  inyention,  agreed  in  writing 
with  F.,  to  asdgn  to  F.  an  nndivided  one-half  interest  under  the  patent  when 
it  should  be  issned,  in  and  to  certain  specified  territory,  on  condition  that  F. 
shoold  perform  all  of  the  coyenants  on  his  part  in  the  agreement,  which  were 
numeroiis,  and  concerned  principally  the  making  and  selling  of  mattresses. 
Among  them  were,  howeyer,  coyenants,  that  F.  shonld  pay  "  all  necessary  ez- 
penaes  of  procuring  a  patent"  for  the  invention,  advancing  the  same  as  it 
shonld  be  required,  $80  of  it  to  be  advanced  before  May  8(Hh,  1868,  and  that 
F.  shonld  *'be  at  the  risk  of  all  the  expenses  arising  in  the  prosecution  of  Uie 
case  for  a  patent"  on  the  invention.  In  June,  1864,  when  the  application  for 
the  patent  was  ready  to  be  filed,  F.,  at  the  request  of  K.,  paid  to  K.  $15,  as 
the  fee  to  be  paid  at  the  Flitent  Office  on  filing  the  application.  It  was  filed. 
SubaequenUy,  E.  notified  F.  of  his,  F.'s,  failure  to  perform  many  of  his  cove- 
nants, and  demanded  a  compliance  with  all  of  them.  Two  days  after  the  pat> 
ent  was  granted,  E.  notified  F.  that  all  his  rights  under  the  agreement  were 
forfeited,  and  that  he  must  not  make  any  mattresses  under  the  patent.  The 
parties  then  met,  and  E.  renewed  the  notice,  and  F.,  with  a  view  to  a  settle- 
ment of  his  pecuniary  transactions  with  E.,  under  the  agreement,  presented 
to  E.  a  bill,  which  contained,  as  a  debit  against  E.,  the  said  item  of  $15,  as 
"advanced  on  patent:"  Seld,  that  this  was  an  abandonment  by  F.  to  E.,  with 
the  acquiescence  of  E,  of  all  rights  of  F.,  under  the  agreement,  to  an  interest 
in  the  patent 

(Before  Blatohfobd,  J.,  Southern  District  of  New  York,  December  16th,  1871.) 


Blatohfobd,  J.  This  suit  is  founded  on  re-issued  letters 
patent  of  the  United  States,  granted  to  Samuel  P.  Kittle,  one 
of  the  plaintiffs,  October  17th,  1865,  for  a  "spring  mattress," 
on  the  surrender  of  original  letters  patent  gi*anted  to  him 
November.  8th,*1864.  The  re-issued  patent  contains  seven 
claims,  but  only  the  first  two  claims  are  alleged  to  have  been 
infringed  by  the  defendants.  The  subjects  of  these  two  sev- 
eral claims  are  defined  by  the  specification  in  the  following 
language:  "The  first  part  of  my  invention  relates  to  the 
division  of  the  sides  of  the  box  which  contains  the  springs  on 
which  the  hair  mattress  or  other  stuflSng  is  supported,  at  two 
points,  and  connecting  the  said  parts  by  hinges,  in  such  a 
manner  that  the  joints  thereof  shall  be,  at  two  points,  distant 
from  each  other  twice  the  thickness  of  the  stufiing,  and  so 
arranged  that  the  head  or  toot  portion  of  the  bed  can  be  folded 
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over  80  as  to  bring  the  principal  parts  of  the  box  parallel  with 
each  other,  the  staffing  being  between  them,  as  hereinafter 
more  fully  set  forth.  The  second  part  of  my  invention  re- 
lates to  so  constructing  that  portion  of  the  box  which  forms 
the  short  section  between  the  hinges  or  joints,  as  to  make  it 
capable  of  supporting  a  portion  of  the  springs,  while  at  the* 
same  time  it  is  of  such  length  as  to  allow  the  parts  upon  each 
side  of  it  to  be  hinged  to  it,  and  connected  to  each  other  at 
two  points  on  each  side,  at  the  distance  apart  of  twice  the 
thickness  of  the  stuffing,  as  hereinafter  more  fully  set  forth." 
The  first  and  second  claims  of  the  patent  are  as  follows : 
"  First.  The  combination  of  the  two  parts,  A  and  A',  and  aij 
intervening  portion  of  the  sides  of  the  box  of  a  box-spring 
mattress,  having  the  cases  containing  the  stuffing  attached  to 
the  said  sides,  the  said  parts,  A,  A',  and  the  intervening  por- 
tion, being  connected  to  each  other  by  hinges,  the  joints  of 
which  are  located  twice  the  distance  apart  of  the  thickness  of 
the  stuffing,  substantially  as  herein  above  set  forth.  Second. 
The  combination  of  the  two  parts,  A,  A',  hinged  at  two  points 
the  distance  apart  of  twice  the  thickness  of  the  stuffing,  the 
intervening  part,  A",  and  a  series  of  springs  supported  upon 
slats,  attached  to  the  said  intervening  portion.  A",  the  whole 
being  constructed  and  operating  substantially  as  herein  above 
set  forth." 

The  object  of  the  improvement  covered  by  the  first  claim 
is  to  enable  a  box-spring  mattress  to  be  folded  flatwise  with- 
out material  injury  to  the  stuffing,  which  is  mounted  upon 
and  connected  with  the  box  bottom  containing  the  springs. 
The  improvement  consists  in  combining  two  parts  of  the  sides 
of  the  box  of  the  mattress  with  an  intervening  portion  of  such 
sides,  by  connecting  them  together  by  means  of  hinges,  the 
joints  of  which  are  located  twice  the  distance  apart  of  the 
thickness  of  the  stuffing,  the  cases  containing  the  stuffing 
being  attached  as  well  to  such  two  parts  as  to  such  interven- 
ing portion.  The  specification  describes  a  division  of  the 
sides  of  the  box  at  two  points  on  each  side. 

The  object  of  the  improvement  covered  by  the  second 
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tdaim  is  to  make  such  intervening  portion  capable  of  support- 
ing a  portion  of  the  springs,  while,  at  the  same  time,  it  is  of 
such  length  as  to  allow  the  parts  upon  each  side  of  it  to  be 
hinged  to  it,  and  connected  to  each  other  at  two  points,  on 
'each  side  of  the  box,  at  the  distance  apart  of  twice  the  thick- 
ness of  the  stuffing.  The  improvement  consists  in  combining 
such  two  parts  of  the  box,  hinged  at  two  points  the  distance 
apart  of  twice  the  thickness  of  the  stuffing,  with  such  inter- 
yening  part,  and  with  a  series  of  springs  supported  upon  slats 
attached  to  such  intervening  part.  This  construction  enables 
the  parts  of  the  box  on  each  side  of  the  intervening  part  to  be 
folded  over  so  as  to  become  parallel  with  each  other,  the 
spring-box  and  the  mattress  mounted  on  the  springs  being 
folded  over  by  the  same  movement. 

There  can  be  no  doubt  that  the  defendants  have  infringed 
both  of  these  claims.  Their  mattresses  are  of  a  like  construc- 
tion in  principle  to  the  mattress  of  Kittle,  differing  only  form- 
ally in  this,  that  the  defendants'  box  has  each  of  its  sides 
divided  into  five  parts  instead  of  three,  each  of  the  sides  be- 
ing divided  at  four  points  instead  of  two.  The  result  is,  that 
the  defendants'  mattress  has,  in  the  middle  of  each  side  of  the 
box,  a  long  portion,  on  each  side  of  such  long  portion,  a  very 
short  part,  corresponding  with  the  intervening  part  in  Eittle's 
mattress,  and,  at  each  end  of  the  length  of  each  side,  another 
part.  These  end  parts  can  be  folded  over  so  as  to  become 
parallel  with  the  middle  part  of  the  box,  and  to  be  in  the 
same  plane  with  each  other.  When  so  folded,  the  defendants' 
mattress  is,  in  effect,  two  of  Eittle's  mattresses  combined  into 
one.  It  embodies  each  one  of  the  two  improvements  of  Kittle 
covered  by  his  first  and  second  claims^  and  embodies  each 
one  twice,  each  of  the  improvements  being  applied  at  each 
end  of  the  mattress.  If  cut  into  two,  through  the  space  be- 
tween the  end  parts  when  folded,  and  through  the  centre  of 
the  middle  one  of  the  five  parts,  two  of  Kittle's  mattresses 
would  be  produced.  There  are  the  two  outer  parts,  the  in- 
tervening part,  the  box,  the  box  spring  mattress,  the  cases 
containing  the  stuffing  attached  to  the  three  parts,  the  three 
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parts  connected  to  each  other  by  hinges,  the  joints  of  the 
hinges  located  twice  the  distance  apart  of  the  thickness  of  the 
stuffing,  and  the  series  of  springs  supported  npon  slats  at- 
tached to  the  intervening  part,  and  all  this  in  duplicate  in 
each  mattress,  one  of  such  arrangements  at'  each  end.  The 
same  result  is  attained  by  the  arrangements,  and  in  the  same 
way,  as  in  the  patent.  In  such  mattresses  of  the  defendants 
as  contain  thp  arrangements  above  mentioned,  except  in  not 
having  the  cases  containing  the  stuffing  attached  to  the  parts 
forming  the  sides  of  the  box,  the  second  claim  of  Kittle's 
patent  is  infringed.  It  may  be  that  the  defendants'  mattresses 
conti^in  a  useful  improvement  beyond  what  is  found  in  Kittle's 
patent.  Whether  they  do  or  not  is  of  no  consequence  here. 
They  certainly  embody  what  is  patented  by  Kittle. 

In  addition  to  the  defence  of  non-infringement,  urged  at. 
the  hearing,  but  not  set  up  in  the  answer,  the  allegation  of 
iniringement  made  in  the  bill  not  being  denied  by  the  an- 
swer, the  defendants  attack  the  patent  for  want  of  novelty, 
various  specifications  in  that  regard  being  contained  in  the 
answer.  Without  going  into  a  detailed  discussion  of  the 
prior  inventions  set  up,  it  is  sufficient  to  say,  that  non^  of  them 
embody  what  is  covered  by  either  the  first  or  the  second 
claim  of  the  Kittle  patent.  The  three  principally  relied  upon 
are  what  are  known  as  the  "  Putnam  bed,"  the  "  Colton  fold- 
ing bedstead  and  mattress,"  and  the  ^^  Cincinnati  bed."  These 
are  eflfectually  disposed  of  by  the  testimony  of  the  expert  on 
the  part  of  the  plaintifis,  and  there  is  no  testimony  in  contra- 
diction. 

The  defence  really  relied  on,  and  which  has  caused  the 
proofs  in  this  case  to  be  swollen  to  the  bulk  of  some  seven 
hundred  printed  pages,  is  a  claim,  on  the  part  of  the  defend- 
ants, that  what  they  have  done  in  respect  of  their  mattresses 
has  been  done  under  a  right  or  license  granted  by  Kittle 
under  the  inventions  covered  by  the  patent.  The  answer  sets 
up,  that,  by  a  written  instrument  executed  by  Elittle  and  one 
Alexander  D.  Farrell,  oji  the  11th  of  April,  1863,  Farrell 
became  interested  in  Kittle's  invention,  and  in  and  to  the 
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patent  sabBequently  issued  for  it,  to  the  extent  of  one  undi- 
yided  half  interest  in  and  to  all  the  counties  in  the  State  of  New 
York,  except  those  lying  on,  or  west  of,  the  Genesee  river ; 
that  Farrell  duly  complied  with  all  the  conditions  contained 
in  said  instrument  requisite  or  necessary  for  the  proper  vest- 
ing of  said  interest  in  Farrell ;  that  the  defendants  are  selling 
folding-bed  bottoms,  and  all  of  them  are  made  by  Farrell ; 
and  that,  if  they  contain  any  thing  coTered  by  Eittle's  patent^ 
they  have  been  made  and  sold  to  the  defendants  under  such 
license  to  Farrell,  and  Farrell  has,  by  virtue  of  the  interest 
referred  to,  such  rights  under  Eittle's  patent,  that  the  defend- 
ants are  justified  in  selling  such  bed  bottoms,  without  thereby 
infringing  Eittle's  rights. 

The  instrument  referred  to  bears  date  the  Ist  of  January, 
1863,  but  was  signed  the  11th  of  April,  1863*  It  recites,  that 
Eittle  obtained  a  patent  for  a  '^  reliable  spring  mattress,'^ 
August  28th,  1860 ;  that  he  has  recently  invented  a  ^^  folding- 
box  spring  mattress,"  for  which  he  is  about  to  apply  for  a 
patent ;  and  that  Farrell  is  desirous  of  manufacturing  the  said 
mattresses  in  the  city  of  New  York,  and  of  acquiring  an  in- 
terest in  the  last-named  invention  in  the  State  of  New  York,, 
when  the  same  shall  be  patented.  Then  Eittle,  "  in  consider- 
ation of  the  coTenants  and  agreements ''  by  Farrell,  therein- 
after contained,  ^^  and  of  and  during  the  true  and  faithfiil 
performance  of  each  and  every  of  them,"  grants  permission 
to  Farrell  ''to  manufacture  and  sell  the  said  reliable  and 
folding  spring  mattresses  in  his  factory  in  New  .York  city,  for 
the  term  of  two  years  "  from  the  date  6f  the  instrument,  and 
agrees  to  pay  Farrell  '^  four  dollars  per  month  for  the  privi- 
lege of  selling  the  said  mattresses  from  samples  of  the  difier- 
ent  grades  "  described  in  the  instrument,  (which  Farrell  is  to 
expose  for  such  purpose  in  his  salesroom,)  and  also  for  the 
attention  of  Farrell  to  making  sales,  taking  orders,  delivering 
goods,  and  collecting  bills,  during  the  absence  of  Eittle. 
Then  Eittle  '^ agrees  further  to. assign  an  undivided  one  half 
interest  in  and  to  all  the  counties  in  the  State  of  New  York, 
(except  those  lying  on,  or  west  of,  the  Genesee  river,)  for  and 
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to  the  right  in  the  folding  mattress,  when  the  patent  for  the 
same  shall  be  granted  by  the  United  States  "  to  Kittle ;  and 
Elittle  farther  agrees  to  pay  to  Farrell  the  price  thereinafter 
specified,  as  regards  the  grades  and  the  time  of  payment ;  and 
Farrell,  ^^  in  consideration  of  said  license  or  permission  and 
agreements,  covenants  and  agrees,  on  his  part,  (1.)  ^^  To  pro- 
ceed withont  delay  to  manufacture  the  above  mattresseb  ac- 
cording to  the  patent  improvements,  plans  and  directions  "  of 
Kittle,  thereinafter  specified.    (2.)  ''To  expose  the  several 
grades  of  mattresses  "  thereinafter  specified,  ''  for  the  inspec- 
tion of  the  public,  in  a  convenient  store  or  show  room,  where 
he  is  to  advertise  the  same  by  personal  effort,  by  cards,  cir- 
culars, and  through  the  newspapers,  always  representing  the 
rollable  mattress  as  the  most  economical  and  best  mattress  or 
bed  that  can  be  procured."    (3.)  To  furnish  Kittle  "office 
and  desk  room  in  his  store  or  show  room,  above  specified,  and, 
for  the  monthly  payment  of  four  dollars,  to  allow  the  cus- 
tomers "  of  Kittle  "  to  examine  the  different  grades  of  beds 
at  all  regular  business  hours,  and,  in  the  absence  "  of  Kittle,. 
"  to  attend  to  them  as  he  would  to  his  own  customers,  take 
their  orders,  and  supply  them  promptly  with  any  mattresses 
they  may  order,  and  make  out  and  collect  the  bUls,  and  keep 
an  accurate  account  of  the  same  "  for  Kittle.    (4.)  "  To  keep 
an  order  book,  in  which  every  order,  as  soon  as  received,  shall 
be  legibly  entered,  and  the  actual  number  of  each  mattress, 
as  soon  as  finished,  shall  be  regularly  entered,  and,  when  sold 
to  whom  and  where  sold,  and  see  that  a  corresponding  num- 
ber be  entered  on  the  label  or  patent  mark  which  shall  be 
permanently  affixed  to  each  mattress  when  finished."     (5.) 
To  pay  Kittle  "  one  dollar  each  for  every  rollable  spring  mat- 
ti'ess  he  shall  manufacture  on  his  own  account  and  not "  for 
Kittle  "  or  his  customers,  (every  person  who  shall  inquire  " 
for  Kittle,  "  or  who  may  have  previously  negotiated  for  or 
bought  mattresses  of  him,)  and  to  pay  all  necessary  expenses 
of  procuring  a  patent  for  the  folding  spring  mattress,  advanc- 
ing the  same  as  it  shall  be  required  in  the  progress  of  the 
ease,  thirty  dollars  of  which  is  to  be  advanced  before  the  thir- 
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tieth  of  May,   1863."    (6.)    "  To  promptly  supply  all  the 
orders  of  Kittle  "  and  his  customers,  at  actual  cost  of  the 
material  and  labor,  and  twelve  per  cent,  profit,  and  three  per 
cent  national  tax  added  thereto,  cartage  and  packing  or  box- 
ing (if  such  there  be)  to  be  done  at  actual  cost "  for  Kittle. 
"  If  the  delivery  is  direct  from  the  cart  or  store  to  the  cus- 
tomer,  payment  is  to  be  made  within  three  days  after  delivery, 
but,  if  out  of  town,  or  by  second  conveyance,  then  in  ten 
days."    (7.)  To  allow  Kittle, "  or  his  known  agent,  free  access 
to  the  aforesaid  order  book  and  all  its  entries,  as  well  as  un* 
obstructed  access  to  all  parts  of  the  manufactory  at  all  regular 
business  hours."     (8.)  ^'  To  make  a  fuU,  accurate  and  minute 
statement  every  week  of  all  the  mattresses  manufactured 
during  the  week  then  ending,  their  kind  and  the  actual  num- 
ber of  each,  to  whom  and  where  sold  and  delivered,  such  state- 
ment, t(^ether  with  all  moneys  due  or  belonging  "  to  Kittle, 
and  in  the  possession  of  Farrell,  to  be  delivered  to  Kittle,  and, 
in  case  he  is  out  of  town,  to  his  wife,  at  his  residence."    (9.) 
^^To  make  all  mattresses* strictly  in  pursuance"  of  a  schedule 
thereinafter  contained,  ^^  unless  it  shall  be  clearly  impossible 
to  retain  custom  or  make  the  sale  without  deviation,  anci  then 
to  deviate  no  further  in  degree  or  number  than  is  absolutely 
necessary  for  such  case,  and  no  such  deviation  is  to  be  made  a 
a  rule  in  any  case  or  to  any  customer,  except  in  case  of 
special  written  directions  by  letter,  which  shall  fully  state  the 
deviation  and  its  extent,  and  and  to  whom  it  applies,"  from 
Kittle.    (10.)  The  schedule  referred  to,  covering  roUable  mat- 
tresses, and  folding  spring  mattresses,  of  various  grades  and 
sizes.    (11.)  "  To  see  to  have  the  work  done  by  the  piece  and 
as  advantageously  as  possible,  and,  if  it  is  found  that  the  cost 
therein  can  be  reduced,"  Kittle  "  is  to  have  the  full  benefit 
thereof  on  all  made  for  him  or  his  customers."    (12.)  "In 
case  the  cash  value  of  the  material  entering  into  the  above 
matresses  shall  rise  or  Tall  in  the  market,  wholesale  cash  price, 
then  such  addition  or  reduction  shall,  in  all  cases,  be  made  in 
making  up  the  price  "  to  Kittle,  "  for  his  and  his  customers^ 
orders,  before  adding  the  provided  per  cent."   to  FarrelL 
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Lastly.  ^'  Not  to  sell  any  of  tiie  above  grades  of  maitareeaes  at 
lower  prices"  than  Kittle  "shall  be  in  the  habit  of  sellinf^, 
nor  to  charge  exorbitantly  high  prices  for  the  rollable  mat- 
tress above  specified,  but,  in  general,  to  conform,  as  near  as 
possible,  to  the  established  or  general  prices  "  of  Kittle  "  and 
to  seek  uniformity  of  prices  in  the  sale  and  introduction  of 
said  mattresses.  Finally.  Farrell  "  is  to  be  at  the  risk  of  all 
the  expenses  arising  in  the  prosecution  of  the  case  for  a  pat- 
ent on  the  folding  spring  mattresses  aforesaid,"  and  Kittle 
"  is  to  lase  all  diligence  to  hasten  the  issue  of  the  same." 

The  defence  set  up  under  this  agreement  is  not  claimed 
under  the  provision  thereof  whereby  Kittle,  for  the  consid- 
eration specified,  grants  permission  to  Farrell  to  manufac- 
ture and  sell  the  folding  spring  mattresses  for  the  term  of  two 
years  from  the  date  of  the  agreement.  That  term  expired 
before  the  17th  of  October,  1865,  the  date  of  the  reissued 
patent.  The  defence  alleged  is,  that  Farrell  became,  under 
the  agreement,  entitled  to  an  undivided  one-half  interest  in 
the  patent  for  the  folding  mattress,- for  the  territory  in  that 
respect  specified  in  the  agreement,  which  embraces  the  ter- 
ritory within  which  the  infringement  by  the  defendants  is 
alleged  by  the  bill  to  have  taken  place. 

A  voluminous  mass  of  testimony  has  been  taken  on  both 
sides,  in  regard  to  points  of  compliance  and  noncompliance 
by  Farrell  with  the  covenants  and  agreements  specified  in 
the  contract,  as  to  be  each  of  them  truly  and  i&ithfully  per- 
*  formed  by  him,  as  the  consideration  of  the  agreement  by 
Kittle  to  assign  to  him  the  specified  interest  in  the  invention 
and  patent.  But  I  shall  not  examine  these  in  detail,  as  there 
is  one  view  of  the  case  which  seems  to  me  controlling  in 
favor  of  the  plaintiffs  and  against  Farrell.  The  defendants 
have  no  greater  rights  than  Farrell  has.  They  justify  under 
and  through  him.  Conseig[uently,  if  Farrell  deliberately  aban- 
doned his  lights  under  the  agreement,  So  &r,  at  least,  as  a  claim 
to  an  interest  in  the  folding  mattress  patent  was  concerned, 
and  made  that  abandonment  directly  to  Kittle,  with  the 
acquiescence  of  E^ittle,  the  defendants  are  without  ju^ifica- 
tion. 
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It  was  one  of  the  stipulations  on  the  part  of  Farrell,  in 
the  agreement,  that  he  would  pay  all  necessary  expenses  of 
procuring  a  patent  for  the  folding  spring  mattress,  advancing 
the  same  as  it  should  be  required  in  the  progress  of  the  case, 
and,  again,  that  he  would  be  at  the  risk  of  all  the  expenses 
Arising  in  the  prosecution  of  the  case  for  a  patent  on  such 
mattress.  The  application  for  the  patent  appears  to  have 
been  in  readiness  to  be  sent  to  the  Patent  OfSce  on  the  9th 
€#  June,  1864.  On  that  day,  Ejittle  applied  to  FarreU  to 
furnish  him  with  the  sum  of  $15,  as  the  fee  to  be  paid  at  the 
Patent  Office  on  filing  the  application.  That  amount  was 
paid  by  Farrell  to  Kittle,  for  such  purpose,  on  the  10th  of 
June,  and  the  application  was  filed.  On  the  22d  of  August, 
Kittle  wrote  to  Farrell  a  letter  complaining  that  Farrell  neg- 
lected to  perform  any  of  his  obligations  set  forth  in  the  con- 
tract, and  specifying  some  particulars.  On  the  27th  of  Sep- 
tember, Kittle  wrote  to  Farrell  another  letter,  saying  that  he 
had  not  received  for  many  weeks  any  of  the  benefits  contem- 
plated in  the  contract,  that  he  had  called  upon  Farrell  fre- 
quently to  perform  his  obligations  as  specified  in  the  contract, 
that  he  had  written  to  him  in  August  calling  his  attention  to 
his  overcharges  and  other  violations  of  the  contract,  and  that 
Farrell  had  since  then  repeatedly  refused  him  his  rights  and 
privileges  under  the  contract,  and  demanding  of  him  imme- 
diate payment  of  a  bill  therewith  presented,  and  an  imme- 
diate statement  in  writing  of  all  roUable  and  folding  spring 
mattresses  included  in  the  contract,  and  manufactured  by' 
Farrell  since  the  last  bill  rendered  to  Kittle,  and  the  payment 
of  all  moneys  in  Farrell's  hands  belonging  to  Kittle,  which 
Farrell  had  collected  on  beds  sold  or  delivered  to  customers 
of  Kittle's,  and  access  to  the  order  books,  for  examination ; 
and,  as  he  alleged  he  had  been  refused  access  to  the  shop  or 
manufactory,  the  removal  of  all  restrictions  to  free  access 
thereto,  and  a  full,  faithful,  and  immediate  compliance  on  the 
part  of  Farrell  with  all  provisions  of  the  contract.  The  bill 
accompanying  the  letter  contained  various  items  of  charges 
against  Farrell,  and,  among  others,  one  of  $15  for  the  first 
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patent  fee,  under  date  of  June  11th,  and  a  credit,  under  date 
of  June  10th,  of  $16,  as  furnished  by  Farrell  on  Kittle?a 
order,  leaving  the  amount  of  the  bill  at  $180  31.     The  letters 
and  the  bill  were  presented  to  Farrell.     The  patent  was 
granted  on   the  8th  of  November,  1864.     On  the  10th  of 
November,  the  attorney  for  Kittle  sent  a  letter  to  Farrell,  ad- 
vising  him  of  the  issuing  of  the  patent,  and  notifying  him 
that  all  privileges  claimed  by  him  under  the  agreement  were 
forfeited  by  reason  of  the  violation  by  him  of  the  provisions 
of  the  agreement,  and  that  he  must  not  manufacture  or  sell 
any  mattresses  involving  any  invention  for  which  Kittle  held 
a  patent,  and  demanding  an  immediate  adjustment  of  the 
claim  of  Kittle  for  the  previous  use  of  his  inventions.    On 
the  2d  of  December,  the  attorney  for  Kittle  wrote  again  to 
Farrell,  requesting  him  to  call  upon  the  attorney  in  regard  to 
the  unsettled  matters  between  him  and  Kittle.    In  pursuance 
of  this  request,  Farrell  had  an  interview  with  Kittle  and  the 
attorney,  at  which  Kittle  informed  Farrell  that  he  had  for- 
feited his  rights  under  the  contract,  by  a  failure  to  perform 
the  contract  on  his  part,  and  that  he  was  infringing  the  fold- 
ing box  spring  mattress  patent,  and  must  cease  to  manufac- 
ture folding  box  spring  mattresses.    At  the  same  interview^ 
Farrell  produced  and  presented  to  Kittle,  as  a  bill  of  the 
amount  due  by  Kittle  to  Farrell  at  the  time,  a  statement  of 
items  of  debits   and    credits,  in  which    statement  there  is 
charged  by  Farrell  against  Kittle,  as  an  item  of  debit,  $15,  as 
"advanced  on  pjitent."     The   amount  claimed  by  Farrell, 
after  deducting  the  items  of  credit  to  Kittle,  was  $125  01. 
This  item  of  $15  was  the  sum  of  $15  advanced  by  Farrell  in 
June,  1864,  for  the  fee  on  the  patent.     It  is  quite  apparent, 
from  what  transpired  between  the  parties,  that  both  of  them, 
in  December,  1864,  regarded  the  unsettled  matters  between 
them  as  consisting   solely  of  their   pecuniary   transactions 
under  the  contract,  and  considered  the  contract  at  an  end  so 
far  as  any  further  action  under  it  was  concerned,  except  by 
way  of  remedy  for  the  past,  and  understood  that  Farrell  had 
acquired  no  right  to  any  interest  under  the  folding  box  spring 
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mattress  patent  to  Kittle.  The  charging ,  in  account,  by  Far- 
reU  to  Kittle,  of  the  $15,  which  he  had  previously  adyanced 
to  Kittle  towards  the  patent  fee  on  the  patent,  and  which 
sum  it  was  for  Farrell  to  pay  absolutely,  and  not  charge  to 
Kittle,  if  Farrell  was  to  acquire  any  interest  under  the  patent, 
and  the  doing  this  after  he  knew  that  the  patent  had  been 
issued,  and  after  he  had  been  informed  by  Kittle  that  he  had 
forfeited  all  his  rights  under  the  agreement  by  having  vio- 
lated its  provisions,,  and  was  infringing  the  patent,  and  must 
desist  from  its  infringement,  must  })e  regarded  as  an  acquies- 
cence by  him  in  the  position  taken  by  Kittle,  and  an  aban- 
donment of  his  claim  to  an  interest  in  the  patent,  leaving 
bim  to  his  right  of  action  against  Kittle  for  any  amoftnt  due 
to  him  on  transactions  under  the  agreement.  Farrell  had,  in 
fact,  as  the  evidence  shows,  failed,  in  many  particulars,  to 
perform  his  stipulations  in  the  agreement,  so  as  to  entitle 
himself  to  the  interest  in  the  patent.  He  was  conscious  of 
this,  and  hence  this  clear  act  of  acquiescence  in  the  views  of 
Kittle,  and  this  waiver  of  a  claim  to  such  interest.  In  the 
mass  of  testimony  given  by  Farrell,  covering  one  hundred 
ffiad  eighty  printed  pages,  and  eight  hundred  and  seventy-six: 
questions  and  answers,  no  explanation  is  attempted  to  be 
made  by  him  as  to  what  he  intended  by  making  this  charge 
against  Kittle,  other  than  a  waiver  of  his  claim  to  an  interest 
in  the  patent,  nor  was  any  {satisfactory  view  on  the  subject, 
founded  on  the  evidence,  suggested  by  the  counsel  for  the 
defendants  on  the  hearing.  Indeed,  the  proof  shows^  that, 
from  a  period  as  early,  at  least,  as  the  date  of  the  patent,  the 
parties,  by  their  mutual  acts,  regarded  the  agreement  as  at 
an  end,  at  least  so  far  as  it  could  operate  to  vest  in  Farrell  an 
interest  in  the  patent. 

There  must  be  a  decree  for  the  plaintiffs  for  a  perpetual 
injunction  and  an  account  of  profits,  with  costs. 

George  Oifford  and  Stephen  2>.  LaWy  for  the  plaintiffs. 


Andrew  J.  Todd^  for  the  defendants. 

Vol  IX.— 16 
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» 

Robert  A.  Heath  and  others.    In  Equity. 

ThiB  Court  having  in  ita  hands  certificates  for  60,056  shares  of  the  capital  stock 
of  a  corporation,  one  of  the  plaiiftiffs,  and  having  made  an  order  for  the  de- 
Uvery  of  those  certificates  to  the  defendants,  one  G.  petitioned  to  have  so 
many  of  sach  certificates  as  wonld  represent  12,785  of  sach  shares  deUvered 
to  him,  ts  the  ownef  thereoC    Certificates  of  shares,  fiur  escoeediog  in  nnm- 
ber  60,096  shares,  had  been  put  into  the  bands  of  the  defendants,  by  Tarioos 
persons,  with  power  to  the  defendants  to  transfer  them,  on  the  bocks  of  the 
corporatioD,  firom  the  names  of  such  persons  to  their  own  names.    The  de^ 
fondants  gaye  to  such  persons  receipts  stating  the  nomber  of  certificates  and 
the  number  of  shares,  and  that  the  certificates  were  to  be  restored  in  the  names 
of  the  defendants.    G.  became  the  owner  of  124  of  sach  receipts,  represent- 
ing 12,786  shares.    The  60,066  shares,  and  no  more,  had  been  transferred  to 
the  names  of  the  defendants^  and  the  certificates  therefor,  in  the  hands  of  the 
Court,  were  in  their  names.    G.  oould  not  identify  any  of  the  receipts  be  held 
as  having  been  given  for  any  particolar  certificates  represented  by  any  of  tbe- 
eertificates  in  the  hands  of  the  Court :  Held,  that  any  person  who  coidd  iden- 
tify any  certificate  he  deposited  with  the  defendants,  could  caU  upon  them  to 
req>ond  in  respect  thereof;  and  that,  as  G.  did  not  show  that  any  persoi» 
under  whom  he  claimed  title  to  the  receipts,  deposited  any  of  the  certificates 
representing  the  60,066  shares  in  the  hands  of  the  Court,  or  that  soeh  oertif> 
ioates  were  not  all  of  them  deposited  by  persons  to  whom  the  receipts  which 
he  claimed  to   own  were  not  issued,  the  prayer  of  this  petition  must  be 
denied. 

(Before  Blatchforu,  J.,  Southern  District  of  New  York,  December  19th,  1871.  )• 

Blatohford,  J.  The  substance  of  the  allegations  of  the 
petition  of  Jay  Gk)ald,  now  presented  to  the  Court,  is,  that 
there  were  put  into  the  hands  of  the  defendants  Heath  and 
Kaphaeljby  the  owners  thereof,  certificates  for  and  represent-^ 
ing  shares  of  stock  in  the  Erie  Sail  way  Company  amounting 
to  over  300,000  shares ;  that  such  certificates,  when  so  put 
into  their  hands,  were  each  of  them  accompanied  by  a  power 
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of  attorney  to  transfer  the  same,  signed  in  blank  by  the  holder 
on  the  back  of  the  certificate,  with  permission  to  sneh  de- 
fendants to  stamp  their  names  in  such  blank  power  of  attor- 
ney, thereby  conferring  upon  them  power  to  cause  the  shares 
represented  by  each  certificate  to  be  transferred  on  the  books 
of  the  corporation  to  the  name  of  them,  thus  giving  them 
full  power  and  authority  over  the  stock  to  the  same  extent 
as  though  they  were  bona  fide  owners  and  holders  thereof; 
that  thereupon  the  defendants  caused  their  names  to  be 
stamped  in  the  blank  powers  of  attorney,  so  executed,  author- 
izing them  to  cause  the  stock  to  be  transferred  on  the  transfer 
books  of  the  company,  to  the  names  of  them  or  their  nom- 
inees ;  that,  for  the  stock  so  received,  the  defendants  caused  to 
be  delivered  to  the  shareholders,  in  exchange  for  each  certi- 
ficate of  stock  received,  a  receipt  in  substance  as  follows : 
"  No.  — .    Received  of  ,  certificates 

for  shares  in  the  Erie  Railway  Company,  to 

be  forwarded  to  America  for  registration  in  the  names  of 
Messrs.  Robert  Amadeus  Heath  and  Henry  Lewis  Raphael ;" 
that  all  of  the  stock  so  received  was  stamped  with  the  names 
of  the  said  Heath  and  Raphael,  in  the  power  of  attorney  so 
signed  in  blank,  thereby  empowering  them  to  cause  said  stock 
to  be  transferred  upon  the  books  of  the  corporation  to  their 
own  names ;  that  such  receipts  do  not  represent,  and  were 
not  intended  to  represent,  any  particular  certificates  of  stock, 
or  class  of  such  certificates,  and  do  not  designate  any  of  such 
certificates  to  which  the  holders  of  such  certificates  are  enti- 
tled, but,  on  the  contrary,  entitle  the  holders  thereof  to  de- 
mand any  portion  of  the  certificates  held  by  the  defendants, 
without  any  discrimination ;  that  the  petitioner  is  the  holder 
and  owner  of  12,735  shares  of  the  stock  of  the  company,  the  cer- 
tificates or  evidence  whereof,  issued  by  the  company,  have  been 
so  delivered  to  the  defendants,  with  a  blank  power  of  attor- 
ney, for  a  transfer  thereof,  signed  on  the  back  thereof,  with 
the  names  of  the'  said  Heath  and  Raphael  stamped  thereon  ; 
that  the  only  evidence  the  petitioner  has  of  his  ownership  of 
such  certificates  is  a  quantity  of  such  receipts  in  said  form, 
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the  number  of  each  receipt  and  the  quantity  of  shares  repre- 
sented by  it  being  set  forth,  the  receipts  being  124  in  nnm- 
ber ;  that  60,000  shares  or  over  of  the  stock  of  the  company, 
with  said  blank  powers  of  attorney  endorsed  thereon,  and 
with  the  names  of  Heath  and  Kaphael  stamped  thereon,  have 
been  presented  at  the  office  of  the  company,  with  the  request 
that  the  same  be  transferred  to  the  names  of  the  said  Heath 
and  Raphael,  and  the  company,  under  the  orders  of  this  Court 
herein,  has,  to  a  great  extent,  caused  such  shares  to  b»  put  in 
condition  to  be  transferred  to  the  names  of  said  Heath  and 
Raphael,  and  is  diligently  engaged  in  completing  such  trans- 
fer ;  that  the  certificates  representing  the  shares  of  the  stock 
of  the  company  owned  by  the  petitioner,  and  represented  by 
such  receipts  now  held  by  him,  are  a  part  of  and  among  such 
certificates  so  delivered  to  Heath  and  Raphael,  with  such 
blank  powers  of  attorney  endorsed  thereon,  and  which  have 
been  stamped  with  the  stamp  of  Heath  and  Raphael  in  the 
blank  power  of  attorney,  and  are  either  a  part  of  such  60,000 
shares  or  of  the  residue  not  embraced  therein ;  that  the  peti- 
tioner has  no  means  of  identifying  such  certificates,  his  only 
evidence  of  ownership  thereof  being  the  receipts  he  holds  for 
the  same,  in  the  form  before  mentioned  ;  that  the  petitioner 
is  unwilling  that  the  stock  owned  by  him,  or  the  certificates 
representing  the  same,  should  be  held  by  or  in  the  names  of 
said  Heath  and  Raphael,  or  any  of  their  nominees  ;  that  said 
Heath  and  Raphael  acquired  no  title  to  or  interest  in  said 
stock,  by  virtue  of  said  receipts,  or  any  right  to  hold  the 
same ;  and  that  no  trust  was  created  for  any  purpose  by 
which  said  stock  can  be  held  by  said  Heath  and  Raphael  as 
against  the  owners  thereof,  nor  were  such  receipts  intended 
by  such  owners  to  create  in  said  Heath  and  Raphael  any 
right,  title,  or  interest  therein,  either  in  trust  or  other- 
wise. 

The  prayer  of  the  petition  is,  that  this  Court  will  cause 
proof  to  be  taken  of  the  title  of  the  petitioner  to  the  said 
shares  of  stock  and  certificates,  and  that  the  same,  to  the  ex- 
tent of  the  receipts  held  by  him,  may  be  delivered  to  him, 
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and  that,  in  the  meantime,  the  delivery  of  Bnch  shares  and 
certificates  to  said  Heath  and  Eaphael,  or  any  other  person, 
to  the  extent  above  claimed  by  the  petitioner,  may  be  sus- 
pended, until  the  title  of  the  petitioner  thereto  shall  be  ad- 
judged by  this  Court. 

In  answer  to  this  petition,  it  is  shown,  by  affidavit,  that 
the  receipts  referred  to  in  the  petition  are  not  specially  for 
parts  of  the  60,056  shares  of  stock  involved  in  this  suit,  but 
are  foi^  portions  of  a  much  larger  quantity  of  stock  delivered 
over  to  said  Heath  and  Baphael  for  registration  in  their 
names,  the  60,056  shares  forming  part  of  the  entire  larger 
quantity ;  that  the  transfer  to  said  Heath  and  Saphael,  or 
registration  in  their  names,  of  the  said  stock  other  than  said 
60,056  shares,  has  been  hitherto  prevented  by  the  refusal  of 
the  company  to  permit  such  transfers ;  that,  at  present,  any 
attempt  of  said  Heath  and  Baphael  to  effect  such  transfer  is 
practically  enjoined  by  an  order  of  receivership  granted  by 
the  Supreme  Court  of  New  York,  by  the  terms  of  which  any 
Buch  stock,  upon  being  presented  for  transfer  or  registration, 
is  to  be  forthwith  taken  into  the  possession  of  a  receiver ; 
that,  by  the  terms  of  the  arrangement  by  which  the  stock 
was  deliyered  by  its  owners  to  Heath  and  Baphael  for  regis- 
tration, and  such  receipts  were  issued  therefor,  the  delivery 
<^  the  new  stock  certificates  to  the  owners,  after  the  making 
of  such  transfer  and  registration  in  the  names  of  Heath  and 
Baphael,  was  to  be  made  not  in  this  country,  but  in  London ; 
that  information  has  been  received  from  the  person  who  signed 
the  receipts,  that  there  is  reason  to  believe  that  spurious  and 
forged  documents,  purporting  to  be  such  receipts  for  shares 
delivered  for  registration,  have  been  put  in  circulation,  and 
are  outstanding;  that,  if  this  Court  should  undertake  to  enter* 
tain  jurisdiction  in  respect  of  the  obligations  of  Heath  and 
Baphael  under  such  receipts,  and  to  compel  delivery  of  the 
stock  called  for  by  the  receipts  to  be  made  in  this  country  to 
the  holders  of  the  receipts,  instead  of  requiring  it  to  be  done 
in  London,  according  to  the  arrangement  under  which  the 
stock  was  received  for  registration,  there  is  not  believed  to  be 
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any  safe  basis  here  upon  which  the  -agents  or  attorneys  of 
Heath  and  Raphael  can  know  or  decide  as  to  whether  receipts 
which  may  be  presented  here  are  genuine  or  not,  nor  as  to 
the  genuineness  or  validity  of  the  title,  by  endorsement  or 
otherwise,  under  which  the  parties  now  holding  such  receipts 
may  claim  to  have  become  assignees  of  the  rights  of  the  per- 
sons to  whom  the  receipts  were  originally  given ;  that  the 
said  stock,  other  than  the  60,056  shares,  the  transfer  of  which 
to  the  names  of  Heath  and  Raphael  has  been  and  is  thus 
prevented,  is  very  large  in  amount,  embracing  many  thou- 
sands of  shares,  a  large  amount  of  such  stock  having  been 
sent  back  to  England  after  the  seizure  of  the  60,056  shares ; 
and  that  the  practical  negotiability  of  the  stock  certificates 
therefor  has  been  destroyed,  because  of  the  fact,  that,  when 
such  stock  was  sent  to  the  United  States  for  transfer  and 
registration,  the  names  of  Heath  and  Raphael  were  inserted 
as  transferees,  in  the  powers  of  attorney  endorsed  on  the 
certificates,  so  that  delivery  of  such  stock  can  no  longer  be 
made  to  a  purchaser  by  giving  to  him  the  certificate  with  a 
blank  power  of  attorney  for  transfer. 

In  July  last,  when  this  suit  was  before  me  in  one  of  its 
phases,  the  question  was  discussed  as  to  the  propriety  of  allow- 
ing the  real  owner  of  stock  represented  by  Heath  and  Raphael 
to  claim  it  at  the  hands  of  this  Court  while  it  is  in  the  custody 
of  this  Court.  I  then  remarked,  (8  Blatchf.  C  C.  -ff.,  688) : 
"  When  such  stock  shall  have  been  placed  in  proper  condition 
for  its  restoration  to  Heath  and  Raphael,  if,  then,  any  person 
claiming  any  of  the  stock  through  evidence  of  title  issued  by 
Heath  and  Raphael,  shall  apply  to  this  Court  to  have  his  rights 
in  the  premises  awarded  to  him  out  of  the  res  in  Court,  the 
application  will  be  considered  and  disposed  of." 

It  is  quite  apparent,  that  the  claim  of  the  petitioner  to 
have  delivered  to  him  certificates  of  stock  to  the  extent  of 
12,735  shares  out  of  the  entire  60,056  shares,  but  no  particular 
12,735  shares,  cannot  be  allowed.  By  the  transaction  of  put- 
ting the  certificates  for  the  shares  into  the  hands  of  Heath  and 
Raphael,  the  owners  thereof  merely  appointed  Heath  and 
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Baphael  their  agents  to  have  such  stock  transferred  to  and 
registered  in  the  names  of  snch  agents.  Such  agencj  was  not 
a  power  coupled  with  an  interest,  but  was  a  power  rev^ocable 
At  the  will  of  its  grantor.  The  petitioner,  claiming  to  stand 
in  the  place  of  original  grantors  of  such  powers,  (for  he  does 
not  allege  that  he  was  an  original  depositor  of  certificates,) 
claims  to  revoke  such  powers.  But  he  can  revoke  them  only 
in  respect  to  the  identical  certificates  which  such  original 
grantors  put  into  the  hands  of  Heath  and  Raphael,  or  in  re- 
spect to  certificates  representing,  in  direct  replacement  and 
succession,  such  original  certificates,  and  not  in  respect  to  certif- 
icates which  were  not  put  into  the  hands  of  Heath  and  Baphael 
by  grantors  of  powers  to  whom  receipts  were  issued  which 
the  petitioner  claims  to  own.  He  explicitly  states,  in  his  pe- 
tition, that  the  certificates  represented  by  the  receipts  which 
he  owns  are  either  a  part  of  the  60,056  shares,  or  are  a  part 
of  the  remainder  not  included  in  the  60,056  shares,  and  that 
he  has  no  means  of  identifying  such  certificates.  It  is  true, 
that  the  petition  states,  that  such  receipts  do  not  represent, 
and  were  not  intended  to  represent,  any  particular  certificates 
of  stock,  and  do  not  designate  any  of  such  certificates  to  which 
the  holders  thereof  are  entitled,  but  entitle  the  holders  to  de- 
mand and  receive  any  portion  of  the  certificates  of  stock  held 
by  Heath  and  Raphael,  without  discrimination.  The  receipts 
do  not  specify  or  identify,  by  numbers  or  otherwise,  the  par- 
ticular certificates  received,  and  do  not,  on  their  faces,  repre- 
sent any  particular  certificates,  or  designate  the  certificates 
received  as  being  the  certificates  to  which  the  holdei^  of  the 
receipts  are  entitled.  But  it  by  no  means  follows  that  the 
receipts  do  not  in  fact  represent  any  particular  certificates,  or 
that  they  entitle  the  holders  thereof  to  demand  and  receive 
any  portion  of  the  certificates  held  by  Heath  and  Raphael,  with- 
out discrimination.  Each  receipt  bears  a  number.  It  is  to 
be  supposed  that,  by  such  numbers,  or  otherwise,  the  particu- 
lar certificates  which  each  grantor  of  a  power  placed  in  the 
hands  of  Heath  and  Raphael  can  be  identified.  Whether  this 
be  so  or  not,  any  person  who  can  identify  the  certificates  he 
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deposited,  is  entitled  to  call  upon  Heath  and  Raphael  to  re- 
spond in  respect  of  snch  particular  certificates,  and  to  da'm 
that  no  one  else  shall  call  npon  them  to  respond  in  respect  of 
the  same  certificates.  This  view  becomes  important  in  con- 
nection with  the  fact  that  Heath  and  Raphael  hold,  under  like 
powers,  certificates  for  a  very  large  number  of  shares  besides 
the  60,056  shares.  Snch  other  shares  have  not  yet  been  trans- 
ferred to,  or  registered  in,  the  names  of  Heath  and  BaphaeL 
This  has  happened,  as  appears,  through  no  fault  of  Heath  and 
Raphael.  There  is  no  justice  in  allowing  the  petitioner  to 
claim  and  receive  the  12,735  shares  in  preference  to  other  de- 
positors who  are  not  parties  in  Court.  For  aught  that  ap- 
pears, it  may  very  well  be,  that  such  other  depositors  deposit- 
ed all  the  certificates  representing  the  particular  60,056  shares 
now  in  the  hands  of  this  Court.  The  petitioner  does  not 
assert  that  any  person  under  whom  he  claims  title  to  the  re- 
ceipts, deposited  any  of  such  certificates,  nor  does  he  assert 
that  such  certificates  were  not,  all  of  them,  deposited  by  per- 
sons to  whom  the  receipts  which  he  claims  to  own  were  not 
issued. 

This  Court  can,  out  of  the  60,056  shares  which  are  in  its 
custody,  deliver  certificates  for  shares  to  no  other  person  than 
Heath  and  Raphael,  on  a  petition  of  this  character,  in  this  suit,  ^ 
unless  such  person  shows  himself  affirmatively  to  be  the  de- 
positor, or  the  assignee  of  the  depositor,  of  particular  certifi- 
cates which  have  been  replaced  by,  and  are  directly  repre- 
sented by,  particular  certificates  forming  part  of  such  60,056 
shares. 

1  do  not  dwell  upon  atiy  of  the  other  views  taken  in  the- 
affidavit  presented  in  opposition  to  the  petition,  or  urged  on 
the  hearing,  or  express  any  opinion  in  regard  to  them,  as  the 
grounds  on  which  I  have  above  put  my  decision  are  sufficient 
to  dispose  of  the  present  application. 

In  connection  with  the  suggestion  as  to  spurious  receipts, 
I  observe,  in  the  list  of  the  receipts  furnished  by  the  peti- 
tioner, as  owned  by  him,  there  are,  of  receipts  numbered  15, 
18,  59, 191,  329,  438,  460,  812  and  906,  two  each ;  of  receipt* 


DECEMBER,  1871.  233 


The  Erie  Railway  Co.  v.  Heath. 


numbered  381,  428  and  475,  three  each;  and  of  receipt  num- 
bered 349,  four.  These  thirty-one  receipts  coyer  3j700  shares. 
In  the  cases  of  numbers  15,  329,  460  and  812,  the  same  num- 
ber of  shares  is  represented  by  each  of  the  two  receipts  of  the 
Bame  number.  In  the  cases  of  numbers  18,  59, 191,  438  and 
906,  a  different  number  of  shares  is  represented  by  each  of 
the  two  receipts  of  the  same  number.  In  the  cases  of  num- 
bers 428  and  475,  the  same  number  of  shares  is  represented 
by  each  of  two  of  the  three  receipts  of  the  same  number,  and 
a  difterent  number  of  shares  is  represented  by  the  remaining 
one^of  the  three.  In  the  case  of  number  381,  a  different  num- 
ber of  shar<38  is  represented  by  each  of  the  three  receipts  of 
the  game  number.  In  the  case  of  number  349,  the  same 
number  of  shares  is  represented  by  each  of  two  of  the  four 
receipts  of  the  same  number,  and  a  different  number  of  shares 
IB  represented  by  each  of  the  other  two  of  such  four  receipts, 
each  of  such  latter  two  representing,  also,  a  different  number 
of  shares  from  the  other  one  of  such  latter  two.  I  allude  to 
these  circumstances  only  for  the  purpose  of  saying,  that  the 
field  of  inquiry  which  they  indicate  as  a  necessary  one,  is  one 
which  ought  not  to  be  entered  upon  by  a  tribunal  which  has 
before  it  only  a  portion  of  the  entire  number  of  shares  cov- 
ered by  the  transactions  with  Heath  and  Baphael,  and  only  a 
controyersy  respecting  a  portion  of  such  entire  number,  and 
which  has  no  jurisdiction  in  this  suit  to  affect  the  rights  of 
those  who  are  not  before  it 

The  prayer  of  the  petition  is  denied,  and  the  order  for  the 
suspension  of  the  delivery  to  Heath  and  Kaphael  of  the  12,73& 
shares  is  vacated. 

Dcmd  Bvdley  Field  and  WUUam  A,  Beaah,^  for  the 
petitioner. 

WUUam  M.  EvarU  and  ChaHes  F.  Southmayd^  for  Heath 
and  Baphael. 
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Peter  Hamilton,  as'  sole  acting  Exboutor  of,  &c.,  of 

Duke  W.  Goodman,  deceased, 


V8. 

The  MuTtrAL  Life  Insurance  Company  op  New  York. 

In  Equitt. 

« 

In  Uaroh,  1868,  a  mutual  life  insurance  company  of  New  York  iaaned  to  G.  a 
written  policy  on  hie  life.  G.  was,  at  the  time,  a  citicen  of,  and  a  resident  in, 
Alabama,  and  continued  to  be  such  until  hia  death  in  June,  1866.  The  policy 
was  for  life,  subject  to  the  payment  of  an  annual  premium  on  or  before  a 
specified  day,  and  contained  a  provifiion,  that,  in  case  G.  should  not  punctually 
pay  such  premium,  the  policy  should  cease  and  determine,  and  all  preTioos 
payments  made  thereon  shoidd  be  forfeited  to  the  company.  In  due  seasoa, 
in  March,  1859, 1860  and  1861,  G.  paid  to  M.,  an  agent  of  the  company  at 
Mobile,  Alabama,  the  accruing  premiums,  and  they  were  received  by  the  com- 
pany at  New  York.  Afterwards,  and  in  March,  1861,  the  company  withdrew 
all  their  agencies  from  Alabama,  and  had  no  agent  in  that  State  until  1669. 
G.,  after  1861,  paid  no  further  premiums  on  the  policy.  He  was  always  ready 
to  pay,  but  did  not  pay  because  of  the  revocation  of  the  agencies,  and  because 
the  insurrection  against  the  government  of  the  United  States  prevented  law- 
ful intercourse  between  Mobile  and  New  York.  The  restrictions  against  inter- 
course continued  until  May,  1866.  Afterwards,  and  before  March,  1866,  G. 
applied  to  the  company  at  New  York,  to  receive  the  premiums  in  arreor,  with 
interest  It  refused  to  do  so  or  to  recognize  the  policy  as  subsisting.  The 
plaintiff,  as  executor  of  G.,  renewed  the  application,  but  it  was  refused,  on  the 
.  ground  that  the  policy  was  forfeited.  He  then  filed  this  blH,  praying  for  a 
decree  declaring  the  policy  to  be  subsisting  and  not  forfeited,  and  directing 
the  payment  of  the  amount  insured  by  it^  less  the  unpaid  premiums  and 
interest  thereon :  JSeldf  That  the  plaintiff  was  entitled  to  such  decree. 

An  executory  contract  of  continuing  performance,  made  before  the  breaking  out 
of  a  war,  with  an  alien  enemy,  if  it  cannot  be  performed  except  in  the  way  of 
commercial  intercourse  with  the  enemy,  is  ipso  facto  dissolved  by  the  declar- 
ation of  war,  which  operates,  for  that  purpose,  with  a  force  equivalent  to  that 
of  an  Act  of  Congress. 

Where  a  contract  is  of  such  a  character  that  its  continued  existence  is  not  de- 
pendent upon  any  further  intercourse  between  the  parties,  the  only  effect  of 
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the  war  is  to  saspend  ita  operation,  and,  on  the  return  of  peace,  the  rights  of 
the  parties  onder  it  maj  be  enforced. 

The  policy  of  life  insoranoe,  in  this  case,  was  suspended,  but  not  dissolved, 
during  the  continuance  of  the  war  between  the  United  States  and  the  insur- 
rectionary States,  of  which  latter  Alabama  was  one,  and  New  York  was  not 
one,  in  so  far  as  G.  could  not  pay  the  accruing  annual  premiums  without  com- 
merdil  interoourae  between  Alabama  and  New  York. 

Tbe  contract  was  not  one  of  continuing  performance,  in  the  sense  of  the  rule 
before  stated,  so  as  to  be  dissolved  by  the  war. 

Hie  policy  was  not  unlawful,  as  continuing  to  insure  the  life  of  Q.,  although  he 
was  an  alien  enemy,  it  appearing  that  he  was  a  neutral,  passive,  non-combatant 
enemy,  who  remained  such  in  fact 

On  the  fiscts  of  this  case,  it  was  a  part  of  the  contract  of  the  company,  that  6. 
should  have  the  right  to  pay  the  annual  premiums  to  an  agent  of  the  company 
in  Alabama,  and  the  company  was  bound  to  provide  in  Alabama,  during  the 
oontinuance  of  the  risk  on  the  policy,  an  agent  to  receive  such  premiums, 
appointed  and  qualified  in  compliance  with  the  statute  law  of  Alabama  on 
the  subject,  and  G.  was  not  bound  to  pay  such  premiums  elsewhere  than  to 
such  agent. 

As  the  absence  of  such  agent  was  all  that  prevented  the  payment  of  the  pre- 
ndnms  by  G.,  the  company  cannot  set  up,  as  a  defence,  the  non-payment  of  the 
premiums  at  the  stipulated  times. 

The  agency  of  M.,  having  been  created  before  the  war,  would  not  have  been 
revoked  by  the  war,  at  least  so  far  as  the  right  to  receive  payment  of  annual 
premiums  was  concerned. 

Payment  of  tbe  premiums  by  G.  to  the  agent,  would  not  have  violated  any  law 
of  war,  or  any  duty  of  G.'s. 

Tlie  refinal  of  tbe  company,  when  applied  to  by  G.,  to  recognise  the  policy 
or  reoeive  the  premiums,  made  it  unnecessary  for  him  to  pay  the  premium 
due  in  March,  1866. 

It  is  of  the  essence  of  every  contract,  that,  if  one  party  to  it  prevents  its  per- 
formance by  the  other  party,  the  former  cannot  be  allowed  to  reap  any  benefit 
tnm  the  &ct  of  such  non-performance. 

The  inability  of  the  company  to  receive  the  premiums,  because  of  the  unlawful- 
ness of  coDunercial  intercourse,  was  equivalent  to  a  tender  of  the  premiums 
and  a  refusal  to  receive  them,  or  to  a  waiver  of  their  punctual  payment. 

There  is  a  sound  distinction  between  cases  in  which  the  impediment  to  the  per- 
formance of  a  pf  ecedent  condition,  on  which,  by  contract,  money  is  to  be  paid, 
exists  solely  on  the  part  of  him  who  is  to  be  the  actor  in  performance,  and 
eases  in  wliich  the  impediment  exists  either  solely  on  the  part  of  him  who  is 
to  be  the  recipient  of  performance,  or  is  an  impediment  afiSecting  both  parties 
jointly,  and  equally  in  extent 

Although  the  company  was  a  mutual  company,  the  policy  was  not  dissolved  by 
the  war,  as  a  contract  of  partnership  between  enemies. 

{Before  Blatchford,  J.,  Southern  District  of  New  York,  December  22d,  1871.) 

I 
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Blatohford,  J.  The  plaintiff  is  a  citizen  of  Alabama, 
his  testator  was,  during  all  the  period  covered  by  the  transac- 
tions in  this  case,  a  citizen  of  Alabama,  residing  and  domi- 
ciled therein,  and  the  defendants  are  a  corporation  created  bj 
the  State  of  New  York. 

The  defendants,  by  their  proper  officers,  made  a  written 
contract  with  Duke  W.  Goodman,  the  plaintiff's  testator, 
dated  March  24th,  1858.  The  contract  was  what  is  com- 
monly known  as  a  policy  of  life  insurance*  It  was  signed  ^y 
the  officers  of  the  corporation,  and  made  in  its  name,  and 
was  not  signed  by  Goodman,  but  was  delivered  to  and  ac- 
cepted by  him.  The  material  provisions  of  the  policy  are 
these :  "  This  policy  of  insurance  witnesseth,  'that  the  Mutual 
life  Insurance  Company  of  New  York,  in  consideration  of 
the  representation  made  to  them  in  the  application  for  this 
policy,  and  of  the  sum  of  one  hundred  and  seventy-seven 
dollars  and  fifty  cents  to  them  in  hand  paid  by  Duke  W. 
Goodman,  and  of  the  annual  premium  of  one  hundred  and 
seventy-seven  dollars  and  fifty  cents,  to  be  paid  on  or  before 
the  second  day  of  March  in  every  year  during  the  continu- 
ance of  this  policy,  do  assure  the  life  of  the  said  Duke  W^ 
Goodman,  of  Mobile,  in  the  County  of  Mobile,  State  of  Ala- 
bama, in  the  amount  of  five  thousand  dollars,  for  the  term  of 
his  natural  life."  There  is  then  a  stipulation  on  the  part  of 
the  company  to  pay  the  sum  insured  to  the  assured,  his  exec- 
utors, administrators  or  assigns,  in  sixty  days  after  due  notice 
and  proof  of  interest  (if  assigned  or  held  as  security)  and  of 
the  death  of  the  assured.  There  is  then  a  declaration  that  thei 
policy  is  accepted  by  the  assured  on  certain  express  con- 
ditions, that,  in  case  the  assured  shall,  without  the  consent 
of  the  company,  previously  obtained  and  endorsed  on  the 
policy,  pass  beyond  certain  specified  limits,  or  visit  certain 
specified  parts  of  the  United  States,  or  be  or  reside  in  certain 
specified  places,  or  do  certain  specified  things,  or  die  from  cer- 
tain specified  causes,  the  policy  shall  be  null,  void  and  of  no 
effect.  Then  follows  this  provision :  "  It  is  also  understood 
and  agreed,  by  the  within  assured,  to  be  the  true  intent  and 
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meaning  hereof,  that,  *  *  *  in  case  the  said  Doke  W. 
Goodman  shall  not  pay  the  said  annual  premium  on  or  before 
the  day  hereinbefore  mentioned  for  the  payment  thereof,  then, 
and  in  every  such  case,  the  said  company  shall  not  be  liable 
for  the  payment  of  the  sum  assured,  or  any  part  thereof,  and 
this  policy  shall  cease  and  determine  ;  and  it  is  further  agreed 
by  the  within  assured,  that,  in  every  case  where  this  policy 
fihall  cease,  or  become  or  be  null  or  void,  all  previous  pay- 
ments made  thereon  shall  be  forfeited  to  the  said  company." 
At  the  foot  of  the  policy,  on  its  face,  were  these  words,  in 
print :  "  Agents  of  the  company  are  authorized  to  receive 
premiums  when  due,  but  not  to  make,  alter  or  discharge  con- 
tracts, or  waive  forfeitures."  On  the  back  of  the  policy  were 
these  words,  in  print :  "  Receipts  heretofore  by  the  company 
of  premiums  after  the  day  on  which  they  fell  due,  were  by 
the  assured  and  the  company  considered  acts  of  grace  or 
courtesy,  and  as  forming  no  precedent  in  regard  to  future 
payments  of  premiums  on  the  policy ;  and  all  future  receipts 
of  the  company  of  premiums  after  due,  are  viewed  and  un- 
derstood by  the  parties  in  interest,  as  acts  of  courtesy  of  the 
company,  and  in  no  case  to  be  considered  a  precedent,  or  a 
waiver  of  the  forfeiture  of  the  policy,  according  to  the  con- 
dition expressed  therein,  if  any  future  payment  of  premiums 
be  omitted  on  the  day  it  falls  due." 

The  defendants  had,  on  the  2d  of  March,  1849,  issued  to 
the  wife  of  the  said  Duke  W.  Goodman,  a  policy  for  $5,000 
on  the  life  of  her  husband,  subject  to  the  annual  premium  of 
$177  50,  on  an  application  made  February  28th,  1849,  when 
Mr.  Goodman  was  37  years  of  age.  The  defendants  are 
organized  on  the  mutual  plan,  and  made,  under  their  charter, 
a  dividend  oh  the  1st  of  February,  1853,  whereby  there  was 
added  to  the  policy  in  favor  of  Mrs.  Goodman,  the  sum  of 
$415  37  at  that  tiate,  as  a  principal  sum  in  which  Mr.  Good- 
nian's  life  was  insured,  subject  to  all  the  terms  of  the  policy, 
in  addition  to,  and  in  like  manner  as,  the  $5,000,  but  without 
any  addition  of  premium  to  be  paid.  On  the  1st  of  Febru- 
ary, 1858,  a  like  dividend  was  made,  whereby  the  further  snra 
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of  $567  OS^was  added  to  the  same  policy^  as  a  like  prilieipal 
BTim.  These  dividends  were  sums  of  money  representing  ex- 
cesBes  of  premium  paid  by  Mrs.  Goodman  beyond  what  was 
found  to  be  necessary  to  be  retained  by  the  company  in 
respect  of  its  risk  on  the  policy,  and  were  applied  by  the  com- 
pany, on  behalf  of  Mrs.  Goodman,  to  the  purchase  for  her,  of 
paid  up  insurances  with  the  company,  on  the  same  life,  in  the 
principal  sums  so  added  to  the  policy.  But,  although  no 
increased  premium  beyond  the  $177  50  was  payable  in  respect 
of  these  additions,  or  in  respect  of  the  policy  by  reason  of 
these  additions,  such  premium  of  $177  50  was  annually  pay- 
able in  respect  of  the  whole  policy,  embracing  the  $5,000  and 
the  additions,  the  additions  being  placed  upon  the  same  foot- 
mg  with  the  $5,000,  in  respect  to  all  the  stipulations  of  the 
policy,  in  like  manner  as  if  they  had  been  part  of  a  sum  in 
which  the  life  insured  was  insured  at  the  inception  of  the 
policy,  at  the  annual  premium  of  $177  50.  These  added  sums 
were  at  the  risk  of  the  policy,  with  the  $5,000,  and  recover- 
able from  and  payable  by  the  company,  at  the  death  of  Mr. 
Goodman,  only  if  the  $5,000  was  recoverable  and  payable. 
Under  this  state  of  facts,  the  policy  in  favor  of  Mrs.  Good- 
man was  surrendered  to  the  defendants,  and  they  accepted  its 
surrender,  and,  in  place  of  it,  issued  the  policy  of  the  24th  of 
March,  1858.  It  bore  the  same  number  as  the  policy  of  March 
2d,  1849,  and  appears  to  have  beep  regarded  as  a  continuation 
of  it,  with  only  the  change  as  to  the  recipient  of  the  sum  in- 
sured at  the  death  of  Duke  W.  Goodman,  for  the  defendants 
transferred  to  it,  and  endorsed  upon  it,  as  sums  insured  by  it, 
the  said  several  sums  of  $415  37  and  $567  68,  which  had  been 
so  added  to  the  policy  of  1849. 

On  the  2d  of  March,  in  each  of  the  years  1859,  1860,  and 
1861,  Mr.  Goodman  paid  to  Thomas  W.  McCoy,  the  agent  of 
the  defendants  at  Mobile,  the  sum  of  $177  50,  as  the  annual 
premium  mentioned  in  the  policy.  For  the  payments  of 
1859  and  1860,  he  was  furnished,  on  each  occasion,  with  a 
receipt  signed,  on  behalf  of  the  company,  by  its  secretary, 
dated  at  thie  oflSce  of  the  company  in  New  York,  and  coun- 
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tersigned  by  McCoj^  as  agent.  The  receipt  of  1859  specifies 
the  sum  paid  as  renewing  the  policy  '^  from  the  2d  day  of 
March,  1859,  to  the  2d  day  of  March,  1860."  The  receipt 
of  1860  specifies  the  sum  paid  as  renewing  the  policy  '^  from 
the  2d  day  of  March,  1860,  to  the  2d  day  of  March,  1861." 
On  the  margin  of  each  one  of  the  receipts  of  1859  and  1860, 
were  these  words,  in  print :  ^'  N.  B.  The  agreement  is  mu- 
tual (see  application  and  policy),  that,  unless  the  premium  is^ 
piaid  on  or  before  the  day  it  becomes  due,  the  policy  is  for- 
feited and  void."  For  the  payment  of  1861,  Mr.  Qood- 
man  received  a  receipt  signed  by  McCoy,  as  agent  of  the 
company,  and  dated  Mobile,  March  2d,  1861,  specifying  the 
sum  paid  as  the  renewal  premium  on  the  policy  ^^  from  date 
iVDto  2d  day  of  March,  1862."  The  payment  of  March 
2d,  1861,  was  remitted  by  McCoy  to  the  defendants  at 
New  York,  and  was  received  by  them  there  by  March 
36th,  1861.  Afterwards,  and  on  that  day,  the  defendants, 
by  their  President,  addressed  a  letter  from  New  York, 
to  McCoy  at  Mobile,  in  which  they  said :  ^^  On  fdU  ex- 
amination of  the  Alabama  law  of  24th  February,  1860,  we 
oome  to  the  conduaion  that  we  cannot  comply  with  its  pro- 
visions, and  therefore  feel  obliged  to  withdraw  all  our 
agencies  from  the  State.  We  write  to  each  policy  holder  to 
remit  premiums  directly  to  us  in  Ature.  Will  you  be  kind 
enough  to  address  them  for  us,  as  we  cannot  tell  where  the 
parties  now  live.  Our  assured  are  not  covered  against  actual 
warfare  of  any  .description,  whether  it  be  by  collision  with 
the  Northern  States  or  any  other  power.  This  does  not  ap- 
ply to  non-combatants."  McCoy  was  the  principal  agent  of 
the  company  in  Alabama.  They  had  other  agents  in  that 
State.  After  sending  such  letter  of  March  26th,  1861,  the 
company  had  no  agent  in  Alabama  untU  some  time  in  the 
year  1869.  Mr.  Goodman  died  at  Mobile,  June  6th,  1866. 
He  had  not  made  any  payment  of  the  annual  premium  on  the 
policy  after  the  payment  made  March  2d,  1861. 

Under  these  circumstances,  the  bill  in  this  case  is  filed, 
setting  forth,  that,  on  the  2d  of  March,  1862,  and  on  every  2d 
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of  March  thereafter  during  his  lifetime,  Mr.  Goodman  ^^  was 
ready  and  willing  to  pay  the  several  annual  premiums,  as  the 
same  respectively  became  payable,"  ^^  but  that  he  did  not,  on 
or  after  the  2d  of  March,  1862,  pay  said  annual  premiums  or 
any  or  either  of  them,  because  the  agency  of  the  said  McOoy, 
as  the  said  Goodman  was  informed  and  believed,  had  been 
theretofore  revoked,  and  no  one  else  had  been  substituted  as 
'such  agent  in  his  place  and  stead,  and  because  the  then  exist- 
ing insurrection  and  rebellion  against  the  Government  of  the 
United  States  had  interrupted  and  prevented  all  lawful  inters 
course,  by  mail  or  otherwise,  between  the  city  of  Mobile, 
where  the  said  Duke  W.  Goodman  resided  and  then  was, 
and  the  city  of  New  York,  where  the  said  company 
resided  and  had  its  office  and  place  of  business ;"  that,  on 
the  16th  of  August,  1861,  under  the  authority  of  the  Act  of 
Congress  of  July  13th,  1861,  the  President  of  the  United 
States,  by  proclamation,  declared  that  the  inhabitants  of  the 
State  of  Alabama  were  in  a  state  of  insurrection  against  the 
United  States ;  that  all  commercial  intercourse  between  the 
State  of  Alabama  and  the  inhabitants  thereof,  and  the  citi- 
zens of  other  States,  was,  and  would  remain,  unlawful,  until 
such  insurrection  should  have  ceased  or  been  suppressed,  and 
that  all  goods,  chattels,  wares  and  merchandise  coming  from 
the  said  State  of  Alabanih  into  other  parts  of  the  United 
States,  without  the  special  license  and  permission  of  the 
President,  would  be  forfeited  to  the  United  States ;  that  such 
restrictions  and  prohibitions  and  liabilities  to  forfeiture  con- 
tinued until  May  22d,  1865,  and  that,  until  the  proclamation 
of  the  President,  issued  on  the  2d  of  April,  1866,  the  inhabit- 
ants of  the  State  of  Alabama  could  have  had  no  standing  in 
this  Court ;  that,  immediately  after  the  removal  of  the  prohi- 
bition of  intercourse,  Mr.  Goodman  applied  to  the  company 
at  New  York,  to  receive  from  him  whatever  of  such  annual 
premiums  might  be  found  in  arrear,  together  with  interest 
thereon,  and  o£fered  to  do  whatever  he  was  bound  to  do  for 
the  preservation  or  restitution  of  his  rights  under  the  policy, 
but  the  defendants  refused  to  entertain  such  proposal  and 
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denied  that  Goodman  had  any  rights  in  the  premises ;  that, 
after  such  reinsal,  Goodman  died ;  that  the  plamtiff,  imme- 
diately after  his  appointment  as  execator,  caused  application 
to  be  made  to  the  company,  at  New  York,  to  receive  from 
him  whatever  of  the  annual  premiums  might  have  been  in 
arrear  at  the  time  of  the  death  of  Goodman,  together  witih 
interest  thereon,  and  offered  to  pay  the  same,  or  to  abate  the 
same  from  the  amount  of  the  policy,  and  to  do  whatever  else 
lie  was  required  to  do,  and  gave  notice,  and  offered  to  make 
-due  proof,  of  the  death  of  Goodman,  but  the  company  refused 
to  receive  said  premiums,  or  to  accept  such  proof,  or  to  pay 
£aid  policy,  or  the  additions  thereto,  or  any  part  thereof;  that 
the  company  pretends  that  the  policy  was  forfeited  by  the 
non-payment  of  premium ;  that  any  other  compliance  than  as 
aforesaid  with  the  terms  and  conditions  of  the  policy,  was, 
without  any  act  or  default  of  Goodman,  suspended  and  pro- 
hibited, and  rendered  impossible ;  and  that  it  is  contrary  to 
equity  and  g()od  conscience  that  a  forfeiture  of  his  valuable 
rights  should  be  worked  thereby.-  The  prayer  of  the  bill  is, 
that  the  rights  of  Goodman,  and  of  the  plaintiff,  as  his  exec- 
utor, under  the  policy,  may  be  decreed  to  be  valid  and  sub- 
sisting, and  not  to  have  been  lost  by  forfeiture  or  otherwise, 
the  plaintiff  being  ready  and  willing,  and  offering,  to  pay  to 
the  company,  all  such  sums  of  money,  together  with  interest 
thereon,  as  may  appear  to  the  Court  to  be  justly  and  equitably 
due  for  premiums  on.  the  policy ;  that  the  company  may  be 
enjoined  from  asserting  any  forieiture  of  the  policy  or  of  the 
riglits  of  the  assured,  or  of  the  plaintiff,  under  the  same ;  and 
that  the  defendants  may  be  decreed  to  pay  to  the  plaintiff  the 
amount  thereby  assured,  with  such  additions  thereto  as  have 
accrued  and  been  made  or  credited  to  Goodman  under  the 
same. 

The  answer  avers,  that,  if  Goodman  had  been  ready  and 
willing  to  pay  the  annual  premiums  falling  due  March  2d, 
1862,  and  thereafter,  it  would  have  been  imlawful  for  him  to 
have  made  such  payments,  and  equally  unlawftil  for  the  de- 
fendants, after  the  16th  of  August,  1861,  to  have  received 
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such  payments  and  continued  the  policy  in  force;  that  no 
payment  has  been  made  on  the  policy,  to  the  defendants^ 
UDoe  the  2d  of  March,  1861 ;  that  none  was  offered  or  tend- 
eired  to  be  made  until  after  June,  1865 ;  that  the  policy  ex- 
pired and  ceased  to  exist,  by  its  terms,  on  the  3d  of  March, 
1862 ;  that,  at  the  time  the  policy  was  issued  to  Ooodman,. 
Thomas  W.  McCoy  was  the  agent  of  the  defendants  at 
Mobile,  in  and  for  the  State  of  Alabama ;  that  the  appoint- 
ment of  McCoy  as  such  agent,  in  and  for  said  State,  waa 
revoked  by  the  defendants  in  March,  1861 ;  that  Goodman 
had  notice  thereof;  that  since  that  time  the  defendants  have 
not  had  any  agent  in  and  for  the  State  of  Alabama ;  that  the 
citizens  of  the  State  of  Alabama,  and  that  State,  on  the  12th 
of  April,  1861,  rebelled  against,  and  instituted  a  civil  war 
against,  the  Government  of  the  United  States,  and  organized 
a  government  in  hostility  thereto ;  that  thereupon  all  the 
citizens  and  inhabitants  of  that  State,  and  the  said  Goodman,, 
a  citizen  and  resident  thereof,  became  and  were  from  thenoe- 
^  forth  alien  enemies,  and  so  continued  to  be  up  to  and  until 
the  cessation  of  said  hostilities,  in  May,  1865 ;  that  the  restric- 
tions and  prohibitions  and  liabilities  to  forfeiture  declared  by 
the  proclamation  of  August  16th,  1861,  continued  until  the 
22d  of  May,  1865 ;  that,  after  the  16th  of  August,  1861,  and 
before  the  22d  of  May,  1865,  it  was  unlawful  for  the  de* 
fendants  to  insure  the  life  of  Goodman,  or  to  receive  from 
him,  or  credit  him  with,  any  premium  on  the  policy ;  and 
that  such  state  of  insurrection  and  war,  of  itself,  terminated 
the  policy,  and  all  the  rights  and  interests  of  Goodman  or  his 
assigns  therein,  and  also  terminated  his  membership  of  said 
company,  and  all  his  rights  and  privileges  as  a  member 
thereof,  and  all  right  thereafter  to  participate  in  the  invest- 
ments, earnings  and  profits  thereof. 

The  third  section  of  the  Act  incorporating  the  defendants 
provides,  that  ^^  all  persons  who  shall  hereinafter  insure  with 
the  said  corporation,  and  also  their  heirs,  executors,  admin- 
istrators and  assigns,  continuing  to  be  insured  in  said  corpora- 
tion, as  hereinafter  provided,  shall  thereby  become  members 
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thereof,  duriDg  the  period  they  shall  remain  inBured  by  said  cor- 
poration, and  no  longer."  The  thirteenth  section  of  the  same 
Act  provides,  that "  any  member  of  the  company  who  would  be 
entitled  to  share  in  the  profits,  who  shall  have  omitted  to  pay 
any  premium,  or  any  periodical  payment,  due  from  him  to  the 
company,  may  be  prohibited  by  the  trustees  from  sharing  in  the 
profits  of  the  company,  and  all  such  previous  payments  made  by 
him  shall  go  to  the  benefit  of  thd  company."  On  the  22d  of  Feb- 
ruary, 1848,  a  resolution  was  adopted  by  the  board  of  trustees 
of  the  company,  providing,  "that  any  member  of  the  com- 
pany who  would  be  entitled  to  share  in  the  profits,  who  shall 
have  omitted  to  pay  any  premium  or  periodical  pKyment  due 
from  him  to  the  company,  shall  not  share  in  the  profits  of  the 
company,  and  all  previous  payments  made  by  him  or  her 
shall  enure  to  the  benefit  of  the  company." 

The  principle  of  law  on  which  the  defendants  contend 
that  the  war  terminated  the  existence  of  the  policy,  is  the 
familiar  one,  that  an  executory  contract  of  continuing  per- 
formance, made  before  the  breaking  out  of  a  war,  with  an 
alien  enemy,  if  it  cannot  be  performed  except  in  the  way  of 
commercial  intercourse  with  the  enemjji&yipao/actOj  dissolved 
by  the  declaration  of  war,  which  operates,  for  that  purpose, 
with  a  force  equivalent  to  that  of  an  Act  of  Congress.  {The 
William  Bagaley^  5  Wallace^  877,  407 ;  Hanger  v.  AVbott,  6 
Wallace  J  582,  586 ;  Estposito  v.  Bowden,  4  EUia  db  Black- 
hum^  963,  an  d  7  /rf.,  763 ;  Beid  v.  ffbskinSy  4  EUis  dh  Black- 
iunij  979.)  Assuming  that  Goodman  could  not  pay  the  an- 
nual premiums  on  the  policy  without  commercial  intercourse 
with  the  defendants  at  New  York,  he  being  a  resident  citizen 
of  Alabama,  the  argument  is,  that  the  policy  was  executory; 
that  the  vital  principle  of  the  contract  is  the  payment  of  the 
annual  premium  by  Goodman,  and  the  .sequent  liability 
of  the  company  to  pay  the  amount  insured,  in  case  of  the 
death  of  Goodman  during  the  period  covered  by  the  payment 
of  premium  ;  that  the  continued  existence  of  the  policy  de- 
pended on  the  punctual  payment  of  the  premium,  every  year, 
by  Goodman ;  that,  by  the  express  terms  of  the  policy,  the 
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non-payment  of  the  premium  relieved  the  defendants  from 
liability ;  that,  in  this  respect,  the  contract  was  executory, 
and  its  continued  existence  absolutely  demanded  continued 
intercourse  and  dealings  between  the  parties ;  and  that  the 
contract  is,  therefore,  brought  within  the  very  definition  of 
the  authorities,  as  an  executory  contract,  of  continuing  per- 
formance. 

Where  a  contract  is  of  such  a  character  that  its  continued 
existence  is  not  dependent  upon  any  further  intercourse  be- 
tween the  parties,  the  only  efibct  of  the  war  is  to  suspend  its 
operation,  and,  on  the  return  of  peace,  the  rights  of  the  par- 
ties under  it  may  be  enforced.  In  the  case  of  MamhaUa/n, 
Life  Ins,  Co.  v.  Warwick^  (20  OraUwti^  614,)  in  March,  i871, 
the  Court  of  Appeals  of  Virginia,  by  a  majority  of  three 
judges  against  two,  held,  that  a  policy  of  life  insurance,  in  a 
like  situation  with  the  one  at  bar,  in  the  particulars  involved 
in  the  question  npw  nnder  consideration,  was  suspended,  but 
not  dissolved,  during  the  continuance  of  the  late  civil  war.  The 
view  taken  by  the  majority  of  the  Court  was,  that  the  con- 
tract was  altogether  executory  on  the  part  of  the  company,  in 
the  sense  that  they  had  done  nothing  yet  towards  the  per- 
formance of  it  on  their  part;  that  it  had,  however,  been 
largely  executed  on  the  part  of  the  assured,  creating  a  right 
which  could  be  defeated  only  by  a  default  on  his  part ;  that 
this  right  was  a  right  to  the  insurance,  not  merely  for  one 
year,  but  for  the  life  of  the  assured ;  that  a  new  contract  every 
year  was  not  necessary  to  give  the  right,  but  only  the  annual 
payment  of  the  premium  was  necessary  to  prevent  the  divest- 
ing of  the  right ;  that  the  principle,  that  war  dissolves  the 
contract,  had  not  been  applied  in  a  single  instance  to  a  con- 
tract made  before  the  war,  and  executed  by  one  of  the  par- 
ties, in  part,  before  the  war,  and  where  the  execution  of  the 
contract  on  his  part  was  to  be  completed  before  he  was  enti- 
tled to  any  performance  by  the  other  party,  or  where  the 
dissolution  of  a  contract  made  before  the  war  would  work  a 
forfeiture;  that  such  an  application  of  the  rule  would  be 
arbitrary,  unreasonable  and  immoral ;  that,  when  the  contract 
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is  made  before  the  war,  but  not  executed  by  either  party,  and 
the  carrying  it  into  execution  will  involve  a  violation  of  the 
duty  of  the  parties  respectively  to  their  countries,  in  the  new 
relations  which  the  war  has  created,  in  that  case,  its  execution 
not  having  been  entered  upon,  and  it  being  uncertain  how 
long  the  war  may  last,  and  prevent  the  execution  of  the  con- 
tract, it  may  be  dissolved,  and  this  not  to  the  prejudice  of  the 
parties,  or  either  of  them,  but  for  their  presumed  convenience 
and  benefit,  to  be  absolved  from  the  obligation  of  a  contract, 
which,  in  the  changed  relations  of  their  countries,  cannot  be 
carried  into  execution ;  that,  on  the  other  hand,  if  the  con- 
tract is  partly  executed,  and  rights  under  it  have  vested,  and 
it  cannot  be  dissolved  without  loss  or  forfeiture  to  one  of  the 
parties,  and  it  cannot  be  carried  into  execution  consistently 
with  the  duty  of  the  parties  to  their  countries  respectively, 
while  the  war  lasts,  in  such  case,  it  should  not  be  dissolved, 
but  only  suspended ;  and  that,  if  it  can  be  carried  into  exe- 
cution, notwithstanding  the  war,  without  conflicting  with  the 
obligation  of  allegiance  of  either  party,  it  will  be  neither 
dissolved  nor  suspended. 

In  respect  to  a  policy  of  life  insurance  in  like  situation, 
the  Court  of  Appeals  of  Kentucky,  in  the  case  of  New  York 
lAfe  Ins.  Co.  v.  Clopton^  (7  Bv^h^  179,)  in  August,  1870, 
adopted  the  view,  that  the  policy  of  the  law  does  not  avoid, 
because  of  the  intervention  of  war,  a  pre-existing  valid  con- 
tract, which  a  single  act,  such  as  ^e  payment  of  a  debt,  can 
perform ;  that,  in  such  cases,  a  suspension  of  remedy  during 
the  war  is  the  only  eifect  of  the  war ;  that  both  prinqiplc  and 
policy  dissolve  a  contract  made  before  the  war  for  continuing 
performance,  such  as  partnership,  or  afireightment ;  that  the 
policy  of  interdicting  the  payment  of  a  debt  is,  that  it  may 
aid  the  enemy  in  the  prosecution  of  hostilities ;  that,  conse- 
quently, suspension  of  performance  until  the  restoration  of 
peace,  effectuates  the  whole  aim  of  the  law,  without  dissolv- 
ing the  contract,  which  may  be  ultimately  enforced  in  perfect 
consistency  with  the  principle  of  the  temporary  interdict; 
that,  in  that  class  of  cases,  it  is  the  contract,  and  not  the  per- 
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formancef  that  is  continuing,  and  a  saspension  of  the  remedy, 
and  not  a  dissolntion  of  the  contract,  is  all  that  is  necesbarj, 
befitting  or  just ;  that,  in  such  cases  as  partnership  and  af- 
freightment, the  performance  is  continuous  and  unremitting, 
until  the  end  of  the  contract  shall  have  been  consummated ; 
that,  therefore,  as  supervening  war  between  the  parties  dis- 
ables them  from  performing  any  of  the  incumbent  duties,  and 
defeats  the  object,  of  the  contract,  a  dissolution  of  the  contract 
is  the  natural  and  legal  e£fect  of  the  war ;  that  the  reason  for 
dissolution  in  these  two  classes  of  cases  is  inapplicable  to  con- 
tracts which  may  be  performed  by  a  single  act,  or  by  period- 
ical acts,  between  which  there  is  nothing  to  perform,  and, 
consequently,  no  continuity  of  performance ;  that,  between  a 
single  act  and  such  periodical  acts,  there  is  no  apparent  dif- 
ference, in  reason  or  principle ;  that,  therefore,  the  law,  which 
only  suspends  the  remedy  in  the  one  case,  cannot  consistently 
dissolve  the  contract  in  the  other;  that,  according  to  this 
definition,  the  ordinary  contract  of  insurance  does  not  seem  to 
belong  to  the  class  of  contracts  of  continuing  performanq^,  so 
as  to  be  dissoluble  because  of  an  intervening  war ;  that,  in 
the  case  then  before  the  Court,  the  insurance  was  an  executed 
entirety  for  the  prescribed  term,  and  the  only  performance 
which  could  devolve  on  the  insurer  was  to  pay  the  stipulated 
amount,  in  the  event  of  loss  insured  against,  fulfilment  of 
which  was  not  a  continuing  act,  but  a  single  act  of  a  continu- 
ing contract ;  that  the  coii^ideration,  though  payable  in  an- 
nual instalments,  was,  also,  an  entirety,  and  full  performance 
was  not  of  the  kind  technically  styled  continuing ;  and  that, 
consequently,  the  war  did  not  dissolve  the  contract  on  any 
such  ground  as  that  on  which  it  would  have  dissolved  a  con- 
tract of  partnership  or  a£freightment. 

I  have  dwelt  somewhat  at  length  on  the  views  taken  by 
the  Yirginia  and  Kentucky  Courts,  in  the  cases  referred  to, 
because  they  are  the  only  cases  on  the  question  of  the  e£fect 
of  the  late  war  in  respect  to  the  dissolution  or  non-dissolution 
of  a  contract  of  life  insurance,  where  it  is  assumed  that  the 
payment  of  the  annual  premiums  required  intercourse  with 
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the  enemy,  which  have  met  mj  notice.  I  have  no  hesitation 
in  saying,  that  I  concur  fully  in  the  conclusions  of  those  Courts 
on  the  question,  and  in  the  views,  above  set  forth,  on  which 
those  conclusions  are  founded.  Even  if  the  policy  be  regarded, 
for  the  purposes  of  this  question,  as  containing  a  contract  on 
the  part  of  the  assured  to  pay  the  annual  prenj^iums,  though  a 
contract  not  enforceable  by  a  suit  to  be  brought  by  the  in- 
surer, but  enforceable  only  through  the  pressure  of  the  stipula- 
tion for  forfeiture  in  case  of  the  non-payment  of  such  premiums 
at  the  specified  times,  and  even  though,  to  pay  such  premiums, 
requires  intercourse  with  the  enemy,  yet  the  case  is  one  where 
a  suspension  of  performance  on  the  part  of  the  assured  will 
effectuate,  as  respects  the  belligerent  governments,  the  whole 
4tim  of  the  law,  without  dissolving  the  contract.  As  regards 
the  obligation  of  the  insurer,  the  contract  was  not  one  at  all 
of  continuing  performance,  although  it  was  a  continuing  con- 
tract. All  that  the  insurer  had  to  do  under  it  was  to  pay  the 
sum  insured,  in  case  a  loss  insured  against  should  occur,  and 
the^  annual  premiums  had  been  duly  paid,  and  the  proper 
proofs  of  such  loss  were  furnished. 

There  would  seem  to  be  no  principle  on  which  it  could  be 
held,  that,  in  this  case,  the  war  dissolved  and  abrogated  this 
policy,  which  would  npt  require  the  Court  to  hold  equally, 
that  the  policy  would  have  been  abrogated  by  the  war,  if 
Goodman  had  died  after  the  I6th  of  August,  1861,  and  before 
the  2d  of  March,  1862..  In  such  case,  Goodman  having  been 
4dive  on  the  16th  of  August,  1861,  the  Court  would  be  asked 
to  hold  that  the  rights  of  the  parties  were  to  be  determined 
according  to  their  static  at  the  time  the  proclamation  of  that 
date  was  issued,  and  that,  although  Goodman  had  punctually 
paid  all  previously  accruing  premiums,  and  had  died  without 
making  default,  yet,  the  contract  being  one  contracting  for 
^ntinuing  performance  by  him  in  paying  premiums  annually, 
it  was  abrogated  by  the  war  on  the  16th  of  August,  1861,  so 
that  the  insurer  was  released  from  liability  on  it.  A  decision 
to  that  effect  would  shock  every  sense  of  justice.  Yet  it  can 
make  no  difference  that  Goodman  did  not  happen  to  die  be- 
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fore  the  2d  of  March,  1862.  If  the  principle  is  to  be  applied 
to  this  policy  at  all,  it  mast  be  applied  as  of  the  16th  of  Angus^, 
1861.  If  it  is  not  applied  as  of  that  date,  it  cannot  be  applied 
as  of  any  other  date.  Its  applicability  cannot  be  made  to  de-^ 
pend  on  the  question  whether,  in  fact,  Goodman  survived, 
after  the  16th  of  August,  1861^  until  after  it  became  neces- 
sary for  him  to  do  an  act  of  performance  under  the  contract. 

There  is  another  suggestion  which  seems  to  me  of  great 
force.  In  all  the  cases,  so  &r  as  I  have  observed,  where  the 
doctrine  of  abrogation  has  been  applied  to  a  contract  of  con- 
tinuing performance,  requiring,  for  such  performance,  inter- 
course with  the  enemy,  the  question  arose  on  ground  taken 
by  the  defendant  in  the  suit,  when  sued  for  the  breach  of,  or 
to  enforce,  some  stipulation  of  the  contract,  which  could  be 
enforced  against  him  by  suit,  that  he  was  absolved  from  such 
stipulation  by  the  dissolution  of  the  contract  through  the 
operation  of  a  war.  The  present  case  is  not  such  a  one.  The 
defendants  cannot,  in  respect  of  their  obligation  under  the 
policy,  set  up,  as  a  defence  against  the  payment  of  the  fum 
insured,  the  dissolution  of  such  obligation  by  the  war,  any 
more  than  the  maker  of  a  promissory  note,  given  before  the 
war,  could  set  up,  after  the  end  of  the  war,  that  his  obligation 
to  pay  the  note  was  abrogated  by  the  war.  In  respect  of  the 
stipulation  in  regard  to  the  payment  of  annual  premiums, 
this  is  not  a  suit  to  enforce  such  stipulation  or  any  liability 
under  it,  and  the  party  who  was,  by  the  contract,  to  make, 
such  payments,  does  not  set  up,  as  a  defence  against  an 
obligation  to  make  them,  a  dissolution  of  the  contract  by  the 
war. 

It  is  further  insisted,  on  the  part  of  the  defendants,  that, 
if  it  is  unlawful  to  insure  the  property  of  an  alien  enemy,  it 
is,  a  fortiori^  unlawful  to  insure  the  life  of  an  alien  enemy ; 
that  such  an  insurance  could  not  lawfully  be  made  during  the 
existence  of  a  war ;  that  the  acceptance  of  a  renewal  premium 
is  virtually  a  new  insurance^  the  obligation  of  the  insurer 
lasting  only  for  the  period  for  which  the  premium  is  paid ; 
that  it  matters  not  whether  the  alien  enemy  bears  arms  in. 
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the  contest,  or  is  merely  a  member  of  the  hostile  community ; 
that  the  insurance  of  the  life  of  an  alien  enemy  gives  aid  and 
comfort  to  the  enemy ;  and  that,  if  it  were  to  be  held  that  the 
life  of  the  plaintiff's  testator,  and  the  lives  of  many  others 
similarly  situated,  continued  to  be  insured  after  the  breaking 
ant  of  the  war,  under  policies  made  before  it  broke  out,  then, 
if  the  persons  insured  had  died  during  the  war,  the  amounts 
or  values  of  the  policies  would  have  been  property  capable  of 
being  used  by  the  enemy  of  the  United  States  in  aid  of  the 
war  against  it,  because  certain  to  be  realized  and  made  avails- 
able  after  the  termination  of  the  war. 

It  is  not  to  be  conceded,  that,  under  the  policy  in  this  case, 
the  acceptance  of  a  renewal  premium  would  have  been  a  new 
insurance.  Bat,  an  examination  of  the  cases  and  text  books 
on  the  subject  of  the  dissolution  by  war  of  contracts  of  in- 
surance made  before  the  war,  shows,  that  the  principle  on 
which  the  rule  rests  does  not  extend  to  avoiding  policies  in- 
suring property  which  is  exempted  by  the  laws  of  war  from 
liability  to  be  seized  by  the  Government  of  the  insurer's 
country.  While  the  rule  would  avoid  a  policy  insuring  the 
life  of  one  who  should  become  an  actual  and  active  enemy  of 
such  Government,  it  thus  acquiring  the  right  to  destroy  his 
life,  it  would  not  affect  the  validity  of  an  insurance  6n  the 
life  of  a  neutral,  passive,  non-combatant  enemy,  who  remained 
such  in  fact,  and  over  whose  life  there  is  no  beUigerent  power, 
on  the  part  of  the  Gavernment  of  the  insurer.  Though,  by 
his  domicil,  he  is  a  technical  enemy,  so  that  his  property  may 
be  lawfully  captured  as  enemy  property,  yet,  as  such  nominal 
hostility  does  not  subject  his  life,  like  his  property,  to  peril, 
no  belligerent  right  is  affected  by  continuing  the  validity  of 
the  insurance.  ^'  Consequently,  in  such  a  case,"  as  is  said  in 
JVew  York  Life  Ins.  Co,  v.  Clopion^  (pefore  cited^)  "  neither 
authority  nor  principle  would  avoid  the  policy,  any  more 
than  if  it  had  insured  the  life  of  a  child  in  the  cradle,  or  in- 
sm^  property  exempt  from  capture  or  confiscation."  Nor 
is  it  perceived  how  the  amount  or  value  of  a  policy  on  the  life 
of  an  alien  enemy  who  dies  during  the  war,  can  be  availed  of^^ 
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to  aid  the  war,  by  the  Government  of  the  country  of  the  ad- 
atired,  in  any  way  or  to  any  extent  in  or  to  which  the  amount 
or  Tslue  of  a  promisdory  note  made  before  the  war,  and  falling 
due  during  the  war,  cannot  be  availed  of,  to  aid  the  war,  by 
the  Oovemment  of  the  countrv  of  its  holder,  while  its  maker 
continues  to  be  an  Uien  enemy.  Yet  it  was  never  heard  that 
'  the  obligation  to  pay  a  note  was,  under  such  circumstances, 
or  for  such  reasons,  abrogated  by  a  war. 

The  bill  alleges  that  Goodman  was  not  concerned,  directly 
or  indirectly,  in  bringing  on  the  insurrection  and  rebellion 
mentioned  in  the  bill ;  and  that  he  did  not  bear  arms  against 
the  United  States  during  the  continuance  of  such  insurrection 
and  rebellion,  nor  in  any  way,  directly  or  indirectly,  aid  or 
abet  the  enemies  of  the  United  States.  The  evidence  is,  that 
Goodman  did  not  favor  secession  as  a  measure  of  redress  for 
alleged  wrongs ;  that  he  did  not  bear  arms  against  the  United 
States;  that  he  was  enrolled  among  the  citizens  of  Mobile  for 
home  defence,  but  was  not  called  into  service ;  that  he  paid 
the  taxes  and  assessments  which  were  levied  upon  him  and 
his  property  by  the  power  which  ruled  the  State  of  Alabama; 
that  he  contributed  to  the  relief  of  sick  and  wounded  soldiers, 
and  of  the  families  of  absent  soldiers  ;  that  he  held  no  office, 
during  the  war,  under  any  Government ;  that  he  was  over  the 
age  for  field  service  in  the  army,  or  was  otherwise  exempted 
from  such  service,  and  was  not  conscripted,  and  furnished  no 
substitute  for  the  army ;  and  that  he  pursued  the  occupations 
of  civil  life  during  the  war.  On  these  facts,  it  cannot  be  held 
that  any  rule  of  law  requires  that  the  policy  on  the  life  of 
Goodman  should  be  regarded  as  having  been  dissolved  and 
abrogated  by  the  war. 

I  have  assumed,  in  the  discussion  hitherto,  that  Goodman 
could  not,  after  the  16th  of  August,  1861,  have  paid  to  the 
defendants  the  annual  premiums  which  accrued  before  the  22d 
of  May,  1865,  without  direct  intercourse  with  them.  The 
fact  is  so.  The  bill  alleges  that  Goodman  failed  to  pay  such 
premiums  on  or  after  the  2d  of  March,  1862,  ^^  because  the 
agency  of  the  said  McCoy,  as  the  said  Goodman  was  informed 
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and  believed}  had  been  theretofore  revoked,  and  no  one  else 
had  been  substituted  as  such  agent  in  his  place  and  stead." 
The  answer  alleges,  that  the  appointment  of  McCoy,  as  the 
agent  of  the  defendants  at  Mobile,  in  and  for  the  State  of 
Alabama,  was  revoked  by  the  defendants  on  or  about  the 
36th  of  March,  1861,  and  Goodman  had  notice  thereof^  and 
since  that  time  the  defendants  have  not  had  any  agent  in  and  - 
for  the  State  of  Alabama.  The  statements  of  the  bill  and  the 
evidence  show  that  these  aUegations  of  the  answer  are  true, 
and  that  the  defendants  had  no  agent  in  Alabama  from 
March,  1861,  up  to  January,  1869.  In  the  absence,  therefore, 
of  any  agent  of  the  defendants  in  Alabama,  it  was  impossible 
for  Goodman  to  pay  his  annual  premiums  without  direct  in- 
tercourse with  the  defendants  at  New  York. 

The  defence  is  also  set  up,  that,  the  policy,  by  its  terms, 
ceased  to  exist  by  reason  of  the  non-payment  of  the  annual 
premium  that  was  due  and  payable  on  the  2d  of  March,  1862, 
and  that  thereby,  also,  all  previous  payments  made  by  Good- 
man became  forfeited  to  the  defendants.  It  is  replied,  on  the 
part  of  the  plaintiff^  to  this  defence,  that  the  defendants,  by 
the  act  of  withdrawing  all  their  agencies  from  the  State  of 
Alabama  in  March,  1861,  prevented  the  payment  by  Good- 
man of  his  annual  premiums,  and  thereby  waived  such  pay- 
ments, all  of  which  became  due  after  the  16th  of  August, 
1861,  the  act  of  the  defendants  having  prevented  the  pay- 
ments in  Alabama,  and  the  effect  of  the  war  being  to  make 
such  payments  at  New  York,  by  Goodman,  nnlawfril. 

If  it  was  a  part  of  the  contract  entered  into  by  the  defend- 
ants, or  of  their  obligations  to  Goodman  under  it,  that  Good- 
man should  have  the  right  to  pay  his  annual  premiums  to  an 
agent  of  the  defendants  in  Alabama,  and  if  the  defendants 
were  bound  to  provide  in  Alabama,  during  the  continuance  of 
the  risk  on  the  policy,  an  agent  to  receive  such  premiums 
then  Goodman  was  not  bound  to  seek  any  other  recipient  of 
such  payments  than  such  agent,  and  was  not  bound,  for  want 
of  any  such  agent,  to  pay  the  premiums  directly  to  the  de- 
fendants at  New  York.    In  the  application  made  in  Febru- 
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ary,  1849,  for  the  policy  issiied  to  Mrs.  Goodman  in  March, 
1849,  Goodman  is  described  as  residing  in  Mobile,  Alabama, 
and  as  bein^  a  wharfinger  there.  In  his  application  of  March, 
1868,  for  the  policy  of  1858,  and  in  that  policy,  he  is  described 
as  of  Mobile,  in  the  State  of  Alabama.  All  the  premiums 
that  he  paid  were,  with  the  knowledge  of  the  defendants, 
paid  at  Mobile,  to  McCoy,  their  agent  there,  and  were 
received  by  the  defendants  through  and  from  McCoy.  Good- 
man resided  in  Mobile  from  1885  np  to  his  death,  and  died 
at  Mobile.  In  the  absence  of  any  notice  to  the  contrary,  the 
defendants  must  be  held  to  have  continued  to  understand 
that  he  continued  to  reside  in  Mobile.  His  application  for 
the  policy  of  1858  was  made  through  McCoy,  at  Mobile,  the 
policy  was  delivered  to  him  through  the  hands  of  McCoy,  at 
Mobile,  and  bears  McCoy's  signature,  as  agent  at  Mobile,  the 
three  payments  of  premiums  in  1859,  1860  and  1861,  were 
made  through  McCoy,  at  Mobile,  and  the  receipts  therefor 
bear  the  signature  of  McCoy  as  the  defendants'  agent.  The 
policy  contains  on  its  face  the  words :  "  Agents  of  the  com- 
pany are  authorized  to  receive  premiums  when  due,  but  not 
to  make,  alter,  or  discharge  contracts,  or  waive  forfeitures." 
It  is  contended  by  the  defendants  that  there  was  no  obliga- 
tion on  them  to  keep  an  agent  at  Mobile  or  in  Alabama. 
Considering  the  character  of  the  contract,  the  circumstances 
under  which  it  was  entered  into,  the  fact  that  Goodman  was, 
with  the  knowledge  of  the  defendants,  a  resident  citizen  of 
Alabama  at  all  times,  the  fact  that  the  contract  must  be  re- 
garded as  having  been  entered  into,  and  continued  in  opera- 
tion by  the  defendants,  at  least  as  long  as  they  themselves 
recognized  its  continuance,  that  is,  until  March  2d,  1862,  with 
reference  to,  and  in  subordination,  on  their  part,  to  such  stat- 
ute law  of  the  State  of  Alabama  as  should  be  enacted  on  the 
subject  of  their  keeping  agents  in  that  State,  and  the  fact  that 
the  agency  of  McCoy,  having  been  continued  during  the  life 
of  the  policy  up  to  March,  1861,  was  then  withdrawn,  it 
must,  I  think,  be  held,  that  the  defendants  were  bound  to 
keep  in  Alabama  an  agent  to  whom  Goodman  could  pay  his 
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annual  premiums,  or  could,  at  least,  offer  or  tender  payment, 
such  agent  to  be  appointed  in  conformity  with  sucIl  statute 
law,  and  that,  if  the  absence  of  such  agent  was  all  that  pre- 
vented the  payment  of  such  premiums  by  Goodman,  the  de- 
fendants are  estopped  from  setting  up  the  non-payment  of 
such  premiums  at  the  times  stipulated  therefor  as  a  defence  to 
this  suit. 

The  Alabama  statute  on  the  subject  of  foreign  insurance 
companies,  Enacted  February  24:th,  1860,  is  in  evidence  in  this 
case.  Its  provisions  are  applied,  (§  1190,)  to  life  insurance 
companies  not  incorporated  by  the  laws  of  the  State  of  Ala- 
bama, whether  such  companies  are  or  are  not  organized  on 
the  mutual  plan.  It  provides,  (§1180,)  that  no  agent  of  any 
such  company  shall  take  any  risk  or  transact  any  business  of 
insurance  in  Alabama,  without  first  procuring  a  certificate 
of  authority  from  the  comptroller  of  the  State ;  that,  before 
obtaining  such  certificate,  such  agent  must  furnish  to  the 
comptroller  a  sworn  statement  showing  the  name  and  locality 
of  the  company,  the  amount  of  its  capital  stock,  the  amount 
of  capital  stock  paid  in,  and  the  act  incorporating  it,  and  an 
instrument  authorizing  such  agent  to  acknowledge  service  of 
process  for  and  in  behalf  of  the  company,  and  consenting  that 
service  on  such  agent  shall  be  taken  to  be  service  on  the  com- 
pany ;  that  no  company  incorporated  by  any  other  State,  or 
any  agent  of  it,  shall  transact  any  business  of  insurance,  un- 
less the  company  is  possessed  of  at  least  $100,000  of  actual 
capital  invested  in  stock  of  at  least  par  value,  or  in  bond  and 
mortgage  on  real  estate  worth  double  the  amount  for  which 
the  same  is  mortgaged ;  and  that,  on  a  compliance  with  these 
provisions,  the  comptroller  shall  issue  a  certificate  thereof,  with 
the  authority  to  transact  the  business  of  insurance,  to  t&e 
agent  applying  for  the  same.  It  also  provides,  (§  1182,)  that 
the  agent,  before  taking  any  risks  or  transacting  any  business 
of  insurance  in  the  State,  shall  file  in  the  o£Sce  of  the  Judge 
of  Probate  of  the  county  in  which  he  may  desire  to  establish 
an  agency  for  the  company,  copies  of  the  statement  and  in- 
strument aforesaid.    It  also  provides  (§  1183)  for  the  renewal 
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annuallj  of  these  proceediugB.  It  also  provides,  (§11 85,)  that 
every  agent  must  annually  deposit  with  the  assessor  of  the 
county  in  which  the  agency  is  established,  a  sworn  statement 
of  the  gross  premiums  received  for  insurance  by  the  company 
at  the  agency  during  the  preceding  year.  It  also  provides, 
(§  1186,)  that  such  agent,  before  taking  any  risk  or  transact- 
ing any  business  of  insurance,  must  pay  certain  local  fees  an- 
nually so  long  as  the  agency  is  contmued.  It  also  imposes 
(§  1188)  a  penalty  of  fine  and  imprisonment  for  the  violation 
of  the  provisions  of  the  law.  It  also  provides,  {§  1191,) 
that  the  provisions  of  the  law  shall  apply  when  the  risk  is  . 
taken  or  any  insurance  business  is  transacted  in  Alabama  by 
the  agent  of  any  company,  whether  the  policies  are  signed 
by  the  officers  of  the  company  in  or  out  of  Alabama. 

There  can  be  no  doubt  that  the  passage  of  such  a  statute 
as  this,  was  within  the  competence  of  Alabama.  That  State  ' 
had  a  right  to  impose  such  terms  and  conditions  as  it  chose,  in 
granting  its  assent  to  the  recognition  of  the  defendants  in 
Alabama,  and  of  their  rights  under  policies  to  be  issued  in 
Alabama  to  citizens  and  residents  of  Alabama,  and  to  exacts 
in  its  discretion,  such  security  as  it  thought  proper,  for  the 
performance  of  the  contracts  of  the  defendants  under  such 
policies.  It  also  had  a  like  right  to  regulate  the  business  of 
agencies  of  the  defendants  in  Alabama,  with  refe!rence  ta 
future  payments  to  become  due  on  existing  policies  issued  in 
Alabama  to  citizens  and  residents  of  Alabama.  {Paid  v. 
Virffiniaj  8  Wallace^  168, 181).  The  policy  in  question  waa 
in  fact  issued  in  Alabama  by  the  defendants,  to  a  citizen  and 
resident  of  Alabama,  although  it  professes  to  have  been  de- 
livered as  well  as  signed  by  the  president  and  secretary  of 
the  company.  The  receipt,  by  McCoy,  of  the  premium  paid 
at  Mobile  March  2d,  1861,  such  premium  leaving  been  re- 
ceived by  McCoy  as  agent,  under  the  authority  to  that  effect 
on  the  face  of  the  'policy,  made  the  contract  of  insurance,  as 
respected  the  period  to  elapse  before  March  2d,  1862,  (even 
if,  as  contended  by  the  defendants,  such  payment  of  premium 
created  a  new  contract  of  insurance  for  a  year,)  an  Alabama 
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ooBtract,  to  be  governed  by  the  statute  law  of  Alabama. 
Snch  receipt  of  such-  premium  by  McCoy  was  ratified  by  the 
defendants.  I  think  the  proper  construqtion  of  the  policy,  as 
such  policy  stood  when  the  payment  to  be  made  March  2d^ 
1862,  became  due,  is,  that,  inasmuch  as  Goodman  was  then 
living,  and  the  obligation  of  the  defendants  under  the  policy 
was  outstanding,  the  defendants  were» bound  to  furnish  Good- 
man with  an  opportunity,  on  the  2d  of  March,  1862,  and  on 
every  recurrence  of  the  day  of  annual  payment,  to  pay  the 
the  premium  to  an  agent  of  theirs  in  Alabama.  As  such  pay- 
ment to  the  agent  would  have  been  the  transaction  of  insur- 
ance business  in  Alabama,  the  statute  of  that  State  required 
that  the  agency  should  conform  to  the  statute.  The  defend- 
ants were  bound  to  be  ready  to  receive  performance  of  the 
contract  by  Goodman  through  an  agent  in  Alabama,  such 
.  agent  to  be  appointed  in  accordance  with  the  Alabama  stat- 
ute. McCoy's  agency  in  this  case  existed  after  that  statute 
was  passed.  Such  agency  was  withdrawn  in  March,  1861. 
Having  been  created  before  the  war,  it  would  not  have  been 
revoked  by  the  war,  at  least  so  far  as  the  right  to  receive 
payments  of  annual  premiums  was  concerned.  Payment  of 
the  premiums  by  Goodman  to  the  agent  would  not  have  vio-^ 
lated  any  law  of  war  or  any  duty  of  Goodman's.  (  Ward  v. 
Smith,  7  Wallace,  447,  453 ;  Cmn  v.  Fenriy  1  Peters'  C.  C. 
R.y  496,  524,  525 ;  United  States  v.  Groemiayer,  9  WaUacey 
72,  75.) 

The  evidence  shows  pecuniary  ability  and  willingness  on 
the  part  of  Goodman  to  pay  the  premiums  at  Mobile,  and  that 
the  reason  why  he  did  hot  pay  them  there  was  the  absence  of 
any  agent  there  of  the  defendants.  I  see  no  legal  objection 
to  the  evidence  on  this  subject,  either  as  competent,  or  as  suf- 
ficient to  prove  the  facts.  If  the  defendants  were  entitled  to 
the  punctual  payment  of  the  premiums,  as  a  condition  prece- 
dent to  their  continuing  liability  from  year  to  year,  their  pre- 
vention of  such  payment,  by  the  withdrawal  of  McCoy's 
agency,  and  of  all  other  agencies  in  Alabama,  excused  Good- 
man from  making  the  payments  punctually,  and  debars  the 
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defendants  from  Betting  up  such  want  of  punctuality  as  a  de- 
fence in  this  suit.  ( WiUiama  v.  Bank  of  ike  United  StateSj 
2  PeterSj  94, 102  ;  Van  Buren  v.  Digges^  11  Howard^  461, 
479.) 

There  is  no  force  in  the  objection,  that  the  defendants 
could  not,  during  the  war,  have  received  from  their  agent  in 
Alabama  any  moneys  paid  to  him  there  as  premiums,  or  that 
such  moneys  would  have  been  confiscated  in  the  hands  of 
£uch  agent,  if  paid  to  him.  If  the  agent  had  been  provided, 
Goodman  could  have  tendered  the  premium,  and  the  agent 
could  have  refused  to  receive  it,  because  he  could  not  remit 
it,  and  because  it  would  be  confiscated.  The  rights  of  Good- 
man would  thus  have  been  preserved,  according  to  the  tenor 
of  the  contract.  The  loss,  if  any,  which  would  have  ensqed 
to  the  defendants,  was  a  loss  incident  to  the  war,  and  with 
which  Goodman  had  no  concern,  and  the  apprehension  or  . 
certainty  of  which  could  not  affect  his  rights.  The  unlaw- 
fulness of  any  receipt  by  the  defendants  at  New  Tork,  from 
Goodman,  or  any  other  person  in  Alabama,  during  the  war, 
of  any  moneys  paid  as  premiums,  cannot  affect  any  rights  of 
Goodman  in  respect  of  having  the  opportimity  of  paying  such 
premiums  in  Alabama,  or  be  set  up  by  the  defendants  as  a 
ground  of  forfeiture  of  the  policy  in  respect  of  such  rights. 

Under  these  views,  the  contract  was  only  suspended  dur- 
ing the  war.  After  the  end  of  the  wiar,  the  right  of  Good- 
man to  pay  the  premiums  which  he  had  been  prevented  from 
paying  by  the  action  of  the  defendants,  continued,  in  all 
respects,  as  if  the  2d  of  March,  1862,  had  not  passed.  Within 
a  reasonable  time  after  the  close  of  the  war,  that  is,  in  January 
or  February,  1866,  and  before  the  coming  around  of  any  2d 
of  March  after  the  close  of  the  war,  an  application  on  behalf 
of  Goodman  was  made  to  the  defendants  at  !(^ew  York, 
requesting  them  to  recognize  the  policy,  on  terms  to  be  ar- 
ranged. The  reply  of  the  defendants  was,  that  they  did  not 
recognize  the  policy  as  valid,  b.ecause  it  had  been  forfeited  by 
the  non-payment  of  premiums,  and  they  refused  to  receive 
payment  of  the  premiums  in  an*ear.    What  thus  transpired 
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made  it  unnecessary  for  Goodman  to  tender  the  premium  due 
March  2d,  1866.  In  December,  1867,  after  Goodman's  death, 
an  agent  of  the  plamtiflF  presented  to  the  defendants  his  claim 
on  tie  policy,  and  tendered  to  them  proofs  of  Goodman's 
death,  and  offered  to  pay  any  premiums  that  were  in  arrear. 
The  reply  of  the  defendants  was,  that  the  policy  was  forfeited, 
and  they  would  recognize  no  liability  upon  iij  and  would  not 
receive  any  premiums,  or  pay  any  loss  upon  it,  but  that  they 
would,  as  a  gratuity,  pay  what  was  the  surrender  value  of  the 
policy  on  the  2d  of  March,  1862. 

The  withdrawal  of  the  agency  of  McCoy,  and  of  the  other 
agencies  in  Alabama,  made  it  unnecessary  for  Goodman  to 
seek  out  McCoy  or  some  other  person  who  had  been  an  agent 
of 'the  defendants  in  Alabama,  and  tender  the  premiums,  as 
due,  to  him,  even  though,  as  would  appear  from  the  evidence, 
McCoy  remained  in  Alabama,  accessible,  during  a  part,  at 
least,  of  the  war.  Especially  is  this  so,  in  view  of  the  fact 
that  Goodman  had  notice  of  the  revocation  of  McCoy's 
agency. 

On  all  these  considerations,  I  am  of  opinion  that  the 
defendants  must  be  regarded  as  having  prevented  Goodman 
from  paying  his  premiums,  as -due,  in  Alabama,  where  he  had 
a  right  by  the  contract  to  pay  them,  and,  therefore,  as  having 
w^ved  such  punctual  payment ;  that  the  policy  was  not  and 
is  not  forfeited  by  reason  of  the  non-payment  of  premiums ; 
that  it  is  a  valid  and  subsisting  policy  against  the  defendants ; 
and  that  the  plaintiff  was,  when  he  brought  this  suit,  in  a 
position  to  ask  the  relief  prayed  for  by  the  bill. 

These  views  recognize  fully  all  the  terms  of  the  policy, 
and  do  not  interpolate  in  the  contract  of  the  parties  any 
provision,  by  way  of  excuse  for  the  non-payment,  on  the 
stipulated  day,  of  any  premium,  which  is  not  within  the  terms 
of  the  contract.  It  is  of  the  essence  of  every  contract,  that, 
if  one  party  to  it  prevents  its  performance' by  the  other  party, 
the  former  cannot  be  allowed  to  reap  any  benefit  from  the 
fact  of  such  non-performance.  In  this  case,  the  prevention 
by  the  defendants  of  performance  by  Goodman  was  equivalent 
Vol  Et— 17 
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to  actual  performance  by  GoodmaD,  or  to  a  waiver  by  the 
defendants  of  such  performance. 

But,  it  is  urged  by  the  defendants,  that  Goodman  could 
Lave  paid  his  premiums  at  New  York ;  that,  if  he  elected  to 
remain  in  Alabama,  where  he  could  not  or  would  not  make 
payment  of  the  premiums,  it  was  his  own  fault ;  and  that  the 
existence  of  the^war  and  the  prohibition  of  commercial  inter- 
course between  the  State  of  Alabama  and  the  city  of  New 
York  furnishes  no  legal  excuse  for  the  non-compliance  by 
Goodman  with  his  agreement  to  pay  the  premiums  on  the 
designated  days.     Yet,  the  defendants  insist,  in  the  answer, 
that  it  was  unlawful  for  them,  between  August  16th,  1861, 
and  May  22d,  1866,  to  receive  from  Goodman  any  premium 
on  the  policy ;  and,  on  the  argument,  their  counsel  insisted, 
that,  if  Goodman  had,  after  the  16th  of  August,  1861,  offered 
to  pay  the  premiums,  as  they  fell  due,  it  would  have  been 
unlawful  for  the  defendants  to  receive  such  premiums.    It 
was  further  insisted,  that,  notwithstanding  this,  the  policy 
terminated  because  of  such  non-payment,  for  the  reason  that 
the  intervention  of  the  war,  as  all  excuse  for  non-payment, 
was  not  provided  for  by  the  policy.    But  these  arguments  are 
without  avail  to  support  the  defendants'  case.    Their  inability 
to  receive  the  premiums,  when  due,  in  1862,  1863, 1864  and 
1865,  amounted  to  the  same  thing  as  if  such  premiums  had 
been  actually  tendered,  and  the  defendants  had  refused  to 
receive  them.     Such  inability  to  receive  was  a  dispensing  by 
the  defendants  with  the  punctual  payment  of  the  premiums, 
and  with    their  payment  during  the  continuance  of  such 
inability,  even  if  such  payment  be,  under  the  terms  of  the 
policy,  regarded  as  a  condition  precedent  to  the  existence  of 
the  risk.     Such  inability  was  a  default  on  the  part  of  the 
defendants,  preventing  Goodman,  a  citizen  and  resident  of 
Alabama,  from  paying  the  premiums  to  the  defendants  at 
Kew  York,  and,  therefore,  dispensing  with  the  payment  of 
them,  as  performance  by  Goodman.    The  case  is  not  one 
where  the  excuse  set  up  is  merely  inability  or  impossibility 
of  performance  on  the  part  of  him  who  ia  to  perform.    It  is 
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one  where  inability  on  the  part  of  the  party  to  whom  per- 
formance was  due,  to  receive  such  performance— an  inability 
notorious  and  known  to  the  party  owing  performance — existed, 
and  is  set  up  by  the  party  to  whom  performance  was  due,  as 
a  ground  for  forfeiting  the  rights  of  the  other  party  under  the 
contract,  because  he  did  not  pay  what  it  was  impossible  and 
unlawful  for  his  obligee  to  receive.  The  cases  in  the  books^ 
which  were  cited  on  the  part  of  the  defendants,  as  enforcing 
strictly  the  rule  that  a  precedent  condition  on  which,  by  con- 
tract, money  is  to  be  paid,  must  be  absolutely  complied  with, 
were  cases  in  which  the  impediment  to  peiformance  existed 
solely  on  the  part  of  him  who  was  ^ to  be  the  actor  in  per- 
formance, and  were  not  cases  in  which  the  impediment 
existed  either  solely  on  the  part  of  him  who  was  to  be  the 
recipient  of  performance,  or  was  an  impediment  affecting 
both  parties  jointly,  and  equally  in  extent.  The  distinction 
is  a  sound  one ;  and  it  would  be  gross  injustice  to  apply  to 
this  case  a  rule  the  reason  of  which  has  no  application  to  it. 
The  defendants,  in  effect,  say  to  Goodman  :  ^^It  was  unlawful 
for  us  to  receive  from  you  your  premiums  for  1862,  1868, 
1864,  and  1865,  as  they  became  due ;  it  would  have  been  idle 
for  you  to  have  tendered  them  to  us ;  yet,  as  the  contract  was 
that  you  should  pay  them  at  specified  times,  and  you  did  not 
pay  or  tender  them  at  those  times,  the  contract  is  forfeited, 
our  liability  to  pay  you  the  $5,983  05  is  at  an  end,  and,  be- 
sides that,  the  $2,807  50  paid  to  us  as  premiums  on*  the 
policies  of  1849  and  1858  is  forfeited  to  us."  I  do  not  believe 
a  defence  of  that  kind  to  a  policy  of  life  insurance  situated 
like  the  present  one,  was  ever  albwed  by  any  Court  of  justice 
in  any  civilized  community.  I  certainly  shdl  not  be  the  first 
judge  to  set  a  precedent  of  the  kind.  Indeed,  it  has  often 
been  held,  that  the  intervention  of  the  law  will  excuse  non- 
performance of  a  contract,  where  the  operation  of  the  inter- 
vention was  solely  on  the  party  who  was  to  perform,  and  not 
at  all  on  the  party  who  was  to  receive  performance.  (  Wolfe  v. 
HoweSy  20  New  York^  197,  201 ;  Jones  v.  Juddy  4  ComstocJc^ 
411,  413 ;  The  PeopU  v.  Tubls,  37  Neu)  Tark,  686,  688.) 
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The  views  I  have  endeavored  to  maintam  are  concisely 
stated  by  the  CJonrt  in  ManhcUtan  Life  Ins.  Co.  v.  Wanoickf 
{before  cited).  In  speaking  of  the  obligation  of  the  insurer, 
under  the  policy,  to  pay  the  sum  insured,  the  Court  say : 
^^  The  company  could  not  relieve  itself  from  this  obligation, 
or  subject  the  other  party  to  a  forfeiture,  by  refrising  to  re- 
ceive payment  of  a  premium,  or  by  hindering  or  preventing 
the  other  party  from  paying  it,  or  by  any  disability  on  its 
pkrt  to  receive  it,  and  which  prevented  the  payment,  which 
was  not  provided  for  in  the  contract."  In  the  present  case, 
the  defendants  are  setting  up  their  own  disability  to  receive 
payment,  as  a  ground  of  forfeiture.  In  JIfeu)  York  life  Ins. 
Co.  V.  Clopt0nj  i^efore  cited),  the  Court  say :  "  To  subject  to 
forfeiture  all  the  premiums  paid,  as  well  as  the  five  thousand 
dollars  for  the  loss  of  life,  would  be  harshly  and  unreasonably 
penal,  for  no  better  cause  than  the  inevitable  non-precise  pay- 
ment of  another  instalment  of  premium,  which  the  law  pre- 
vented the  appellant  from  a  right  to  receive.  Kone  of  the 
parties  can  be  presumed  to  have  contemplated  such  disabling 
war,  or  to  have  intended,  by  the  condition  of  avoidance,  more 
than  voluntary  failure  to  pay,  when  there  was  legal  ability  to 
receive  the  premiums!" 

There  was,  therefore,  no  forfeiture  in  this  case.  Goodnian 
continued  to  be  insured  in  the  defendants'  company  until  his 
death,  and  was  a  member  of  the  company  at  the  time  of  his 
death.  He  was  entitled,  under  the  policy,  at  the  time  of  his 
death,  to  all  the  rights,  in  respect  of  the  sums  insured  by  the 
policy,  and  of  all  proper  increase  of  such  sums  insured,  as  the 
result  of  dividends  made  to  members,  up  to  the  time  of  his 
death,  which  he  could  have  been  entitled  to,  if  the  defendants 
had  received  and  accepted^  all  the  annual  premiums  specified 
in  the  policy.  The  resolution  of  February  22d,  1848,  cannot 
be  interpreted  as  applying,  or  having  been  intended  to 
apply,  to  a  case  like  the  present  one.  Goodman  did  not 
"  omit "  to  pay  any  premium,  in  the  proper  sense  of 
that  word.  His  failure  to  pay  was  wholly  inactive  and 
involuntary,    and   was   no  default  on  his  part,  but   was, 
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as  between  him  and  the   defendants,    the    defaalt    of  the 
defendants. 

Nor  is  there  any  force  in  the  view,  that,  Goodman  being  a 
partner  with  the  othfer  persons  insured  in  the  defendants' 
company,  the  partnership  was  dissolved  by  the  war.  The 
relation  between  him  and  snch  other  persons,  assuming  that 
they  were  domiciled  in  New  Tork  during  the  war,  because 
the  company  is  a  New  Tork  corporation,  was  not  such  a  rela- 
tion of  partnership  as  reqidres  the  application  to  it  of  the  nde 
that  a  war  dissolves  a  contract  of  commercial  partnership  be- 
tween enemies.  The  views  before  stated  in  regard  to  the 
effect  of  the  war  on  the  policy,  as  a  contract  between  enemies, 
apply  to  it  equally  in  its  aspect  as  a  policy  issued  by  a  com- 
pany doin^  business  on  the  mutual  plan.  The  relations  of 
Goodman  to  the  partnership  and  to  his  partner,  and  his  duty 
to  it  and  them,  as  a  member,  were  created  and  are  to  be 
measured  wholly  by  the  terms  of  the  policy,  and  no  different 
rule  can  be  applied  to  the  policy,  because  it  was  issued  by  a 
mutual  company,  than  would  have  been  applied  to  it  if  it  had 
been  issued  by  a  company  of  which  the  -insured  did  not,  by 
the  insurance,  become  a  member. 

I  have  carefully  considered  all  the  views  urged  by  the 
defendants,  and  am  entirely  satisfied  that  the  plaintiff  is 
entitled  to  a  decree,  with  costs.  There  must  be  a  reference 
to  a  master  to  take  and  state  an  account  of  the  amount  due 
on  the  policy,  with  interest,  puch  amount  to  be  computed  on 
the  basis  before  stated,  and  the  defendants  to  be  allowed 
credit  for  the  unpaid  annual  premiums. 

Cha/rle%  F.  Sanford^  for  the  plaintiff. 
Henry  JE  Davies^  for  the  def(indant8. 


i 
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Samuel  H.  Doughty 
Theodore  D.  Day  and  Gilbert  Horton.    In  Equity. 


The  letters  patent  granted  to  L.  A.  Osbom  aod  I  J.  "Vincent,  as  assignees  of 
Robert  J.  Mann,  the  inventor,  Jane  22d,  1858,  for  an  "  improTement  in  skirt 
hoops,"  are  valid,  so  far  as  the  second  claim  is  concerned,  namely,  "  Seooring 
the  hoop,  d,  to  the  perpendicular  straps,  by  means  of  small  damps,  constructed 
as  herein  described." 

Althongh  the  specification  states  that  the  nature  of  the  improyement  which 
is  the  subject-matter  of  the  second  chum  consists  in  the  peculiar  manner  of 
fastening  the  hoops  **  to  the  perpendicular  straps  by  means  of  a  small  clamp, 
the  said  clamp  being  made  with  teeth,  or  otherwise,"*  yet,  taking  the  draw- 
ings and  the  description  together,  no  one  would,  from  them,  use  clamps  with- 
out teeth,  to  fasten  the  hoops  to  the  perpendicular  straps. 

Increasing  the  number  of  teeth,  and  adding  another  feature  to  the  clamp,  while 
It  still  has  teeth  which,  after  passing  through  the  strap,  are  clinched,  and 
embrace  the  hoop,  is,  nevertheless,  an  infringement  of  the  said^second  claim. 

( Before  Blatchford,  J.,  Southern  District  of  New  York,  December  26th,  1871.) 

Blatohford,  J.  This  suit  is  brought  on  letters  patent 
granted  to  L.  A.  Osbom  and  I.  J.  Vincent,  as  assignees  of 
Robert  J.  Mann,  the  inventor,  June  22d,  1858,  for  an  "  im- 
provement in  skirt  hoops."  The  plaintiff  is  the  owner  of  the 
patent,  by  assignment,  for  all  of  the  United  States,  except  the. 
State  of  Ehode  Island. 

Only  the  second  claim  of  the  patent  is  involved  in  this 
suit,  there  being  three  claims  in  all.  In  regard  to  the  subject- 
matter  of  the  second  clavn,  the  specification  ^ays,  that  the 
nature  of  the  improvement  consists  in  the  peculiar  manner  of 
fastening  the  hoops  of  ladies'  skirts  "  to  the  perpendicular 
straps,  by  means  of  tt  small  clamp,  the  said  clamp  being  made 
with  teeth,  or  otherwise."  It  also  says,  that,  having  made 
fast  the  perpendicular  straps  to  the  waistband,  by  means  of 
eyelets  or  sewing,  and  the  hoops  being  stretched  over  a  frame 
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fiimilar  in  shape  to  the  Bkirt,  when  the  straps  and  waistband 
are  pnt  on  the  frame,  the  straps  being  brought  down  over  the 
hoops,  it  is  only  necessary  to  press  the  teeth  of  the  clamp 
through  the  strap,  and  clinch  the  same  on  the  inside,  to  secure 
the  hoop  firmly  in  its  place ;  and  that,  by  this  manner  of  fasten- 
ing the  hoop,  half  the  time  is  saved  that  would  be  occupied 
in  sewing  the  hoops  to  the  straps.  Theje  are  nine  figures  of 
drawings.  Figure  2  is  a  perspective  view  of  a  section  of  the 
hoop,  dy  and  perpendicular  supporting  strap,  J,  and  also  show» 
ing  the  manner  in  which  the  said  hoop  is  made  fast  to  the 
strap,  5.  That  manner,  as  the  specification  states,  and  as  is 
shown  in  figure  8  of  the  drawings,  is  by  means  of  a  clamp 
with  teeth,  which  pass  through  the  strap,  and  are  clinched  on 
the  inside,  so  as  to  embrace  the  hoop.  The  second  claim  is 
in  these  words :  "  Securing  the  hoop,  ef,  to  the  pei-pendicular 
straps,  by  means  of  small  clamps,  constructed  as  herein  de- 
scribed." 

Criticism  is  made  by  the  defendants  on  the  fact  that  the 
specification,  in  stating  the  nature  of  the  improvement,  says, 
that  the  cla^p  which  fastens  the  hoops  to  the  perpendicular 
straps,  is  to  be  made  with  teeth,  or  otherwise ;  and  that  it  is 
impossible  to  so  fasten  them  unless  the  clamps  have  teeth. 
But,  the  drawings  and  description  must  all  be  taken  together, 
and,  so  viewing  them,  it  is  apparent  that  no  person  would  or 
could,  from  them,  use  clamps  without  teeth  to  fasten  the 
hoops  to  the  perpendicular  straps.  A  clamp  is  shown  with- 
out teeth,  also  one  with  teeth  on  one  side  of  it,  and  another 
with  teeth  on  both  sides  of  it.  The  clamp  with  teeth  on  one 
side  of  it  is  manifestly  for  use  on  the  lower  hoop  of  the  skirt, 
where  the  perpendicular  straps  terminate,  and  where  teeth 
are  necessary  only  on  the  upper  side  of  that  hoop,  there  be- 
ing no  strap  below  that  hoop  for  any  teeth  to  penetrate.  The 
clamp  with  teeth  on  both  sides  of  it  is  for  use  at  the  junction 
of  the  other  hoops  with  the  straps,  where  the  straps  extend 
both  above  and  below  the  hoop.  The  clamp  without  teeth  is 
stated  to  be  for  the  purpose  of  fastening  extra  hoops  to  the 
two  upper  circular  hoops  on  the  back  of  the  skirt,  so  as  to 
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form  a  corrugated  bustle.  There  is  no  difficulty  in  constru- 
ing the  second  claim  in  accordance  Mdth  what  appears  to  have 
been  the  actual  invention^  that  is,  securing  the  hoops  to  the 
perpendicular  straps,  by  means  of  small  clamps,  constructed 
with  teeth  on  both  sides  or  on  one  side,  accordingly  as  the  clamps 
are  used  on  the  lower  hoop  or  on  the  other  hoops,  as  shown  in 
the  description  and  drawings^  the  teeth  passing  tl^rough  the 
strap  and  being  clinched  on  the  inside  so  as  to  embrace  the  hoop. 

The  drawings  of  the  plaintiff's  patent  show  clamps  which, 
where  the  teeth  are  on  each  side,  have  two  teeth  on  each  side, 
and,  where  the  teeth  are  on  only  one  side,  have  three  teeth  on 
that  side.  The  defendants,  in  their  clamps,  have  increased 
the  number  of  teeth  to  four  on  each  side,  where  there  are 
teeth  on  each  side,  and  to  four  where  there  are  teeth  on  only 
one  side.  The  teeth,  after  passing  through  the  strap,  are 
clinched  and  embrace  the  hoop.  The  clamps  also  have  pro- 
jections above  and  Wow,  at  each  end  of  their  length,  which 
are  clinched  around  the  hoop,  without  passing,  as  teeth, 
through  the  strap.  There  can  be  no  doubt  that  this  arrange- 
ment is  an  infringement  of  the  second  claim  of  the  plaintiff's 
patent.  Increasing  the  number  of  teeth  which  pass  through 
the  strap,  and  are  clinched,  does  not  avoid  infringement,  nor 
does  the  addition  of  the  clinched  projections  avoid  it.  The 
use  of  teeth  on  the  clamp,  passing  through  the  strap,  and 
clinched  around  the  hoop,  is  the  essence  of  the  invention,  the 
teeth,  when  they  pass  through  the  strap,  being  at  right  angles 
to  the  plate  of  the  clamp,  and  being,  when  clinched  to  their 
final  position,  in  a  plane  parallel  with  such  plate.  The  words, 
"constructed  as  herein  described,"  in  the  claim,  mean,  ar- 
ranged as  described  when  in  final  position,  securing  the  hoop 
to  the  strap. 

In  this  view,  the  letters  patent  to  David  Holmes,  granted 
June  15th,  1858,  and  the  letters  patent  to  Thomas  Wallace, 
Jr.,  granted  June  15th,  1858,  contain  nothing  in  conflict  with 
the  invention  of  Mann,  even  if  the  inventions  shown  in  those 
patents  antedated  Mann's  invention.  The  patent  to  Holmes 
shows  a  clamp  which  has  no  teeth  penetrating  the  strap  and 
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then  dinched  aronAd  the  hoop.  The  patent  to  Wallace  shows 
a  damp  which,  before  it  is  applied,  is,  in  substance,  the  same 
in  shape  and  oonstruction  as  the  defendants'  clamp,  except  as 
to  the  size  and  number  of  the  teeth.  But,  the  specification  of 
the  patent  describes  the  projections,  above  and  below,  at  each 
end  of  the  length  of  the  clamp,  as  bent  over  the  hoop  outside 
of  the  tape  or  strap,  on  each  side  of  its  width,  and  closed 
tightly  on  the  hoop>  and  securing  the  clamp  firmly  to  the 
hoop,  while  the  teeth,  penetrating  the  tape  or  strap,  secure 
the  latter.  The  teeth,  although  they  penetrate  the  tape,  are 
not  clinched  around  the  hoop.  The  specification  states,  that 
the  space  in  the  length  of  the  damp  occupied  by  the  teeth  is 
equal  to  the  width  of  the  tape  forming  the  strap,  and  that  the 
teeth  are  sharp,  and  that  the  part  of  the  plate  of  the  clamp 
from  which  the  teeth  project  is  of  a  width  a  little  greater  than 
the  width  of  the  hiSfop,  and  that  the  projections  at  the  ends  and 
the  teeth  are  turned  up  at  right  angles  to  the  face  of  the 
damp,  so  as  to  leave  a  space  of  a  width  to  receive  the  hoop. 
The  .drawings  show  three  views  of  the  teeth,  two  of  which 
show  twelve  teeth  on  each  side,  and  the  other  shows  sixteen 
teeth  on  each  side.  There  is  nothing  in  the  description  or 
drawings  to  indicate  that  the  teeth  were  to  be  clinched  after 
penetrating  the  tape.  The  smallness  of  the  teeth,  their 
number,  their  proportion  in  size  to  the  size  of  the  clinched 
projections,  and  the  general  arrangement  of  the  damp  when  in 
final  position,  show  that  no  dinching  of  the  teeth,  after 
penetration,  was  intended ;  and  it  is  very  doubtful  whether 
such  and  so  many  teeth  as  are  shown  could  be  clinched  with 
any  advantage  or  effect,  much  less  with  any  compared  with 
the  expense  and  trouble,  or  whether  the  clinching  of  penetra- 
ting teeth  on  a  clamp,  to  secure  the  hoop  to  the  tape,  would  be 
suggested  to  any  one  by  seeing  the  teeth  on  the  damp  of 
Wallace.  Independently  of  this,  Wallace  is  not  shown  to 
antedate  Mann.  The  specification  accompanying  Wallace's 
application  for  his  patent  is  sworn  to  May  13th,  1858.  The 
date  of  Mann's  invention  is  carried  back  by  the  evidence  to 
as  early  at  least  as  May  |st,  1858. 
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The  oral  testimony  as  to  prior  inventions  satisfactorily 
shows  nothing  which  anticipates  Mann's  invention.  What 
Joseph  Thomas  did  was  a  mere  experiment,  which  came  to 
nothing.  This  is  also  tme  of  all  that  David  Holmes  did, 
except  what  is  contained  in  his  patent,  before  considered. 

As  to  the  varioas  clasps  or  clamps  testified  to  by  Antoine 
Schlumpf  and  Theodore  Schmidt,  as  having  been  made,  nsed 
and  sold  by  Schmidt,  neither  the  first  form,  nor  the  second 
form,  if  they  were  prior  to  Mann's  invention,  were  the  same 
thing  as  that  invention.  The  first  form  had  no  teeth.  The 
second  form  was  like  the  clamp  in  Wallace's  patent.  Schlompf 
says  it  was  useless,  because  it  cut  the  tapes ;  and,  undoubtedly, 
Wallace's  clamp  was,  for  the  same  reason,  useless.  As  to  the 
third  form  testified  to  by  Schlumpf  and  Schmidt,  called  the 
spangle,  with  one  tooth  on  each  side,  the  evidence  does  not 
establish  with  that  degree  of  certainty  whiSi  is  necessary  that 
it  anticipated  Mann.  Independently  of  the  material  contra- 
dictions between  Schlumpf  and  Schmidt,  the  evidence  on  the 
part  of  the  defendants  is  preponderating  to  show  that  no 
skirts  with  spangles  were  made  by  Schmidt  prior  to  Mann's 
invention.  This  view  is  strongly  corroborated  by  the  fact 
that  the  most  extensive  hoop-skirt  dealers  knew  of  no  skirts 
with  clamps  having  teeth  which  penetrated  the  tapes  and 
were  clinched  around  the  hoops  on  the  other  side,  until  tl^ey 
saw  the  clamp  of  Mann,  and  that  they  took  licenses  to 
manufacture  under  the  plaintiff's  patent  in  1859.  The  case  is 
entirely  free  from  doubt,  and  there  must  be  a  decree  for  the 
plaintifi",  as  to  the  second  claim  of  the  patent,  for  a  perpetual 
injunction  and  an  account  of  profits,  with  costs. 

Stephen  D.  La/w^  for  the  plaintiff. 

John  B,  Staples^  for  the  defendants. 
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AixsTON  Wilson  and  othebs 
John  N.  A.  Gkiswold. 

W.,  by  a  charter  party  under  seal,  hired  from  G.  a  yeasel,  for  a  specified  term, 
to  be  ran,  aa  a  freight  and  passenger  vessel,  between  New  York  and  San 
Domingo,  for  so  mnch  per  mopth,  W.  to  supply,  man  and  navigate  the  resselj 
and  G.,  in  case  of  damage  to  her  by  the  perils  of  the  seas,  to  repair  her,  and 
no  claim  fw  charter  money  to  be  made  daring  the  time  she  shoold  be  unfitted 
for  nse  on  such  route  by  such  damage.  The  charter  party  contained  no 
corenant  that»  at  the  time  of  the  charter,  the  yessel  was  seaworthy.  W.  sued 
G.,  in  coYcnant,  averring  such  a  covenant,  and  alleging  a  breach  of  it,  in  that 
the  vessel  was  not  seaworthy,  so  that  the  voyages  stated  in  the  charter  party 
oould  not  be  commenced.  G.  demurred  to  the  declaration :  Held,  that  there 
was  an  implied  covenant  by  G.  that  the  vessel  was  seaworthy,  or  fit  for  the 
service  for  which  she  was  hired,  and  that  W.  could  aver  such  a  warranty  and 
declare  on  it,  in  covenant. 

(Before  Woodbutf,  J.,  Southern  District  of  New  York,  December  80th,  1871.) 

WooDBUFP,  J.  The  plaintifis  declare  upon  a  charter  party, 
under  seal,  whereby  the  defendant  charters  to  the  plaintiffs, 
and  the  plaintiffs  hire,  the  defendant's  vessel,  the  steamer 
Norwich,  for  the  term  of  four  months  from  the  date  thereof, 
with  the  privilege  to  the  plaintiffs  of  continuing  the  charter 
for  an  additional  four  months,  the  vessel  to  be  run  by  the 
plaintiffs  as  a  freight  and  passenger  vessel,  between  the  city 
of  New  York  and  a  port  or  ports  in  San  Domingo,  at  a  fixed 
compensation  of  $1,500  per  month,  payable,  $750  at  the  be- 
ginning, and  S750  at  the  end,  of  each  month,  the  plaintiffs  to 
coal,  victual,  officer,  man  and  navigate  the  vessel,  with  cov- 
enants by  the  plaintiffs  against  negligence  or  mismanagement 
in  the  care,  conduct  and  navigation  of  the  vessel,  and  a  cov- 
enant by  the  defendant,  that,  in  case  of  damage  by  fire,  col- 
lision, the  breaking  of  machinery,  or  injury  to  the  steamer,  or 
other  unavoidable*  accident,  caused  solely  by  perils  of  the 
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Beas,  he  will  repair  the  same  without  delay,  ^^  so  that  the  said 
Bteai^er  may  resume  service  under  this  charter,  and,  if  the 
said  steamer  shaU*  become  unfitted  by  such  damage  for  use 
upon  the  said  route,  no  claim  for  charter-money  shall  be  made 
for  the  time  she  shall  be  so  unfitted  for  business."  There  are 
many  other  provisions  in  the  instrument,  but  there  is  no  ex- 
press covenant  or  stipulation,  that,  at  the  time  of  the  charter, 
the  said  vessel  is  tight,  staunch,  and  strong,  well  fitted  and 
furnished,  seaworthy,  and  fit  for  the  uses  and  purposes  in  the 
charter  party  stated.  The  pleader  has,  nevertheless,  averred 
such  a  warranty  and  covenant,  and  alleges  a  breach  thereof,  in 
that  she  was  not  tight,  staunch,  strong,  well  fitted  and  furnished, 
and  was  not  seaworthy  or  fit  for  the  uses  and  purposes  in  the 
charter  stated,  but  was  leaky,  rotten,  and  utterly  unseaworthy, 
and  unfit,  from  inherent  weakness  and  defects,  for  the  purposes 
and  voyages  in  the  charter  party  stated,  or  to  go  to  sea  at  all 
with  cargo  or  passengers,  by  reason  whereof,  the  voyage  was 
never  commenced,  but  the  vessel  was  returned  to  the  de- 
fendant. Various  items  and  amounts  of  damage  are  averred 
and  claimed  by  the  plaintifis. 

The  defendant,  having  obtained  oyer  of  the  instrument, 
demurs  to  the  declaration;  and  thereupon  two  questions  have 
been  discussed  by  the  counsel  for  the  respective  parties: 
(1.)  Whether,  in  this  case,  there  was  an  impUed  covenant  or 
warranty  by  the  defendant,  that  the  vessel  was  seaworthy, 
or  was  fit  for  the  service  for  which  she  was  hired,  and  which 
voyage,  as  one  of  the  terms  of  the  contract,  he  agreed  to  per- 
form ;  (2.)  Whether  it  was  competent  for  the  plaintifis,  in 
declaring,  to  aver  such  a  warranty,  if  implied,  or  whether 
they  should  have  proceeded  in  assumpsit,  for  the  breach 
thereof. 

(1.)  The  general  rule,  that,  in  a  contract  of  afireightment, 
there  is  an  implied  covenant  or  undertaking  by  the  owner  of 
the  ship,  that  the  ship  is  seaworthy,  is  not  questioned.  But, 
it  is  claimed  that  this  is  only  incidental  to  bis  obligation,  as  a 
common  carrier,  to  carry  the  goods  safely,  and  that,  therefore, 
when  the  owner  lets  his  ship  to  hire  without  any  undertaking 
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eitKer  to  carry  goods,  or  to  assume  any  duties,  either  in  the 
navigation  or  supply  of  the  ship,  or  in  the  conduct  of  the 
business  in  which  she  is  to  engage,  the  hirer  acts  at  his  peril, 
and  the  principle  applies  to  him,  as  to  a  purchaser,  ^^oameat 

Looking  to  the  terms  of  this  charter,  the  purposes  for 
which  the  ship  was  hired,  the  service  prescribed  to  the  hirers 
by  the  very  terms  of  the  instrument,  and  the  obligation  of 
the  owner  to  repair,  if,  by  perils  of  the  sea,  &c.,  she  be- 
came unfit,  every  jreason  to  infer  a  covenant  of  seaworthiness 
and  fitness  for  the  purpose,  which  can  exist  in  any  case  of 
charter,  exists' in  this  case;  and,  that  such  was  the  actual  in- 
tent and  meaning  of  the  parties,  inferrible  from  the  contract, 
seems  to  me  to  admit  of  no  doubt. 

The  text  writers,  in  declaring,  as  all,  without  exception,  to 
which  I  have  referred,  do,  that  the  chartering  of  a  vessel  for 
the  transportation  of  goods  implies  an  undertaking  that  she 
is  seaworthy,  point  out  no  distinction  between  a  charter 
wherein  the  owner  mans,  victuals  and  navigates  the  ship,  and 
a  charter  wherein  the  charterer  assumes  to  do  this.  Kor  is 
there  any  sound  reason  for  such  a  distinction.  In  case  of  an 
ordinary  bailment  for  hire,  there  is  an  implied  undertaking 
or  warranty  that  the  subject  of  the  letting  and  hiring  is  with- 
out faults  or  defects  which  prevent  the  due  enjoyment  or  use 
of  the  thing.  {Story  on  BwUmerUSy  §  390 ;  EdAJoa/rda  on 
Bailments^  311 ;  Sutton  v.  Temple^  opinion  .of  Lord  Abinger, 
12  M.  <b  TT.,  52,  60.)  And  so  of  a  letting  of  a  furnished 
house,  {Smith  v.  Ma/rrdble^  11  M.  <fe  IT.,  5 ;)  and  selling  a 
horse,  (Harrmgton  v.  Snyder^  8  Barb.  S.  C.  if.,  380.)  With 
especial  reference  to  the  chartering  of  a  vessel,  see  also, 
Addison  on  Contracts^  p.  413 ;  AVbott  on  Shipping^  421,  422 ; 
1  Parsons  on  Shippvng^  284,  285  ;  3  Kenfs  Comm.y  204,  205 ; 
Lyon  V.  Mdls^  (5  East^  428.) 

(2.)  As  to  the  form  of  action,  it  is  wholly  immaterial 
whether  the  covenant  be  implied  or  express.  If,  from  the 
specialty  executed  by  the  parties,  the  law  implies  such  a  cove- 
nant, it  is,  as  respects  the  form  of  action  thereon,  as  if  it  were 
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incorporated  therein  in  terms.  In  a  legal  sense,  the  law  does 
incorporate  the  covenant  therein.  Assumpsit  wonld  not  lie, 
for  the  reason,  that,  whatever  the  parties  stipulated,  was  by 
their  sealed  instrument.  (See  cases  cited  below.)  And, 
although  it  was  competent  for  thef)leader  to  have  set  out  t^e 
instrument  in  toUdem  verbis^  and  alleged  thereupon  the  want 
of  seaworthiness  as  a  breach,  I  see  no  reason  why  he  might 
not  in  this,  as  in  ordinary  cases,  declare  upon  it  according  to 
its  legal  effect.  (RwndaU  v.  Lynch^  12  East^  179 ;  Lent  v. 
Fizddfardy  10  Mass.^  230 ;  Ormmis  v.  Clark^  8  Cow.y  86 ; 
Barney  v.  Kdthy  4  Wend.y  502.) 

The  plaintiffs  must  have  judgment  on  the  demurrer,  but 
leave  is  given  to  the  defendant  to  withdraw  the  demurrer  and 
plead,  upon  the  usual  terms. 

WUliam  H.  DarUnffy  for  the  plaintiffs. 

Charles  M.  Da  Costa^  for  the  defendant. 


Elias  IN".  Miller,  Assignee  in  Baiteruftcy,  &c., 


vs. 
Jakes  O'Brien,  Sheriff,  &c. 

A  eheriff  who,  after  proceedings  in  bankruptcy  are  commenced,  wherein  an 
assignee  is  appointed,  levies  an  execution  upon,  and  sells,  property  which  was 
of  the  bankrupt,  is  liable  to  the  assignee  for  the  proceeds  of  such  property, 
although  he  pays  such  proceeds  to  the  execution  creditor,  before  receiving 
actual  notice  of  the  bankruptcy. 

It  makes  ne  difference,  that,  before  the  proceedings  in  bankruptcy  were  insti- 
tuted, the  sheriff  seised,  under  an  attachment  in  the  suit  in  which  the  execu* 
tion  was  afterwards  issued,  the  property  in  question,  and  held  it  to  be  levied 
on  in  case  execution  should  issue,  or  sold  it  by  order  of  Court,  and  held  its 
proceeds  for  the  same  purpose. 
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The  operation  of  the  bankraptcj  Act  dissolved  the  attachment,  and  the  title  of 
the  assignee  vested  as  of  the  time  of  the  commencement  of  the  proceedings 
in  bankruptcy. 

(Before  Woodbuff,  J.,  Southern  District  of  New  York,  December  80th,  1871.) 

WooDRUFFy  J,  Reduced  to  its  simplest  form,  the  ques- 
tion raised  by  the  demurrer  herein  is,  whether  a  sheriff,  who, 
after  the  proceedings  are  commenced  in  bankruptcy  wherein 
an  assignee  is  appointed,  levies  an  execution  upon  and  sells 
property  which  was  of  the  bankrupt,  is  liable  to  the  assignee, 
notwithstanding  he  pays  the  proceeds  of  sale  to  the  creditors 
before  he  receives  actual  notice  of  the  bankruptcy. 

It  is  true,  that,  in  the  discussion  of  the  subject  on  the  part 
of  the  defendant,  some  importance  was  given  to  the  circum- 
stances, that  the  property  had  been  attached  by  the  sheriff  a 
few  days  before  the  proceedings  in  bankruptcy  were  instituted, 
and,  that,  by  order  of  Court,  the  property  seized  was  sold  as 
perishable,  and  the  proceeds  were  held  by  the  sheriff'  in  lieu 
of  the  property,  to  abide  the  event  of  the  suit,  and  to  be 
levied  upon  if  judgment  was  .obtained  and  execution  issued. 
But,  it  is  quite  clear,  that,  as  betweei^  the  assignee  in  bank- 
ruptcy and  the  sheriff,  these  circumstances  are  not  material. 
The  statute,  in  the  most  explicit  terms,  (§  14,)  declares  the 
attachment  dissolved.  In  like  explicit  terms,  it  declares, 
(§  14,)  that  the  assignment  to  the  assignee  shall  relate  back  to 
the  commencement  of  the  proceedings  in  bankruptcy,  and 
that  the  title  to  all  the  bankrupt's  estate  shall  vest  in  the  as- 
signee. This  can  only  mean,  that  the  title  of  the  assignee 
shall  be  vested  with  like  legal  effect  as  if  the  assignment  had 
been  executed  at  the  commencement  of  the  proceedings. 
The  sale  of  the  property  as  perishable,  assuming  that  it  was 
justified  by  the  order  of  the  State  Court,  had  no  effect  except 
to  substitute,  in  the  hands  of  the  sheriff,  the  proceeds  of  sale 
in  the  place  of  the  property  seized.  It  gave  the  creditor  no 
greater  right,  and  it  in  no  wise  enlarged  the  power  or  duty 
of  the  sheriff. 

When,  therefore^  by  operation  of  law,  the  attachment  was 
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dissolved,  the  title  of  the  assignee  in  bankruptcy  was  perfect, 
and  the  sheriff  was  liable  to  pay  over  the  proceeds  of  the 
property  to  him.  The  sheriff  had  ceased  to  have  any  claim 
or  right  to  withhold  them.  Unless,  then,  he  is  protected  by 
the  issue  and  levy  of  the  execution,  and  the  payment  of  the 
money  to  the  execution  creditors,  before  he  was  actually 
notified  of  the  bankruptcy,  he  is  still  liable,  and  the  demurrer 
herein  must  be  overruled. 

The  question  is  an  important  one,  but  not  because  it  in- 
volves any  conflict  between  the  Courts  of  the  State  and  the 
Federal  Courts.  The  law  is  the  same  in  both  Courts.  The 
paramount  law  having  dissolved  an  attachment,  although 
valid  and  operative  when  issued,  the  relinquishment  of  the 
property  to  the  assignee  in  whom  the  property  was  vested,  is 
in  no  derogation  of  the  authority  of  the  State  Court,  but  a 
legal  duty  recognized  in  all  tribunals.  And  so,  when  an  exe- 
cution was  issued,  if  the  property  was  no  longer  liable  to  levy 
for  the  satisfaction  of  the  judgment,  it  is  no  matter  of  con- 
flict between  the  one  Court  or  the  other,  which  of  them  is 
called  upon  to  recognize  or  administer  the  law.  The  ques- 
tion is  important,  however,  because  the  construction  and 
effect  of  the  bankrupt  Act,  contended  for  by  the  plaintiff, 
may  operate  very  harshly  upon  sheriffs  and  like  ministerial  offi- 
cei;p,  and  it  accords  with  our  sense  of  justice  to  say,  that  they 
ought  not  to- be  held  liable  for  their  acts  in  the  execution  of 
process,  done  in  good  faith,  without  actual  notice  of  any  pro- 
ceedings in  bankruptcy  against  the  debtor.  But  the  same 
may  be  said  of  private  persons  dealing,  in  good  faith,  and 
without  notice,  with  the  debtor,  pending  the  proceedings,  an 
example  of  which  was  considered  by  Mr.  Justice  Sharswood, 
in  Jfaya  v.  The  Mcmufactv/rer^  Nat,  Bankof  PKiladeUphia^ 
(4  Nat  Bank.  Reg.^  14Y.)  I  shall  not  discuss  the  question  at 
length.  I  am  wholly  unable  to  withdraw  the  question,  as  it 
is  presented  under  the  bankrupt  law  of  the  United  States, 
from  the  reasoning  and  the  principles  upon  which  the  same 
question  was  settled  in  England,  under  the  bankrupt  law  of 
that  country.    It  was  then  settled,  after  full  and  repeated 
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dificafisioiiy  in  several  cases,  and  finally  in  the  House  of 
Lords. 

By  operation  of  law,  the  money  received  by  the  sheriff 
was  the  money  of  the  present  plaintiff,  whether  the  sheriff 
knew  it  or  not ;  and  in  that  statement  lies  the  whole  of  the 
plaintiff's  case.  All  the  arguments  fonnded  in  the  duty  of 
the  sheriff  to  execute  process,  in  the  hardship  of  holding  him 
to  take  the  hazard  of  the  title  to  property  which  he  applies 
to  executions  in  his  hands,  and  in  various  other  considera- 
tions, which  were  urged  upon  me  with  great  ability  on  the 
argument,  are  most  fully  considered  in  the  English  cases  to 
which  I  have  referred.  {JBaZme  v.  HuUonj  9  Bmg.^  471 ; 
Oa/rlcmd  v.  CwrUsle^  10  Bmg,.^  462 ;  8,  (7.,  in  House  of  Lords, 
4  Bmg.  If.  C.y  7,  and  4  Clark  dk  Fm,^  698 ;  and  numerous 
eases  cited  and  commented  upon  in  those  cases.)  On  prin- 
ciple, those  cases  seem  to  me  to  have  been  correctly  decided, 
while  it  at  the  same  time  seems  possible  to  guard  against  fraud 
in  the  conduct  of  the  bankrupt  and  his  creditors  pending  the 
proceedings,  by  some  provision  in  the  law  which  shall  not 
neoesearily  operate  with  such  hardship  upon  innocent  parties 
acting  in  good  faith. 

The  demurrer  must  be  overruled,  with  leave  to  withdraw 
the  demurrer  and  plead,  on  the  usual  terms. 

Aa/ron  P.  Whiteheady  for  the  plaintiff. 

Edfmmd  Bcmdd^h  Bobmson  and  Aaron  J,  Vanderpoely 
for  the  defendant. 


VoL  n.— is. 
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_  ^ 

DAinsL  K.  Tenney 

vs. 

Thomas  S.  Townsend,  impleaded,  &o. 

In  an  action  on  a  judgment  of  the  Superior  Court  of  Chicago,  Illinois,  the  dec- 
laration averred  that  that  Court  was  a  Court  of  general  jurisdiction,  duly 
created  by  the  laws  of  Illinois,  but  £d  not  aver  that  that  Court  had  jurisdic- 
tion of  the  person  of  the  defendant,  either  by  service  of  process,  appearance, 
or  otherwise :  Held,  on  demurrer,  that  the  declaration  was  snfficient. 

(Before  Woodsutf,  J.,  Southern  District  of  New  York,  December  80th,  1871.) 

Woodruff,  J.  The  action  herein  is  debt  on  judgment, 
demanding  $5^9.  The  declaration  avers,  that  the  plaintiff  is 
a  citizen  of  the  State  of  Wisconsin ;  that  the  defendant  Town- 
send  is  a  citizen  of  the  State  of  New  York ;  that  the  Superior 
Court  of  Chicago,  within  and  for  the  county  of  Cook  and 
State  of  Illinois,  was,  at  the  time  in  the  said  declaration  after- 
ward mentioned,  a  Court  of  general  jurisdiction,  duly  created 
by  the  laws  of  the  said  State  of  Illinois ;  that,  on  the  28d  of 
February,  1870,  in  the  said  Superior  Court  of  Chicago,  at  * 
*  *y  before  the  justicep  thereof,  by  the  consideration  and 
judgment  of  said  Court,  the  said  plaintiff  recovered  against 
the  said  defendants  the  said  sum  of  money  above  demanded, 
which,  in  and  by  the  said  Court,  was  then  and  there  adjudged 
to  the  said  plaintiff  for  his  damages  which  he  had  sustained, 
as  well  by  reason  of  the  non-performance,  by  the  said  defend- 
ants, of  certain  promises  and  undertakings  theretofore  made 
by  the  said  defendants  to  the  said  plaintiff,  as  for  his  costs 
and  charges,  &c,,  whereof  the  said  defendants  were  convicted, 
&c.;  with  the  usual  averments,  that  the  judgment  still  remains 
in  full  force  and  effect,  not  reversed,  &c.,  &c.,  and  that  the 
plaintiff  hath  not  obtained  execution  or  satisfaction  thereof, 
&c.,  whereby,  &c.;  with  the  usual  formal  conclusion.  To 
this  declaration  the  defendant  Townsend  has  pleaded  their 
several  *pleas,  to  which  the  plaintiff  has  demurred,  assigning 
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jBpecial  causes  of  demurrer.  It  is  uot  necessary  to  state  the 
pleas.  They  are  each  of  them  defective,  either  in  form  or 
substance,  and  that  they  are  so  was  very  properly  conceded 
by  the  counsel  for  the  defendant,  on  the  argument  of  the  de- 
murrer. But,  as,  on  demurrer,  judgment  must  be  rendered 
against  the  party  who  commits  the  first  fault  in  substance, 
the  defendant's  counsel  insists  that  judgment  should  be  for 
the  defendant,  because  the  declaration  is  insufficient. 

The  sole  objection  made  to  the  declaration  is,  that  it  does 
not  aver,  or  in  any  manner  show,  that  the  Superior  Court  of 
Chicago  had  jurisdiction  of  the  person  of  the  defendant  Town- 
send,  either  by  service  of  process,  appearance,  or  otherwise. 
The  declaration  is  in  conformity  with  the  established  prec- 
edents used  in  England,  in  declaring  upon  judgments  of  the 
Court  of  King's  Bench  and  the  Court  of  Common  Pleas,  and 
would  have  been  approved  in  the  State  of  New  York,  under 
the  system  of  pleading  in  use  before  the  adoption  of  the  Code 
of  Procedure,  in  declaring  on  a  judgment  of  the  Supreme 
Court  of  that  State.  The  principle  governing  the  subject  is, 
that,  when  the  judgment  of  a  'Court  of  general  jurisdiction  is 
declared  upon,  jurisdiction  of  the  person  is  presumed,  fipom 
the  averment  of  the  recovery.  This  presumption  is,  however, 
not  conclusive.  Want  of  jurisdiction  of  the  person  may  be 
set  up  as  a  defence,  and  may  prevail.  The  presumption,  how- 
ever, suffices  to  sustain  the  declaration  as  a  pleading,  and  puts 
the  defendant  to  plead  his  defence. 

By  the  Constitution  of  the  United  States,  {Art.  4,  sec.  1), 
full  faith  and  credit  are  to  be  given,  in  each  State,  to  the 
judicial  proceedings  of  every  other  State ;  and  this  imports, 
that  a  judgment  shall  have,  in  each  State,  the  same  credit, 
validity  and  effect  as  it  has  in  the  State  in  which  it  was 
rendered.  But,  on  the  other  hand,  this  is  qualified,  in  respect 
to  its  operation  against  a  defendant  in  another  State,  by  the 
condition,  that  the  Court  in  which  it  was  rendered  had  juris- 
diction of  such  defendant.  In  this  view,  it  was  suggested,  on 
the  argument,  that,  inasmuch  as  the  defendant  was  here  sued 
as  a  citizen  of  New  York,  it  ought  affirmatively  to  ^pear. 
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when  a  jadgment  of  another  State  was  declared  upon,  that 
jurisdiction  of  the  person  was  in  fact  acquired ;  and  that  no 
presumption  arose,  in  the  tribunals  of  this  State  or  District, 
that  the  Court  of  the  State  of  Illinois,  however  general  its 
jurisdiction,  had  any  jurisdiction  of  such  a  defendant.  That 
the  want  of  such  jurisdiction  is  available  as  a  defence  is  un- 
questionable ;  and  it  would  be  no  unreasonable  rule  which 
required  a  plaintiff  who  wished  to  rely  on  such  a  judgment, 
and  assert  its  conclusiveness  under  the  Oonstitution,  to  take 
the  afl&rmative,  in  the  very  form  of  his  declaration,  and  aver 
all  the  facts  essential  to  make  the  judgment  not  only  valid, 
but  conclusive.  Under  the  peculiar  relations  existing  be- 
tween the  States,  and  this  stipulation  in  the  Constitution, 
which  forbids  us  to  treat  the  judgment  of  a  sister  State  as  a 
foreign  judgment,  such  a  rule  of  pleading  would  harmonize 
with  the  construction  which  is  given  to  the  clause  in  the  Con- 
stitution, referred  to.  But  no  case  is  cited  to  me  which 
shows  that  the  general  rule  of  pleading  has  been  modified,  to 
change  the  burthen  of  averment  from  the  defendant  to  the 
plaintiff,  or  which  indicates  that,  upon  averring  that  the  Court 
in  which  the  judgment  is  rendered  is  a  Court  of  general 
jurisdiction,  the  plaintiff  may  not,  for  the  purposes  of  his 
pleading,  rely  upon  the  same  presumption  which  would  avail 
him  if  he  were  declaring  thereon  in  the  same  State  in  which 
it  was  rendered,  and  leave  the  defendant  to  plead  and  prove 
want  of  jurisdiction,  if  he  can.  The  cases  to  which  I  have 
referred  lead  to  the  contrary  conclusion  ;  and  it  may  well  be 
suggested,  that,  if,  in  the  State  in  which  a  judgment  is  ren- 
dered by  a  Court  of  general  jurisdiction,  the  fact  of  recovery 
imports,  prima  faciey  that  such  Court  did  acquire  jurisdiction 
of  the  person,  and,  in  the  absence  of  counter  averment,  that 
prima  fade  import  would  prevail,  then,  like  faith  and  credit, 
which  should  be  here  given  to  such  judgment,  includes  the 
same  prima  facie  import,  and  requires  that  Courts,  here, 
should  accord  to  the  mere  averment  of  recovery  in  such  a 
Court  the  like  presumption  of  jurisdiction.  In  support  of 
the  declaration  in  question,  and  as  bearing  on  the  question 
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discnssed,  see  2  Chitty^s  Pleading^  226  et  seq.;  3  Id,^  228 ; 
Wheder  v.  Raymond^  (8  Cowen^  311) ;  OrUwold  v.  Sedgwick^ 
( 1  Tr<9w^M,  126) ;  Stwfbuck  v.  Murray y  ( 5  TT^tfoZZ,  148) ; 
-2/iKZ«  V.  Duryeej  ( 7  Cranoh^  481) ;  and,  that,  when  Oon- 
gresB  gave  the  efifect  of  a  record  to  the  judgment,  it  gave  all 
the  collateral  consequences,  see  Hampton  v.  MoConndj  (3 
Whea;t.,2U)\  Biddle  v.  WUhms.^l  Peters,  686) ;  D'Aray  v. 
Ketchum^  (11  Howard,  165) ;  Tr<w^«rM?rf^  v.  Lewis,  (2  McLean, 
511) ;  Lmoohh  v.  Tower,  {Id.,  473) ;  TTifoon  v.  Oraha/m,  (4 
TTflwA.  6^.  (7.  J?.,  53) ;  Sumner  v.  Marcy,  (3  Woodbury  dk  M., 
105.)  Some  conflict  of  opinion  appears  to  exist  on  the  ques- 
tion whether,  if  the  record  of  the  judgment  shows  service  of 
process  on  the  defendant,  or  appearance  in  the  action,  the 
fact  can  be  controverted  by  the  defendant.  On  that  question 
this  demurrer  calls  for  no  opinion. 

Judgment  must  be  given  for  the  plaintiff  on  the  demurrer, 
but  leave  is  first  given  to  the  defendant  to  amend  his  pleas, 
on  the  usual  terms. 


J.  H.  &  B.  JF.  Watson,  for  the  plaintiff. 
Charles  Donohue,  for  the  defendant. 


Alexander  K.  YouNa 

vs. 

Philip  Lipfman  and  Clasa  Seligman.    In  Equity. 

The  claim  of  the  letters  patent  granted  to  ThomaB  B.  De  Forest  and  Thomas  S. 
GUbert^  Febmsry  18th,  1868,  for  an  "  improvement  in  springs  for  hoop-skirts,** 
namely,  "  A  skirt-hoop,  formed  by  enclosing  one  or  more  wires  within  a  cov- 
ering, which  not  only  envelopes  and  protects  the  wire,  bat  forms  an  edge,  A, 
or  connection,  B,  sabstantially  as  and  for  the  purposes  specified,"  is  a  claim 
to  snch  a  skirt-hoop  as  is  described,  as  an  article  of  manufacture — a  skirt-hoop 
capable  of  use  in  making  what  Is  known  as  a  hoop-skirt. 

The  invention  in  the  patent  is  limited  to  •  skirt-wire  made  by  folding  the  fabric 
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over  one  or  more  wires,  and  secorlng  it  by  sizing  or  gine  and  pressure,  so  as 
to  thns  enclose  the  wire  or  wires  in  a  coyering,  and  leave  an  edge  of  the  fabric 
on  the  one  wire,  or  a  connection,  formed  by  the  fabric,  between  the  two  wires, 
BO  as  to  adinit  of  attaching  the  skirt-wire  to  yertical  tapes,  in  making  a  hoop- 
skirt. 

The  secmring  the  fabric  by  glning  it,  or  nsing  other  equivalent  adherive  sub- 
stance, in  contradistinction  to  securing  the  fabric,  to  form  the  enclosure,  by 
weaving  around  the  wires,  or  weaving  pockets,  in  which  to  insert  the  wires, 
being  cheaper,  apd  an  improvement  in  the  trade,  and  useful,  is,  if  new,  patent- 
able, the  resulting  fabric  being  a  different  article  from  one  formed  by  weaving. 

An  article  of  dress,  called  a  bustle,  containing  wire  hoops,  each  of  which  is  a 
skirt-hoop,  formed  by  enclosing,  by  means  of  glue  or  sixing  and  pressure,  two 
wires  within  a  covering,  which  not  only  envelopes  and  protects  the  wires,  but 
forms  a  connection  between  them,  so  that,  while  the  wires  are  confined  to 
their  proper  places  within  the  covering,  the  wire  hoop  or  spring  hab  the  ap< 
pearance  of  being  made  firom  a  much  broader  wire  than  it  in  reality  is,  and 
may  be  secured  to  the  vertical  tape  by  means  of  a  metallic  fastening  passing 
through  the  vertical  tape  and  the  material  covering  the  spring,  is,  substan- 
tially, a  hoop-skirt,  of  a  diminished  size,  and  the  making  and  selling  of  such 
bustles  is  an  infringement  of  said  patent. 

The  ownership  of  a  right  to  manufacture  covered  wire  for  springs  for  skirts, 
under  a  patent  granted  to  John  T.  Loft,  March  18th»  I860,  for  an  "improved 
machine  for  covering  the  springs  of  skeleton  skirts,''  confers  no  right,  as 
against  the  De  Forest  and  Oilbert  patent,  to  make,  under  the  Loft  patent,  the 
covered  wire  contained  in  such  bnstie. 

Although  such  covered  wire  may  be  made  by  means  of  the  machinery  described 
in  the  Loft  patent,  no  such  wire  or  skirt-hoop  is  described  or  shown  in  the 
Loft  patent,  nor  is  the  apparatus  of  that  patent  one  which  necessarily  pro- 
duces nothing  else  but  such  wire  or  skirt-hoop. 

In  opposition  to  a  motion  for  an  injunction,  a  general  allegation,  by  affidavit,  on 
information  and  belief,  that  the  thing  patented  existed  before,  without  dla* 
closing  the  particulars  of  the  information  leading  to  the  belief,  is  insuffi- 
cient 

The  fact  that  the  plaintiff  is  infringing  the  Loft  patent,  by  using  the  Loft  appa- 
ratus to  make  skirt-hoops,  is  no  ground  for  refusing  an  injunction  against  the 
defendant,  restraining  him  from  infringing  the  plaintiff's  patent 

A  separate  affidavit,  by  the  plaintiff,  of  his  belief  that  the  patentees  were  the 
original  and  first  inventors  of  the  thing  patented,  dispensed  with,  the  bill 
having  in  it  such  an  averment,  and  having  been  sworn  to  eleven  days  before 
it  was  filed  and  notice  of  application,  on  it,  for  the  injunction,  was  given. 

A  provisional  injunction  was  dissolved,  on  evidence  showing  the  prior  existence, 
in  the  United  States,  of  the  skirt-wire  of  the  patent^  specimens  of  the  thing/ 
known  before  being  produced. 

(Before  Blatchfobd,  J.,  Southern  District  of  New  York,  January  2d,  18'72.  and 
March  29tii,  18Y2.) 
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Blatohfobd,  J.  This  is  a  motion  for  a  provisional  in- 
junction, founded  on  letters  patent  granted  February  18th, 
1868,  to  Thomas  B.  De  Forest  and  Thomas  S.  Gilbert,  for  an 
"  improvement  in  springs  for  hoop-skirts,"  and  now  owned 
by  the  plaintiff.  The  specification  states  that  the  inventors 
have  invented  "  a  new  improvement  in  the  manufacture  of 
hoopH3kirts."  There  are  three  figures  of  drawings  annexed  to 
the  specification.  Figure  1  is  a  front  view  of  one  of  the 
vertical  tapes,  with  three  springs  attached.  Figure  2  is  a  sec- 
tion of  one  of  the  springs,  enlarged.  Figure  3  is  a  like  sec- 
tion, of  a  different  construction.  The  specification  says : 
'^This  invention  relates  (o  an  improvement  in  the  manu- 
&cture  of  springs  attached  to  vertical  tapes,  and  well  known 
as  hoop-skirts,  the  object  being  to  produce  a  lighter  and 
cheaper  skirt  than  has  heretofore  been  done ;  and  the  inven- 
tion consists  in  enclosing  one  or  more  fiat  elastic  wires  in  a 
covering,  the  said  covering  being,  when  sized,  folded  and 
pressed,  of  greater  width  than  the  spHjig,  so  that,  while  it 
confines  the  spring  to  its  proper  position  within  the  cover- 
ing, it  gives  to  the  spring  the  appearance  of  being  made 
from  a  much  broader  wire  than  it  in  reality  is,  and  admits  of 

lie  fastening  passing  through  both  the  vertical  tape  and  the 
material  covering  the  spring.  *  *  *  In  fig.  2,  we  rep- 
resent the  spring  as  two  fiat  wires  enclosed  within  the  same 
covering,  the  wires  being  denoted  in  black.  Various  devices 
may  be  employed  in  covering  the  two  wires.  One,  and,  we 
think,  practicfijly,  the  best,  is  to  take  a  narrow  strip  of  fabric, 
sufficient  in  width  to  surround  the  two  wires,  and  form  the 
space  between  the  two.  Then,  the  two  wires,  with  the  fabric, 
are  drawn  through  an  apparatus  prepared  for  the  purpose,  the 
fabric  being  sized  with  any  adhesive  material,  and  the  wires 
sustained  equidistant  from  each  other,  the  apparatus  folding 
the  fabric  over  the  wires,  and  pressing  it  down  into  the  space 
between,  the  sizing  being  sufficient,  or,  other  sizing  being 
added,  so  that,  when  thoroughly  dried,  the  wires  will  be 
sustained  at  their  given  distances  from  each  other,  one  wire 
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at  each  edge  of  the  folded  fabric.    The  wires  may  be  very 
light,  and  the  fiEtbric  equally  light,  and,  when  completed,  the 
article  has  the  appearance  of  a  broad  spring.    Instead  of  the 
two  springs,  as  seen  in  fig.  2,  a  single  spring  may  be  inserted, 
as  in  fig.  3,  and  the  fistbric  guided  and  folded  so  as  to  leave  an 
edge,  A,  of  fabric  upon  the  spring,  as  denoted  in  said  fig.  3. 
This  folded  edge,  being  sized  and  pressed,  secures  the  wire  in 
its  position  in  like  manner  as  first  described,  and  gives  the 
like  appearance  of  a  broad  spring,  the  sizing  in  all  cases  be- 
ing sufficient  to  sustain  that  portion  of  the  fabric  at  the  edge 
of  the  wire,  or  between  the  wires ;  or,  if  preferred,  and  to 
give  more  material  at  the  edge,  a  single  spring  may  be  in- 
serted at  one  edge,  and  a  cord  at  the  other  edge.    To  con- 
struct a  skirt  from  springs  thus  formed,  pass  the  springs,  B, 
through  the  pocket  in  the  vertical  tape,  0,  in  the  usual 
manner,  then  insert  an  eyelet,  or  other  suitable  metallic 
fastening,  through  the  vertical  tape,  and  through  the  fabric  of 
the  covering  of  the  spring,  as  denoted  in  fig.  1,  and  this  may 
be  done  on  the  former,  and  the  same  means  which  secure  the 
springs  in  the  vertical  tape  may  also  lock  the  two  ends  of  the 
spring  within  the  pocket  of  the  tape.    A  skirt  constructed  in 
this  manner  has  every  appearance  of  a  strong  spring,  but  is 
much  lighter  than  the  ordinary  skirts,  as,  the  wire  employed 
for  the  spring  may  be  much  lighter  than  that  used  in  the 
ordinary  manner,  and  the  manner  of  attaching  the  parts 
together  is  of  the  strongest  possible  character.    Other  wires 
may  be  added,  to  increase  the  width,  but  forming  a  space  in 
like  manner  between  each  two.    We  do  not  wish  to  be  un- 
derstood as  broadly  claiming  the  introduction  of  two  or  more 
springs  into  a  fabric,  as  such  is  not  new ;  but,  in  cases  when 
it  has  been  done,  the  fabric  has  been  first  formed  into  ^ckets 
for  the  reception  of  the  springs,  and  the  springs  themselves 
covered  separately  and  independent  of  the  said  pockets.   This 
arrangelnent  is  seen  in  several  well-known  patents  for  the 
whole  or  lower  portions  of  a  skirt.    It  will  be  observed,  that 
we  do  not  in  any  way  form  a  pocket  in  the  fabric,  the  cover- 
ing being  simply  a  folded  fabric,  the  folds  being  secured  by 
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Btrong  sizing  and  presBed  hard  together."  The  claim  is  in 
these  words :  "A  skirt-hoop,  formed  by  enclosing  one  or  more 
wires  within  a  covering,  which  not  only  envelopes  and  protects 
the  wire,  bnt  forms  an  edge,  A,  or  connection,  B,  substantially 
as  and  for  the  purposes  specified." 

The  allegation  of  infringement,  in  the  bill,  is,  that  the 
defendants  are  making  and  selling  springs  for  hoopH3kirts, 
precisely  the  same  as  those  described  in  the  plaintiff's  patent. 
The  evidence  of  infringement  is,  that  the  defendants  have 
sold  an  article  of  dress  called  a  bustle,  containing  hoop-skirt 
wire  made  substantially  in  the  manner  described  in  the 
patent,  and  that  the  defendant  Lippman.has  been  vending 
such  hoop-skirt  wire.  The  making  and  selling  of  the  bustle 
is  not  denied,  and  a  specimen  is  produced,  which  contains 
wire  hoops  made  in  the  manner  described  in  the  patent. 
Each  hoop,  in  fact,  is  a  skirt-hoop,  formed  by  enclosing,  by 
means  of  glue  or  sizing  and  pressure,  two  wires  within  a 
covering,  which  not  only  envelopes  and  protects  the  wires, 
bnt  forms  a  connection  between  them,  substantially  as  and 
for  the  purposes  set  forth  in  the  specification  of  the  plaint- 
iff's patent. 

There  can  be  no  doubt  that  the  claim  of  the  patent  is 
for  such  a  skirt-hoop  as  is  described,  as  an  article  of  man- 
ufacture— a  skirt-hoop  capable  of  use  in  making  what  is 
known  as  a  hoop-skirt.  The  bustle  referred  to  is  substan- 
tially a  hoop-skirt,  of  a  diminished  size. 

The  defendants  set  up,  in  defence,  that  the  defendant 
Lippman  is  the  owner  of  the  right  to  manufacture  covered 
wire  for  springs  for  skirts,  under  letters  patent  granted  to 
John  T.  Loft,  March  13th,  1860,  for  an  "  improved  machine 
for  covering  the  springs  of  skeleton  skirts,"  and  that  he  is 
making,  under  that  patent,  covered  wire  such  as  is  contained 
in  the  bustle  referred  to.  The  specification  of  the  Loft  patent 
describes  a  machine  for  covering,  in  a  continuous  manner, 
the  springs  for  hoop-skirts  with  any  textile  or  other  suitable 
labric,  the  invention  consisting  in  the  use  of  glue  or  cement^ 
distributing  rollers,  cutters,  guides,  folders,  and  drawing  and 
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pressure  rollers,  substantially  as  described  in  such  specifica- 
tion, whereby  the  desired  end  is  attained.  The  machine  is 
intended  to  take  the  place  of  machines  for  weaving  or  braid- 
ing the  covering  around  the  wires  of  which  the  hoops  are 
made.  It  describes  and  claims  the  covering  of  wire?  or 
springs  for  hoop-skirts,  by  passing  the  same,  in  connection 
with  strips  or  covers  of  suitable  fabric,  having  a.  suitable  glue, 
cement  or  adhesive  substance- applied  to  them,  through  fold- 
ers and  between  drawing  and  pressure  rollers,  arranged  to 
operate  substantially  as  and  for  the  purpose  set  forth.  There 
is  no  description  or  representation  of  any  such  skirt-hoop  as 
the  plaintiff's.  The  only  wire  or  skirt-hoop  shown  or  described 
is  one  in  which  the  fabric  merely  encloses  or  covers  the  wire, 
so  as  to  envelop  and  protect  it,  and  does  not,  as  in  the  plaiut- 
iff's  hoop,  also  form  an  edge  to  a  single  wire,  or  a  connection 
between  two  wires,  for  the  purpose  shown  in  the  plaintiffs 
specification.  There  is  no  suggestion,  in  the  Loft  specification, 
of  the  construction  of  such  an  article  as  the  plaintiff's  skirt- 
hoop.  It  may  very  well  be,  that  the  Loft  machine  is  capable, 
either  with  or  without  modification,  of  being  used  to  manu- 
facture the  plaintiff's  skirt-hoop.  The  specification  of  the 
plaintiff's  patent  speaks  of  making  his  skirtJioop  by  drawing 
it  through  a  proper  apparatus ;  but  the  mere  fact  of  the  prior 
existence  of  such  apparatus  shows  no  want  of  novelty  in  the 
invention  covered  by  such  patent.  The  novelty  of  such  in- 
vention would  not  have  been  affected  even  if  the  plahitiff's 
patent  had  stated  that  the  new  skirt-hoop  was  to  be  made  by 
the  use  of  the  Loft  apparatus.  Such  apparatus  is  not  one 
which  necessarily  produces  nothing  else  but  the  plaintiff's 
skirt-hoop.  This  is  shown  by  the  fact  that,  as  described  and 
represented  in  the  Loft  patent,  it  does  not  produce  the 
plaintiff's  skirt-hoop,  or  any  thing  having  its  characteristics. 

The  defendant  Lippman,  in  an  affidavit,  states,  that  he  is 
informed  and  believes,  that,  long  before  the  date  of  the  plaint- 
iff's patent,  and  before  the  alleged  invention  of  De  Forest 
and  Qilbert,  covered  wire,  with  spaces  of  the  covering  fabric 
between  or  on  the  outside  of  the  wire,  was  known  and  used 
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publicly  for  various  purposefl,  and  was  an  article  well  known 
and  used  and  sold.  This  general  allegation,  on  information 
and  belief,  amounts  to  nothing.  If  the  defendant  has  any  in- 
formation to  the  effect  stated,  sufficient  to  warrant  a  belief  in 
the  truth  of  what  is  stated,  he  is  bound  to  disclose  it  for  the 
judgment  of  the  Court,  if  it  is  to  be  of  any  avail  to  him.  He 
cannot  swear  to  the  conclusion  and  withhold  the  particulars 
of  the  information. 

The  fact  that  the  plaintiff  does  not  or  cannot  make  his 
hoop  without  using  the  apparatus  covered  by  the  Loft  patent, 
as  is  urged,  cannot  affect  the  questions  involved  in  this  mo- 
tion. It  may  be  that  the  plaintiff  is  infringing  the  Loft 
patent,  while  the  defendants,  are  infringing  the  plaintiff's 
patent,  and  that  neither  can  make  the  plaintiff's  hoop  without' 
using  what  is  covered  by  both  of  the  patents.  But  the  case  of 
each  must  be  treated  separately,  on  its  merits,  when  presented. 

It  is  objected,  that  the  application  for  the  injunction  is  not 
accompanied  by  an  affidavit  of  the  plaintiff,  that  he  believes 
that  De  Forest  and  Gilbert  were  the  original  and  first  invent- 
ors of  the  thing  patented.  The  bill,  however,  which  was 
sworn  to  on  the  18th  of  November,  1871,  and  filed  on  the 
24th  of  November,  avers  that  De  Forest  and  Gilbert  were 
the  first  and  original  inventors  of  the  improvement  for  which 
the  patent  was  issued.  On  the  filing  of  the  bill,  notice  of  the 
application,  founded  on  the  bill,  for  the  injunction,  was  given 
for  the  2d  of  December.  Under  such  circumstances,  no  sepa- 
rate affidavit  is  necessary.  {SuUivan  v.  Redfield^  IPaine,  441.) 

An  injunction  must  be  granted,  as  prayed  for  in  the  bill. 

Edward  N.  Didkerson^  for  the  plaintiff. 
John,  B,  StapleSy  for  the  defendants. 

After  the  granting  of  the  injunction,  in  January,  1872,  a 
motion  was  madft,  in  March,  1872,  to  dissolve  it,  on  matters 
not  presented  on  the  original  motion. 

Edward  iT.  Dickerson^  for  the  plaintiff, 

John  B.  Staples,  for  the  defendants. 
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BuLTOHFOBD,  J.  I  do  Hot  regard  anything  adduced  by 
the  defendants  against  the  novelty  of  the  invention  covered 
by  the  plainti£&'  patent,  as  of  any  importance,  except  the  skirt 
wires  brought  from  Engknd  by  Marcus  Berliner,  in  1865. 
The  invention  in  the  patent  is  limited  to  a  skirt  wire  made 
by  folding  the  fabric  over  one  or  more  wires,  and  securing  it 
by  sizing  or  glue  and  pressure,  so  as  to  thus  enclose  the  wire 
or  wires  in  a  covering,  and  leave  an  edge  of  the  fabric  on 
the  dhe  wire,  or  a  connection  formed  by  the  fabric  between 
two  wires,  so  as  to  admit  of  attaching  the  skirt  wire  to  vertical 
tapes,  in  making  a  hoop  skirt.  This  securing  the  £Eibric  by 
gluing  it,  or  using  other  equivalent  adhesive  substance,  is  in 
contradistinction  to  securing  the  fabric,  to  form  the  enclosure, 
by  weaving  around  the  wires,  or  weaving  pockets,  in  which 
to  insert  the  wires.  It  is  in  evidence,  that  the  manufacture 
by  folding  and  gluing  is  cheaper  than  that  by  weaving.  It  is 
an  improvement  in  the  trade,  and  useful,  and,  if  new,  patent- 
able. The  resulting  fabric  is  a  different  article  from  one 
formed  by  weaving. 

The  article  brought  from  England  by  Berliner  in  1865,  if 
his  affidavit  is  true,  and  not  a  fabrication,  and  if  the  specimens 
which  he  produces,  as  the  identical  articles  he  brought  from 
England  in  1865,  are  not  &bricated  for  this  occasion,  is  the 
same  thing  as  the  skirt  wire  of  the  patent,  made  of  a  folded 
fabric,  glued  and  pressed,  over  two  or  more  wires,  and  with 
the  connection  of  fabric  between  two  wires.  If  his  affidavit 
and  these  specimens  had  been  presented  on  the  original  mo- 
tion for  injunction,  I  should  not  have  deemed  it  proper  to 
grant  the  injunction ;  and  I  think  they  must  now  avail  to 
throw  such  doubt  over  the  question  of  the  novelty  of  the  in- 
vention, as  to  entitle  the  defendants  to  have  the  injunction 
dissolved,  leaving  it  to  the  plaintiff  to  proceed  to  proofs  for 
final  hearing. 
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In  re  Jambb  S.  Dst,  a  Bankbuft. 

Under  the  mechanice*  lien  law  of  the  State  of  New  Jersey,  {Nixanfs  Digeai,  ^th 
etLy  p.  671,)  A.  performed  labor  adi  famished  materials  in  erecting  a  bnilding 
on  real  estate  of  B.  in  New  Jersey.  Afterwards,  B.  executed  a  mortgage  to 
C,  on  each  real  estate.  After  that  B.  was  adjudged  a  hankmpt,  on  his  own 
petition,  in  the  District  Court  for  the  Southern  District  of  New  York,  and  an 
assignee  of  his  estate  was  appointed.  Thereafter,  and  within  one  year  after  the 
performance  of  such  labor,  A.  filed  his  claim,  under  said  law,  in  the  office  of  the 
clerk  of  the  county,  in  New  Jersey,  in  which  such  building  was  ^tuated :  Edd, 
that  the  Hen  of  A.  attached  as  of  the  time  the  labor  was  performed,  and  was 
superior  to  the  lieu  of  C.  under  his  mortgage,  and  that  the  real  estate,  in  the 
hands  of  the  assignee  in  bankruptcy,  was  subject  to  such  lien  of  A. 

(Before  WooDmurF,  J.,  Southern  District  of  New  York,  January  8d,  1872.) 

This  case  came  up  on  a  petition  by  Hewes  and  Phillips, 
and  a  petition  by  Uzal  Cory,  for  the  review  of  an  order  of  the 
District  Court  touching  the  distribution  of  the  bankrupt's 
estate,  which  order  excluded  liens  claimed  by  the  petitioners 
severally  under  the  law  of  New  Jersey,  known  as  the  "  me- 
chanics' lien  law."  (3  Benedicty  450.) 

John  H,  Strahan^  for  the  assignee  in  bankruptcy. 

Morris  8.  Tlumpsm,  for  the  mortgagees. 

WTieder  H.  Peckha/m^  for  Hewes  and  Phillips. 

Joseph  F.  Ba/ndolph  and  B.  F,  BandoVph^  for  Cory. 

WooDBUFF,  J.  The  petitioners  respectively  claim  liens 
upon  certain  real  estate  of  the  bankrupt,  in  New  Jersey,  for 
work  and  materials  done  and  furnished  for  the  erection  of 
buildings  thereon,  prior  to  the  adjudication  in  bankruptcy, 
made  upon  the  application  of  the  bankrupt,  for  which  Kens, 
after  such  adjudication,  and  within  one 'year  after  the  per- 
formance of  the  labor  and  the  furnishing  of  the  materials, 
they  have  respectively  filed  their  claims  in  the  office  of  the 
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clerk  of  the  county,  in  New  Jersey,  in  which  the  buildings, 
&C.,  were  situated.  The  assignee  and  certain  mortgagees 
subsequent  to  the  commencement  of  the  building,  insist  that, 
by  the  filing  of  the  petition  in  bankruptcy,  the  adjudication 
thereon,  and  the  appointment  o^  the  assignee,  intermediate 
the  performance  of  the  work,  &c.,  and  the  filing  of  the  claims 
of  lien,  the  assignee  takes  title  free  of  all  such  liens  and 
claims,  and  that  the  mortgagees  subsequent  to  the  commence- 
ment of  the  building  are  let  in,  to  the  exclusion  of  such  liens. 
The  petitioners,  dn  the  other  hand,  insist,  that,  under  the 
statute  of  New  Jersey,  they  have  liens  which  the  bankrupt 
oould  not,  by  his  proceedings  in  bankruptcy,  divest.  On  the 
one  hand,  it  is  claimed,  that  no  lien  is  created  until  the  claim 
therefor  is  filed,  and,  therefore,  that,'  when  the  property 
passed  to  the  assignee  in  bankruptcy,  no  act  of  any  creditor 
could  thereafter  create  such  lien.  On  the  other  hand,  it  is 
claimed,  that  the  moment  work  is  done,  or  materials  are  fur- 
nished, a  lien  attaches  in  favor  of  the  creditor,  which  the  pro- 
ceedings in  bankruptcy  could  no  more  divest  than  could  any 
act  of  the  bankrupt  himself.  Obviously,  the  question  in  con- 
test depends  upon  the  construction  and  legal  effect  of  the 
statute  of  New  Jersey ;  and  it  is  settled,  that,  if  any  doubt 
appears  to  exist*  touching  that  construction  and  effect,  this 
Court  must  look  to  the  decision  of  the  Courts  of  that  State, 
if  any  there  be,  as  its  guide  in  determining  the  question. 
The  construction-  given  by  the  District  Court  was  deemed 
sustained  by  the  case  of  Morris  County  Bank  v.  Rockaway 
Manufact/aring  Co,^  in  the  Court  of  Chancery  of  New  Jer- 
sey, (1  C.  E.  Oreen^  150, 161,)  and  the  District  Judge  states, 
in  his  opinion,  that  no  decision  of  any  Court  in  New  Jersey 
was  cited,  an  the  argument,  in  conflict  with  the  vie'Vis.  stated. 
I  cannot  doubt,  that,  had  counsel  called  to  the  attention  of 
Court  the  numerous  cases,  some  of  which  are  below  referred 
to,  in  which  the  Judges  of  the  Courts  of  that  State  have  de- 
clared their  opinion  upon  this  statute,  a  different  conclusion 
would  have  beeij  the  result* 

The  1st  section  of  the  Act  {NioBon^s  Digest^  ith  ed,^p.  571,) 
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provides,  that  every  building  shall  be  liable  ^'for  the  payment 
of  any  debt,  contracted  and  owing  to  any  person,  for  labor 
performed,  or*  materials  furnished,  for  the  erection  and  con- 
struction thereof,  which  debt  shall  be  a  lien  on  such  building, 
and  on  the  land  whereon  it  stands,  including  the  lot  or  cur- 
tilage whereon  the  same  is  erected."  Although  it  would 
have  been  unwise  to  leave  this  section  to  operate,  without 
enacting  other  supplemental  provisions  touching  the  duration 
of  the  lien,  the  notice  thereof  to  be  given,  and  the  manner  of 
its  enforcement,  it  is  not  doubtful,  I  think,  that,  if  there  had 
been  nothing  more  in  the  Act,  a  party  p^forming  work,  or 
furnishing  materials,  would,  by  virtue  of  this  section,  have  a 
lien  which  it  would  be  the  duty  of  a  Court  of  equity  to  recog- 
nize and  enforce.  No  language  would  make  the  intent  more 
plain,  to '  secure  the  creditor  payment  by  a  charge  on  the 
premises,  to  secure  the  debt  eo  instanH  it  was  incurred,  by 
making  it  then  a  lien.  Such  language  in  an  instrument  exe- 
cuted by  the  owner  to  the  party  performing  labor  or  furnish- 
ing materials,  would  give  the  latter  a  lien,  in  equity,  which 
would  be  enforced,  even  though  the  legal  title  were  not  con- 
veyed. Much  more  should  the  statute  have  that  effect  when, 
within  its  clear  power  and  authority,  it  so  enacts.  What,  then, 
is  the  effect  of  the  subsequent  provisions  ?  • 

In  the  first  place,  it  was  obvious  to  the  legislature,  that 
the  alienability  of  the  property  ought  not  to  be  too  long  hin- 
dered by  the  uncertainty  which  any  p/oposed  purchaser 
would  feel  in  regard  to  the  existence  and  amount  of  such 
debts ;  and,  second,  it  was  practically  certain,  that  many  of 
such  debts  would  be  paid,  or  otherwise  secured,  so  that  the 
ci^itor  would  neither  desire  nor  need  to  assert  his  lien.  It 
was,  therefore,  enacted,  (§  6,)  that  the  creditor  ^i  intending  to 
claim  a  lien "  shall,  within  one  year  after  the  labor  is  per- 
formed, or  the  materials  furnished,  for  which  such  lien  is 
claimed,  file  his  claim  in  the  office  of  the  county  clerk,  con- 
taining the  particulars  specified  in 'the  statute,  and  that,  when 
such  claim  shall  not  be  filed  in  the  manner  or  within  the 

m 

time  aforesaid,  or,  if  the  same  shall  contain  any  wilful  or 


I 
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fraudulent  misBtatement  of  the  matters  required  to  be  stated, 
'^the  building  or  lands  shall  be  free  from  all  lien  for  the 
matters  in  such  claim."    It  is  claimed,  that  it  is  the  filing  of 
this  claim  which  ^^  constitutes  "  the  lien  upon  the  premises ; 
that,  until  then,  although  the  statute  has  enabled  the  creditor 
to  acquire  a  lien,  has  given  him  the  right  to  acquire  such  lien, 
no  lien,  in  fact,  exists  until  such  claim  is,  in  fact,  filed ;  and 
that,  although,  by  a  subsequent  section,  if  the  claim  be  so 
filed,  it  relates  back  to  the  commencement  of  the  building, 
and  takes  precedence  of  mortgages,  or  conveyances,  or  other 
liens,  made  or  created  after  the  commencement  of  the  build- 
ing, the  lien  itself  has  no  existence  until  the  claim  is  filed. 
This  is  giving  to  the  provision  requiring  the  claim  to  be  filed 
a  plain  repugnance  to  the  terms  of  the  first  section,  which 
declares  that  the  building  shall  be  liable  for  the  payment  and 
the  debt  shall  be  a  lien.    In  a  large  degree,  it  defeats  the 
purpose  of  the  Act,  which  was  to  frimish  an  instant  security 
while  the  work  was  in  progress,  on  which  laborers  and  ma- 
terial men  might  rely..  Such  a  construction  is  not  necessary 
to  the  giving  of  full  force  and  effect  to  the  provision  itself. 
It  was  intended  to  operate,  and  it  does  operate,  as  a  limita- 
tion of  the  time  within  which  persons  desiring  to  assert  their 
liens  must  place  their  claim  in  the  proper  office,  within  the 
inspection  of  purchasers  and  others ;  and  it  enabled  them 
and  the  owner  to  know,  and  be  protected  by  the  assurance, 
that  the  various  persons  performing  labor  or  furnishing  ma- 
terials, but  not  asserting  liens,  had  been  paid  or  otherwise 
provided  for.    In  effect,  it  operated,  as  to  all  creditors,  as  a 
condition  subsequent,  defeating  any  pre-existing  lien,  and  as 
a  conclusive  bar  to  the  assertion  thereof.    This  satisfies  the 
language,  and  harmonizes  both  of  the  sections. 

This  construction  is  also  in  harmony  with  the  subsequent 
8th  section,  which  provides,  that,  "  when  a  claim  is  filed, 
agreeably  to  the  provisions  of  this  Act,  upon  any  lien  created 
thereby,  the  same  may  be  enforced  by  suit,"  commenced  and 
prosecuted  as  directed  in  the  Act.  As  the  premises  are,  by 
the  previous  section,  to  be  fr^e  of  the  lien,  if  the  claim  be 
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not  filed  within  one  year,  so,  in  the  last-named  section,  it  is 
provided,  that,  when  filed,  it  may  be  enforced  by  suit ;  and, 
by  necessary  implication,  if  not  filed,  it  cannot  be  enforced. 
This  is  not  only  consistent  with  the  previous  sections,  but 
seems  a  necessary  conclusion  therefrom.    The  11th  section, 
in  a  pointed  manner,  indicates  the  intent  of  the  legislature 
to  make  the  liability  and  lien  declared  in  the  first  section 
efiScient  beyond  the  control  of  the  debtor  or  owner  of  the 
building,  by  providing  that,  when  such  suit  has  proceeded  to 
judgment,  a  conveyance,  in  pursuance  of  a  sale  on  the  execu- 
tion, shall  convey  the  estate  which  the  owner  had  in  the  land 
at,  or  at  any  time  after,  the  commencement  of  the  building, 
free  from  all  subsequent  estates  or  incumbrances  by  deed  or 
mortgage,  made  by  such  owner,  or  any  person  claiming  under 
him.   This  provision,  read  in  connection  with  the  previous  sec- 
tions, shows  that  it  was  not  in  the  power  of  the  owner  to  defeat 
the  security  provided  to  laborers  and  material  men  by  the  stat- 
ute ;  that  such  security  was  to  operate  effectually  from  the  time 
the  building  was  commenced;  and  that  the  right  of  such  credi- 
tors was  prior  in  time  to  that  of  such  subsequent  grantees  or 
mortgagees.    It  was  conceded,  by  the  counsel  for  the  assignee, 
that,  if  the  claim  was  filed  within  the  year  limited,  the  lien  which 
he  insists  was  then  first  constituted  related  back  to  the  com- 
mencement of  the  building,  and,  when  enforced,  operated  to 
hold  and  convey  all  the  interest  of  the  owner  at  that  time,  but, 
still,  that,  until  the  claim  is  in  fact  filed,  no  lien  exists.    I  have 
already  expressed  the  opinion,  that  the  first  section  gives  the 
lien,  and  that  the  filing  of  the  claim  is  not  a  condition  prec- 
edent to  the  liability  declared  in  that  section,  but  only  a 
condition  subsequent,  which  operates  to  discharge  or  bar  the 
assertion  of  the  right  which  the  first  section  confers. 

Nothing  can  be  more  plain,  however,  than  this.  The  first 
section  confers  a  right,  whether  it  be  what  is  therein  called, 
the  liability  of  the  building,  or  a  lien  on  such  building  and 
the  land  whereon  it  stands,  in  the  sense  of  a  legal  lien.  In 
virtue  of  work  performed  and  materials  furnished,  the  cred- 
itor is  secured  the  right,  within  one  year,  to  file  his  claim, 
VoL  ix.— 1» 
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bring  suit  and  sell  the  property,  divested  of  all  estates  or  in- 
cumbrances by  deed  or  mortgage.  This  right  is  vested  by 
the  statute.  Twice,  in  sections  subsequent  to  the  first,  it  is 
called  the  lien  "  created  by  this  Act  " — that  is,  created  not 
by  the  filing  of  the  claim,  but  by  force  of  the  Act  itself. 
This  right  was  vested  in  the  creditor  the  moment  he  was 
brought  within  the  scope  of  the  statute.  I  do  not  deem  it 
very  material  to  enquire  by  what  name  this  right  is  called, 
when  the  question  is  whether  an  adjudication  in  bankruj)tcy 
defeats  it.  Let  it  be  conceded  that  it  is  only  a  right  in  equity 
to  acquire  a  legal  lien,  or  an  equitable  right.  Whatever  it 
is,  it  is  absolute  in  the  creditor.  It  is  the  security  in  reliance 
upon  which  he  has  performed  the  work,  or  furnished  the 
materials,  and  is  indefeasible  by  act  of  the  debtor  or  owner, 
or  those  claiming  under  them  by  title  subsequently  acquired. 
Why,  even  in  this  view,  should  the  title  of  the  assignee  in 
bankruptcy  be  held,  in  a  Court  of  bankruptcy,  proceeding  as 
a  Court  of  equity,  to  defeat  that  right !  The  reasoning  of 
the  counsel  for  the  assignee  is,  in  a  high  degree,  technical. 
It  overlooks  the  evident  purpose  of  the  statute  to  furnish 
security  that  will  accompany  the  credit  given.  It  fails  to 
recognize  the  claim  of  the  creditor  as  being  even  equitable. 
This  case  illustrates,  in  a  marked  .manner,  the  utter  subver- 
sion of  the  design  of  the  statute,  and  the  disregard  of  all 
equities  resulting  therefrom,  by  its  operation  on  the  subse- 
quent mortgagees,  who  are  here  contesting  these  liens.  Their 
mortgages  are  subsequent  to  the  commencement  of  the  build- 
ing. It  is  conceded,  and  is  expressly  enacted,  that  the  right 
of  these  petitioners,  when  they  had  filed  their  claims,  was 
complete,  perfect,  and  prior  to  those  mortgages,  and  that, 
when  duly  prosecuted,  a  sale  must  follow,  which  would  cut 
them  off,  and  give  the  proceeds  of  sale  to  tike  holders  of  these 
mechanics'  liens.  What  is  the  effect  of  the  construction  for 
which  they  and  the  assignee  contend  ?  It  is  not'  claimed  that 
their  title  is  not  prior  to  that  of  the  assignee ;  and  the  con- 
sequence is,  under  the  order  before  us  for  review,  that  the 
mechanics'  liens  are  excluded,  the  mortgages  are  sustained, 
and,  in  direct  contravention  of  the  purpose  of  the  statute,  the 
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mortgages  are  to  be  paid  by  the  proceeds  of  the  property. 
Surely  the  design  of  the  bankrupt  law  was  not  thus  to  affect 
the  relations  between  these  lien  claimants  and  such  subse- 
quent mortgagees,  and  give  the  latter  a  preference,  where  the 
statute  made  tiieir  claims  subordinate  to  those  of  the  former. 
This  incidental  effect  may  "not  be  a  conclusive  reason  for  re- 
jecting the  construction  claimed,  but  it  is  a  reas5n  for 
doubting  its  correctness,  and  for  adhering  to  a  more 
just  and  equitable  view  of  the  statute,  if  its  terms  will 
permit. 

The  case  bears  no  analogy  to  judgments  sought  and  ob- 
tained by  creditors  of  an  insolvent,  with  knowledge  of  such 
insolvency,  in  a  struggle  to  obtain  preferences  in  fraud  of  the 
bankrupt  law,  and  which,  as  well  as  executions  issued  after 
petition  filed,  have  been  held  inoperative,  as  against  the  title 
of  the  assignee.  The  right  here  asserted,  according  to  the 
views  above  expressed,  was  acquired  cotemporaneously  with 
the  performance  of  the  labor  and  the  ftimishing  of  the  mate* 
rials,  and,  therefore,  is  free  from  any  suggestion  of  such  fraud 
upon  the  law. 

It  must  be  conceded,  that  the  language  of  the  12th  section 
furnishes  plausible  ground  for  the  interpretation  given  to  the 
statute  in  the  District  Court,  namely :  '^  No  debt  shall  be  a 
lien,  by  virtue  of  this  Act,  unless  a  claim  is  filed,  as  herein  be- 
fore provided,  within  one  year  from  the  ftiriiishing  the  materi- 
als, or  performing  the  labor,  for  which  such  debt  is  due." 
But  that  section  is  to  be  read  in  connection  with  the  other 
provisions,  and  it  is  fully  satisfied,  while  the  prior  indefeas- 
able  right  of  the  creditor  in  equity,  vested  the  moment  the 
work  is  done,  is  sustained.  It  is  enough,  that  no  claimant 
can  assert  a  lien,  who  has  not  filed  his  claim  within  the  pre- 
scribed period.  Ko  case  could  arise  under  the  statute,  in 
which  a  lien  could  be  successfully  asserted,  unless  such  claim 
was  filed  within  twelve  months.  But,  looking  at  the  whole 
statute,  it  does  not  follow,  that,  if,  before  the  lapse  of  twelve 
months,  the  state  of  the  property  and  title,  and  the  rights  of 
all  parties,  became  a  proper  subject  of  inquiry  in  the  Courts 
of  New  Jersey,  they  must  say  that  parties  heretofore  perform- 
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lug  labor,  or  fnmishing  materials,  have  no  interest  in  the 
property,  no  rights  arising  and  vested,  entitling  them  to  per- 
fect their  security,  by  complying  with  the  statute  within  the 
time  limited  thereby. 

The  construction  and  legal  effect  of  the  Act,  as  stated  by 
the  learned  judges  of  the  Courts  of  New  Jersey,  seem  to  me 
clearly  to  support  the  validity  of  the  lien  claimed  in  this  case. 
In  Ayres  v.  Bevere^  (1  Dutohery  474,  480,  481,)  Green,  Chief 
Justice,  (afterwards  Chancellor,)  in  giving  the  opinion  of  the 
Supreme  Court,  says :  ^^  The  beneficial  design  of  the  Act  must 
have  been  to  enable  parties  interested,  before  the  work  was  done, 
or  materials  lumished,  to  ascertain  whether  they  must  look  to 
the  responsibility  of  the  builder,  or  may  rely  upon  the  security 
of  the  building  itself."  ^'  The  man  who  has  furnished  a  brick, 
or  a  stone,  or  a  plank,  for  the  erection  of  the  building,  or  who 
has  labored  a  day  in  its  construction,  is  secured  his  remunera- 
tion in  full.  *  *  *  It  reaches  to  the  claims  of  mortgage* 
and  judgment  creditors,  and  supersedes  even  these  incum- 
brances, if  created  after  the  building  is  commenced,  in  favor 
of  the  subsequently  created  debts  of  a  favored  class  of  credit- 
ors." In  TamUnson  v.  Degraw^  (2  Dutcher^  73,)  the  same 
distinguished  Chief  Justice  says  :  '^  Where  the  claim  is  filed 
within  the  time  prescribed  by  the  Act,  the  statute  makes  the 
debt  a  lien  on  the  building,  and  on  the  land  whereon  it  stands. 
The  lien  attaches  at  the  commencement  of  the  bailding,  or  one 
year  before  the  filing  of  the  claim  in  the  clerk's  office."  In 
Edwards  v.  Derrickeonj  (4  JDutcAerj  39,)  Vredenburgh, 
Justice,  {pp.  61,  62,)  regards  the  filing  of  the  claim  as 
in  the  nature  of  a  bill  in  equity,  and  then  says :  ^^  This  statute 
gives  to  the  plaintiff  a  right  to  file  his  lien,  or  bill  in  equity, 
if  we  choose  to  call  it  so,  against  the  estate  either  of  the  orig- 
inal owner,  or  a  subsequent  purchaser  or  incumbrancer  under 
him,  and,  as  in  case  of  the  mortgagee  in  chancery,  he  sells 
only  the  estate  of  the  person  against  whom  he  seeks,  by  his 
lien  claim,  to  enforce  his  lien.  *  *  The  fair  meaning  of 
the  statute  is,  that  the  lien  may  be  filed  against  any  estate  in 
the  lands,  either  at  the  time  of  the  attaching  of  the  Uen,  or  at 
any  time  afterwards  before  the  lien  is  filed."     In  his  opinion. 
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the  erpression,  ^^  the  attaching  of  thalien,"  is  repeatedly  used 
to  indicate,  not  the  time  the  claim  is  filed,  but  the  time  when 
the  right  accrued  to  the  party.  Chief  Justice  Green,  in  the 
same  case,  (though  he  dissented  from  his  associates  on  the 
question  whether  the  claim  filed  in  that  case  was  sufiicient  to 
entitle  the  party  to  maintain'  the  suit,)  says,  {p.  75,)  on  the 
subject  now  under  consideration :  ^^  The  lien  attache,  and 
becomes  a  valid,  subsisting  incumbrance,  at  the  time  of  the 
conmienoement  of  the  building,  and  upon  the  estate  of  the 
then  owner."  After  reciting  section  11,  he  adds,  (j>.  76,): 
^^  This  language  renders  it  very  clear,  not  only  that  the  lien 
attaches,  at  the  commencement  of  the  building,  upon  the 
estate  of  the  then  owner,  but,  also,  that  the  said  owner,  against 
whom  the  suit  is  conmienced,  and  who  is  to  be  specified  in 
the  claim  filed,  is  the  owner  at  the  time  the  building  is 
erected."  In  Gordon  v.  Torrey^  (2  McCartery  112, 114,)  the 
same  learned  Chief  Justice,  now  Chancellor,  says:  ''The  lien 
attached  at  the  commencement  of  the  building,  upon  the 
estate  of  Torrey,"  the  then  owner.  "  A  change  of  ownership 
does  not  affect  the  validity  of  the  incumbrance."  '^The 
statute,  in  express  terms,  makes  the  debt  a  lien  from  the 
commencement  of  the  building.  The  proceeding  to  enforce 
the  lien  is  a  proceeding  m  rem.  It  does  not  create  the  lien, 
any  more  than  a  proceeding  and  decree  for  the  foreclosure  of 
a  mortgage  creates  the  incumbrance.  There  is  nothing  in 
the  statute  which  requires  that  the  time  of  the  commence- 
ment of  the  building,  and  the  consequent  attaching  of  the 
lien,  should  be  specified,  either  in  the  lien  or  in  the  record  of 
the  judgment."  The  opinion  of  the  same  Chancellor,  in 
Morris  CourUy  Bank  v.  Rocka/way  Mwnufacturvng  Co.^  (1 
(7.  E.  Ghreen^  150, 161,)  was  supposed  to  support  the  claims  of 
the  assignee,  but  I  think,  on  examination,  it  merely  indicates 
what  is  above  conceded,  namely,  that,  unless  the  creditor  as- 
serts his  lien,  by  filing  his  claim  with  the  county  clerk  within 
twelve  months  after  the  work  is  done,  &c.,  he  has  no  standing 
in  Court  thereon,  and  loses  all  right  to  enforce  his  lien.  By 
the  non-performance  of  that  condition,  his  lien  is  defeated, 
and  he  has  thereafter  no.  lien  on  the  premises.    The  ChanceU 
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lor  was  discusBing  various  objections  to  the  claims  of  certain 
parties,  who  were  reported  by  the  master  as  having  liens,  but 
who  had  not  filed  their  claim  with  the  county  clerjc,  and  he 
adds :  '^  The  radical  objection  is,  that  the  claim  was  not  filed 
according  to  the  requirement  of  the  statute,  and  constitutes, 
therefore,  under  the  provisions  of  the  law,  no  incumbrance 
upon  the  premises."  The  contest  was  between  mortgagees 
and  sundry  lien  claimants,  and  the  purpose  was  to  marshal 
the  proceeds  of  sale.  The  observation  of  the  Chancellor  was 
of  a  present  fact.  The  claim  had  never  been  filed.  The 
words  of  the  Chancellor  are  but  a  reiteration  of  the  statute^  and 
are  in  entire  harmony  with  the  views  above  expressed. 

^  I  am  constrained  to  the  conclusion,  that  the  rights  of  these 
petitioners  were  not  cut  off  or  defeated  by  the  act  of  the 
owner,  Dey,  in  presenting  his  petition  in  bankruptcy,  or  by 
the  adjudication  thereon,  and  that  the  order  under  review 
should  be  modified  so  as  to  require  payment  to  them  of  the 
debts  secured  by  their  liens,  in  priority  to  the  mortgagees,  ana 
to  the  rights  of  the  assignee.  The  costs  of  this  review  should 
be  paid  out  of  the  estate. 


Jules  Jurgensen 

vs, 

Elise  Magnin  and  others.  In  Equitt. 

The  claimB  of  the  reissued  letters  patent  granted  to  Jules  Jorgensen,  April  llth, 
1871,  for  an  "  improyement  in  stem-setdog  watches,"  the  original  letters  patent 
having  been  granted  to  him  January  16th,  1867,  namely :  "1.  A  stem-setting 
watch,  so  constructed  that  the  setting  mechanism  is  thrown  into  gear  by 
turning  down  the  pendent  ring  or  bow,  when  the  front  cap  or  case  is  open,« 
substantially  as  shown  and  described ;  %  The  combination  of  the  cap  or  guard, 
£,  with  the  pendent  bow,  C,  and  hand-setting  mechanism,  whereby  the  said 
cap,  while  closed,  is  made  to  prevent  the  bow  from  throwing  the  hand-setting 
mechanism  in  gear,  substantially  as  shown  and  described,"  are  infringed  by 
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watches  containing  mechanism  constmcted  in  accordance  with  the  descrip^ 
tion  contained  in  letters  patent  granted  to  Y.  J.  Magnin,  Gu^din  A  Co.,  as 
assignees  of  James  Nardin,  August  17th,  1869,  for  an  "improvement  in  stem- 
winding  'itches.* 

Before  the  plaintiff's  invention,  no  projection  on  the  bow  or  pendent  ring  of  a 
waich  had  been  nsed,  through  the  turning  down  of  such  bow,  to  actuate  a 
slide,  to  throw  into  gear  the  hand-turning  wheels,  and  the  slide  had  never 
been  placed  within  reach  of  any  such  projection ;  and  the  plaintiff  was  the 
first  to  dispense  at  once  with  the  projection  of  the  slide  outside  of  the  case, 
and  with  the  necessity  for  locking  it  by  a  pin,  by  putting  it  within  the 
closed  cover,  and  making  it  impossible  for  the  projection  on  the  bow  to  move 
it  with  the  cover  closed. 

The  defendant's  arrangement  infringes,  because  the  slide  does  not  project  out- 
side of  the  case,  and  is  within  the  cover,  when  the  cover  is  closed,  so  as  to  be 
thereby  protected  from  accidental  contact  with  anything ;  and  because  the 
slide  is  so  placed,  relatively  to  one  of  the  collars  on  the  bow,  that,  when  the 
cover  is  open,  and  the  bow  is  turned  over,  the  collar  will  press  on  the  slide,  to 
effect  the  gearing  with  the  hand-turning  wheels.  * 

In  both,  if  the  bow  is  turned  down,  when  the  cover  is  open,  a  projection  on  the 
bow  presses  against  a  slide,  which  bears  against  a  spring,  through  the  com- 
pression of  which  the  gearing  is  effected  with  the  hand-turning  wheels,  by  the 
sliding  motion  imparted  to  a  toothed  wheel  on  the  winding-stem ;  and,  in  both, 
when  the  cover  is  shut,  such  gearing  cannot  be  effected,  even  accidentally. 

It  makes  no  difference,  that  there  is,  in  the  plaintiff's  arrangement,  a  larger 
quantity  of  mechanism,  and  that  the  plaintiff  places  the  slide,  and  the  projec- 
tion to  move  it,  within  the  stem,  while  the  defendant  places  them  outside  of 
the  stem,  and  that  the  defendant  can  still  move  his  slide  by  hand,  when  the 
cover  is  open,  and  the  plaintiff  cannot  so  move  his. 

(Before  BLATciiromD,  J.,  Southern  District  of  New  York,  January  6th,  1872.) 

Blatchfoed,  J.  This  is  a  motion  for  a  provisional  in- 
junction, founded  on  re-issued  letters  patent  granted  to  the 
plaintiff  April  11th,  1871,  for  an  "  improvement  in  stem- 
setting  watches,"  on  the  surrender  of  original  letters  patent 
granted  to  him  January  15th,  1867.  The  specification  says: 
"  The  nature  of  my  invention  consists  in  so  constructing  the 
rotating  device  and  the  bow  or  pendent  ring,  and  so  arranging 
them  with  relation  to  each  other,  that,  by  turning  down  the 
bow,  the  rotating  device  is  thrown  in'to  gear  with  the  mechan- 
ism which  operates  the  hands.  In  stem-setting  watches,  as 
previously  constructed,  it  has  been  usual,  in  addition  to  the 
stem-turning  gear^  whereby  the  hands  are  adjusted,  or  set 
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forward  or  backward,  as  required,  to  employ  a  piD  or  spring,  . 
arranged  to  protrude  from  the  case,  and  requiring  a  separate 
application  of  pressure  or  force,  say,  by  the  thumb  or  finger, 
before  and  while  turning  the  rotating  device  at  the  stem,  for 
the  purpose  of  locking  said  rotating  device  with  the  cannon 
or  minute-hand-operating  pinion  of  the  watch.     This,  how- 
ever, is  very  objectionable,  not  only  on  account  of  the  double 
manipulation  requisite  to  set  the  hands,  but  also  on  account 
of  the  liability  to  accidental  and  improper  adjustment  of  them 
by  some  casual  outside  contact  with,  and  action  on,  the  stem- 
gearing  pin  or  spring,  and  turning  of,  the  attachment  that  is 
used  for  setting  the  hands.    The  difficulties  referred  to  are 
obviated  in  my  invention,  by  making  automatic,  consequent 
on  the  adjustment  of  the  pendent  bow  of  the  stem,  when  the  • 
cap,  or  a  portion  of  the  case  only,  is  open,  the  gearing  of  the 
rotating :  device  at  the  stem  with  the  cannon-pinion  of  the 
watch,  the  pendent  bow  controlling  the  action  of  the  rotating 
device."    The  specification  then  describes  the  new  mechanism. 
The  bow  or  pendent  ring,  C,  is  divided,  where  it  is  hung  in 
the  stem,  so  as  to  admit  of  a  spindle  passing  up  through  the 
stem.    The  spindle  is  provided  with  a  miUed-cap,  or  rose- 
head,  on  its  exterior  end,   to  facilitate  the  turning  of  it  by 
the  fingers,  in  setting  the  hands  of  the  watch ;  and,  passing 
through  the  rim  into  the  body  of  the  case,  and  supported  by 
suitable  bearings,  it  carries,  near  its  opposite  or  inner  end,  a 
clutch,  the  inner  face  of  which  is  made  to  form,  or  has  at- 
tached to  it,  a  contrate-wheel.     The  clutch  is  made  to  turn 
with  the  spindle, -and  also  to  slide  longitudinally  on  it,  for  the 
purpose  of  throwing  the  spindle,  by  the  contrate-wheel,  in  or 
out  of  gear  with  a  pinion,  that  meshes,  through  a  train  of 
spur-wheels  or  pinions,  with  the  cannon-pinion  of  the  watch. 
On  one  end  of  the  bow  or  pendent  ring,  C,  where  it  enters 
the  stem,  is  an  eccentric  pin  or  projection,  which  is  sq  pitched 
in  relation  to  a  sliding  rod  or  pin  passing  from  the  stem  into 
the  body  of  the  case,  that,  when  the  bow  is  extended,  it  is  out 
of  gear  or  contact  with  the  sliding  rod,  and  remains  so  even 
when  the  bow  is  turned  down  on  the  closed  cap  or  case,  E,  or 
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other  stop  or  guard  to  it ;  but,  on  opening  or  removing  the 
guard,  Bay,  opening  the  cap  or  case,  E,  to  see  the  position  of 
the  hands,iuid  the  amount  of  adjastment  necessary  to  be  given 
to  them,  then,  on  turning  the  bow,  C,  yet  further  down,  which 
the  removal  of  the  stop  or  guard,  or  the  opening  of  the  cap 
or  case,  E,  admits  of,  the  eccentric  pin  is  brought  to  bear  on 
and  press  inward  the  sliding  pin,  which  touches  and  com- 
presses a  spring  extending  partly  around  the  rim  on  the  in- 
side of  the  case.  This  spring  has  a  tendency  to  keep  pressed 
outward  the  sliding  pin,  which,  when  forced  inward  by  the 
action  of  the  eccentric  pin  connected  with  the  bow,  C,  com- 
presses the  spring,  and  causes  it  to  bear  on,  and  drive  inward, 
a  branch  or  arm  of  a  spring-clutch  lever,  said  branch  or  arm 
working  through  a  suitable  guiding  cavity  or  aperture  in  a 
fixed  bracket,  or  plate,  and  the  free  end  of  such  spring-clutch 
lever  being  forked  to  fit  the  clutch  on  the  inner  end  of  the 
spindle  which  passes  through  the  stem.  The  spring-clutch 
lever  being  forced  inward  or  compressed,  it  being  of  a  spring 
or  elastic  character  at  its  attachment  to  the  case,  causes  the 
clutch  on  the  spindle  ix>  slide  inward,  and  with  it  the  contrate- 
wheel,  which  is  accordingly  thrown  into  gear  with  the  train 
of  pinions  actuating  the  cannon-pinion,  so  that,  by  turning 
the  milled-cap  of  the  spindle  to  the  right  or  to  the  left,  the 
hands  of  the  watch  are  set  forward  or  backward,  as  required. 
On  again  throwing  back,  or  extending,  or  commencing  to  lift, 
the  bow,  C,  the  eccentric  pin  is  released  from  pressure  on  the 
sliding  rod,  such  rod  is  thrown  outward  by  the  spring  on 
which  it  bears,  while  the  spring-clutch  lever,  on  being  relieved 
from  the  action  of  such  spring,  also  shoots  back  and  draws 
with  it  the  clutch  on  the  inner  end  of  the  spindle,  which 
detaches  the  contrate-wheel  from  being  in  gear  with  the  train 
of  pinions  actuating  the  cannon-pinion,  so  that  the  turning  of 
the  milled-cap  and  the  spindle  will  have  no  effect  on  the 
setting  mechanism  of  the  watch ;  and  the  closing-  of  the  c^p 
or  case,  E,  or  putting  mto  action  the  stop  or  guard,  secures 
or  locks  the  setting  mechanism  out  of  gear,  without  regard  to 
the  position  of  the  bow,  which  may  then  be  either  closed  or 
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exteDded.  As  the  pendent  bow,  C,  can  operate  upon  the 
setting  mechanism  only  when  the  cap  or  case,  £,  is  open,  or 
the  stop  or  guard  is  not  in  action,  the  parts  cannot  be  ac- 
cidentally thrown  into  gear  when  the  cap  or  case,  E,  is  not 
open,  or  the  stop  or  guard  is  in  action.  The  claims  are  as 
follows :  "  1.  A  stem-setting  watch,  so  constructed  that  the 
setting  mechanism  is  thrown  into  gear  by  turning  down  the 
pendent  ring  or  bow,  when  the  front  cap  or  case,  E,  is  open, 
substantially  as  shown  and  described.  2.  The  combination  of 
the  cap  or  guard,  E,  with  the  pendent  bow,  C,  and  hand- 
setting  mechanism,  whereby  the  said  cap,  while  closed,  is 
made  to  prevent  the  bow  from  throwing  the  hand  setting 
mechanism  in  gear,  substantially  as  shown  and  described." 

The  defendants  are  engaged  in  selling  watches  made  in 
Switzerland  by  James  Nardin,  of  Locle,  Switzerland.  The 
mechanism  in  such  watches,  which  is  alleged  to  infringe  the 
plaintifTs  patent,  is  constructed  in  accordance  with  the  de- 
scription contained  in  letters  patent  granted  to  the  defendants, 
under  the  name  of  V.  J.  Magnin,  Gu6din  &  Co.,  of  New 
York,  as  assignees  of  said  Nardin,  as  the  inventor,  August 
17th,  1869,  for  an  "  improvement  in  stem-winding  watches." 
The  specification  of  the  defendants'  patent,  so  far  as  it  relates 
to  anything  involved  in  this  suit,  says,  that  Nardin's  inven- 
tion relates  to  improvements  in  stem-winding  watches,  and 
has  for  its  object  to  arrange  the  slide  by  which  the  winding 
device  is  changed  to  gear  with  the  hands,  so  that  it  may  be 
better  protected  against  being  moved  by  the  accidental  contact 
of  the  slide  against  anything  when  the  watch  is  in  the  pocket, 
or  other  use ;  and  that  his  invention  also  comprises  an  im- 
proved mode  of  operating  such  slide,  to  gear  the  winding 
stem  with  the  hands,  for  turning  them.  It  further  says : 
"Stem-winding  watches  are  now  commonly  arranged  for 
adjusting  the  hands  by  the  winding  stem,  the  toothed  wheel 
thereon  being  arranged  to  slide  out  of  gear  with  the  winding 
gear,  and  into  gear  with  wheels  gearing  with  the  hands,  a 
spring,  moved  by  a  slide,  projecting  through  the  case,  to  be 
pressed  by  the  thumb,  to  effect  the  said  change,  the  spring 
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restoring  the  connection  with  the  winding  gear  when  the 
thumb  is  removed.     This  thumb  piece,  projecting  outside  of 
the  case,  is  liable  to  be  inadvertently  moved,  and  to  catch  in 
the  clothing,  &c.    Pins,  projecting  from  the  cover,  have  been 
used  to  take  into  holes  in  these  slides,  to  lock  them,  but  this 
arrangement  is  objectionable.    I  propose,  instead  of  having 
this  slide,  B,  project  through  the  case,  to  arrange  it  so  as  to 
project  only  through  the  bezel,  A,  which  holds  the  glass,  and 
above  or  into  the  wall,  0,  of  the  case,  where  it  is  equally  or 
nearly  as  accessible  for  pressing  into  gear  with  the  hands  as 
when  projecting  outside,  and  where  it  is  protected,  from  ac- 
cidental contact  with  anything  to  move  it,  by  the  cover,  D, 
when  closed.    I  have  also  so  arranged  this  slide  or  thumb 
piece,  relatively  to  the  bow,  E,  and  one  of  the  collars,  F, 
thereon,  commonly  used  to  prevent  the  entanglement  of  the 
vest-chain  with  the  milled-head,  G,  of  the  winding  stem,  that, 
when  the  bow  is  turned  over,  in  the  position  shown  in  red, 
the  collar,  F,  will  press  upon  the  slide,  B,  and  force  it  inward, 
to  effect  the  gearing  with  the  hand-turning  wheels."    There 
is  a  sliding  wheel  on  the  shaft  of  the  winding  stem,  which  is 
moved  into  and  out  of  gear  with  the  hand  turning  wheels,  by 
a  spring  arm,  to  which  the  slide  B  is  connected.    The  specifi- 
cation also  says :  ^^  I  am  aware  that  watches  are  in  use,  provided 
with  bows,  on  one  end  of  which  is  formed  an  eccentric  pro- 
jection, for  operating  a  sliding  pin  for  compressing  a  spring- 
dutch  lever,  which  bears  a  crown-wheel  or  pinion  into  contact 
with  the  train  of  wheels  for  setting  the  hands,  but  such  do 
not  pertain  to  my  invention."     The  two  claims  of  this  patent 
which  concern  the  present  question  are  these :  ^^  1.  The  ar- 
rangement of  the  slide,  B,  relatively  to  the  bezel,  A,  cover, 
D,  and  the  part  K,  of  the  case,  substantially  as  specified. 
8.  The  arrangement  of  the  slide,  B,  with  the  case,  and  the 
bow,  E,  having  the  collar,  F,  substantially  as  specified." 

The  specification  of  the  defendants'  patent  manifestly  re- 
fers to  the  plaintiff's  invention,  where  it  speaks  of  watches 
with  bows  on  one  end  of  which  is  an  eccentric  projection,  &c. 
It  also  speaks  of  the  prior  arrangement  of  a  slide,  projecting 
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through  the  case,  pressed  by  the  thumb  to  move  a  spring 
which  causes  a  toothed  wheel  to  slide  into  gear  with  the 
hand-gearing  wheels,  and  condemns  such  arrangement  of  the 
thumb  piece  even  when  locked  by  a  pin  projecting  from  the 
cover.  It  proposes,  as  a  novelty,  to  have  the  slide  not  project 
outside  of  the  case,  and  to  have  it  within  the  cover  when  the 
cover  is  closed,  so  as  to  be  thereby  protected  from  being 
moved  by  accidental  contact  with  anything.  It  proposes,  as 
a  fiirther  novelty,  so  to  place  the  slide  relatively  to  one  of  the 
collars  on  the  bow,  that  when  the  cover  is  open,  and  the  bow 
is  turned  over,  the  collar  will  press  on  the  slide,  to  eflTect  the 
gearing  with  the  hand-turning  wheels.  It  is  impossible  to 
distinguish  this  arrangement,  as  a  mechanical  structure,  in 
respect  to  the  plaintiff's  invention  and  the  claims  of  his  patent^ 
from  the  arrangement  of  the  plaintiff.  In  both,  if  the  bow  is 
turned  down,  when  the  cover  is  open,  a  projection  on  the 
bow  presses  against  a  slide,  which  beaxs  against  a  spring 
through  the  compression  of  which  the  gearing  is  effected 
with  the  hand-turning  wheels,  by  the  sliding  motion  imparted 
to  a  toothed  wheel  on  the  shaft  of  the  winding  stem.  In 
both,  when  the  cover  is  shut,  such  gearing  cannot  be  effected, 
even  accidentally.  There  is,  in-the  plaintiff's  arrangement,  a 
larger  quantity  of  mechanism,  but  it  is  impossible  not  to  see 
that  Nardin  has  appropriated,  and  taken  directly,  from  the 
plaintiff's  arrangement,  all  that  constitutes  its  essence  and 
merit.  Starting  with  the  projecting  slide  moved  by  the  hand 
solely,  and  liable  to  be  moved  accidentally,  the  plaintiff  placed 
the  slide  in  such  position  that  a  projection  on  the  bow  would 
move  it  by  turning  the  bow  down,  and  interposed  the  closed 
cover  of  the  watch  as  a  guard  again8|t  an  accidental  move- 
ment of  it.  The  plaintiff,  indeed,  placed  the  slide  and  the 
projection  to  move  it,  both  of  them,  within  the  stem.  The 
defendants'  arrangement  places  them  outside  of  the  stem. 
But  this  difference  is  not  of  the  essence  of  the  plaintiff's 
invention.  True,  the  collars  on  the  bow  were  old,  and  the 
sljde  and  its  connections  with  the  hand-turning  wheels,  out  of 
reach  of  being  moved  by  the  turning  down  of  the  bow,  were 
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old,  and  the  locking  of.  the  slide  by;  a  pin  on  the  cover  of  the 
case  was  old.  But,  before  the  plaintiff's  invention,  no  projec- 
tion on  the  bow  had  been  used,  through  the  turning  down  of 
the  bow,  to  actuate  the  slide,  and  the  slide  had  never  been 
placed  within  reach  of  any  such  projection,  and  the  plaintiff 
was  the  first  to  dispense  at  once  with  the  projection  of  the 
slide,  and  with  the  necessity  for  locking  it  by  a  pin,  by  putting 
it  within  the  closed  cover,  and  making  it  impossible  for  the 
projection  on  the  bow  to  move  it  with  the  cover  closed.  The 
defendants  can,  indeed,  move  their  slide  by  the  hand,  when 
the  cover  is  open,  and  the  plaintiff  cannot  so  move  his.  But 
the  defendants'  is  none  the  less  movable  by  the  projection  on 
the  bow. 

Entertaining  no  doubt  as  to  the  infringement,  I  must 
grant  the  injunction. 


Thomas  C.  T.  BuoTdey^  for  the  plaintiff. 
Cha/rUs  M.  Keller^  for  the  defendants. 


Thomas  Class,  Jb.,  Teustee  of  W.  IT.  Dudley  and 
Lawbencb  W.  Clabe,  and  the  said  W.  U.  Dudley 

AND  THE   SAID  LaWBENOE  W.  Cl^BK 

Geobge  a.  Soott,  Agent  of  the  Flobenob  MANUFAcruBiNa 

Company.    In  Equity. 

The  letters  patent  jpranted  to  W.  U.  Dudley  and  Lawrence  W.  Clark,  as  as- 
signees of  W.  U.  Dudley,  the  inventor,  July  27th,  1869,  for  an  "improved 
hand-mirror,"  are  yalid. 

The  claim  of  said  patent,  namely,  "A  hand  or  portable-toilet  mirror,  constructed, 
substantially  as  described,  of  a  base-piece,  P,  with  its  handle-extension  piece 
or  stifiener,  C,  glass.  A,  and  outer  back  and  handle,  D,  made  of  any  suitable 
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composition  or  cement,  sabfitantially  as  specified/*  covers  a  hand-mirror  made 
of  a  cement  applied  in  a  plastic^state  and  afterwards  hardened,  and  which  has 
in  it  two  flat  wires  or  strengtheners,  made  of  metal,  embedded  in  the  cement 
and  concealed  from  view,  and  running,  from  the  body  of  the  mirror  part, 
through  the  neck  and  into  the  handle,  and  serying-to  stiffen  and  strengthen 
the  article,  particularly  at  the  junction  of  the  handle  with  the  body. 

The  brush  described  in  letters  patent  granted  to  J.  S.  Pareons  and  George  A. 
Scott,  as  assignees  of  Alanson  C.  Esterbrook,  June  19th,  1866,  for  an  "im- 
proved brush  "  namely,  a  brush  in  which  the  bristles,  inserted  through  a 
perforated  plate,  are  imbedded  and  held  firmly  in  a  suitable  cement,  which 
cement,  at  the  same  time,  in  combination  with  the  plate,  and  an  extension  of 
the  plate  into  the  handle,  forms  the  back  and  handle  of  the  brush,  is  not,  as  a 
structure,  substantially  the  same  thing  as  the  hand-mirror  covered  -by  the 
patent  to  Dudley  and  Clark 

Such  band-mirror,  as  an  article  of  manufacture,  was  patentable,  as  distinguished 
from  a  brush,  even  though  the  backs  and  handles  of  the  two  were  made  in 
the  same  way,  there  having  been  a  point  of  utility  and  adaptability,  in  ap- 
plying the  non-warplng  property  of  the  back  and  handle  to  rendering  the 
glass  of  the  mirror  free  from  liability  to  firacture,  which  constituted  sufficient 
invention  to  support  a  patent  for  a  mirror,  even  though  a  brush  with  a  like 
back  and  handle  had  existed  before. 

Dudley,  at  the  time  he  applied,  in  August,  1866,  for  a  patent  for  the  hand- 
mirror,  also  applied,  as  inventor,  for  a  patent  for  an  "improvement  in 
brushes,*'  with  this  claim,  namely,  "A  brush,  in  which  the  bristles  are  inserted 
through  a  perforated  plate  or  holder,  imbedded  in  a  composition  or  cement 
of  any  suitable  substance,  as  described,. which  cement  shall,  in  combination 
with  a  base-piece  and  stiffener  of  metal,  or  other  material,  form  the  back  and 
handle  of  the  brush,  substantially  as  specified."  Both  of  the  applications  were 
rejected.  In  December,  1866,  he  assigned  to  a  corporation,  who  were  the 
real  defendants  in  this  suit,  all  his  inventions  "  in  the  manufacture  of  composi- 
tion brush  backs  and  handles,  with  suitable  strengtheners,"  and  all  applica- 
tions for  a  patent  "  therefor,"  and  certain  apparatus  used  by  him  "in  said 
manufacture,"  with  all  his  useful  information  **  for  making  and  selling  sidd 
composition  brush  backs  and  handles,"  "  meaning  hereby  to  transfer"  all  his 
rights  "  to  the  manufacture  and  sale  of  said  composition  brush  backs  and 
handles."  The  applications  for  both  of  the  patents  were  pending  at  that 
time :  Beld,  that  the  assignment  was  one  only  of  the  invention  of  the  brush, 
and  of  the  application  for  the  brush  patent,  and  did  not  carry  a  right  to  the 
Invention  of  the  hand-mirror. 

Dudley,  from  August,  1866,  until  May,  1869,  did  nothing  further  towards 
obtaining  a  patent  for  the  hand-mirror.  The  said  corporation  put  into  the 
market,  in  the  fall  of  1867,  hand-mirrors  made  in  accordance  with  Dudley's 
invention.  Dudley  did  not  know  that  fact.  His  co-patentee,  Clark,  obtained 
no  interest  in  the  invention  until  April,  1869:  Held,  that  these  facts  con- 
stituted no  objection  to  the  validity  of  the  patent. 

(  Before  B&atohford,  J.,  Southern  District  of  New  York,  January  16th,  1872.) 
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Blatchford,  J.  This  suit  is  founded  on  letters  patent 
granted  to  "W.  U.  Dudley  and  Lawrence  W.  Clark,  as  as- 
.  signees  of  W.  IT.  Dudley,  the  inventor,  July  27th,  1869,  for 
an  "improved  hand-mirror."  The  specification,  signed  by 
the  inventor,  says :  "  My  improvement  relates  to  that  descrip- 
tion of  hand-mirrors  for  toilet  use  and  other  purposes,  in 
which  the  frame  that  holds  the  glass  is  elongated  at  one  end, 
to  form  a  handle,  or  it  may  be  similarly  shaped  at  both  ends. 
The  usual  mode  of  constructing  such  mirrors  is  to  mount  the 
glass-in  a  solid  frame  or  thin  block  of  wood,  either  naturally 
of  ornamental  character,  or  afterwards  made  so  by  veneering, 
cut  or  shaped  so  as  to  be  of  similar  contour  to  the  glass,  and 
with  a  projecting  end  formed  to  constitute  a  handle.  Apart 
from  the  expense  of  hand-mirrors  so  constructed,  where  a  very 
ornamental  appearance  is  required,  there  is  not  only  a  general 
want  of  strength,  especially  at  the  neck  or  junction  of  the 
handle  with  the  body,  but  a  great  liability  to  fracture  of  the 
glass  by  the  twisting  or  warping  of  the  wood  of  which  the 
frame  or  holder  is  made.  This  latter  defect  is  not  merely  at 
first,  or  peculiar  to  any  greenness  of  the  wood  or  newness  of 
the  article,  when  fracture  of  the  glass  from  such  causes 
frequently  occurs,  but  is  induced  at  any  time  by  sudden  and 
violent  changes  in  the  temperature  of  the  atmosphere,  ex- 
posure to  damp  and  extreme  heat.  My  improvement  obviates 
such  defect,  being  non-absorbent  as  regards  damp,  and  free^ 
from  any  liability  to  warp,  at  the  same  time  combining  beauty 
with  strength  at  a  comparatively  trifiing  cost ;  and  the  nature 
of  my  invention  consists  in  mounting  the  glass  on  a  base- 
piece,  of  wood  or  other  material,  having  a  stiffening  extension 
running  into  the  handle,  and  embedding  the  whole  in  a 
composition  or  cement  of  suitable  description,  that,  on  harden- 
ing, forms  the  back,  edges  and  outside  handle  of  the  mirror." 
The  manner  of  constructing  the  article  is  then  described, 
with  references  t  *>  the  drawings :  "A,  is  the  glass ;  B,  a  base- 
piece,  of  wood  or  other  suitable  material,  preferably  of  similar 
contour  to  the  glass  which  is  designed  to  be  mounted  on  it, 
but  elongated  at  one  end,  which  extension,  with  a  strip  of 
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metal  or  other  stont  material  at  its  back,  forms  a  handle- 
stiffeDer,  C,  to  the  mirror.  This  base-piece,  with  its  handle 
extension  or  stiffener,  C,  is  tlien  laid  in  a  mould  or  on  a 
block,  face  downward,  with  or  without  the  glass.  A,  in  its 
place,  and  a  composition  or  cement  of  any  suitable  plastic 
material,  applied  in  sufficient  quantity  to  cover  the  back  and 
extend  beyond  the  edges  of  the  base-piece,  B,  and  so  as  to 
surround  the  handle-stiflfener  or  end  extension  of  the  latter, 
when  an  upper  mould,  of  suitable  configuration,  and  having 
its  interior  embellished  with  any  ornamental  device  or  de- 
vices, is  pressed  down  upon  the  cement,  which,  when  hard 
or  dry,  pn  removing  the  upper  mould  and  lifting  the  article 
from  the  lower  one,  constitutes  a  smooth  or  finished,  and,  it 
may  be,  highly  ornamental  outer  back  and  handle,  D,  im- 
pervious to  damp,  exempt  from  warping,  with  its  consequent 
liability  of  fracturing  the  glass,  and  preservative  of  the  wooden 
or  other  base-piece,  which  may  be  of  a  cheap  and  rough  con- 
struction ;  and  that,  by  its  end  extension,  with  strengthening 
strip  at  its  back,  gives  not  only  a  general  stability  to  the 
whole  article,  but  especially  stiffens  the  handle  at  its  junction 
with  the  back  or  body,  where  it  is  naturally  weakest  or  most 
liable  to  break.  The  under  mould  or  block  may  also  be 
embellished  with  any  ornamental  device.  The  glass  may 
either  be  laid  pn  a  cushion  of  the  lower  mould,  so  as  to  be 
^embedded  at  its  edges,  simultaneously  with  the  forming  of 
the  outer  back  and  handle,  in  the  plastic  composition  or 
cement,  or  it  may  be  afterwards  inserted  and  restrained  to  its 
place  on  the  base-piece,  either  by  an  ornamental  bead  around 
the  edges  of  the  glass,  and  formed  of  the  same  composition 
or  cement  of  which  the  outer  handle  and  back  are  made,  or 
of  different  material  afterwards  run  around  and  applied 
thereto.  As  I  do.  not  desire  to  confine  myself  to  any  particular 
composition  or  cement  of  which  to  form  the  outer  handle  and 
back,  but  design  to  use  any  plastic  substance  or  compound  of 
suitable  character,  it  will  here  suffice  to  state,  that  a  mixture, 
in  equal  parts,  more  or  less,  of  paint,  sifted  sawdust  and 
shellac,  forms  a  very  desirable  composition  for  the  purpose, 
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and  one  which  readily  admits  of  the  color  being  varied  to 
suit  different  tastes  or  demands."  The  claim  is  in  these 
words :  "  I  claim,  as  a  new  article  of  manufacture,  a  hand  or 
portable-toilet  mirror,  constructed,  substantially  as  described, 
of  a  base-piece,  B,  with  its  handle-extension  piece  or  stiffener, 
C,  glass,  A,  and  outer  back  and  handle,  D,  made  of  any 
suitable  composition  or  cement,  substantially  as  specified." 

The  hand-mirror  of  the  defendant  is  made  of  a  cement 
applied  in  a  plastic  state,  and  afterwards  hardened,  and  em- 
bedded in  the  cement  and  concealed  from  view  are  two  flat 
wires  or  strengtheners,  made  of  metal,  and  running  from  the 
body  of  tlie  mirror  part  through  the  neck  and  into  th&  handle, 
and  serving  to  stiffen  and  strengthen  the  article,  particularly 
at  the  junction  of  the  handle  with  the  body. 

The  defendant  insists  that  the  claim  of  the  patent  must  be 
construed  as  being  for  a  hand-mirror  made  by  means  of  a 
glass  mounted  on  a  piece  of  wood  shaped  for  the  glass,  and  a 
handle,  the  handle  being  strengthened  by  a  strip  of  iron,  and 
the  whole  covered  with  a  cement ;  that  the  defendant's  mirror 
is  a  hand-mirror  with  a  composition  back,  the  composition 
being  strengthened  by  the  two  wires  ;  that  the  only  office  of 
the  wires  is  to  give  strength  to  the  back,  and  they  are  not,  in 
any  sense,  the  base-pieces  or  foundation  on  which  \he  cement 
is  pressed ;  that,  in  the  detendant's  mirror,  the  composition 
is  the  base  or  foundation,  while,  in  the  patent,  the  wood  is 
the  base  or  foundation;  that  the  defendant's  mirror  has 
nothing  corresponding  to  the  base-piece,  B,  of  the  patent,  the 
two  wires  corresponding  only  to  the  stiffener,  C,  of  the 
patent;  that  the  base-piece,  B,  is  an  essential  part  of  the 
article  claimed,  and  is  claimed  in  the  patent  as  such  part ; 
and  that,  therefore,  the  defendant's  mirror  does*  not  infringe 
the  patent.  But,  the  patent  is  not  &irly  susceptible  of  this 
limited  construction.  According  to  the  description,  the  glass 
is  to  be  mounted  on  a  base-piece  of  ^ny  suitable  material, 
which  base-piece  is,  at  its  end,  to  be  elongated  or  extended 
through  the  neck  and  into  the  handle,  the  extension  being 
made  sufficiently  strong  not  only  to  give  general  stability  to 
VoL  IX— 20. 
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the  whole  article,  but  egpeciallj  to  fitiffen  the  handle  at  its 
junction  with  the  body,  and  the  whole  being  embedded  in  a 
suitable  cement,  applied  in  a  plastic  fonn,  and  which,  when 
hardened,  forms  the  back,  edges  and  oateide  handle  of  the 
mirror.  The  defendant's  wires  act  as  a  base-pieoe  or  support 
for  the  glass,  and  the  wires  extend  through  the  neck  and  into 
the  handle,  and  act  at  the  neck  and  in  the  handle  as  stififeners, 
and  there  is  an  outer  back  and  handle  of  cement.  There  can 
be  no  doubt  that  the  defendant's  mirror  is,  in  its  construction, 
substantially  the  same  as  the  patented  mirror. 

YariouB  defences  are  set  up  in  attack  on  the  validity  of 
the  patent.  To  understand  them,  it  wiU  be  necessary  to  give 
.  a  history  of  certain  events.  The  application  for  the  patent 
*  sued  on  was  filed  on  the  6th  of  August,  1866,  the  oath  to  the 
specification  having  been  made  by  W.  IT.  Dudley,  on  the  Ist 
of  August,  1866.  The  specification  presented  was  in  the 
same  language  as  that  attached  to  the  patent.  The  applica- 
tion was  rejected  on  the  33d  of  August,  1866,  as  being 
anticipated  by  a  patent  granted  to  Alanson  G.  Estabrook, 
June  19th,  1866.  Nothing  forther  was  done  towards  procur- 
ing the  patent  until  the  Ist  of  May,  1869,  wheii  an  argument 
in  favor  of  granting  the  patent,  notwithstanding  the  Esta- 
brook patent,  was  sent  to  the  Patent  Ofi^ce  by  the  attorneys 
for  Dudley.  The  Office,  on  the  8th  of  May,  1869,  decided  to 
grant  the  patent ;  but,  through  accident,  it  was  not  issued  till 
the  27th  of  July,  1869. 

On  the  6th  of  August,  1866,  Dudley  filed  an  application 
for  a  patent  for  an  ^'  improvement  in  brushes,"  the  oath  to 
the  specification  being  made  by  him  August  1st,  1866.  lie 
specification  said :  ^  In  the  manufacture  of  toilet  and  other 
brushes,  it  is  customary  to  insert  the  bristles  in  a  block  or 
stock,  which,  by  its  extension,  may  be  made  to  form  the 
frame  or  handle  of  the  brush,  and  afterwards  to  cover  by 
veneer  the  unfinished  and  usually  perforated  and  wired  ba(^ 
that  holds  the  bristles.  This  is  a  slow  and  expensive  process, 
and  the  article,  when  completed,  is  but  slightly  ornamented 
by  the  venea*  or  outer  covering  to  the  back.    My  present 
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invention  oonstitntes  a  great  improvement  npon  snch  articles, 
combining  strength  with  a  high  degree  of  ornament,  at  a 
cheap  cost  of  mannfactnre;  and  the  nature  of  it  consists  in 
inserting  the  bristles  through  a  perforated  plate,  which  is 
united,  by  cement,  or  otherwise,  to  a  back  firame  of  wood, 
having  attached  to  it  a  atrip  of  metal  or  other  stiffening 
material,  that  runs  into  the  handle  of  the  brush,  and  that, 
together  with  the  ba(&  frame,  is  covered  by  any  suitable 
composition  or  cement,  which,  after  being  moulded,  hardens, 
and  forms  a  compact  mass,  that  constitutes  the  stock  and 
handle  of  the  brush."  The  mode  of  constructing  the  brush 
is  then  described,  with  ref^urences  to  drawings.  A  suitably 
prorated  plate  or  holder,  of,  say,  corresponding  configuration 
to  the  brushing  surface,  is  taken,  and  in  it  are  inserted  the 
hairs  or  bristles,  which  may  be  bound  and  held  therein  by 
the  usual  wire-threading  at  the  back,  or  otherwise.  This 
perforated  plate  holding  the  bristles  is  afterwards  connected, 
by  cement,  or  otherwise,  with  a  frame  and  handle  constructed 
as  follows:  A  wooden  back,  or  other  suitable  base-piece, 
mainly  of  similar  contour  to  the  perforated  plate,  but  longer, 
so  as  to  form  an  extension  into  the  handle  of  the  brush,  and 
having  lashed  to  its  back  and  handle  end  a  strip  of  metal,  or 
other  stiffening  mat^al,  is  inserted  in  a  mould,  the  form  of 
which  embodies  the  frame  or  body  and  handle  of  the  brush, 
and  may  include  any  fanciful  design  or  ornament  to  the  back 
and  handle.  In  the  mould  is  put  any  suitable  composition  or 
cement,  that,  alter  receiving  the  impression  of  the  mould, 
hardens  into  a  compact  mass,  such,  for  instance  as  that  used 
in  photographic  picture  frtimes  or  cases,  including  the  many 
well-known  combinations  of  coal  tar  admixed  with  various 
materials,  or  composition  or  eement  having  shellac  as  a  basis. 
The  base-piece,  with  its  stifSener,  is  so  imbedded  and  pressed 
in  this  composition,  as  that  it  is  not  only  backed  by  it,  and 
the  composition  made  to  project  beyond  the  edges  thereof,  so 
as  to  form  a  border  to  the  edges  of  the  bristle  holder,  but  the 
handle  end  of  said  base-piece  is  entirely  covered  by  said  com* 
position  or  cement,  whieh  constitutes  the  outside  frame,  back 
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or  body,  and  exterior  part  of  the  handle  of  the  brush.  There 
is  a  drawing  representing  the  base-piece  with  its  stiffener  be- 
fore being  coated  with  the  cement;  and  another  drawing 
representing  the  same  after  being  coated,  and,  when  ready  to 
receive  the  bristle  holder,  which,  being  united  by  cement 
with  the  base-piece,  forms  one  with  it.  The  stiffening  strip 
serves  to  strengthen  the  brush  where  it  is  naturally  weakest, 
namely  at  the  junction  of  the  h^dle  with  the  frame  or  body, 
and  prevents  the  cement  or  composition,  which,  conjointly 
with  the  base-piece  and  stiffener,  forms  the  back  and  handle, 
from  fracturing  at  such  part,  to  which  it  otherwise  would  be 
liable.  The  claim  applied  for  was  in  these  words :  *^  I  claim, 
as  a  new  article  of  manufacture,  a  brush  constructed  substan- 
tially as  described,  that  is  to  say,  a  brush  in  which  the  bristles 
are  inserted  through  a  perforated  plate  or  holder,  imbedded 
in  a  composition  or  cement  of  any  suitable  substance,  as 
described,  which  cement  shall,  in  combination  with  a  base- 
piece  and  stiffener  of  metal,  or  other  material,  form  the  back 
and  handle  of  the  brush,  substantially  as  specified."  This 
application  was  rejected  August  23d,  1866,  as  being  antic- 
ipated by  the  said  patent  granted  to  Estabrook  June  19th, 
1866.  On  the  15th  of  December,  1866,  W.  U.  Dudley  and 
his  father  executed  to  the  Florence  Manufacturing  Company 
the  following  assignment :  "  Be  it  known,  that  we,  "W.  J. 
Dudley  and  W.  U.  Dudley,  brush  makers,  in  the  city  of  New 
York,  under  the  firm  of  W.  J.  Dudley  and  Son,  in  considera- 
tion of  three  thousand  dollars,  to  us  paid  by  the  Florence 
Manufacturing  Company,  of  Florence,  Massachuse^,  the 
receipt  whereof  is  acknowledged,  do  hereby  bargain,  sell,  as- 
sign, convey  and  transfer  unto  said  company,  its  successors 
and  assigns,  all  the  inventions  and  improvements  in  the 
manufacture  of  composition  brush  backs  and  handles,  with 
suitable  strengtheners,  made,  contemplated,  or  hereafter  to 
be  made,  by  us  or  by  either  of  us ;  also,  all  applications  for  a 
patent  now  pending  or  hereafter  to  be  made  therefor,  by  us 
or  either  of  us;  also,  one  press,  three  dies  and  one  heater, 
used  by  us  in  said  manufacture,  with  all  our  usefiil  informa- 
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tion  for  making  and  selling  said  composition  brush  backs  and 
handles,  in  the  best  way  known  to  us  or  either  of  us,  mean- 
ing hereby  to  transfer  to  said  company  all  our  rights  to  the 
manufacture  and  sale  of  said  composition  brush  backs  and 
handles,  and  all  our  implements  therefor,  and  hereby  agree- 
ing not  to  continue  the  same  ourselves,  nor  to  authorize  or 
instruct  others  so  to  do  ;  and  we  covenant  that  We  have  good 
and  exclusive  right  to  convey  and  transfer  the  aforesaid  in- 
vention and  property,  and  that  no  other  person  has  any  right 
or  interest  therein,  and  that  we,  and  each  of  us,  will,  at  the 
request  and  sole  expense  of  said  company,  its  successors  and 
assigns,  do  all  ftirther  acts  and  things  necessary  and  proper  to 
secure  any  patent  or  patents  for  said  inventions  and  improve 
ments,  which  patents,  if  allowed,  are  to  be  granted  to  said 
company  for  its  exclusive  benefit.^ 

Before  proceeding  fiuther  it  is  proper  to  refer  to  what  is 
before  spoken  of  as  the  patent  granted  to  Estabrook  June 
19th,  1866.  It  was  granted  to  J.  S.  Parsons  and  George  A. 
Scott,  as  assignees  of  Estabrook,  as  inventor,  for  an  "  im- 
proved brush.'*  It  describeft  a  brush  in  which  the  bristles, 
inserted  through  a  perforated  plate,  are  imbedded  and  held 
firmly  in  a  suitable  cement,  which  cement,  at  the  same  time, 
in  combination  with  the  plate,  and  an  extension  of  the  plate 
into  the  handle,  forms  the  back  and  handle  of  the  brush.  As 
a  structure,  such  brush  was  not  substantially  the  same  thing 
as  the  hand  mirror  of  Dudley.  The  Patent  Office  so  de- 
cided, jiecessarily,  in  granting  the  patent  for  Dudley's  mirror, 
and  the  decision  was  proper.  The  removal  from  Estabrook's 
brush,  of  the  plate  and  bristles,  reinoves  also  the  extension  of 
the  plate,  which  forms  the  strengthening  piece  in  the  handle, 
and,  if  a  mirror  were  inserted,  in  lieu  of  the  plate  and  bristles, 
liie  article  would  be  without  a  strengthening  piece.  The  cut- 
ting off  of  the  bristles  would  leave  no  cavity  for  the  glass. 
The  specifications  of  the  Parsons  and  Scott  patent  gives  no 
suggestion  as  to  how  to  construct-a  mirror  like  Dudley's. 

The  hand  mirrors  sold  by  the  defendant  are  made  by  the 
Florence  Manufacturing  Company,  and  they  are  the  real  de- 
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fendante  in  this  suit.  The  defendant  contends,  that  the  com- 
pany, by  the  asBignment  of  December  15th,  1866,  acquired  a 
right  to  nee  the  invention  covered  by  the  patent  sned  on« 
The  groniid  taken  is,  that  the  entire  invention  embodied  in 
that  patent  is  embraced  in  Dudley's  ^'  improvements  in  the 
manufSactare  of  composition  brush  backs  and  handles,  with 
suitable  strengtheners,"  and  in  his  application  for  a  patent  for 
such  improvements ;  or,  in  other  words,  that,  as  the  company 
have  the  right  to  make  such  brush  backs  and  handles  as  are 
described  in  the  application  of  Dudley,  filed  August  6th, 
1866,  for  a  patent  for  an  "  improvement  in  brushes,"  they 
have  also  the  right  to  make  and  sell  such  mirrors  as  have  been 
sold  by  the  defendant,  on  the  ground  that  the  assignment  of 
December  15th,  1866,  embraces  the  latter  ijght  as  well  as  the 
former  right.  It  is  claimed,  on  the  part  of  the  defendant, 
that  the  only  invention  involved  in  making  the  mirror  cov- 
ered by  the  Dudley  patent,  is  in  the  manner  in  which  the 
back  and  handle  are  made ;  that  the  back  and  handle,  when 
made,  are  equally  ready  and  suitable  for  the  insertion,  in  the 
recess,  of  a  plate  with  brush  bristles  or  of  a  mirror  glass ;  that 
there  is  no  inventioi^  in  inserting  a  mirror  glass  in  the  recess, 
or  in  removing  the  plate  with  brush  bristles  from  the  recess 
and  inserting  in  its  place  a  mirror  glaas ;  and  that  the  back 
and  handle,  with  a  mirror  glass  inserted  in  the  recess,  cannot 
properly  be  treated  as  a  distinct  article  of  manufacture  from 
the  article  of  manufacture  consisting  of  the  same  back  and 
handle  with  a  plate  with  brush  bristles  inserted  in  the  same 
recess.  The  sum  and  substance  of  these  propositions  is^  that 
Dudley  ought  to  have  applied  for  and  obtained  a  patent  for 
the  back  and  handle,  consisting  of  the  base-piece,  handle-ex- 
tension piece  or  stifiener,  and  cement  outer  back  and  handle, 
witli  a  recess,  such  recess  admitting  of  the  insertion  in  it  of  a 
mirror  glass,  or  of  a  plate  with  brush  bristles,  or  of  anything 
else ;  and  that  he  ought  not  to  have  covered  by  his  patent  the 
back  and  handle  with  the  mirror  glass  in  the  recess.  If  such 
back  and  handle  with  the  recess  had  clearly  existed  before  the 
invention  of  Dudley,  the  question  as  to  whether  he  could 
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inaert.a  mirror  glaw  in  the  reoesa,  and  claim  a  patent  for  the 
article  thus  formed,  would  arise ;  or,  if  such  back  and  handle, 
with  a  plate  with  bnuh  bristles  in  the  recess,  had  clearly 
existed  before  the  invention  of  Dudley,  the  question  as  to 
whether  he  could  remove  the  plate  with  brush  bristlps  and 
insert  in  its  stead  a  mirror  glass,  and  claim  a  patent  for  the 
article  thus  formed,  would  arise.  But  no  such  questions  arise 
oik  this  branch  of  the  case.  And,  if  Dudley  had  patented  the 
back  and  handle,  with  a  recess  unfilled,  and  had  then  con- 
veyed to  the  Florence  Manufacturing  Company  the  exdusive 
right  to  the  invention  so  far  as  it  could  be  applied  to  making 
brashes,  such  conveyance  would  not  have  carried  any  right  to 
apply  the  invention  to  the  making  of  mirrors  or  of  anything 
except  brushes. 

What  was  the  actual  state  of  things  when  the  assignment 
to  the  Florence  Manufacturing  Company  was  made  ?  Dud- 
ley had  not  only  invented  the  back  and  handle,  consisting  of 
the  base-piece,  handle-extension  piece  or  stiffener,  and  cement 
outer  back  and  handle,  with  a  recess,  but  had  demonstrated 
its  applicability  to  the  making  not  only  of  brushes  but  ot 
haixd  mirrors.  He  had  applied  for  a  patent  for  a  brush,  em- 
bodying such  back  and  handle,  and  had  claimed  such  brush 
aa  his  invention.  He  had  also  applied  for  a  separate  patent 
for  a  hand  mirror,  embodying  such  back  and  handle,  and  had 
claimed  such  hand  mirror  as  his  invention.  It  is  stated,  in  the 
specification  of  the  mirror  patent,  and  is  mani&st,  and  the 
evidence  shows,  that,  where  the  glass  in  a  hand  mirror  is 
mounted  in  a  wooden  frame,  it  is  liable  to  be  broken  1^  the 
warping  of  the  wood ;  and  that,  in  the  mirror  of  Dudley, 
there  is  no  liability  to  warp  in  the  frame,  and  no  danger  of 
the  fracture  of  the  glass  from  such  cause.  It  is  also  shown, 
that  this  point  of  advantage  in  the  mirror  does  not  exist  in 
the  brush.  Consequently,  there  is  a  special  function  exerted 
by  the  mirror  back,  in  protecting  the  glass  from  fracture 
through  the  warping  of  the  frame,  which  is  not  exerted  by 
the  brush  back.  A  wooden  brush  back  and  handle  may  be 
warped  and  disfigured  to  the  eye,  yet  its  usefulness  not  be 
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materially  impaired,  while  an  equal  extent  of  warping  in  a 
wooden  mirror  back  and  handle  wonld  fracture  the  glass  and 
render  the  mirror  useless.  The  applications  of  Dudley  were 
both  of  them  rejected  in  August,  1866.  Less  than  four 
months  afterwards,  the  Florence  Manufacturing  Oompany, 
which  was  at  the  time  making  cement  brushes  but  not  cement 
hand- mirrors,  applied  to  the  Dudleys  and  paid  them  the  sum 
of  $3,000  for  the  assignment  in  question.  It  is  limited,  on  its 
face, to  "brush  backs  and  handles."  It  only  conveys  im- 
provements in  the  manufacture  of  "  brush  backs  and  handles," 
and  applications  for  a  patent  "  therefor,"  and  information  for 
making  and  selling  "said  brush  backs  and  handles,"  and 
states  that  the  assignors  mean  to  transfer  to  the  company  all 
their  rights  to  the  manufacture  and  sale  of  said  "brush  backs 
and  handles,"  and  agree  not  to  continue  the  same  themselves, 
or  to  authorize  or  instruct  others  so  to  do.  At  that  time,  the 
application  by  Dudley  for  the  mirror  patent,  as  well  as  his  ap- 
plication for  the  brush  patent,  were  both  of  them  pending. 
Subsequently,  the  Florence  Manufacturing  Company  applied 
to  Dudley  to  execute  a  paper  having  reference  to  mirrors,  but 
he  declined  to  do  so.  I  am  entirely  satisfied,  from  the  evi- 
dence, and  the  tenor  of  the  assignment  made  by  the  Dudleys, 
that  it  was  in  fact,  and  was  intended  at  the  time  as,  an*assign- 
ment  only  of  the  invention  of  the  brush  and  of  the  applica- 
tion for  the  brush  patent. 

The  mirror,  as  an  article  of  manufacture,  was,  in  my  judg- 
ment, patentable,  as  contradistinguished  from  the  brusk,  even 
though  the  backs  and  handles  of  the  two  were  made  in  the 
same  way.  *  There  was,  as  before  explained,  a  point  of  utility 
and  adaptability  in  applying  the  nonwarping  property  of  the 
back  and  handle  to  rendering  the  glass  of  the  mirror  free 
from  liability  to  fracture,  which  constituted  sufScient  inven- 
tion to  support  a  patent  for  the  mirror,  even  though  a  brush 
with  a  like  back  and  handle  had  existed  before.  Whether, 
if  the  mirror  had  existed  before,  a  patent  for  a  brush  with  a 
iike  back  and  handle  could  be  sustained,  and  whether,  the 
Dudley  mirror  being  patented,  a  patent  for  the  Dudley  brush 
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could  be  eiifitained,  are  questions  which  do  not  here  arise. 
The  Dudley  mirror  has  been  patented.  The  Dudley  brush 
has  not  been  patented. 

It  is  contended,  by  the  defendants,  that  the  neglect  of 
Dudley  to  prosecute  further  his  application,  aftfir  it  had,  been 
rejected,  until  a  period  of  two  years  and  eight  months  had 
elapsed,  CQUstitutes  an  abandonment  of  the  application,  or  an 
abandonment  of  the  intention  further  to  prosecute  the  applica- 
tion. It  is  not  alleged  in  the  answer,  that  this  constituted  an 
abandonment  of  the  invention  to  the  public.  The  answer 
only  avers,  that,  after  the  rejection  of  the  application,  for  want 
of  novelty  in  the  invention,  the  plaintiffs  "  abandoned  said 
application  for  over  two  years,  well  knowing  that  said  Flor- 
ence Manufacturing  Company  were  making  and  using  this 
pretended  invention,  and  that  the  patent  afterwards  granted 
was  obtained  upon  false  and  fraudulent  reyesentations  by 
the  plaintiffs,  or  some  of  them,  made  to  the  Commissioner  of 
Patents,  and  is  wholly  void  in  law."  The  answer  does  not  set 
up  any  abandonment  of  the  invention  to  the  public,  nor  does 
it  set  up  the  defence  that  the  invention  was  in  public  use  or 
on  sale,  with  the  consent  or  allowance  of  Dudley,  for  more 
than  two  years  prior  to  his  application  for  a  patent  for  it. 
The  answer,  in  the  averment  cited,  is  entirely  frivolous.  The 
abandonment  of  an  application  amounts  U>  nothing,  unless  it 
is*in  such  wise  as  to  become  an  abandonment  of  the  invention 
to  the  public;  and  the  allegations  as  to  false  and  fraudulent 
representations  are  too  general  to  raise  any  triable  issue.  But 
the  answer  does  not  even  aver  an  abandonment  of  the  appli* 
cation.  It  avers  that  the  plaintiffs  abandoned  the  applicatioit 
for  over  two  years.  It  does  not  set  up  a  conclusive  or  final 
abandonment.  It  implies  that  the  abandonment  was  only 
temporary  and  was  made  with  the  intention  of  resuming  the 
application.  The  proofs,  however,  show,  that  there  was  no  • 
abandonment  of  the  application,  or  of  the  invention,  and  no 
obtaining  of  the  patent  on  false  or  fraudulent  representations. 
Hand  mirrors  made  by  the  Florence  Manufacturing  Company 
in  accordance  with  Dudley's  invention,  were  first  put  into  the 
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market  in  the-fall  of  1867,  which  was  lesa  than  two  years  prior 
to  the  time  when  Dudley,  in  May,  1869,  again  pressed  his 
application.^  iNor  is  there  any  evidence  that  Dudley  had  any 
knowledge,  prior  to  the  granting  of  the  patent,  that  any  mir- 
rors made  in*  accordance  with  his  invention  had  been  made 
by  the  Florence  Manufacturing  Company ;  and,  although  hia 
co-patentee,  Clark,  may  have  known  of  the  making  of  such 
mirrors  by  the  company,  Clark  obtained  no  interest  in  the 
invention  until  April  30th,  1860. 

The  only  other  defence  set  up  in  the  answer  is,  that  Dud- 
ley was  not  the  first  inventor  of  what  is  patented.  It  is  not 
set  up  that  he  was  not  its  inventor,  or  that  he  stole  it  from 
another.  It  is  not  set  up  that  one  Dane  invented  it,  and  that 
Dudley  stple  it  from  Dane.  That  defence  was  urged  at  the 
hearing ;  but  the  answer  does  not  suggest  it,  nor  does  the 
evidence  sustain,  it.  The  defence  in  the  answer  is,  that  the 
same  thing  was,  before  Dudley's  invention,  known  to  and 
used  by  the  Florence  Maenufacturing  Company,  A.  C.  Esta^ 
brook,  Isaac  S.  Parsons,  and  William  Gerhard,  at  Florence,. 
Massachusetts. 

Without  discussing  the  details  of  the  evidence,  which  ia 
quite  voluminous,  it  is  sufficient  to  say,  that  Dudley  fully 
conceived  and  described  his  invention  in  May,  1865;  that  be 
at  that  time,  or  a  month  later,  ordered  the  construction  of 
dies  with  which  to  make  the  mirrors ;  that  the  dies  were  cast 
in  the  summer  of  1865, and  proofs  taken  from  them  in  plaster 
of  paris  by  November,  1865 ;  that,  prior  to  November  27th, 
1865^  Dudley  took  the  dies  into  his  possession,  and  removed 
them  from  Newark,  New  Jersey,,  where  they  were  made,  to 
the  eity  of  New  York ;  and  that,  soon  afterwards,  and  during 
the  month  of  November,  he  exhibited  some  backs  made  in 
the  dies,  which  backs  were  complete,  and  constructed  entirely 
in  accordance  with  the  description  in  the  patent.  On  the  12th 
of  March,  1866,  he  employed  attorneys  to  proeure  the  patent. 
He  made  some  samples  of  fini^ed  mirrors  in  accordance  with 
the  invention,  but  he  did  not  prosecute  the  business,  for  want 
of  means.    The  only  date  in  this  series  which  the  defendant 
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nndertakee  to  controvert  with  any  show  of  reliaace,  is  the  date 
of  the  making  of  complete  backs  by  Dudley.  That  date  is 
claimed  to  have  been  not  in  November,  1865,  but  in  Janaary 
or  February,  1866.  Then  the  defendant  undertakes  to  carry 
back  the  existence  of  the  same  invention  at  Florence,  as  made 
by  Gerhard,  Estabrook  and  himself,  all  or  some  of  them,  to 
December,  1865.  But  the  attempt  fails.  There  was  no  such 
invention  in  the  I'arsons  and  Scott  patent  of  June  19th,  1866, 
taken  out  on  £Btab]^ook's'  brush,  as  has  been  already  shown. 
There  was  no  suggestion  of  a  mirror  in  connection  with  the 
first  die  made  at  Florence,  which  was  a  die  for  the  brush  of 
the  Parsons  and  Scott  patent ;  and  there  is  no  satisfactory 
evidence  that  the  invention  of  a  mirror  like  Dudley's  was 
made  at  Florence  earlier  than  •the  latter  part  of  February, 
1866,  if  even  as  early.  The  burden  is  on  the  defendant  to 
make  out  clearly  an  anticipation  of  Dudley's  invention.  The 
evidence  fails  to  do  this,  and  there  must  be  a  decree  for  the 
plaintiffs,  for  a  perpetual  injunction,  and  an  aocount  of  profits, 
with  costs. 


trederio  H.  Betts^  for  the  pMntifis. 
Daniel  W.  Bond^  for  the  defendant. 
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John  Benjamin  Heath  and  others 

The  Eeib  Eailwat  Compant  and  othebs.    In  EQinrr. 

The  Eme  Eailway  Company  aotd  others 

vs. 

John  Benjamin  Heath  and  others.    In  Equity. 

The  bill  in  the  first  cause  was  an  original  bilL  The  bill  in  the  second  cause  was 
a  bill  for  discovery  and  relief,  and  denominated  itself  a  cross  bilL  The  relief 
prayed  in  it  was,  that  certain  releases  and  proceedings  might  be  declared  to 
be  a  bar  to  any  farther  proceedings  in  the  first  cause,  and  that  the  bill  in 
that  cause  might  be  .dismissed,  and  that  an  injunction  might  issue  restraining 
the  prosecution  of  any  suit  involying  the  questions  covered  by  such  releases 
and  proceedings.  The  discovery  prayed  was  as  to  whether  such  proceed- 
ings did  not  take  place,  and  as  to  whether  the  agent  of  the  defendants  in  the 
second  cause  was  not  present  when  such  proceedings  took  place.  The  releases 
were  g^ven,  and  the  proceedings  took  place,  after  issue  was  joined  in  the  first 
cause.  The  defendants  in  the  second  cause  being  aliens,  and  out  of  the  juris- 
diction of  the  Court,  and  being  the  pUdntifEs  in  the  first  cause,  the  plaintiflb  in 
the  second  cause,  who  were  the  defendants  in  the  first  cause,  moved,  that  the 
subpoena  to  appear  and  answer  in  the  second  cause  be  served  on  the  solicitors 
for  the  plaintiffs  in  the  first  cause,  and  that  the  proceedings  in  the  first  cause 
be  stayed  until  the  cross  bill  should  be  answered.  In  reply  to  the  motion, 
such  solicitors  tendered  a  stipulation,  withdrawing  their  replications  to  the 
answers  in  the  first  cause,  and  permitting  such  answers  to  be  amended  by 
setting  up  therein  the  matters  of  the  cross  bill  not  contained  in  such  answers, 
or  supplemental  answers  to  be  filed,  setting  up  such  matters:  fftid,  that  such 
stipulation  made  the  cross  bill  unnecessary,  as  to  its  prayer  for  relief,  except 
so  far  as  it  prayed  for  an  injunction ;  that,  in  that  respect,  it  was  an  original 
biU ;  and  that  the  substituted  service  asked  for  could  not  be  made  in  an 
original  suit 

Eeld,  also,  that  there  was  no  allegation  in  the  cross  bill  that  it  was  material  the 
plaintiflb  should  have  the  discovery  asked;  and  that,  if  there  were,  the  dis- 
covery was  unnecessary,  in  view  of  the  Act  of  July  6th,  1862,  §  1,  (12  U.  8, 
Stat,  at  Large,  688,)  and  the  Act  of  July,  2d,  1864,  §  8,  (18  id,  S51,)  permit- 
ting parties  to  be  witnesses. 
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The  theory  and  basis  of  a  bill  of  disoovery  in  equity,  in  aid  of  a  defence  in 
another  salt,  is^  that  the  Conrt  in  which  such  other  suit  is  pending  has  no 
means  of  compelling  a  discovery  from  the  plaintiff  therein,  of  facts  material 
to  the  defence. 

Hie  motion  was  denied,  bat  the  ben^  of  the  stipulation  tendered  was  given  to 
the  defendants  in  the  first  cause. 

If  the  defendants  in  that  cause*  phoose  to  examine  the  plaintifis  therein  by  com- 
mission, the  Court  can  require  that  the  plaintiffs  answer  fully  all  interrogato- 
ries put  to  them,  or  slse  debar  them  from  the  benefit  of  their  suit. 

(  Before  Blatobfobd,  J.,  Southern  District  of  New  York,  January  Idth,  1872.) 

Blatohfobd,  J.  The  bill  in  the  second  canse,  bo  far  as  it 
sets  up  matters  which  are  alleged  to  have  transpired  since  the 
answers  to  the  bill  in  the  first  canse  were  put  in,  sets  np 
matters  which  appear  to  be  particalarly  within  the  knowledge 
of  the  plaintiffs  in  the  second  cause,  and  not  at  all  within  the 
knowledge  of  the  defendants  in  that  cause,  except  as  to  one 
point.  The  holding  of  the  annual  meeting  of  the  stockholders 
of  the  company,  on  the  second  Tuesday  of  October,  18Y1,  the 
laying  before  that  meeting  of  the  report  of  an  investigating 
committee,  and  of  the  releases  executed  by  the  company, 
and  of  the  declaration  of  trust  and  agreement  executed  by 
the  other  plaintifis  in  the  second  cause,  the  adoption  by  the 
meeting  of  a  resolution  of  ratification,  the  election  of  directors, 
and  the  subsequent  execution  of  ^  a  release  by  the  company  to 
the  other  three  plaintiffs  in  the  second  cause,  are  not  matters 
of  which  it  is  pretended  the  defendants  in  the  second  cause 
know  anything.  The  bill  alleges  that,  at  such  meeting  of 
stockholders,  one  John  Swann  was  present ;  that  said  Bwann 
is  the  agent  and  attorney  in  fact  of  the  defendants  in  the 
second  cause,  and  of  all  the  stockholders  of  the  company  who 
are  acting  in  concert  with  them ;  and  that  Bwann  was,  at  the 
time  of  the  meeting,  in  possession  of  powers  of  attorney  or 
proxies  empowering  him  to  vote  at  such  meeting  on  behalf 
of  each  and  every  one  of  the  defendants  in  the  second  cause. 

The  bill  in  the  second  cause  prays  for  a  discovery  from 

the  defendants  therein,  as  to  whether  such  proceedings,  acts 

and  resolutions  were  not  had  at  the  stockholders'  meeting ;  as 

p  to  whether  Bwann  was  not  present  at  such  meeting,  when 
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such  reBolntioBB  were  passed;  and  as  to  whether  Swann  was 
not  and  is  not  the  agent  and  atton^ey  in  fact  of  such  defend- 
ants, and  employed  by  them,  as  snch,  to  carry  on  the  first 
cause,  uid  authorized  and  emj^wered  by  tiiem  to  vote  in 
their  names  at  such  meeting. 

The  bill  in  the  second  cause  also  prays  for  relief,  namely, 
that  such  releases  and  proceedings  may  be  established  and 
declared  by  this  Court  to  be  a  full  and  sufficient  bar  to  any 
further  proceedings,  by  the  defendants  therein  and  all  other 
stockholders  of  the  company,  in  the  first  cause,  and  that  the 
bill  in  the  first  cause  may  be  dismissed,  and  that  the  defend- 
ants and  all  other  stockholders  of  the  company  may  be  en- 
joined from  prosecuting  any  suit  involving  the  questions  dis- 
posed of  by  the  action  of  the  stockholders  at  such  meeting. 

As  a  foundation  for  these  prayers,  the  bill  in  the  second 
cause,  which  denominates  itself  a  cross  bill,  avers,  that  issue 
was  joined  in  the  first  cause  on  the  2d  of  September,  1871 ; 
that  no  witnesses  have  been  examined  in  it,  and  the  time  for 
taking  prooft  in  it  has  not  expired;  that  the  defendants 
threaten  and  intend  to  proceed  in  it,  and  to  bring  it  on  for 
hearing  in  due  course,  and  pretend  that  no  stich  releases  were 
executed,  or  that,  if  they  were  executed^  they  are  not  valid 
and  binding  on  the  defendants;  that  such  releases  were 
properly  granted  and  duly  executed  by  the  company,*and9 
with  such  proceedings,  constitute  a  good  bar  in  equity  to  the 
first  cause ;  and  that,  under  the  circumstances,  the  plaintiflb 
are  unable  to  put  such  proceedings  in  issue  or  to  use  the  same 
as  a  plea  in  bar  in  the  first  cause. 

The  defendants  in  the  second  cause  being  all  of  them 
aliens,  and  none  of  them  being  found  within  t^e  jurisdiction 
of  this  Court,  the  plaintiffs  in  that  cause,  who  are  the  defend- 
ants in  the  first  cause,  move  that  the  subpoena  for  the 
defendants  in  the  second  cause,  who  are  the  plaintiffs  in  the 
first  cause,  to  appear  and  answer,  may  be  directed  to  be  * 
served  on  the  persons  who  are  the  solicitors  for  the  plaintifis 
in  the  first  cause;  and  that  the  proceedings  in  the  first  cause 
may  be  stayed  until  the  bill  in  die  second  cause  is  answered* 
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In  answer  to  this  motion,  the  Bolicitors  for  the  plaintiffs  in 
the  first  cause  tender  to  the  defendants  therein  a  written 
Btiptilation,  entitled  therein,  in  these  words :  '^  In  order  to 
obviate  any  necessity  for  a^  cross  bill  herein,  the  plaintiff 
hereby  oflfer,  by  stipulation,  to  withdraw  their  replications  to 
the  defendants'  answers,  and  permit  the  defendants,  within 
fifteen  days  from  this  date,  to  amend  such  answers,  by  setting 
up  therein  such  of  the  matters  of  the  cross  bill  as  are  not  al- 
ready contained  in  the  answers,  or,  if  the  defendants  so  prefer, 
to  ^llow  them  to  file  supplemental  answers,  setting  up  such 
matters." 

The  stipulation  tendered  makes  the  bill  in  the  second 
cause  unnecessary,  so  far  as  it  prays  that  the  releases  and  pro- 
ceedings set  up  may  be  established  and  declared  to  be  a  bar 
to  any  further  proceedings  in  the  first  cause,  and  that  the  bill 
in  the  first  cause  xnay  be  dismissed.  So  far  as  the  bill  in  the 
second  cause  prays  that  the  defendants  therein,  and  all  other 
stockholders  of  the  company,  may  be  enjoined  from  prosecut- 
ing any  other  suit  involving  the -questions  alleged  to  have 
been  disposed  of  by  the  action  of  the  stockholders  at  the 
meeting  referred  to,  the  bill  is  not  a  cross  bill,  but  is  an  orig- 
inal bill.  Tlie  substituted  service  asked  for  cannot  be  made 
in  an  original  suit. 

So  far  as  the  bUl  in  the  second  cause  is  a  bill  of  discovery, 
there  is  no  allegation  that  it  is  material  that  the  plaintiffs 
should  have  the  discovery.  If  there  were,  and  if  the  bill 
were  purely  a  bill  of  discovery,  and  not  a  bill  for  discovery 
and  relief  also,  it  would  be  wholly  unnecessary,  in  the  present 
state  of  the  law.  By  the  Act  of  July  6th,  1862,  §  1,  (12  U.  8. 
8tat.  at  Large^  588,)  the  laws  of  the  State  of  New  York  are 
made  the  rules  of  decision,  as  to  the  competency  of  witnesses, 
in  this  Court,  in  trials  in  equity.  By  the  laws  of  New  York, 
the  plaintiffs  in  the  first  cause  could  be  examined  as  witnesses 
-  by  the  defendants  therein,  if  that  cause  were  pending  in  a 
Court  of  the  State.  So,  also,  by  the  Act  of  July  2d,  1864, 
§  3,  (13  U.  8.  Stat  at  Large^  851,)  it  is  provided,  that,  in  the 
Courts  of  the  United  States,  there  shall*  be  no  exclusion  of 
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any  witness  in  civil  actions  because  he  is  a  party  to  or  inter- 
ested in  the  issue  tried.  So  far  as  the  bill  in  the  second 
cause  seeks  the  discovery  of  any  facts  resting  in  the  knowl- 
edge 6f  the  defendants,  it  is  unnecessary,  for  the  discovery  can 
be  had  by  an  examination  of  them  in  the  first  cause.  The 
theory  and  basis  of  a  bill  of  discovery  in  equity,  in  aid  of  a 
defence  in  another  suit,  is,  that  the  Court  in  which  such  other 
suit  is  pending  has  no  means  of  compelling  a  discovery  from 
the  plaintiff  therein  of  facts  material  to  the  defence.  I  do 
not  deem  it  a  proper  exercise  of  discretion,  in  these  cases^  to 
direct  the  substituted  service  asked  for,  or  to  stay  proceedings 
in  the  first  cause  till  the  bill  in  the  second  cause  is  answered. 
But  the  defendants  in  the  first  cause  may  have  the  benefit 
therein  of  the  stipulation  tendered  them  by  the  plaintiffs 
therein,  and,  if  the  defendants  in  that  cause  choose  to  examine 
the  plaintiffs  therein  by  commission,  the  Court  can  require 
that  the  plaintiffs  answer  fully  all  interrogatories  put  to  them, 
or  else  debar  them  from  the  benefit  of  their  suit. 

David  Dudley  Fidd  and  Dudley  Fields  for  the  motion. 

« 

William  M.  Evarts  and  Charlea  F,  Southmayd^  opposed. 


In  re  The  Iron  Mountain  Company  of  Lake  Champladt, 

A  Bankrupt. 

After  the  filing  of  a  petition  on  which  I  waa  a^adged  a  banlffnpt,  and  after  the 
appointment  of  an  assignee,  and  the  conveyance  to  him  of  all  the  estate  of 
the  bankrupt^  S.  commenced  a  suit,  in  a  State  Conrt,  to  foredoee  &  mortgage 
on  real  estate  of  I.  The  District  Gonrt,  after  restraining  the  prosecution  of 
the  suit,  made  an  order  dissolving  the  iignnction,  and  permitting  the  suit  to 
proceed.    The  mortgaged  premises  were  worth  less  than  one-half  of  the 
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amount  of  the  mortgage,  the  mortgage  was  given  long  before  the  bankruptcy 
of  I.,  and  there  was  no  proof  of  Uie  invalidity  of  the  mortgage.  On  a  peti  J 
tion  of  review,  by  L :  Seid,  that  the  order  of  the  District  Court  was 
proper. 
^  The  District  Court  has  power  to  restrain  the  holder  of  a  mortgage,  or  other 
lien,  on  the  property  of  a  bankrupt,  from  enforcing  such  lien  by  suit ;  and, 
where  the  value  of  the  property  exceeds  the  amount  secured  by  the  lien, 
or  the  amount  or  validity  of  the  lien  is  in  doubt,  it  is,  in  general,  proper 
to  do  so. 

• 

(Before  WooDsuvF,  J.,  Northern  District  of  New  York,  January  16th,  1872.) 

WooDBUFP,  J.  The  bankrupt  seeks,  by  petition  of  re- 
view, to  reverse  an  order  of  the  District  Court,  which,  by  the 
dissolution  of  an  injunction,  permits  the  respondent,  Samuel 
C.  Smith,  to  continue  a  suit  brought  in  the  State  Court  for 
the  foreclosure  of  a  mortgage  upon  certain  lands  of  the 
bankrupt,  which  suit  was  commenced  after  the  filing  of  the 
petition  whereon  the  Iron  Mountain  Company  was  adjudged 
bankrupt,  and  after  the  appointment  of  an  assignee,  and  the 
conveyance  to  him  of  all  the  estate  of  the  bankrupt.  It  ap- 
peared, by  uncontradicted  evidence,  that  the  mortgaged 
premises  were  worth  less  *than  one -half  the  amount  of  the 
mortgage,  00  that  it  was  quite  clear  t^at  the  equity  of  redemp- 
tion is  of  no  value  whatever.  There  was  no  proof  that  the 
mortgage  is  not  in  all  respects  valid,  and  it  was  given  long 
before  the  bankruptcy  of  the  company. 

There  is  no  doubt  whatever  of  the  power  of  the  District 
Court,  in  bankruptcy,  to  take  the  administration  of  the  entire 
estate,  and  ascertain  and  liquidate  liens  thereon,  and  to  re- 
strain the  holder  of  a  mortgage  or  other  lien  from  proceeding 
in  any  suit  to  enforce  such  lien  ;  and,  where  the  value  of  the 
property  exceeds  the  amount  secured  by  such  mortgage  or 
lien,  it  will,  in  general,  be  proper  to  do  so,  in  order  to  pre- 
serve to  the  assignee  his  right,  secured  by  the  twentieth  sec- 
tion of  the  bankrupt  law,  to  receive  the  excess  in  value,  and 
release  the  right  of  redemption,  or  to  sell  the  property  sub- 
ject to  the  mortgage,  or  to  invoke  the  power  of  the  Court 

to  first  liquidate  and  settle  the  amount  of  the  lien.     So,  it 
Vol  EL— 21. 
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will  be  proper  to  restrain  the  proceeding  in  any  other  Court, 
where  the  amount  or  the  validity  of  the  lien  is  in  doubt. 
This  may  often  be  necessary  to  the  full  protection  x)f  the 
general  creditors,  who  are  entitled  to  such  protection  in  the 
Court  in  bankruptcy,  where  they  are  to  look  for  the  fund  to 
\  be  distributed  to  thcim.  In  all  such  cases,  it,  would  be  the 
^  duty  of  the  assignee  to  apply  to  the  Court  in  bankruptcy,  to 
assist  him  in  bringing  all  the  assets  into  that  .Court,  to  be 
applied  and  disposed  of  according  to  the  rights  and  interests 
of  all  concerned,  whether  holders  of  liens  or  general  cred- 
itors. 

But,  where  no  advantage  can  result  to  the  estate  of  the 
bankrupt,  I  see  no  reason  why  the  Court  should  interfere, 

(when  neither  the  assignee  nor  any  creditor  invokes  such  in- 
terference, and  it  appears,  without  contradiction,  that  the 
equity  of  redemption  is  of  no  value.  There  is  no  excess  of 
value  to  be  paid  to  the  assignee  on  his  releasing  the  right  of 
redemption.  There  is  nothing  to  be  sold  subject  to  the  mort- 
gage, which  will  yield  anything ;  and  any  action  of  the  Dis- 
trict Court,  for  the  liquidation  and  settlement  of  the  amount 
of  the  lien,  and  for  the  sale  of  the  property  to  satisfy  it,  would 
be  a  mere  expense  to  the  estate,  producing  nothiag.  Under 
those  circumstances,  the  Court  may,  I  think,  properly  exer- 
cise a  discretion  on  the  subject,  and  may  decline  interference. 
The  case  should  be  clear,  and  the  proof  that  nothing  can  be 
saved  to  the  estate  should  be  satisfactory ;  and,  if  the  Court 
can  see  that  any  prejudice  to  the  interests  of  creditors  ma^ 
happen,  it  should  not  permit  those  interests  to  be-  put  at 
hazard  by  a  proceeding  to  which  the  general  creditors  are  not 
parties,  and  in  respect  to  which  they  have  no  protection  but 
through  the  proceedings  in  bankruptcy. 

Upon  the  uncontradicted  facts  in  this  case,  nothing  can  be 
gained,  and  expenses  chargeable  upon  the  estate  would  be  in- 
curred, by  any  interference  in  the-  matter.  Whether  the 
property,  when  sold  in  foreclosure,  shall  produce  one-half,  or 
only  one-fourth,  of  the  amount  of  the  mortgage,  is  not  of  the 
least  moment.     The    claimants  of  the  lien,  by  electing  to 
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pursue  the  mortgaged  premises,  will  deprive  themselves  of 
any  right  to  prove  their  debt  in  bankruptcy,  for  the  deficiency, 
(§  20,)  and,  in  that  view,  it  may  be  greatly  for  the  interest  of 
the  general  creditors  to  permit  such  election  to  be  carried 
into  effect,  and  thereby  enhance  the  dividends  to  be  made  to 
them. 

The  order  of  the  District  Court  was  a  proper  one,  and 
must  be  affiimed. 

William  (7.  HoXbrook^  for  the  bankrupt. 

C.  T.  Oatrander  and  S.  M.  Ostrcmder^  for  Smith. 


Thk  Combt. 

In  a  collisioii  between  two  steamers,  in  the  night,  the  S.  end  the  C,  the  S.  wae 
held  in  fault  for  not  having  any  lookont  assigned  or  stationed  for  the  per- 
formance of  that  dnty ;  and  for  starboarding,  instead  of  porting,  when  the 
two  steamers  were  meeting  nearly  end  on ;  and  for  starboarding  when  she 
saw  the  red  light  of  the  C,  a  short  distance  off,  a  very  little  on  her  starboard 
bow;  and  for  not  stopping  and  reversing. 

It  being  shown  that  the  S.  was  negligent,  she  is  to  be  held  to  clear  proof  of 
contributing  negligence  or  fault  in  the  C. 

On  the  evidence,  the  C.  was  held  not  to  have  been  in  fault. 

(Before  Woodbuff,  J.,  Northern  District  of  New  York,  January  Idth,  1872.) 

WooDBUFF,  J.  The  libel  herein  was  filed  by  the  owners 
of  the  steamboat  Silver  Spray,  for  damages  caused  by  a  col- 
lision on  Lake  Huron,  between  their  vessel  and  the  propeller 
Comet)  in  which  collision  the  steamboat  was  sunk.  In  the 
District  Court,  the  libellants  obtained  a  decree  for  contribu- 
tion, upon  »the  ground  that  both  vessels  were  in  fault.  (1  Ah- 
hotfia  U.  S,  jRep.y  451.)  The  claimants,  owners  of  the  Comet, 
appealed,  and  the  cause  has  been  tried  in  this  Court. 

The  Spray,  a  small  steamboat  of  150  tons  burthen,  was  on 
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a  voyage  from  Goderich,  in  Canada,  on  the  east,  side  of  the 
lake  to  Samia,  on  the  east  side  of  the  St.  Clair  river. '  She 
left  Goderich  about  2  o'clock  and  45  minutes  in  the  afternoon 
of  the  13th  of  August,  1869,  and  took  her  course  south-west 
by  south,  (or,  by  her  compass,  south  by  west  half-west,)  for 
Fort  Gratiot  light,  on  the  American  or  west  side,  a  short 
distance  north  of  the  mouth  of  St.  Clair  river.   She  continued 
that  course  until  she  made  the  light,  directly  ahead,  when  her 
course  was  changed  to  south-west  by  south  half-south,  (or,  by 
her  compass,  south  by  west,)  in  order  to  enter  the  St.  Clair 
river  at  the  centre  of  its  mouth.    While  on  this  course,  at  a 
speed  of  from  nine  to  ten  miles  an  hour,  about  10  o'clock  at 
night,  and  not  far  from  the  mouth  of  the  river,  green  and 
white  lights  were  seen,  (according  to  the  testimony  of  six 
witnesses,  who  were  on  board,)  which  bore  a  little  on  her  star- 
board bow-    Thede  lights,  the  witnesseS  say,  proved  to  be  on 
the  Comet.    The  witnesses  differ  slightly  as  to  the  angle  of 
variation  from  dead  ahead.    Her  master  says,  one  point  on 
her  starboard  bow ;  her  mate,  one  half  a  .point  to  one  point ; 
her  wheelsman,  one  half  to  one  point ;  a  passenger,  from  half 
a  point  to  a  point ;  her  engineer,  that  it  appeared  to  bear  a 
little  to  the  right  of  her  course ;  another  passenger  says,  "  on 
the  starboard  side."    After  two  or  three  minutes,  the  master 
blew  two  whistles,  and,  after  that,  gave  an  order  to  starboard 
the  helm,  which  was  done.    The  change  in  the  bearing  of  the 
green  light,  if  any,  during  that  two  or  three  minutes,  was  so 
slight,  that  the  mate  thought  it  bore,  when  the  two  whistles 
were  sounded,  in  the  direction  in  which  he  says  he  first  saw 
it,  namely,  from  half  point  to  a  point  on  the  starboard  bow. 
The  master  thinks,  that,  during  that  interval,  if  anything,  it 
widened.     Having  starboarded,  the  Spray  continued  imder  a 
starboard  helm,  until  the  red  light  of  the  Comet  was  seen. 
According  to  the  testimony  of  the  passenger,  who  gives  its 
bearing,  "  it  was  in  the  same  direction  to  us,  when  first  dis- 
covered, as  the  green  was  when  first  discovered ; "   and  the 
mate  says,  that,  prior  to  that,  he  had  not  seen  any  change 
in  the  relative  position   of  the  white  and  green  lights  pre- 
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vioasly  observed.  The  master  and  mate  think  that  the  red 
light  was  from  one  to  two  points  on  their  starboard  bow. 
After  seeing  the  red  light  of  the  Comet,  then  distant,  as 
estimated  by  the  master  and  mate  of  the  Spray,  about  300 
feet,  the  master  blew  two  more  blasts  of  the  whistle,  and 
gave  another  order  to  starboard,  and,  immediately  after, 
hard-a-starboard,  under  the  influence  of  which  the  Spray 
swung  around  two  or  three  points ;  but  no  effort  was  made 
then  or  previously  to  slacken  speed,  or  stop  or  reverse  the 
engine.  The  Comet  struck  the  Spray  "  two  or  three  feet  for- 
ward of  her  starboard  paddle  wheel,"  the  direction  of  the 
blow  being  indicated  by  the  captain  as  ^^  about  seven  points 
between  the  two  stems."  The  Comet  was  a  much  larger  ves- 
sel, of  over  700  tons  burthen,  and  the  injury  to  the  Spray 
was  such  that  she  sank  almost  immediately  after  the  blow. 

The  night  was  clear,  and  there  was  nothing  in  the  state 
of  the  weather,  or  of  the  atmosphere,  to  justify  or  explain 
any  mistake  or  error  on  the  part  of  either  vessel,  or  excbse 
any  neglect  of  observance  of  the  rules  of  navigation,  or  of  the 
requirements  of  good  seamanship.  The  Comet  was  bound 
from  Buffalo,  New  York,  to  Green  Bay.  Passing  up  the 
St.  Clair  River,  she  arrived,  shortly  before  ten  o'clock,  at  the 
dock  in  front  of  the  passengers*  station  of  the  Grand  Trunk 
Eail  Boad  Company,  near  Fort  Gratiot,  on  the  west  or 
American  side  of  the  river,  and  stopped  to  receive  a  pas- 
senger. When  about  leaving  the  dock,  her  officers  saw  the 
lights  of  vessels  apparently  about  entering  the  mouth  of 
the  river,  from  the  lake,  which  was  about  2,300  feet  distant 
from  the  dock.  In  order  to  avoid  them,  she  "sagged"  over 
to  the  right  or  Canada  side  of  the  river,  near  to  the  shore. 
Moving  up,  she  passed  a  schooner,  nearly  opposite  what  the 
witnesses  call  "  Sand  Point,"  on  the  Canada  side,  at  or  about 
the  mouth  of  the  river,  leaving  her  about  200  feet  off  to 
port,  and  blowing  one  whistle  as  she  passed  her.  Next, 
and  very  soon  after,  she  met  and  passed  a  propeller  called 
the  Fountain  City,  and,  almost  immediately  afterwards, 
the  propeller    Cleveland,    giving   them  one  blast    of  the 
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whistle  as  she  passed  the  Fountain  City,  and  leaving  them 
also  about  200  feet  to  port.  In  avoiding  these  vessels,  the 
Comet  had  got  into  shoaler  water  than  usual,  nearer  to  the 
Canada  shore  than  the  captain  had  ever  been  before,  and  was, 
according  to  the  testimony,  on  a  course  north-east-one- 
quarter-east,  having  the  red  light  and  two  white  lights  of  the 
Spray  on  the  port  bow,  and,  according  to  the  captain,  three 
or  four  points  on  that  bow,  when  he  passed  the  Fountain 
City.  The  Comet  drew  eleven  feet,  and  her  captain  says : 
"I  starboarded  the  wheel  a  little,  as  I  was  getting  closer  to 
the  Canada  shore  than  I  had  ^ver  been  before,  I  let  her  (the 
Spray)  come  up  within  a  point,  or  point  and  a  half,  on  my 
port  bow."  The  speed  of  the  Comet  was  about  the  same  as 
that  of  the  Spray,  but,  in  the  river,  the  current  was  about 
three  miles  an  hour — in  the  lake,  the  current  was  less— -and 
the  current  must  be  assumed  to  have  reduced  somewhat  her 
actual  progress.  So  soon  as  the  Comet  had  passed  the  Cleve- 
land, so  as  to  make  it  apparent  that  his  signal  was  intended 
for  the  Spray,  lier  master  blew  one  whistle,  to  indicate  that 
each  should  pass  to  the  right,  or  port  to  port,  and  gave  the 
order  to  "port  half  a  point  and  show  your  red  light  strong," 
which,  he  says,  was  done,  the  Spray  already,  before  the 
change,  bearing  one  and  a  half  points  on  the  port  bow.  He 
heard  from  the  Spray  the  apparent  answer,  two  wliistles,  and 
instantly  gave  the  order  to  stop,  and,  as  rapidly  as  would 
give  time  to  execute  the  order,  rang  to  back,  and,  as  soon  as 
he  could  feel  her  back,  rang  the  alarm  bell  to  back  strong, 
and  also  gave  the  order  to  port,  and,  according  to  the  wheels- 
man, hard-arport,  under  which  orders,  he  says,  the  Comet 
swung  off  three  or  four  points.  The  Spray  having  swung 
.around,  on  her  starboard  wheel,  across  the  bow  of  the  Comet, 
the  latter,  her  headway  not  being  overcame,  struck  the  Spray, 
as  already  stated. 

The  testimony  of  the  master,  mate,  wheelsman,  look-out, 
and  engineer,  and  of  one  passenger,  of  the  Comet,  is  to  the 
effect,  that,  when  she  passed  the  propellers,  and  continuously 
thereafter,  the  red  light  of  the   Spray  was  in  view  over  the 
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port  bow  of  the  Oomet,  until  just  before  the  collision,  when 
the  Spn^,  swinging  around  on  her  starboard  helm,  brought 
her  green  light  into  view. 

The  faulty  negligence  and  mismanagement  of  the  Spray, 
and  that  such  negligence  and  mismanagement  were  a  cause 
of  the  collision,  was  deemed  fully  established  in  the  District 
Court ;  and,  on  this  trial,  it  is  hardly  claimed  that  the  con- 
clusion of  the  District  Court  on  that  point  is  not  correct.  In 
fact^  the  proof  of  her  fault  is  fully  established  by  witnesses 
for  the  KbeUants,  from  their  own  vessel. 

The  Spray  had  no  look-out.  There  was  no  person  on 
board  assigned  or  stationed  for  the  performance  of  that  duty. 
Her  master  stated,  that,  upon  his  watch,  he  looked  out,  and 
the  mate,  on  his  watch,  looked  out.  The  Spray  was  ap- 
preaching  the  mouth  of  a  river  navigated  bj  freqnent  veesele 
passing  each  way  through  the  river,  from  lake  to  lake.  On 
each  side,  near  the  mouth  of  the  river,  and  up  along  the 
shore  of  the  lake,  was  a  railroad,  with  its  depot-houses  and 
switches,  with  lights,  red  and  green,  elevated  to  signal  to  ap- 
proaching trains  the  condition  of  the  switches,  and  where 
colored  lanterns  on  cars,  or  in  the  hands  of  conductors  and 
other  attendants,  might  be  expected.  In  such  circumstances, 
and  in  view  of  other  suggestions  to  be  presently  made,  the 
importance  of  a  look-out  exclusively  devoted  to  that  duty, 
and  vigilant  in  its  performance,  cannot  be  over-stated ;  and  it 
will  appear,  I  think,  that,  had  there  been  a  competent  and 
vigilant  look-out  on  the  Spray,  she  would  not  have  made  the 
mistake  which,  I  think,  she  did  n^ake,  nor  the  unfortunate 
manoeuvre  which  produced  the  collision.  Indeed,  the  proof 
goes  even  further.  It  is  not  necessary  to  repeat  what  has  to 
often  before  been  said,  that,  in  circumstances  calling  for  the 
watchful  vigilance  of  >  a  look-out,  the  master,  or  the^mate, 
charged  with  the  general  management  of  the  vessel,  is  not 
competent  to  act  at  the  same  time  as  look-out.  On  this  oc- 
casion, the  mate,  left  in  charge  by  the  captain,  appears  to 
have  been  occupied,  for  more  than  an  hour,  in  conversation 
with  a  passenger ;  and  when,  at  the  usual  time,  the  captain 
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was  called,  he  joined  them;  and  there  is  no  pretence  that 
either  mate  or  captain  discovered  the  Comet  until  the  pas-  . 
senger  enquired  of  the  mate  about  a  green  light  which  he  had 
observed  near  the  centre  of  the  river.  In  this  state  of  gross 
inattention,  neither  the  whistle  blown  by  the  Comet  to  signal 
the  schooner,  the  whistle  she  gave  to  the  other  propellers 
•  which  she  passed,  nor,  finally,  the  signal  given  by  tlie  Comet 
to  the  Spray,  was  heard  by  any  one  on  the  latter. 

So,  also,  upon  her  own  testimony,  she  was  in  fault  in  star- 
boarding and  persisting  therein.  Conceding,  for  the  purposes 
of  this  point,  that,  when  she  saw  a  green  light,  it  was  the 
green  light  of  the  Comet,  her  testimony  is,  that  it  was  at 
about  the  centre  of  the,  river,  and  her  witnesses  place  it  from 
half  point  to  a  point  only  on  her  starboard  bow.  After  ob- 
serving it,  according  to  their  testimony,  for  a  period  of  two 
minutes,  at  least,  it  opened  so  little,  that  even  the  master 
qualifies  his  statement  by  saying,  that  it  widened,  if  any- 
thing. Considering  their  own  speed,  of  nine  or  ten  miles  an 
hour,  this  indicated,  that,  if  that  light  was  approaching,  it 
was  coming  nearly  end  on.  But  that  is  by  no  means  the 
worst  of  this  fault.  Whatever  may  be  true  of  the  green 
light,  if  their  testimony  be  taken,  they  did  see  the  Comet, 
with  her  red  light  in  view,  distant  300  feet,  at  least,  and  bear- 
ing very  slightly  on  their  starboard  bow.  To  starboard  after 
that,  and  hard-a-starboard,  and  rush,  with  unabated  speed, 
upon  almost  certain  destruction,  was  recklessness  or  want  of 
skill,  of  such  degree  that  no  suggestion  that  peril  was  then 
immment  will  excuse.  They  had  blown  two  whistles,  as  a 
proposition  to  pass  to  the  left,  and,  without  any  reply  of 
aftsent,  had  starboarded.  On  discovering  that  the  Comet  was 
passing  to  the  right,  in  obedience  to  the  rule  prescribed  to 
steamiWessels  meeting  end  on,  they  made  no  eftbrt  whatever 
to  check  the  motion  of  the  Spray,  but  increased  the  danger 
by  starboarding  again.  It  is  palpable,  that  if,  even  then,  the 
Spray  had  either  ported,  or  slowed  and  backed,  and,  as  I 
think,  also,  if  she  had  done  nothing,  no  collision  would  have 
happened. 
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In  every  view  of  the  eircnmstances,  as  presented  by  her 
own  witnesses,  her  neglect  to  slow,  istop,  and  reverse  is  inex- 
cosable,  and,  of  itself,  seems  sufficient  to  account  for  her 
disaster,  if  her  actual  movements  were  otherwise  deemed 
justifiable. 

This  reference  to  the  negligence  of  the  Spray  is  not  im- 
portant as  ground  for  sustaining  the  like  conclusion  reached 
in  the  District  Court.  Not  having' appealed  from  the  de- 
cision there,  the  libellants'  conduct  is  not  to  be  examined  here 
with  a  view  to  test  the  correctness  of  that  conclusion.  Such 
negligence  is,  nevertheless,  important  to  the  further  enquiry, 
whether  the  Comet  was  also  in  fault :  and,  in  an  apparent 
conflict  of  testimony,  and  an  apparent  uncertainty  as  to  the 
accuracy  of  observations  made  on  the  Spray,  it  may  be  very 
significant.  When  the  libellants  come  into  Court,  themselves 
showing  negligence  and  want  of  skill,  and  seek  to  cast  the 
burthen  of  its  consequences,  in  part,  upon  another  vessel, 
there  is  some  presumption,  at  least,  adverse  to  their  claim ; 
and  they  may  properly  be  held  to  clear  proof  of  contributing 
negligence  or  fault  in  the  management  of  the  other  vessel. 
Their  own  negligence  sufficiently  accounts  for  their  disas- 
ter, and  it  should  not  be  enough  that  they  make  the 
care  and  skill  and  good  management  of  the  other  vessel 
doubtful. 

In  this  case,  after  the  most  careful  scrutiny,  I  cannot 
escape  the  conclusion,  that  there  is  not  so  much  as  doubt. 
In  view  of  the  elaborate  and  able  presentation  of  the  opposite 
view,  in  the  opinion  of  the  careful,  painstaking,  and  learned 
Judge  of  the  District  Court,  it  would  have  been  easy  to  rest 
upon  his  analysis  of  the  evidence,  and  his  estimate  of  its 
weight ;  and,  as  a  mere  matter  of  personal  choice,  I  should 
mpch  prefer  to  do  so,  if  such  choice  might  have  any  place 
in  the  discharge  of  duty.  But  I  am  not  able  to  concur 
in  his  conclusion.  A  conviction  of  the  injustice  of  that 
conclusion  is  strengthened  by  each  examination  of  the 
testimony,  and  I  am  bound,  therefore,  to  acquit  tlie  Comet  of 
fault. 
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The  only  two  supposed  facts  which  were  deemed  to  indi- 
cate fault  in  the  Comet,  are,  first,  that  she  did  not  maintain  a 
competent  and  vigilant  lookout ;  and,  second,  that,  after  she 
passed  beyond  the  two  propellers,  the  Fountain  City  and  the 
Cleveland,  she  starboarded,  and  went  across  the  course  of  the 
Spray,  to  her  starboard,  and,  continuing  on  that  course,  show- 
ing her  green  light  to  the  Spray  until  within  a  short  distance, 
(the  greatest  stated  by  the  captain  of  the  latter  being  330 
feet,)  suddenly^  turned,  ported  her  helm,  and  attempted  to 
pass  again  across  the  bows  of  the  Spray.  If  the  evidence 
warrants  these  conclusions,  then,  undoubtedly,  the  Comet  was 
in  fault. 

As  to  the  first,  there  is  no  just  ground  for  doubting  or 
denying  that  the  Comet  had  a  man  on  duty  as  lookout ;  and, 
whatever  his  general  competency,  he  did  see  the  Spray  as 
soon  as,  or  before,  the  Comet  passed  the  Cleveland,  and  as 
soon  as  there  was  any  occasion  for  any  manoeuvre  to  avoid 
her.  The  captain,  also,  of  the  Comet  saw  the  lights  of  the 
Spray,  when  lying  at  the  railroad  dock  in  the  river  below ; 
and,  though  then  uncertain  what  the  numerous  lights  then 
visible  indicated,  (they,  viewed  at  that  distance,  suggesting  to 
him  and  to  others  on  board,  that  it  might  be  an  approaching 
tow,)  he  observed  them  with  his  glass,  made  out  the  difierent 
vessels,  proceeded  to  the  right  hand  side  of  the  river,  to  avoid 
them,  and,  before  passing  the  Cleveland,  was  in  full  observa- 
tion of  the  Spray.  He  wis,  therefore,  in  full  charge  of  the 
situation,  and  with  full  knowledge  that  the  Spray  was  ap- 
proaching, and  knew  her  bearing.  If  he  mismanaged  after 
that,  the  fault  was  not  the  want  of  a  competent  look  out  or  of 
a  vigilant  look  out,  but  his  own  negligence  or  want  of  skill.  - 
The  mate,  also,  had  like  knowledge  and  observation,  as,  also, 
the  others  who  testified  to  seeing  and  watching  the  Spray. 
Indeed,  I  do  not  see  what  any  other  lookout  could  have  done, 
which  would  have  affected  the  question,  when  the  other  offi- 
cers were  cognizant  of  the  approach  of  the  Spray,  and  were 
actually  taking  measures  to  avoid  her.  I  think  the  inference 
of  fault  in  the  lookout  was,  in  the  mind  of  the  learned  Judge 
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belowy  connected  with  the  other  conclusion,  or  second  alleged 
&ult ;  that  is  to  say,  if,  in  truth,  all  on  board  of  the  Comet 
were  mistaken  in  saying  that  the  red  light  of  the  Spray  bore 
on  them,  from  the  time  the  Comet  passed  the  propellers,  till 
the  instant  before  the  collision,  and  the  Comet  did  cross  the 
bows  of  the  Spray  between  her  and  the  Cleveland,  so  as  to 
show  her  green  light  to  the  Spray,  and,  therefore,  necessarily, 
to  be  herself  in  view  of  the  Spray's  green  light,  and  yet  no 
one  on  the  Comet  saw  that  light,  then,  indeed,  the  inference 
that  no  sufficient  and  vigilant  lookout  was  kept  on  the  Comet 
would  be  warranted.  This  is,  I  think,  the  ground  on  which 
the  want  of  a  proper  lookout  was  deemed  proved.  The  en- 
quiry into  the  conduct  of  the  Comet  becomes,  therefore,  re- 
duced to  the  second  allegation  of  fault  above  stated  ;  and,  on 
that  subject,  I  observe  : 

(1.)  It  cannot  be  denied,  upon  the  proofs,  that  the  Comet 
did  go  up  the  river  on  the  right  hand  side,  near  the  shore, 
and  keep  off  towards  the  Canada  shore,  until  after  she  passed 
the  propellers.  She  passed  those  propellers  in  the  lake, 
above  the  mouth  of  the  river.  The  mate  of  the  Spray  had 
seen  the  propellers.  One  of  them  had  passed  him,  and 
he  saw  her  enter  the  mouth  of  the  river.  The  Comet 
passed  that  propeller  on  her  port  side,  at  a  distance  of  200 
feet.  At  that  time  she  was  on  a  course  northeast  one- 
quarter  east,  and  her  red  light  then,  beyond  all  possible 
question,  was  in  full  view  from  the  Spray.  If  she  then 
crossed  the  course  of  the  Spray,  between  her  and  the  pro- 
peller Cleveland,  to  the  starboard  of  the  Spray,  so  as  to 
change  her  light  from  red  to  green,  why  was  not  that  move- 
ment seen  by  the  mate  of  the  Spray  especially,  and  why  not, 
also,  by  some  other  one  on  the  Spray  ? 

(2.)  That  the  Comet  did  thus  cross  over  between  the  pro- 
peller and  the  Spray,  and,  having  accomplished  that,  and  so 
got  nearer  to  her  course  up  the  American  side  of  the  lake, 
then,  with  every  motive  to  continue  to  move  further  in  £bat 
direction,  and  more  fully  reach  that  course,  after  getting  over 
60  as  to  have  the  Spray's  green  light  in  view,  turned  back. 
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and  attempted  to  recross  before  the  bows  of  the  Spray,  is,  in 
itself,  incredible. 

(3.)  The  master  not  only  regarded  an  attempt  to  pass  be- 
tween the  Cleveland  and  the  Spray  imprudent,  but  he  and 
the  mate,  wheelsman,  engineer,  lookout,  and  passenger  un^ 
qualifiedly  deny  that  any  such  attempt  was  made.  It  is  true, 
that,  when  he  found  himself  nearer  than  he  had  ever  before 
been  to  the  Canada  shore,  he  starboarded  a  little,  so  that  the 
bearing  of  the  Spray  came  up  a  point  or  point  and  a  half  on 
his  port  bow.  Their  combined  speed  bringing  them  con- 
stantly nearer,  she  would  continue  to  bear,  when  they  ported, 
at  about  the  same  angle  on  that  bow  as  before,  and  thereafter 
would  open  further,  had  she  not  herself  run  across  the  bows 
of  the  Comet. 

(4.)  The  six  witnesses  from  the  Comet  concur  in  the  state- 
ment, that  it  was  the  red  light  of  the  Spray  which  was  in 
view  from  the  Comet ;  and  some  of  them,  from  their  position 
when  seeing  it,  could  not  have  seen  it  at  all,  if  it  had  not 
been  the  red  light  on  the  port  bow.  And  here  it  is  to  me  of 
special  importance  that — where  there  are  six  witnesses  from 
the  Spray  testifying  that  they  did  see  the  green  light  of  the 
Comet,  and  they  thereby  bring  the  Comet  over  to  the  west 
of  the  course  of  the  Spray,  and,  on  the  other  hand,  there  are 
six  witnesses  from  the  Comet  who  testify  that  she  was  never 
in  any  such  relative  position  to  the  Spray,  and  that  the  red 
light  of  the  latter  was  in  full  view  till  near  the  moment  of 
collision — there  is  testimony  from  a  disinterested  party,  an 
observer  of  the  course  of  the  Comet,  and  of  the  actual  col- 
lision, which  throws  light  on  the  point  in  conflict.  Maison- 
ville,  the  captain  of  the  steamboat  W.  J.  Spicer,  was,  with 
his  boat,  lying  at  the  railroad  dock,  when  the  Comet  left  it. 
His  view  up  the  river  enabled  him  to  see  the  course  of  the 
Comet,  and  her  passing  the  schooner  and  propellers;  and  he 
declares  her  very  near  the  Canada  shore.  He  saw  the  Silver 
Spray  come  down,  and  he  witnessed  the  actual  collision ;  and, 
upon  his  information  of  the  place  of  the  collision,  the  wreck 
of  the  Spray  was  afterwards  found  and  raised.    He  did  not 
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see  any  such  crossing  of  the  Comet  past  the  bows  of  the 
Spray,  as  is  necessarily  involved  in  the  libellants'  testimony ; 
and  it  is  not  credible,  if  even  possible,  that  he  should  not 
have  seen  it  if  it  happened.  And  it  is  strongly  corroborative 
of  the  testimony  from  the  Comet,  in  this  conflict  of  witnesses, 
that  Lathrop,  a  wholly  indifferent  witness,  testifies,  that,  after 
the  collision,  the  master  of  the  Spray  attempted  to  account 
for  his  not  stopping,  by  saying  that  he  thought  he  could  cross 
the  bows  of  the  Comet,  and  get  on  to  his  own  side — the 
Canada  shore.— and  that  he  was  heading  right  on  to  the  Canada 
shore. 

Hereupon,  the  question  presents  itself— What  is  to  be  be- 
lieved concerning  the  master,  mate,  wheelsmen,  engineer  and 
two  passengers  on  the  Spray,  who  all  say,  that  they  saw  the 
green  light  of  the  Comet  bearing  on  the  starboard  bow  of 
the  Spray,  and  that  it  so  continued  till  suddenly  her  red 
light  appeared  over  the  same  bow  ?  Are  they  perjured  ? 
My  conclusion  involves  no  such  necessary  inference;  and, 
if  they  are  mistaken,  the  whole  pretence  of  fault  on  the 
part  of  the  Comet  is  at  an  end.  Their  seeing  the  Comet's 
red  light  on  that  bow  tends  to  confirm  the  testimony  from 
the  Comet,  for  it  was  after  the  Spray  had  starboarded,  and 
had  been  moving  some  time  to  port,  on  a  starboard  wheel, 
that  the  red  light  of  the  Comet  was  discovered.  It  should 
have  been  seen  before,  and  then  it  would  have  been  seen  on 
their  port  bow.  By  starboarding,  they  brought  it  a  little  on 
their  starboard  bow,  just  before  the  collision.  They  did  not 
see  the  Comet's  green  light,  as  they  suppose  they  did.  They 
saw  some  other  light,  and,  acting  on  the  assumption  that  it 
was  an  approaching  vessel,  they  now  say  it  was  the  green 
light  of  the  Comet.  A  careful  examination  of  the  testimony 
shows,  I  think,  conclusively,  that,  unless  the  Comet  crossed 
the  course  of  the  Spray,  so  as  to  exhibit  a  green  light,  she  is 
without  fault.  The  testimony  of  her  witnesses  is  positive 
and  has  confirmation  in  the  testimony  of  Maisonville  and 
Lathrop,  already  referred  to.  The  testimony  from  the  Comet 
seems  also  to  me  to  be  consistent,  natural  and  credible. 
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There  was  less  liability  to  mistake.  From  the  Cornet, 
looking  outward  towards  the  lake,  there  was  no  other  Teasel 
or  lights  in  view.  Her  officers  and  others  on  board  had, 
therefore,  nothing  to  distract  their  attention  or  noiislead  them. 
On  the  other  hand,  the  view  before  the  eyes  of  those  on  the 
Spray  presented  many  lights.  Her  wheelsman  had  covered 
the  compass  and  was  endeavoring  to  steer  his  ship  by  colored 
lights  which  were,  or  which  he  supposed  were,  on  shore.  He 
selected  a  red  light  on  the  Canada  shore,  supposing  it,  no 
doubt,  one  of  the  semaphore  lights  along  the  line  of  the  rail^ 
road.  The  counsel  for  the  claimants  suggests  that  this  was 
the  red  light  of  the  Comet.  Who  shall  say  it  was  not  ?  Sy 
covering  his  compass,  he  had  rendered  it  impossible  to  detect 
his  mistake,  if  he  made  that  blunder.  And  who  shall  say, 
that,  if  he  was  steering  by  a  red  light  off  his  port  bow,  he 
did  not  mistake  one  of  the  green  lights  on  shore  for  the  green 
light  of  the  Comet,  and  then,  when,  by  starboarding,  he 
brought  the  red  light  of  the  Comet  in  fact  just  over  the  star- 
board bow,  conclude  that  it  was  a  red  light  on  the  same  ves- 
sel on  which  he  had  seen  the  green  ?  But,  more  plausibly 
still — ^the  W.  J.  Spicer,  lying  at  the  railroad  dock,  exhibited 
her  green  light  fully  to  the  view  of  the  Spray.  That  view 
was  a  little,  and  but  a  little,  to  her  starboard,  as  her  course 
and  position,  and  the  direction  of  the  river,  and  the  line  of 
sight  to  the  dock  distinctly  show.  The  assumption  that  it 
was  this  green  light  which  was  seen  on  the  Spray,  accounts 
for  two  circumstances  of  no  little  importance,  in  explaining 
the  conflict  of  testimony,  besides  disposing  of  the  main  dis- 
pute as  to  the  course  of  the  Comet.  First,  the  distance  at 
which  the  master  of  the  Spray  thinks  he  first  saw  the  green 
light  of  the  Comet.  He  makes  it  much  greater  than  is  con- 
sistent with  the  witnesses  from  the  latter  vessel.  I^ow,  the 
dock  of  the  railroad  company,  where  the  Spicer  lay,  is  over 
one  third  of  a  mile  below  the  mouth  of  the  river ;  and,  see- 
ing the  green  light  there,  he  would,  of  course,  estimate  the 
distance  as  greater  than  in  fact  he  was  from  the  Comet,  which 
he  did  not  then  see.     Second,  it  seems  extraordinary,  and  yet 
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is  testified  by  the  witnesses  from  the  Spray,  that  the  green 
light,  which  they  say  was  the  Comet's  light,  was  first  seen 
from  half  a  point  to  a  point  on  their  starboard  bow ;  and  yet, 
notwithstanding,  upon  their  theory,  the  two  vessels  were  ap- 
preaching  each  other  at  a  combined  speed  of  from  12  to  16 
miles  an  hour,  they  observed  it  two  or  three  minutes,  and  it 
opened  so  little,  that  the  captain  speaks  of  it  as  ^^  widening,  if 
anything,"  and  other  witnesses  create  doubt  whether  it 
changed  its  bearing  at  all,  and  the  utmost  suggested  is,  that 
its  starboard  bearing  reached  two  points.  This  is  incredible, 
if  it  was  borne  by  the  Comet  on  a  course  crossing  the  bows 
of  the  Spray  to  the  starboard  enough  to  keep  a  green  light  in 
view,  but  is  not  only  not  extraordinary,  but  inevitable,  if  the 
green  light  was  on  the  Spicer,  lying  still,  and  the  Spray  was 
on  a  course  to  the  centre  of  the  river,  in  a  line  very  slightly 
varying  from  a  direct  Kne  to  that  light. 

It  is  not  certain  that  this  was  the  mistake  which  they 
made ;  but  their  want  of  look  out,  the  inattention  qf  the 
officers  when  on  duty,  the  actual  fault  in  what  they  did, 
whether  it  was  the  green  light  of  the  Comet  or  not,  and  their 
neglect  of  the  obvious  precaution  to  slacken  speed,  prepares  me 
tor  the  conclusion  to  which  the  other  evidence  compels  me, 
that  some  such  mistake  was  made. 

In  what  I  have  written  I  have  aimed  at  giving  an  intima- 
tion of  the  grounds  of  my  conclusion,  rather  than  at  discussing 
all  the  details  of  the  testimony.  No  doubt,  there  are  some 
of  those  details,  not  adverted  to,  which  confiict  with  the  con- 
clusion. So,  on  the  other  hand,  there  are  many  other  partic- 
ulars, which  might  be  stated,  which  go  to  sustain  it.  The 
counsel  on  both  sides  have  presented  them  fully,  and  I  have 
not  failed,  I  think,  to  give  them  due  consideration.  To  recite 
and  discuss  each  in  writing  would  involve  labor  which  would 
be  of  no  profit  to  counsel  already  familiar  with  the  whole. 
For  them,  it  might  have  been  sufficient  to  state  my  conclu- 
sion without  any  reasons,  and  leave  them  to  infer  that  I  was 
convinced  by  the  argument.  It  seemed  to  me  just,  however, 
to  say  enough  to  point  to  the  prominent  reasons,  which,  on 
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examination  and  re-examination  of  the  testimony,  have  forced 
npon  me  the  conviction,  that  the  Silver  Spray  is  alqne  in  fault, 
and  that  the  libel  of  her  owners,  filed  herein,  should,  be  dis- 
missed, with  costs. 

George  B.  Hibhard^  for  the  libellants. 

John  8.  Newberry  and  Henry  B.  Brown^  for  the  claim- 
ants. 


John  O.  Mbs&iah  and  Edwin  Chambeblin 
Francis  Draj^e.    In  Equiit. 

The  claim  of  the  reiBBaed  letters  patent  granted  to  John  O.  Merriam  and  Edwin 
ChamberUn,  as  assignees  of  Charles  B.  Morehouse,  the  inventor,  Jaly  I2th, 
1870,  for  an  "  improyement  in  whip-sockets,"  the  original  patent  having  been 
granted  to  said  Morehouse  February  6th,  1866,  namely,  "  The  whip-socket, 
B,  haying  permanently  attached  thereto  the  stationary  jaw  or  clamp,  £,  in 
combination  with  the  detachable  Jaw  or  clamp,  O,  whereby  the  said  whip 
socket  may  be  fastened  to,  and  connected  with,  the  dash-board  rod  of  a  car- 
riage or  other  yehicle,  substantially  in  the  manner  and  by  the  means  herein 
described  and  set  forth,**  is  a  claim  to  a  whip-socket  haying,  at  the  top  and 
bottom  thereof,  metal  rings  or  flanges,  for  the  purpose  of  giying  support  and 
strength,  with  a  stationary  jaw  of  a  clamp  permanently  attached  thereto,  and 
a  detachable  jaw,  to  be  applied  to  clasp  the  rod  of  the  dash-board,  the  detach- 
able jaw  forming,  in  connection  with  its  fellow,  a  mouth  or  double  jaw,  which 
can  be  slid  off  and  upon  the  object  to  which  it  is  to  be  fastened,  and  made 
tight  thereon  by  the  single  screw  which  holds  its  outer  end  to  its  feUow. 

Such  form  of  clamp  allows  the  whip-socket  to  be  made  fast  to  the  dash  board 
rod  without  perforating  the  leather  thereof. 

Such  daim  is  not  infringed  by  a  whip-socket  which  has  no  rings  or  flanges, 
and  has  a  substantially  different  clamp,  requiring  the  perforation  of  the  leather 
of  the  dash-board  to  admit  of  its  application  thereto. 

(Before  Woodkufj,  J.,  Northern  District  of  New  York,  January  16th,  1872.) 
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This  suit  was  founded  on  reisisned  letters  patent  of  the  Uni- 
ted States,  granted  to  the  plaintiffs,  as  assignees  of  Charles  B. 
Morehouse,  the  inventor,  July  12th,  1870,  for  "  an  improve- 
ment in  whip-sockets,"  the  original  patent  having  been 
granted  to  said  Morehouse  February  6th,  1866.  The  specifi- 
cation said :  '^  The  nature  of  the  said  invention  and  improve- 
ment consists  in  the  use  of  a  whip-socket,  having  permanently 
attached  thereto  a  suitably  shaped  extension  or  extensions, 
adapted  to  fit  the  dash-board  rod  of  a  carriage  or  other 
vehicle,  in  combination  with  one  or  more  screw-caps,  where- 
by said  whip-socket  may  be  securely  fastened  to  the  dash- 
board rod,  substantially  in  the  manner  and  for  the  purpose 
hereinafter  more  fully  described  and  specified."  It  described 
the  construction  and  operation  of  t];Le  invention  as  follows  : 
*'  The  whip-socket,  B,  may  be  made  in  any  usual  shape,  and 
of  any  material  desired,  having  at  the  top  and  bottom  there- 
of metal  rings  or  flanges,  D,  which  are  for  the  purpose  of 
supporting  and  strengthening  the  whip-socket,  B,  and  form 
part  thereof.  To  these  rings  or  flanges,  D,  are  securely  and 
permanently  attached  the  stationary  clamps,  E.  These 
clamps,  £,  should  be  of  proper  shape  and  size  to  conform  to 
the  dash  rod.  The  clamp,  Gr,  is  made  of  malleable  cast  iron, 
or  other  metal,  and,  in  size  and  shape,  to  correspond  with  the 
stationary  clamp,  E.  The  operation  of  the  improved  fasten- 
ing is  as  follows :  The  whip-socket,  B,  is  placed  against  the 
dash-board,  A,  the  stationary  clamps,  E,  fitting  closely 
against  the  dash-board  rod,  K.  The  clamp,  6,  is  then  placed 
against  the  said  dash  rod,  E,  opposite  to  the  stationary 
damp,  E,  and  then,  by  means  of  a  screw  or  screws,  or  other 
mechanical  means,  the  said  clamps  are  forced  together,  secure- 
ly clamping,  clasping,  and  grasping  the  dash-board  rod,  K, 
thereby  securely  holding  and  fastening  the  whip-socket,  B,  in 
its  proper  place  and  position,  yet  detachable  at  pleasure." 
The  claim  was  in  these  words :  "  The  whip-socket,  B,  having 
permanently  attached  thereto  the  stationary  jaw  or  clamp,  E, 
in  combination  with  the  detachable  jaw  or  clamp,  G,  whereby 

the  said  whip-socket  may  be  fastened  to,  and  connected  with, 
Vol.  IX— 32. 
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the  dash-board  rod  of  a  carriage  or  other  vehicle,  substantial- 
ly in  the  manner  and  by  the  means  herein  described  and  set 
forth." 

EseJc  Coweriy  for  the  plaintiffs. 

« 
John  B.  Oale^  for  the  defendant. 

Woodruff,  J.     It  will  be  seen,  from  the  description  and 
claim  of  the  patent,  that  the  patentees  do  not  claim  that  either 
of  the  parts  which  make  up  their  improved  whip-socket  is 
new.     The  whip-socket  itself  may  be  made   in  any  usual 
shape,  and  of  any  material  desired,  having,  however,  at  the 
top  and  bottom  thereof,  metal  rings  or  flanges,  plainly  indi- 
cating, as,  also,  the  plaintiffs'  proo&  in  regard  to  the  previous 
state  of  the- art  show,  that  whip-sockets  for  sustaining  the 
whip,  and  attached  to  the  dash-board  rod,  were  not  new,  but 
were  precisely  what  the  patentees  claim  to  have  improved. 
And  there  is  no  claim,  obviously  there  could  be  none,  that 
clamps  were  not  well  known  and  common  devices  for  clasp- 
ing and  holding,  permanently  or  temporarily,  as  the  case 
might  require,  whatever  might  be  placed  between  the  two 
jaws  thereof.    Nor  is  the  feature,  that  one  jaw  is  permanent 
or  fixed,  and  the  other  movable  and  detachable,  claimed  to 
be,  in  itself,  novel.     The  manner  in  which  parts  of  machinery 
are  clamped  by  a  double  or  single  jaw;  the  well  known 
clamping  tools  of  the  joiner,  the  cabinet-maker,  the  shoe- 
maker, and  the  blacksmith ;  the  common  device  of  a  clamp 
connected   with,  and  forming  part  of,    varioup  articles  in 
domestic  use,  to  fasten  them  to  a  table,  or  to  a  fixture,  as,  for 
example,  the  common  reel,  the  needle  cushion,  and  like  arti- 
cles found  in  the  shops,  and  in  ,the  use  of  the  seamstress  or 
embroiderer — ^is  familiar.     Nor  could  the  patentees  claim 
the  use  of  a  damp  generally,  as  a  means  of  attaching  a  whip- 
socket  to  a  dash-board.   That  would  be  claiming,  as  an  inven- 
tion, the  mere  application  of  an  old  device  to  a  new  use,  which, 
by  itself  alone,  is  not  the  subject  of  a  patent. 
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In  view  of  the  state  of  the  art,  and  of  the  want  of  any 
pretence,  in  the  specification  or  claim,  that  either  o^  the  parts 
are  new,  the  claim  of  the  plaintifiB'  patent  must  be  construed 
to  be  for  a  whip-socket  constructed  substantially  as  described, 
that  is  to  say,  having,  at  the  top  and  bottom  thereof,  metal 
rings  or  flanges,  for  the  purpose  of  giving  support  and 
strength,  with  a  stationary  jaw  of  a  clamp  permanently  at- 
tached thereto,  and  a  detachable  jaw,  to  be  applied,  by  some 
mechanical  means,  so  as  to  clasp  the  rod  of  the  dash-board ; 
and,  as  clamps  are  of  various  form  and  manner  of  application, 
the  precise  form  and  mode  of  attaching  the  detachable  jaw 
in  the  plaintifls'  patent  is  carefully  exhibited  in  the  drawings, 
where  it  is  exhibited  as  forming,  in  connection  with  its  fellow, 
a  mouth  or  double  jaw,  which,  (like  the  clamp  attached  to  a 
lady's  pin  and  needle  cushion)  can  be  slid  off  and  upon  the 
object  to  which  it  is  to  be  fastened,  and  made  tight  thereon 
by  the  single  screw  which  holds  its  outer  end  to  its  fellow. 
It  is  a  whip-socket  having  this  combination,  and  the  devices 
employed  to  adapt  each  part  to  its  place  and  office  in  the 
combination,  that  is  secured  to  the  plaintiffs  by  their  patent ; 
and,  each  part  being  old,  the  plaintiffs  could  not,  and  do  not, 
by  their  patent,  close  the  door  to  any  other  combination  of 
these  old  elements,  or  to  any  other  mode  of  combining  them 
which  is  not  substantially  like  that  employed  by  the 
plaintiffs. 

The  office,  as  well  as  the  advantage,  of  the  form  of  clamp 
specified  by  the  plaintiffs  as  a  part  of  their  whip-socket,  is 
shown  by  the  evidence,  as  well  as  by  the  specification  an- 
nexed to  the  original  patent,  of  which  the  patent  relied  upon 
is  a  reissue.  It  was  deemed  important,  that  the  whip-socket 
should  be  so  constructed  that  it  could  be  made  fast  to  the 
dash-board  rod  without  cutting,  perforating,  or  injuring  the 
leather  which  constitutes  the  dash-board.  That  was  the  chief 
feature  in  the  patent.  Other  patents  existed  for  fastening  a 
whip-socket  by  means  of  a  metallic  clamp  differing  but  little 
from  the  one  used  by  the  plaintiffs;  but  the  application 
thereof  to  the  dash-board  rod  involved  the  cutting  or  per- 
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forating  of  the  leather,  to  permit  one  jaw'  of  the  clamp  to 
pass  through,  so  as  to  embrace  the  rod,  when  the  socket  was 
in  its  proper  position.  Accordingly,  the  specification  and 
drawings  of  the  original  patent,  and  of  the  reissue,  describe, 
exhibit,  and  refer  to  a  peculiar  arrangement  of  the  jaws  of 
the  clamp,  so  that,  at  one  end,  they  are  held  together  and 
tightened  by  the  clamp-screw,  and,  at  the  other  end,  are  open, 
to  be  slid  sidewise  upon  the  rod,  before  the  screw  is  made 
tight ;  and  they  may  be  removed  in  like  manner,  without  dis- 
figuring the  leather  of  the  dash-board. 

I  do  not  suggest  that  such  a  whipnsocket,  made  up  of  these 
several  parts  arranged  and  adapted  to  each  other  in  the  man- 
ner described,  was  not  a  patentable  device.  Its  peculiar  ar- 
rangement of  the  parts,  and  their  adaptation  to  the  purpose 
in  view,  probably  made  it  something  more  than  a  putting  of 
an  old  device  to  a  new  use ;  but  the  patent  stands  upon  rather 
narrow  ground.  It  does  not  cover  every  possible  mode  of 
clamping  a  whip-socket  to  a  dash-board,  but,  at  most,  only  a 
mode  which  is  substantially  the  same. 

The  defendant  does  not  use  or  sell  such  a  whip-socket  as 
is  described  or  referred  to  in  the  plaintiffs'  specification,  nor 
one  that  is  at  all  like  it.  His  socket  consists  of  two  parts 
hinged  upon  each  other,  so  as  to  open  and  close  at  the  top  and 
bottom  alternately,  as  the  whip  shall  be  inserted  or  with- 
drawn. It  has  no  rings  or  flanges  at  the  top  or  bottom,  nor 
elsewhere  thereon.  Indeed,  rings  or  flanges  could  not  be 
placed  thereon  at  aU,  without  destroying  its  chief  and  peculiar 
characteristic,  namely,  the  opening  thereof  at  the  top,  to  re- 
ceive the  whip,  and  the  closing  thereof  around  the  whip  when 
it  is  thrust  to  the  bottom,  and  opening,  in  turn,  when  the 
whip  is  withdrawn.  The  defendant  does  not,  therefore,  use 
the  plaintiff'  ^t^S^j  i^or  any  equivalent  device,  for  either 
would  be  impracticable.  The  rings  in  the  plaintiffs'  whip- 
socket  serve  a  double  purpose.  They  strengthen  the  socket, 
and  are  its  sole  support,  and  are  the  base  of  the  clamps,  by 
an  extension  thereon  forming  the  permanent  jaws.  The 
whip-socket  used  or  sold  by  the  defendant  has  not,  and  can- 
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not  have,  any  8u6h  rings.  It  is  made  of  snflEicient  strength 
to  render  them  unnecessary  for  either  strength  or  support. 
It  will  not  avail  the  plaintiffs  to  say,  that,  by  making  the  de- 
fendant's socket  of  a  form,  or  thickness,  or  strength  sufficient 
to  render  the  rings  uimecessary,  the  defendant  does  employ 
an  equivalent.  Not  so.  He  dispenses  with  the  plaintiffs' 
device  altogether.  He  has  no  need  to  use  it,  and  is  unable 
to  use  it.  He  has  contrived  another  mode  of  giving  strength 
and  support,  and  has  provided,  in  such  other  mode,  for  at- 
taching it  to  the  clasp  which  he  employs  to  secure  it  to  the 
dash-board.  It  is  not  true,  that  a  device  is  necessarily  equiv- 
•  alent  to  another,  merely  because  it  effects  the  same  result. 
The  whole  field  of  invention  is  cultivated  with  a  view  to 
devise  other  and  new  modes  of  effecting  results  that  are 
known  and  common.  The  defendant  docs  not  use  or  sell  a 
whip-socket  having  a  clamp  substantially  like  that  which  is 
described  in  the  plaintiffs'  patent.  True,  he  fastens  the  whip- 
socket  to  the  dash-board  rod.  That  is  the  result  attained  by 
both.  But,  as  already,  in  substance,  suggested,  the  plaintiffs 
have  not  secured  to  themselves  a  monopoly  of  the  result,  but 
only  of  the  special  means  of  accomplishing  it,  in  the  com- 
bination constituting  the  whip-socket  described,  and  such 
other  means  as  are,  in  the  combination,  equivalent  thereto. 
To  one  side  of  the  body  of  the  defendant's  whip-socket  are 
permanently  attached  projections,  with  outward  curved  faces, 
fitting  the  side  of  the  dash-board  rod,  and,  on  the  outer  side 
of  the  rod,  a  strap  of  metal,  also  curved,  is  applied  to  the 
rod,  and,  by  a  screw  at  each  end,  passing  to  the  projections 
first  named,  this  strap  is  drawn  down  upon  the  rod  and  clasps 
it,  drawing  the  inner  projections  on  the  socket  firmly  against 
the  rod.  This  part  of  the  defendaut's  whip-socket  is  not  like 
that  of  the  plaintiffs  in  form,  nor  in  mechanical  structure, 
nor  in  mode  of  operation,  nor  in  its  result,  except  only  that 
it  does  fasten  the  whip-socket  to  the  rod.  It  requires  that 
the  leather  of  the  dash-board  be  cut  or  perforated,  to  allow  of 
its  application.  It  cannot  be  slipped  upon  the  rod  sidewise, 
and  BO  removed  at  pleasure.     It  cannot  be  moved  from  one 
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position  to  another,  slid  up  or  down,  without  new  perforations 
of  thjB  leather,  with  each  change  of  position,  thus  disfiguring 
the  dash-board.  In  short,  the  defendant's  whip-socket,  with 
its  adaptation  to  use,  is  a  different  organization,  and  consti- 
tutes no  infringement  of  the  plaintiffs'  patent. 

The  bill  of  complaint  must  be  dismissed,  with  costs. 


Clark  M.  Platt 


vs. 


The  Untied  States  Patent  Button,  Rivet,   Needle  and 
Machine  Manufacturinc  Company.    In  Equity. 

The  letted  patent  granted  to  Clark  M.  Platt,  July  10th,  1866,  for  an  "improve- 
ment  in  buttons,"  are  valid. 

The  claim  of  the  patent,  "  The  button,  formed  of  a  single  piece  of  metal,  with 
the  edge  turned  oyer,  and  with  one  central  hole,  as  a  new  article  of  manufito- 
ture,  as  specified,"  covers  a  button  formed  of  a  single  thickness  of  metal,  with 
the  edge  folded  over  upon  the  body  of  the  metal,  and  with  one  central  hole, 
capable  of  being  used  for  a  single  riret  or  eyelet,  to  fasten  the  button  to  the 
garment 

Such  button  is  not  anticipated  by  a  button  haying  the  single  piece  of  metal  and 
the  folded  edge,  but  no  central  hole;  or  by  a  button  in  which  the  edge  was 
not  folded  oyer  upon  the  body  of  the  single  piece  of  metal;  or  by  a  button 
not  made  of  metal ;  or  by  a  button  not  made  of  a  single  piece  of  metal ;  or  by 
a  button  made  of  a  single  piece  of  metal,  with  its  edge  folded  oyer  on  the 
body  of  the  metal,  and  with  two,  three  or  four  holes,  so  as  to  be  attached  to 
a  garment  by  sewing;  or  by  a  button  made  of  more  than  one  piece  of  metal, 
in  which  the  edge  of  one  of  the  pieces  of  metal  is  folded  oyer  upon  the  other 
parts  which  make  up  the  thickness  of  the  button,  and  not  upon  itsell 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  January  18th,  1872.) 

Blatchford,  J.  This  suit  is  brought  on  letters  patent  of 
the  United  States,  granted  to  the  plaintiff  July  10th,  1866, 
for  an  "  improvement  in  buttons."     The  specification  says  : 


JANUARY,  18Y2.  343 


Piatt  V.  The  U.  S.  Patent  Button,  Rivet,  Needle  and  Machine  Manufacturing  Co. 

^^  Buttons  have  heretofore  been  made  with  a  hole  in  their 
icentre,  to  receive  a  rivet  that  is  passed  through  the  garment. 
Said  buttons  have  been  made  by  uniting  two  thicknesses  of 
metal  at  the  edges,  with  a  piece  of  paper  between  them. 
This  mode  of  making  is  costly.  Buttons  have  also  been  made 
of  one  piece  of  sheet  metal,  but  the  edge  of  the  button  formed 
by  the  thin  sheet  metal  is  sharp,  and  renders  the  button  ob- 
jectionable. My^  invention  relates  to  a  button  which  is  a  new 
article  of  manu&cture,  being  mad^  of  one  piece  of  metal,  the 
edge  of  which  is  thickened  by  being  folded  over  on  itself,  and 
the  centre  is  perforated  with  one  hole,  for  the  reception  of  a 
4ivet  or  eyelet  passing  through  the  garment  and  button,  and 
riveted  up  to  fasten  the  button  to  the  garment."  Then  fol- 
lows a  description  of  the  button,  with  references  to  the  draw- 
ings. The  edges  of  the  disc  or  button  blank  are  first  turned 
back  and  then  folded  down  on  the  button  itself.  The  centre 
of  the  button  is  perforated  for  the  reception  of  the  rivet,  the 
surface  of  the  button  is  struck  down,  to  increase  its  ornamental 
appearance,  and  the  edges  of  the  Sole  may  be  raised  or  j>ressed 
forward,  so  as  to  raise  a  burr,  which  will  cause  the  metal  of 
the  button  to  jait  tightly  around  the  rivet.  The  button  may, 
however,  have  a  plain,  central  hole,  adapted  to  a  rivet,  eyelet, 
or  other  fastening.  The  edge  of  the  button  may  be  turned 
forward  instead  of  back,  in  either  case  making  the  edge  of 
the  button  suflSciently  thick  and  smooth  for  use,  in  con- 
sequence of  the  double  thickness  and  fold  at  the  edge.  A 
-conical  hole  or  burr  around  the  central  hole  is  disclaimed. 
The  claim  is :  "  The  button,  formed  of  a  single  piece  of  metal, 
with  the  edge  turned  over,  and  with  one  central  hole,  as  a 
new  article  of  manufacture,  as  specified." 

There  can  be  no  doubt  of  the  great  utility  of  the  button 
covered  by  the  patent.  The  folding  over  of  the  edge  of  the 
single  thickness  of  metal  of  which  the  button  is  made,  upon 
the  body  of  the  metal,  thickens  the  edge  and  thus  enables  a 
light  weight  of  metal  to  be  used,  while  the  edge  of  the  button 
is  strong  and  smooth.  These  features,  with  the  central  hole, 
make  up  the  button.    It  has  a  light  weight  of  metal,  and  is, 
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therefore^  cheap  to  make.  It  has  bat  one  piece  of  metal  to  be 
handled,  and  is  therefore  cheap  to  make.  The  folded  edge 
has  the  thickness  and  smoothness  of  the  edge  of  a  button 
made  of  two  pieces  of  metal.  The  button  can  be  attached 
without  sewing  and  by  a  single  rivet.  The  button  sold  by 
the  defendants  is  identical  with  that  of  the  patent. 

The  defendants  have  attacked  the  patent  for  want  of 
novelty,  but  have  wholly  failed  in  such  defence.  It  is  not 
shown  that  any  button  made  of  a  single  piece  of  metal,  with 
the  edge  folded  over  upon  the  metal  in  the  body,  and  with  a 
single  central  hole,  existed  before  the  invention  of  the  plaintiff. 
This  remark  applies  to  the  patents  granted  to  WiUoughby 
H.  Eeed,  November  16th,  1864,  and  June  6th,  1865 ;  to  the 
application  of  Eosman  Rose,  of  April  29th,  1 858 ;  to  the  ap- 
plication of  John  P.  Jamison,  of  October  16th,  1860 ;  to  the 
patent  granted  to  Festus  Hayden,  July  lOth,  1840 ;  to  the 
patent  granted  to  Henry  8.  Poole,  August  11th,  1841 ;  to 
the  patent  granted  to  P.  Davey,  November  29th,  1859 ;  to 
the  application  of  Samuel  Cantrell,  of  February  22d,  1865 ; 
to  the  application  of  Samuel  B.  Fay,  of  August  13th,  1856 ; 
to  the  patent  granted  to  Philander  H.  Benedict,  March  14th, 
1865 ;  and  to  the  patent  granted  to  Edwin  Smith,  April  16th, 
1861.  Some  of  the  prior  buttons  contain  one  or  two  of  the 
three  features  of  the  plaintiff's  button,  but  all  of  such  features- 
are  not  found  combined  in  any  one  of  the  prior  buttons. 
Those  features  are — ^the  single  thickness  of  metal — ^its  edge 
folded  over  on  its  body — ^the  central  hole,  capable  of  being 
used  for^  a  single  rivet  or  eyelet,  to  fasten  the  button  to  the 
garment.  Thus,  the  Hose  button  has  the  single  piece  of 
metal  and  the  folded  edge,  but  no  central  hole.  In  the 
Jamison  button,  the  edge  is  not  folded  over  upon  the  body  of 
the  single  piece  of  metal,  nor  is  it  in  the  Eeed  button  of  1864, 
or  in  the  Hayden  button,  or  in  the  Davey  button,  or  in 
the  Poqle  button.  The  Fay  button  is  not  made  of  metal. 
The  Smith  button  is  not  made  of  a  single  piece  of  metal,  nor 
is  the  Reed  button  of  1865.  Nor  is  the  plaintiff's  button 
anticipated  by  a  button  made  of  a  single  piece  of  metal  with 
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its  edge  folded  over  on  the  body  of  the  metal,  and  with  two, 
or  three,  or  four  holes,  so  as  to  be  attached  to  a  garment  by 
sewing;  or  by  a  button  made  of  more  than  one  piece  of 
metal,  in  which  the  edge  of  one  of  the  pieces  of  metal  is  folded 
over  npon  the  other  parts,  which  make  up  the  thickness  of 
the  button,  and  not  upon  itself. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual 
injunction  and  an  account  of  profits,  with  costs. 

OiCbert  M.  Plympton^  for  the  plaintiff. 
Cha/rles  A.  Dv/rgin^  for  the  'defendants. 


Samuel  F.  Day  and  Henry  A.  Mann 


vs. 

The  Bankebs'  and  Brokers'   Telegraph  Company.      In 

Equity. 

The  second  claim  of  the  reissued  letters  patent  granted  to  Samuel  F.  Day> 
March  23d,  1869,  for  an  "  improvement  in  electro-magnetic  telegraph/'  the 
original  letters  patent  having  been  granted  to  him  May  24  th,  1864,  namely,. 
"The  arrangement  of  the  sounding  box,  C,  the  lever,  D,  and  the  sounding 
poet,  G,  of  a  magnetic  telegraph,  in  combination  with  each  other,  in  the  man- 
ner hereinbefore  described,  and  to  the  efiect  stated,"  is  void,  for  want  of 
novelty. 

The  combination  covered  by  such  second  claim  is  one  which  is  capable  of  being 
used  either  in  a  local  current,  or  in  a  main  line  current,  and  is  not  claimed 
merely  when  used  where  a  local  battery  is  dispensed  with. 

The  use  of  such  combination  in  a  local  current  would  be  an  infringement  of  the 
claim ;  and  the  prior  use  of  the  arrangement  in  a  local  current  is  an  answer 
to  the  claim. 

The  combination  claimed  is  the  arrangement  of  the  sounding  box,  lever,  and 
sounding  poet,  relatively  to  each  other,  so  that  the  blow  of  the  armature  will 
be  struck  directly  towards  the  box,  so  as  to  produce  a  vibration  of  the  box^ 
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and  consequent  sound,  by  direct  action,  and  so  that  the  sound  produced  by 
the  blow  will  be  more  audible  than  if  the  blow  were  not  struck  at  all  in  con- 
nection with  a  box  or  hollow  base,  but  were  struck  in  connection  with  a  solid 
base,  or  were  struck  in  connection  with  a  box  or  hollow  base,  but  not  directly 
towards  it. 
Such  an  arrangement  existed  previously,  though  in  a  small  instrument,  used 
only  in  a  local  current,  the  box  and  the  magnet  being  small,  and  the  sound 
feeble ;  but,  the  absolute  parts,  and  their  relative  arrangement,  and  their 
action,  and  their  effect,  remaining  the  same,  it  required  no  invention  to  make 
the  box  larger,  to  produce  more  soand,  so  as  to  use  it  in  a  longer  circuit,  with 
a  larger  and  heavier  magnet 

(Before  Blatohfobd,  J.,  Soutliem  District  of  New  York,  January  20th,  1872.) 

Blatohford,  J.  This  suit  is  founded  on  reissued  letters 
patent  granted  to  Samuel  F.  Day,  one  of  the  plaintiffs,  March 
23d,  1869,  for  an  "  improvement  in  electro-magnetic  tele- 
graph," on  the  surrender  of  original  letters  patent  granted  to 
him  May  24th,  1864.  The  second  claim  of  the  patent  is  the 
only  one  in  question  in  this  suit.  The  specification  says : 
"  This  invention  relates  to  a  certain  improvement  in  Morse's 
electro-magnetic  telegraph,  which  dispenses  with  the  use  of 
local  batteries  and  relays  at  the  se^ral  stations  on  the  line ; 
and  it  consists,  in  part,  in  the  adaptation  to,  and  combination 
of,  an  indenting  register  with  the  main  line.  Said  invention 
also  consists  in  the  arrangement,  in  combination  with  the 
other  parts  of  the  instrument,  of  a  sounding  box,  in  the  man- 
ner hereinafter  set  forth,  by  which  the  audibility  of  the  sound 
produced  by  the  blow  of  the  registering  lever  is  very  much 
increased,  thus  enabling  the  operator  to  catch  the  sounds 
with  much  greater  facility,  in  case  he  desires  to  read  a  mes- 
sage by  sound."  The  specification  then  proceeds  to  describe 
the  construction  of  the  apparatus,  with  references  to  the 
drawings.  So  far  as  the  improvement  covered  by  the  second 
claim  is  concerned,  the  arrangement  is  this :  There  are  two 
electro  magnets  placed  in  a  vertical  position,  and  surrounded 
by  a  sounding  box,  0.  D  is  a  lever,  with  a  pin  or  arm  pro- 
j^ting  downward  from  its  under  side.  This  lever  is  attached 
to  an  arbor  and  is  centred  between  two  thumb-screws,  which 
terminate  in  a  standard,  E.     An  adjustable  thumbH9crew, 
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with  a  steel  point,  F,  is  attached  to  that  portion  of  the  lever, 
D,  which  is  represented  in  the  drawings  as  being  bent  down- 
ward. The  opposite  end  of  the  lever  terminates  between  a 
standard,  G,  provided  with  suitable  thumb-screws  for  adjust- 
ing said  lever  according  to  the  strength  of  battery  on  the 
main  line.  The  lever,  D,  is  hung  on  the  standard,  E,  at 
about  two-thirds  its  length,  taken  from  the  right  hand  end  of 
the  lever.  A  spiral  spring  is  made  to  fasten  on  the  arm  or 
pin  of  the  lever,  D,  the  tension  of  which  is  regulated  by  a 
thumb-screw,  around  the  shaft  of  which  a  fine  cord  is  wound, 
which  cord  passes  through  the  centre  of  the  standard,  G,  and 
connects  with  said  spiral  spring.  The  object  of  such  spiral 
spring  is  to  withdraw  the  armature  on  the  lever,  D,  from  the 
electro  magnets,  when  the  circuit  is  broken.  The  apparatus 
is  provided  witli  clock-work  machinery,  to  feed  continuously 
paper  which  is  to  be  marked  by  the  indenting  register. 
When  the  circuit  is  closed,  and  the  armature  is  attracted  to 
the  magnets,  the  steel  point,  F,  is  forced  into  the  moving 
paper,  and  produces  on  it  strokes  or  dots.  The  specification 
then  states,  that  it  is  necessary  to  the  success  of  the  instru- 
ment in  a  main  line  current,  not  only  that  the  fulcrum  of  the 
lever,  D,  should  be  placed  as  near  as  practicable  to  that  end 
of  the  lever  which  carries  the  steel  point,  F,  but  that  the 
magnets  should,  instead  of  being  made  of  No.  22  wire,  be 
made  of  No.  32  wire,  and  instead  of  being  made  of  a  weight 
of  from  four  to  eight  ounces  of  wire,  be  increased  to  from 
twenty  ounces, to  two  pounds  in  weight,  and  that  the  length 
of  the  cores  should  be  increased  to  about  three  inches,  and 
their  diameter  to  three-eighths  or  one-half  of  an  inch.  The 
specification  pruceeds :  "  By  constructing  my  apparatus  in 
this  manner,  I  am  enabled  to  work  an  indenting  registering 
instrument  in  a  main  line  circuit  of  any  ordinary  length, 
without  the  intervention  or  aid  of  a  local  battery,  and  by  this 
means  I  entirely  avoid  the  expense  and  trouble  of  the  latter. 
This  might,  perhaps,  be  done  by  the  change  in  the  construe-, 
tion  of  the  magnet,  without  changing  the  lever  from  an  equal 
beam,  but  I  prefer  to  construct  the  lever  in  the  manner  de- 
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scribed,  as  it  very  materially  aids  in  the  accomplishment  of 
the  result.  The  combination  with  a  registering  instrument, 
of  a  magnet  constructed  as  I  have  described,  enables  the  line 
current  to  operate  upon  the  instrument  with  great  intensity, 
and  this  intensity  well  supplies  the  place  of  the  volume  de- 
rived  from  the  local  battery,  by  which  it  is  now  customary  to 
work  such  instruments.  The  object  of  the  improvement 
being  to  work  an  indenting-registering  instrument  by  the 
power  of  the  main  line  current,  it  is  obvious  that  the  nature 
and  gist  of  the  invention  consist  in  giving  to  the  parts  such 
a  construction  as  to  cause  this  current  to  act  upon  the  instru- 
ment with  sufficient  intensity  to  properly  indent  the  paper 
for  ordinary  business  purposes,  on  a  line  of  ordinary  or 
equivalent  construction  and  length,  in  such  a  manner  as  to 
be  available  for  the  ordinary  purposes  of  telegraphing,  and 
that  the  line  of  distinction  between  this  invention  and  the 
old  form  and  manner  of  construction,  is  found  in  the  adapta- 
tion of  the  instrument  to  the  successful  accomplishment  of 
this  piu^ose,  of  which  it  was  before  incapable.  It  will  be 
observed,  that  the  fulcrum  post,  £,  and  the  sounding  post,  G, 
are  set  upon  the  top  of  the  box,  C,  instead  of  being  attached 
directly  to  the  bed-plate  of  the  machine,  as  in  the  construc- 
tion now  in  common  use.  The  object  of  this  improvement  ia 
to  make  the  sound  produced  by  the  blow  of  the  lever  more 
audible,  which  result  it  accomplishes  in  a  very  satisfEu^tory 
manner,  thus  enabling  the  operator,  if  qualified,  to  read  by 
sound,  if  desirable,  under  circumstances  in  which  it  would 
otherwise  be  difficult,  if  not  impossible.  It  will  be  observed, 
that  the  sounding  post,  or  part  upon  which  the  blow  is  struck^ 
is  so  attached  to  the  soimding  box,  C,  and  the  other  parts  are 
so  arranged  in  connection  with  it,  that  the  blow  is  struck 
directly  toward  the  box,  in  such  a  maimer  as  to  produce 
vibration  thereof  by  direct  action  ;  that  is  to  say,  a  tangential 
line,  drawn  from  the  arc  in  which  the  armature  vibrates,  at 
the  point  at  which  the  blow  is  given,  would  intersect  the  box, 
'making  the  action  of  the  blow  direct,  in  producing  the 
vibration  and  consequent  sound.    It  is  only  in  this  way  that 
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the  full  effect  of  the  blow,  in  producing  the  sound  for  reading 
the  mesaage,  can  be  realized.  I  am  aware  that  an  instroment 
has  before  been  constructed,  in  which  the  coils  have  been 
placed  longitudinally  above  a  similar  box,  and  the  blow  struck 
in  a  line  parallel  to  the  top  of  the  box,  and  passing  outside 
of  and  above  said  box ;  but  this  does  not  accomplish  the 
purpose  of  my  invention,  as  the  action  of  the  blow  is  not  and 
cannot  be  direct,  but  is  only  incidental,  and  does  not  have 
that  effect  in  developing  sound  from  the  box,  which  a  direct 
blow  would  have."  The  claims  are  these :  (1.)  "  I  claim  com- 
bining with  an  indenting  telegraphic  registering  instrument, 
a  magnet  constructed  according  to  the  proportions  described 
in  the  foregoing  specification,  or  substantially  so,  so  as  to  ac- 
complish the  result  stated,  by  means  substantially  the  same, 
that  is  to  say,  so  as  to  give  sufficiency  of  intensity  and  power 
of  action  to  produce  uniformly  legible  indentations  in  the 
paper,  in  an  ordinary  line  current,  without  the  aid  of  a  local 
battery,  as  hereinbefore  set  forth."  (2.)  "  I  also  claiofi  the 
arrangement  of  the  sounding  box,  C,  the  lever,  D,  an^  the 
sounding  post,  G,  of  a  magnetic  telegraph,  in  combination 
with  each  other,  in  the  manner  hereinbefore  described,  and 
to  the  effect  stated." 

The  principal  defence  urged,  in  respect  to  the  second  claim 
of  the  patent,  which  is  the  only  one  alleged  to  have  been 
infringed,  is  its  want  of  novelty. 

There  can  be  no  doubt,  from  the  language  of  the  specifica- 
tion and  claim,  and  from  the  evidence,  that,  while  the  combi- 
nation specified  in  the  first  claim  is  one  for  use  only  in  a  main 
line  current,  when  a  local  battery  is  dispensed  with,  the 
arrangement  or  combination  covered  by  the  second  claim 
is  one  which  is  capable  of  being  used  either  in  a  local  current 
or  in  a  main  line  current,  and  is  not  claimed  merely  when 
used  where  a  local  battery  is  dispensed  with.  The  combina- 
tion in  the  second  claim  is  claimed  ^^in  the  manner  herein- 
before described,  and  to  the  effect  stated."  The  "  manner '' 
is  the  arrangement  of  the  sounding  box,  lever,  and  sounding 
post,  relatively  to  each  other,  so  that  the  blow  of  the  arma- 


350  SOUTHERN  DISTRICT  OF, NEW  YORK, 

Day  V,  The  Bankers'  and  Brokers'  Teleg^ph  Company. 

ture  will  be  struck  directly  towards  the  box,  so  as  to  produce 
a  vibration  of  the  box,  and  consequent  sound,  by  direct  action. 
The  "  eflfect "  is,  to  make  the  sound  produced  -by  the  blow 
more  audible  than  if  the  blow  were  not  struck  at  all  in  con- 
nection with  a  box  or  hollow  base,  but  were  struck  in  connec^ ' 
tion  with  a  solid  base,  or  were  struck  in  connection  with  a 
box  or  hollow  base,  but  not  directly  towards  it.  This  arrange- 
ment or  combination,  in  the  second  claim,  is  applicable  as  well 
to  a  local  current,  produced  by  a  local  battery,  as  to  a  main 
line  current,  where  a  local  battery  is  not  used ;  and  the  use 
of  the  arrangement  in  a  local  current  would  undoubtedly  be 
an  infringement  of  the  claim.  Hence,  the  prior  use  of  the 
arrangement  in  a  local  current  is  an  answer  to  the  claim. 

The  evidence  is  clear,  that  the  arrangement  or  combina- 
tion, in  the  second  claim,  of  the  sounding  box,  lever,  and 
sounding  post,  with  the  blow  struck  directly  towards  the  box, 
was  in  use,  as  a  successful,  practical  telegraphic  instrument,  a 
considerable  time  before  the  invention  of  Day.  To  say 
nothing  of  any  other  apparatus,  that  represented  by  Exhibit 
No.  6  was  so  in  use.  It  produced  the  "  effect "  stated  in  the 
specification,  of  making  "  the  sound  produced  by  the  blow  of 
the  lever  more  audible "  than  it  would  be  with  a  solid  base* 
It  was  known  by  the  name  of  the  "  Chester  sounder."  It 
had,  and  could  have,  no  other  object  than  to  make  more 
sound  than  would  be  made  by  a  solid  base,  the  base  being  a 
box  made  hollow,  and  the  blow  being  struck  directly  toward& 
the  box.  The  instrument  was  small,  and  the  box  was  small, 
because  it  was  intended  for  use,  and  was  used,  only  in  a  local 
current,  and  the  magnet  was  small,  and  the  sound  was  feeble, 
at  most.  But  the  moment  the  occasion  arose  for  using  an 
instrument  that  would  make  more  sound,  the  production  of 
more  sound,  by  making  the  box  larger,  was  obvious,  and  was 
no  invention.  It  was  only  the  difference  between  a  large 
drum  and  a  small  drum.  The  absolute  parts,  and  their  rela- 
tive arrangement,  and  their  action,  and  the  effect,  are  the 
same  in  the  patent  as  in  the  Chester  sounder,  only  the  sound 
is  louder,  because  the  box  is  larger.    The  Chester  sounder 
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prodaced  more  sound  with  its  box  than  if  the  base  had  bpen 
solid.  Day's  apparatus  produces  more  so^nd  than  Chester's, 
but  only  because  the  box  is  larger.  The  difference  is  one 
merely  in  degree,  not  in  patentable  substance. 

The  date  of  the  existence  of  the  Chester  sounder  is  carried 
back  to  1858  or  1859 — sl  time  anterior  to  the  invention  of 
Day.     In  the  shape  in  which  it  then  existed,  it  continued  to 
be  used  until  quite  recently.    It  was  a  complete  and  successful 
instrument,  and  was  used  in  telegraph  offices  in  various  parts 
of  the  United  States,  in  local  ^circuits.     The  instrument  was 
placed  upon  a  box,  the  coils  were  set  in  a  perpendicular  posi- 
tion, the  lever  was  horizontal,  the  blow  was  struck  on  the  end 
of  a  sounding  post,  in  a  direction  towards  the  box,  and  the 
sounding  post  and  the  supports  of  the  lever  centres  were  fastened 
to  a  metallic  plate,  which  plate  was  screwed  to  the  top  of  the 
box.     When  the  circuit  was  closed,  the  lever  was  drawn  down, 
and  struck  the  sounding  post,  and  the  blow  produced  a  soimd 
which  was  louder,  because  the  sounding  post  was  attached  to 
a  box,  instead  of  being  attached  to  a  solid  base.     The  com- 
bination of  parts,  their  arrangement  relatively  to  each  other, 
the  direction  of  the  blow,  and  the  effect  in  sound,  were  the 
same,  in  substance  and  in  kind,  as  in  the  combination  covered 
by  the  second  claim  of  the  Day  patent.     The  instrument  was 
not  practically  applicable  to  a  long  line  or  main  circuit,  but 
only  to  a  local  circuit,  or  a  line  a  few  milep  in  length.     But 
the  difference  between  a  main  circuit  and  a  local  circuit  is 
merely  one  of  length.    It  is  shown  that,  the  larger  and  heavier 
the  magne^  the  greater  the  range  of  length  of  line  on  *which 
the  Chester  sounder  would  work,  and  the  larger  the  box,  the 
louder  the  sound.    I  cannot  resist  the  conclusion,  from  the 
evidence,  that  Day's  sounder  is  merely  the  Chester  sounder, 
adapted,  indeed,  for  use  on  a  main  circuit,  by  having  a  larger 
magnet  and  a  larger  box,  and  its  other  parts  proportionally 
enlarged,  but  the  combination  of  parts,  their  mode  of  opera- 
tion, and  their  result  in  kind,  as  claimed  in  the  second  claim 
of  the  patent,  remaining  the  same  as  in  the  Chester  sounder. 
It  may,  perhaps,  be,  that  Day  invented  something,  in  connec- 
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tion  with  tlie  sounder,  which  he  can  patent  by  a  proper  claim. 
But,  what  he  has  pittented,  in  his  second^daim,  existed  before, 
in  the  Chester  sounder.  He  merely  claims  the  sounding  box, 
lever,  and  sounding  post,  in  combination  with  each  other,  to 
make  a  louder  sound  when  the  lever  strikes  the  sounding 
post,  by  reason  of  the  apparatus  being  set  on  a  hollow  box, 
instead  of  a  solid  base,  and  the  blow  being  struck  directly 
towards  the  box.  The  three  parts  are  not  claimed  in  com- 
bination with  any  particular  magnet,  or  with  any  other  part 
of  the  apparatus.  They  are  not  claimed  in  combination  with 
a  larger  magnet,  to  work  in  a  main  line  circuit,  (if  such  a  claim 
could  be  made,)  but  are  claimed  only  in  con^bination  with 
each  other,  to  make  a  louder  or  more  audible  sound  in  any 
circuit,  long  or  short,  and  with  any  size  of  magnet — ^to  develop 
sound  from  a  box,  by  a  blow  struck  directly  towards  the  box. 
The  result  is,  that  the  bill  must  be  dismissed,  with  costs. 

Thomm  P.  How^  for  the  plaintiff*. 

'  Cha/rles  H,  Wesson^  for  the  defendants. 


William  H.  Webb  and  Charles  W.  S.  Heaton 
George  W.  Qijintard.    In  EqIhty. 

The  letters  patent  granted  to  Charles  W.  S.  Heaton,  April  14th,  1863,  for  an 
"  improved  defensive  armor  for  ships  and  other  batteries,"  are  void,  for  want 
of  novelty. 

In  1861,  a  description  and  drawings  were  published  in  a  printed  publication,  in 
England.  From  those,  the  United  States,  in  1868,  caused  to  be  constructed 
and  placed  on  a  vessel,  armor  like  that  claimed  in  the  patent  of  Heaton,  one 
of  such  drawings  being  practically  the  same  thing  as  the  armor  placed  on  such 
vessel    Heaton  conceived  the  idea  of  his  armor  in  1866.    In  1868,  he  ezpe^i- 
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mented,  by  firing  a  pistol  at  small  pieces  of  wood  and  iron*  He  made  no 
experiments  from  the  fore  part  of  1869  till  the  latter  part  of  1861,  when  he 
began  to  make  a  model  of  a  war  vessel,  which  he  completed  early  In  1862. 
The  first  trial  he  made  with  real  armor  was  in  March,  1868 :  Held,  that  Hea- 
ton  did  not  make  his  invention  before  the  date  of  the  English  publication. 

A  printed  publication  is,  by  the  6th,  7th,  and  16th  sections  of  the  Act  of  July  4th, 
1886,  (6  U,  8,  8tai,  at  Large,  119, 128,)  put  on  the  same  footing  with  a  patent 
taken  out  at  the  time  of  the  publication ;  and,  regarding  the  English  publica- 
tion as  a  patent,  it  was  not  unjustiy  obtained  for  that  which  had  before  been 
invented  by  Heaton,  who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting it. 

Heaton  did  not  make  his  invention  until  he  made  his  model,  and  he  did  not  begin 
to  make  that  until  after  the  English  publication  had  been  made. 

A  previous  conception  of  the  possibility  of  accomplishing  what  the  English 
publication  makes  known,  was  not  enough.  There  must  have  been  a  reduc- 
tion of  the  idea  to  practice,  and  an  embodiment  of  it  in  some  distinct  form. 

(Before  Blatohford,  J.,  Southern  District  of  New  York,  January  24th,  1872.). 

Slatohfobd,  J.  This  suit  is  brought  on  letters  patent 
granted  to  the  plaintiff  Heaton,  April  14th,  1863,  for  an  "im- 
proved defensive  armor  for  ships  and  other  batteries."  The 
specification  states,  that  the  longitudinal  outer  timbers  of  the 
vessel  form  the  backing  to  the  armor,  that  the  armor  plates 
are  laid  against  the  backing  in  the  usual  way,  and  that  the 
armor  plates  are  covered  with  an  outer  layer  of  timbers,  to 
deaden  and  to  gradually  resist  the  penetrating  force  in  its 
passage  to  the  armor  plates.  It  then  says :  "  In  this  heavy 
buoyant  surface  lies  the  gist  of  my  invention  or  discovery. 
My  invention  consists,  not  in  the  introduction  of  wood,  rub- 
ber, or  any  other  like  yielding  substance,  behind  the  metal 
armor,  but  in  the  discovery  that  a  timber  or  other  yielding 
surface,  will  deaden  or  resist  the  power  of  a  cannon  ball, 
when  such  wood  or  other  surface  is  backed  by  the  metal 
armor,  which  usually  is  on  the  surface,  and  when  such  metal 
armor  is  backed  by  suflBcient  wood  or  other  backing  to  hold 
it  rigidly  in  its  normal  position.  My  system  of  armor  for 
vessels  or  forts  does  not  contemplate  stopping  the  ball  at  the 
immediate  surface ;  but  the  metal,  or  armor  proper,  is  placed 
at  an  intermediate  point,  so  that,  by  the  time  the  shot  has 
reached  it,  its  momentum  is  so  greatly  reduced,  that  it  is 
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arreeted  without  serious  injury,  either  from  starting  the  bolt& 
or  fracturing  the  metal  armor.    The  object  of  my  system  of  * 
armor  is  to  render  a  war  vessel  or  other  structure  ehot-proof 
with  a  less  amount  of  iron  armor  than  is  now  used  with  that 
end  in  view.    By  using  less  metal  and  more  timber,  I  increase, 

^  instead  of  decreasing,  the  buoyancy  of  a  ship,  aAd,  at  the  same 
time,  greafly  increase  the  resisting  effect  of  the  armor  plat- 
ing. Another  object  which  I  have  in  view  is,  to  obviate  the 
tendency  to  break  the  bolts  or  fastenings  of  the  plating,  when 
it  is  struck  by  a  ball."  The  specification  then  illustrates  the 
operation  of  the  invention,  in  connection  with  drawings.  It 
states  that  the  patentee,  in  practice,  simply  overlays  the  iron 
armor  of  an'  ordinarily  constructed  vessel  (which  iron  armor 
is  backed  up  by  sufficient  backing  to  rigidly  support  the 
plates)  with  an  outer  layer  of  timber,  which  timber  is  only 
bolted  on  sufficiently  (Strong  to  hold  it  to  its  place ;  and  that 
his  invention  also  consists  in  plating  or  thinly  sheathing  this 
timber,  on  its  outer  or  exposed  surface,  not  however  to  stop 
shot,  but  to  prevent  a  raking  shot  from  tearing  the  timber, 
and  also  to  prevent  the  wood  from  being  too  readily  set  on 
fire,  as  such  sheathing  would  exclude  the  air  and  so  retard 
combustion.  The  claim  of  the  patent  is :  "  The  employment 
of  wood,  or  its  equivalent,  when  used  in  the  manner  and  for 
the  purpose  substantially  as  described."  The  application  for 
the  patent  was  filed  on  the  28th  of  March,  1863. 

In  1863,  the  Government  of  the  United  States  caused  to 
be  constructed  for  itself  a  vessel  of  war  called  the  Onondaga. 
The  vessel  was  built  by  the  defendant,  under  a  contract  with 
the  Government,  as  a  vessel  with  iron  armor.  During  the 
progress  of  her  construction,  wooden  armor  on  the  outside  of 
the  main  iron  armor,  and  a  thin  plating  of  iron  on  the  outside 
of  such  wooden  armor,  were  put  upon  the  vessel,  by  the 
order  of  the  Navy  Department,  given  in  March,  1863.  The 
wooden  armor  and  the  iron  plating  were  put  on  and  com- 

<  pleted  in  June  and  July,  1863.  Such  wooden  armor  and  iron 
plating  were  applied  in  consequence  of  a  description  and 
drawings  published  at  London  in  1861,  at  pages  8  to  17,  and 
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plate  2,  of  a  volume  entitled,  "  Transactions  of  the  Institution 
of  Naval  Architects,  volume  2,"  being  a  paper  "  On  the  con- 
struction of  iron  vessels  of  war  iron-cased,"  by  J.  D'Aguilar 
Samuda,  Esq.,  and  were  made  in  accordance  with  such  descrip- 
tion and  drawings.  The  vessel,  when  completed,  passed  into 
the  ownership,  possession  and  service  of  the  Government. 
On  the  2d  of  March,  1867,  an  Act  was  passed  by  Congress, 
(14  U.  S.  Stat  at  Large^  543,)  authorizing  and  directing  the 
Secretary  of  the  Navy  to  deliver  the  vessel  to  the  defendant 
for  his  own  use  and  behoof,  on  the  payment  by  him  to  the 
Treasury  of  the  United  States  of  the  sum  of  $759,673.  He 
paid  the  money  and  received  the  vessel,  and,  in  the  spring  of 
1867,  sold  her  to  the  French  Government,  and  delivered  her 
at  that  time  to  such  Government,  on  such  sale,  in  the  city  of 
New  York.  When  so  received  and  when  so  delivered;  sh^ 
had  upon  her  the  said  wooden  armor  and  iron  plating.  It  is 
for  this  sale,  as  an  infringement  of  the  patent,  that  this  suit  is 
lM*ought.  The  patentee,  in  his  testimony  in  the  case,  admits 
that  one  of  said  drawings  in  said  volume  is  practically  the 
same  thing  as  the  armor  of  the  Onondaga. 

To  counteract  the  force  of  this  state  of  facts,  it  is  at- 
tempted to  carry  back  the  invention  of  Heaton  to  a  date 
anterior  to  1861,  but,  I  think,  without  success.  The  patentee 
testifies,  that,  while  in  England,  in  1856,  he  saw  an  iron-clad 
gun-boat,  and  the  idea  occurred  to  him  that  the  wood  ought 
to  be  outside  of  the  iron  armor ;  that,  within  a  week  from 
that  time,  he  wrote  to  the  British  Admiralty,  suggesting  that 
a  defence  be  made  consisting  of  wood  outside  of  iron,  and 
asking  for  aid  or  authority  to  experiment  to  that  end ;  that, 
three  or  four  months  afterwards,  he  received  a  reply  refusing 
such  authority;  that,  in  September  or  October,  1858,  while 
in  the  United  States,  he  fired  a  revolver  at  the  wooden  head 
of  a  nail  keg,  fastened  by  a  wire  to  the  sheet  iron  top  of  the 
perpendicular  lever  of  a  railroad  switch,  and  hit  the  wood 
obliquely,  and  concluded  that  an  oblique  shot  would  damage 
the  side  of  a  ship  more  than  a  shot  striking  it  squarely  would ; 
that,  a  few  days  afterwards,  he  fastened  a  piece  of  plank  be- 
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tween  a  thin  piece  of  sheet  iron  and  a  thick  piece  of  sheet 

iron,  and  laid  the  article  down  on  a  railroad  tie,  with  the  thin 

iron  piece  uppermost,  and  fired  at  it  with  a  revolver  straight 

down,  and  also  obliquely,  and  found  that  the  thick  iron  under 

the  plank  was  not  affected  by  the  shots,  and  that  the  thin  iron 

prevented  the  oblique  shots  from  damaging  the  plank ;  that 

he  made  no  experiments  from  the  forepart  of  1859  till  the 

latter  part  of  1861 ;  that,  at  the  latter  date,  he  began  to  make 

a  model  of  a  war  vessel,  to  illustrate  his  new  system  of  armor ; 

that,  early  in  1862,  about  the  time  the  model  was  done,  he 

/wrote  to  the   Secretary  of  War,  asking  to  have  the  model 

examined ;  that  the  first  trial  he  made  with  real  armor  on 

his  plan,  by  firing  at  it  with  cannon,  was  made  in  New  York 

in  March,  1863;  and  that  a  like  trial  was  made  by  him  at 

Washington  city,  about  the  same  time.     On  these  facts,  it  is 

contended,  for  the  plaintiffs,  that  Heaton  completed  in  1856 

the  invention  of  putting  wood  outside  X)f  iron  for  armor,  and 

that  he  completed  in  the  fall  of  1858  the  invention  of  the 

wood  outside  of  the  iron,  and  the  thin  iron  outside  of  the 

wood. 

The  6th  section  of  the  Act  of  July  4th,  1836,  (5  U.  8.  Stat, 
at  Zargey  119,)  provides  for  the  granting  of  a  patent  to  a 
person  for  an  invention  "not  known  or  used  by  others  be- 
fore "  his  discovery  or  invention  thereof.  The  Yth  section 
provides,  that  there  shall  be  an  examination  of  the  alleged 
new  invention,  and  that  if,  on  the  examination,  it  shall  not 
appear  "  that  the  same  had  been  invented  or  discovered  by 
any  other  person  in  this  country,  prior  to^the  alleged  inven- 
tion or  discovery  thereof  by  the  applicant,  or  that  it  had 
been  patented  or  described  in  any  printed  publication  in  this 
or  any  foreign  country,  or  had  been  in  public  use  or  on  sale, 
with  the  applicant's  consent  or  allowance,  prior  to  the  ap- 
plication, if  the  commissioner  shall  deem  it  to  be  sufficiently 
useful  and  important,  it  shall  be  his  duty  to  issue  a  patent 
therefor ;  but  whenever,  on  such  examination,  it  shall  appear 
to  the  commissioner  that  the  applicant  was  not  the  original 
and  first  inventor  or  discoverer  thereof,  or  that  any  part  of 
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that  which  is  claimed  as  new  had  before  been  invented  or 
discovered,  or  patented,  or  described  in  any  printed  publica- 
tion, in  this  or  anj  foreign  country,  as  aforesaid,  or  that  the 
description  is  defective  and  insufficient,  he  shall  notify  the 
applicant  thereof,  giving  him  briefly  such  information  and 
referei^ces  as  may  be  useful  in  judging  of  the  propriety  of 
renewing  his  application,  or  of  altering  his  specification  to 
embrace  only  that  part  of  the  invention  or  disJovery  which  is 
new."  The  15th  section  provides,  that  it  shall  be  a  defence 
to  an  action  at  law  on  a  patent,  '^  that  the  patentee  was  not 
the  original  and  first  inventor  or  discoverer  of  the  thing 
patented,  or  of  a  substantial  and  material  part  thereof  claimed 
as  new,  or  that  it  had  been  described  in  some  public  work 
anterior  to  the  supposed  discovery  thereof  by  the  patentee  *  * 
or  that  he  had  surreptitiously  or  unjustly  obtained  the  patent 
for  that  which  was  in  fact  invented  and  discovered  by  another, 
who  was  using  reasonable  diligence  in  adapting  and  perfect- 
ing the  same ;  *  *  *  provided,  however,  that,  whenever 
it  shall  satisfaotiorily  appear  that  the  patentee,  at  the  time  of 
making  his  application  for  the  patent,  believed  himself  to  be 
the  first  inventor  or  discoverer  of  the  thing  patented,  the 
same  shall  not  be  held  to  be  void  on  account  of  the  invention 
or  discovery,  or  any  part  thereof,  having  been  before  known 
or  used  in  any  foreign  country,  it  not  appearing  that  the 
same,  or  any  substantial  part  thereof,  had  before  been  patented 
or  described  in  any  printed  publication."  These  provisions 
of  the  6th,  7th  and  15th  sections  of  the  Act  of  1836  have 
been,  in  substance,  re-enacted  in  the  Act  of  July  8th,  1870, 
(16  U.  S.  Stat,  at  Large^  198.) 

Under  these  provisions  of  law,  if  the  publication  in  the 
English  work  preceded  the  discovery  by  Heaton,  the  defence 
to  Uie  suit  is  made  out.  Under  the  law,  the  publication  in 
the  English  work  is  put  on  the  same  footing  with  a  patent 
taken  out  at  the  time  of  the  publication.  The  sole  question, 
therefore,  is,  whether  Heaton  made  his  invention  before  the 
date  of  the  English  publicatibn.  The  occurring  of  the  idea 
to  him,  in  England,  in  1856,  and  his  letter  to  the  British 
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Admiralty,  certainly,  cannot  be  regarded  as  a  making  of  the 
invention.    Nor  can  his  pistol  practice  in  1858  be  so  regarded. 
The  first  attempt  he  made  to  embody  his  ideas  in  a  practical 
form,  by  constructing  a  model,  was  in  the  latter  part  of  1861 , 
the  model  having  been  finished  early  in  1862.     This  was  all 
of  it,  according  to  the  evidence,  after  the  publication  had 
been  made  in  England,  from  which    the    Onondaga  was 
armored  as  she  was.    If  the  English  publication  were  an 
American  patent,  could  it  be  said,  in  defence  to  an  action  on 
it,  that  it  was  unjustly  obtained,  for  that  which  had  in  fact 
before  been  invented  by  Heaton,  who  was  using  reasonable 
diligence  in  adapting  and  perfecting  it  ?    Heaton  may  have 
used  reasonable  diligence  in  developing  his  ideas  towards 
making  an  invention.     But  that  is  not  the  point.     To  give 
him  a  precedence  over  the  English  publication,  he  must  have 
first  made  the  invention,  and  then  have  been  using  reasonable 
diligence  in  adapting  and  perfecting  the  invention  so  made. 
When  did  he  make  the  invention  ?    Not  until  he  made  the 
model,  which,  according  to  the  evidence,  he  did  not  begin  to 
make  until  after  the  English  publication  had  been  made. 
The  articles  at  which  he  fired   with  a   pistol  cannot  be 
regarded  as  an  embodiment  of  the  invention,  so  as  to  destroy 
the  rights  of  the  defendant  in  respect  of  a  vessel  actually 
armored  in  accordance  with  what  was  published  in  England 
in  1861.  {Colt  V.  Massachusetts  Arms  Co,^  1  MsJier^s  Patent 
Cases^  108, 120.)    Looking  at  the  English  publication  as  a 
patent  issued,  which  is  the  proper  view  in  respect  to  this 
case,  it  cannot  be  defeated  by  showing  that  Heaton  previously 
conceived  the  possibility  of  accomplishing  what  the  publica- 
tion makes  known  so  satisfactorily  that  it  has  been  followed 
in  armoring  the  Onondaga.     To  constitute  Heaton  a  prior  in- 
ventor, he  must  have  proceeded  so  far  as  to  have  before 
reduced  his  idea  to  practice,  and  embodied  it  in  some  distinct 
form.  {Parhhurst  v.  JSlnsnum^  1  Blaichf.   C,  C.  J?.,  488, 
494.)     In  order  to  prevent  the  defendant  from  having  the 
benefit  of  the  English  publicafton,  it  is  necessary  that  Heaton 
should  have  previously  discovered  the  thing  and  reduced  it 
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to  actual  practice.  {Cox  v.  Griggs^  2  Msher^a  Patent  Cases^ 
174, 177.)  The  pistol  practice  of  Heaton  was  not  a  reduction 
of  his  ideas  to  practice,  or  an  embodiment  of  them  in  a  distinct 
form,  within  the  good  sense  of  these  rules,  so  as  to  constitute 
an  invention  on  his  part,  within  the  meaning  of  the  statute. 
The  bill  must  be  dismissed,  with  costs. 

Charles  F.  Blake  and  Samuel  D.  CoszenSj  for  the  plaintiffs. 
Edward  If.  Dickerson^  for  the  defendant. 


James  Dart  and  Charles  J.  Osborn 


V8. 


Andrew  McKinney. 

A  Judgment  was  rendered,  in  a  State  Court,  on  the  report  of  a  referee,  in  favor 
of  the  plaintifif,  against  two  defendants.  The  judgment  was  reversed,  and  a 
new  trial  was  granted.  Alter  that,  one  of  the  defendants,  before  another  trial, 
applied  to  the  State  C!oart,  under  the  Act  of  July  2'7th,  1866,  (14  U,  &  Stat, 
at  Large,  806,)  for  the  removal  of  the  suit,  as  against  him,  into  this  Conrt 
'  The  State  Court  ordered  the  removal,  holding  that  the  case  stood  for  trial  as 
if  no  former  trial  had  occurred.  The  plaintiff  then  moved,  in  this  Court,  that 
the  cause  be  remanded  to  the  State  Court :  ffeld,  that,  as  the  Act  gave  the 
right  of  removal  "  at  any  time  before  the  trial  or  final  hearing  of  the  cause,'' 
the  cause  was  properly  removed. 

Form  of  the  order  of  this  Court,  on  the  filing  of  the  papers  from  the  State 
Court. 

In  the  case  of  a  removal,  by  one  of  two  defendants,  under  the  said  Act  of  1866, 
after  the  cause  is  at  issue,  in  the  State  Court,  on  pleadings,  there  is  no  need 
of  any  new  pleadings  in  this  Court,  provided  they  are  in  a  proper  shape  for 
a  trial,  as  between  the  pUuntiff  and  such  defendant. 

'(Before  BukTCHroan,  J.,  Southern  District  of  New  York,  January  26th,  1872.) 
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Blatchpoed,  J.  This  case  wae,  I  think,  properly  remov- 
able to  this  Court,  as  against  the  defendant  McKinney,  under 
the  Act  of  July  27th,  1866,  (14  U.  8.  Stat,  at  Large,  306.) 
The  right  of  removal  is  given  "at  any  time  before  the  trial  pr 
final  hearing  of  the  cause,"  not  "  at  any  time  before  a  trial  or 
final  hearing  of  the  cause."  The  judgment  which  the  State 
Court  rendered  in  favor  of  the  plaintiflfe,  on  the  report  of  the 
referee,  on  the  trial  which  was  had,  was  reversed,  and  a  new 
trial  was  granted.  The  State  Court,  in  its  decision  granting 
the  removal  of  this  cause,  as  against  McKinney,  says,  that  the 
former  trial  was  adjudged  a  mistrial,  and  that  the  case  now 
stands  for  trial,  as  if  no  former  trial  had  occurred.  This  be- 
ing so,  the  case  was  a  removable  one,  under  the  Act  of  1866, 
as  against  McKinney.  The  motion  to  remand  it  must,  there- 
fore, be  denied. 

The  order  that  the  cause  "  proceed  in  this  Court,  the  same 
as  if  it  had  been  originally  brought  herein,"  ought  to  be 
modified,  so  as  to  provide,  that  the  cause  proceed  in  this 
Court,  against  McKinne;^,  in  the  same  manner  as  if  it  had 
been  brought  in  this  Court  by  original  process  against 
McKinney. 

By  the  Act  of  1866,  the  copies  of  all  pleadings  in  the 
State  Court,  filed  or  entered  by  McKinney  in  this  Court, 
have  the  same  force  and  effect,  in  every  respect,  and  for  every 
purpose,  as  the  Original  pleadings  would  have  had,  by  the 
laws  and  practice  of  the  State  Court,  if  the  cause,  as  against 
McKinney,  had  remained  in  such  State  Court.  There  is, 
therefore,  no  need  of  any  new  pleadings  in  this  Court,  pro- 
vided they  are  in  a  proper  shape  for  a  trial  as  between  the 
plaintiffs  and  McKinney.  I  think  they  are  in  such  shape. 
The  motion  to  set  aside  the  rule  to  declare  is,  therefore,  granted*. 

Starr  <6  Buggies^  for  the  plaintiffs. 

Eld/ridge  <&  Johnsony  for  the  defendant. 


JANUARY,  1872.  861 


Sawyer  «.  Bizby. 


Henry  Sawyer 


V8. 


Samuel  M.  Bixby  and  Clarence  Tucker.    In  Equity. 

The  rlissned  letters  patent  granted  to  Henry  Sawyer,  October  1st,  1867,  for 
an  **  improrement  in  putting  tip  powders,  Ac.,'*  which  claim,  as  a  new  ar- 
fide  of  manufactare,  "a  package  or  case,  which,  when  made  with  distribn-  , 
ting  holes,  and  filled,  is  cemented  by  the  wax  or  wafer,  as  set  forth,"  do  not 
claim  any  patentable  invention. 

The  invention  claimed  is  a  small  cylindrical  box,  perforated  at  the  end  with 
holes,  and  having  the  perforations  closed  by  w^z,  or  wafer,  or  paper  pasted 
on,  to  retain  the  contents,  while  the  box  is  being  transported,  the  wax  or 
wafer  being  removed,  or  the  paper  pnnctared,  when  it  is  desired  to  permit 
the  contents  to  pass  through  the  holes. 

Everything  in  such  invention,  both  in  means  and  in  result,  was  old. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  January  27Ui,  1872.)    ' 

Woodruff,  J.  The  complainant  alleges  that  the  defend- 
ants have  infidnged  re-issued  letters  patent  granted  to  him 
October  1st,  1867,  for  an  "  improvement  in  putting  up  pow- 
ders, &c."  The  claim  contained  in  the  specification  annexed 
is  in  these  words :  "  What  I  claim  as  a  new  article  of  manu- 
facture is,  a  package  or  case,  which,  when  made  with  distrib- 
uting holes  and  filled,  is  cemented  by  the  wax  or  wafer,  as  set 
forth.^^ 

The  specification  and  the  specimens  of  the  manufacture 
produced  show,  that  what  the  plaintiff  claims  as  an  invention, 
is  a  small  cylindrical  box,  perforated  at  the  end  after  the 
manner  of  a  pepper  or  sand  box,  for  the  purpose  of  conven- 
iently and  evenly  distributing  the  powder  contained  within  it, 
when  put  to  use,  and  the  closing  of  these  perforations  by  wax, 
or  wafer,  or  paper,  pasted,  or  made  to  adhere  by  mucilage, 
or  some  glutinous  substance,  for  retaining  the  powder  when 
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Bold  and  transported  by  the  manufacturer,  dealer  or  customer, 
the  wax  or  wafer  being  removed,  or  the  paper  punctured, 
when  it  is  desired  to  use  the  powder.  I  am  decidedly  of 
opinion,  that,  in  this  device,  there  is  no  patentable  inventij^n. 
Pepper  boxes,  sand  boxes,  dredge  boxes,  and  spice  boxes, 
either  of  which  is  exactly  adapted  to  the  distribution  of  gpw- 
der  of  any  kind,  are  not  new  and  are  not  claimed  to  be  new. 
In  construction  and  effect,  they  are  substantially  like,  and, 
in  mechanical  structure,  identical  with,  the  plaintiff's  cylin- 
drical box,  perforated  at  one  end  for  the  distribution  of  the 
powder.  In  respect  of  distribution,  the  plaintiff  employs  no 
new  means  and  produces  no  new  result.  The  closing  of  pack- 
Ages  of  various  forms,  and  of  bottles,  by  wax,  or  wafer,  or  the 
pasting  of  paper,  made  to  attach  itself  by  the  use  of  gum,  or 
other  adhesive  material,  is  no  more  new  than  the  other ;  and, 
when  those  or  either  of  them  are  applied  to  the  openings  in 
the  plaintiff's  boxes,  they  produce  no  new  result.  They 
close  the  openings,  and  that  is  all.  They  are  old  means,  and 
they  produce  their  old  and  obvious,  well-known  result.  In 
combination,  there  is  no  other  effect.  Each  performs  the 
same  ofSce,  in  the  same  manner,  as  it  does  when  employed 
for  any  -other  purpose,  and  precisely  as  it  must,  whatever  be 
the  form  of  the  package,  or  the  particular  use  to  which  the 
package  is  applied.  The  employment  of  these  instmmefctal- 
ities,  in  putting  tip  packages  for  transportation,  is,  therefore, 
the  exercise  of  judgment  in  selectiiig,  not  of  invention  in 
devising  or  combining.  At  most,  it  consists  in  applying  old 
devices  to  a  new  use,  which,  when  it  involves  no  new  means 
and  produces  no  new  effect,  is  not  patentable,  notwithstand- 
ing it  may  be  usefdl  to  combine  the  two  results,  by  uniting 
the  two  instrumentalities. 

But  this  is  not  all.  The  proof  shows,  that,  long  before 
the  plaintiff's  supposed  invention,  paper  boxes  and  sand  boxes, 
with  a  perforated  end,  were  not  only  used  for  the  convenient 
distribution  of  their  contents,  but  were  put  up  for  transporta- 
tion and  sale,  with  the  perforations  covered  by  thin  paper 
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pasted  thereon,  to  bfe  removed  or  punctured  when  actually 
UBed. 

I  find  no  ground  upon  which  to  sustain  the  claim  of  the 
plaintiff  to  any  decree  herein.  The  bill  of  complaint  must  be 
dismissed,  with  costs. 


Andrew  J.  Todd^  for  the  plaintiff. 
Cfiarles  A.  Durgin^  for  the  defendants. 


Fbbde£ick  Meisbneb  a^  othebb 
The  Devoe  MAiorEACTtrKiNG  CoMPAirr.    In  EQurrr. 

The  letters  patent  granted  to  Albin  Warth,  April  19th,  1870,  for  an  improve- 
ment  in  Btop-valyeB  for  petroleum  packages,  make,  in  each  one  of  their  two 
claims,  a  cnp-shaped  disk,  a  material  part  of  the  invention,  such  disk  being  a 
valve-seat  for  a  valve,  and  having  the  effect,  by  reason  of  being  cup-shaped, 
to  sink  the  valve  within  the  package,  so  that  tiiere  shall  be  no  part  project- 
ing ontside. 

The  enp-ehaped  form  of  the  disk  is  made,  by  the  spedfioation  and  claims,  an  es- 
sential part  of  the  invention.. 

Such  patent  is  not  infringed  by  a  stop-valve  of  convex-form,  not  suspended  be- 
low the  surface  of  the  package,  though  in  other  respects  constructed  like  the 
patented  arrangement. 

(  Before  Woodruff,  J.,  Southern  District  of  New  York,  January  27th,  1872.) 

This  was  a  final  hearing,  on  pleadings  and  proofs,  of 
a  suit  in  equity  founded  on  letters  patent  granted  to  Albin 
Warth,  April  19thy  1870,  for  an  improvement  in  stop  valves 
for  petroleum  packages.  The  specification  said:  ^^This  in- 
vention consists  in  the  arrangement  of  a  cup-shaped  fianged 
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disk,  provided  with  a  vent-hole,  with  a  discharge  opening, 
and  with  a  central  hole,  and  with  a  flat  internal  face,  said 
central  hole  being  intended  to  receive  a  screw,  which  is  tap- 
ped into  the  solid  body  of  a  valve  covered  with  leather  or 
other  suitable  packing,  in  such  a  manner  that,  by  means  of  its 
flange,  the  disk  can  be  readily  soldered  to  the  side  of  a  petro- 
leum package  or  case  for  carrying  petroleum  or  other  liquid, 
without  producing  an  objectionable  projection  on  said  pack- 
age, and  that,  by  turning  the  screw  in  and  out,  the  valve 
can  be  readily  opened  ^and  closed,  the  valve  being  prevented 
from  turning  with  the  screw,  and  from  dropping  oflT,  by  hook- 
shaped  arms,  extending  froiQ  the  inner  surface  of  the  cvp- 
shaped  disk,  and  bearing  against  lugs  projecting  from  the 
periphery  of  the  valve.  When  the  valve  is  opened,  the  con- 
tents of  the  case  or  package  can  be  readily  poured  out  through 
the  discharge-spout,  the  vent-hole  admitting  the  external  air 
into  said  case.  In  th%  drawing,  the  letter  A  represents  a  case 
or  package  made  of  tinned  sheet-iron,  or  any  other  suitable 
material,  and  capable  of  containing  petroleum  or  other  liquids, 
particularly  such  as  are  intended  for  transportation.  In  one 
side  of  this  case  is  secured  a  stop- valve,  jff,  which  consists  of 
a  cup-shaped  disk,  provided  with  a  flange,  a,  and  perforated 
with  three  holes,  (see  figs.  2  and  3,)  one  in  the  centre,  tp  re- 
ceive the  screw,  6,  and  two  on  the  sides,  the  hole,  c,  being  the 
vent,  and  the  hole,  e?,  the  dischargeopening,  of  the  case.'  The 
head  of  the  screw,  J,  is  provided  with  a  circular  shoulder,  to 
catch  under  a  lip,  ^,  projecting  from  the  edge  of  the  central 
hole  in  the  cup-shaped  disk,  and  to  the  bottom  of  said  disk  is 
secured  a  plate,  fj  so  that  the  head  is  confined  in  a  chamber, 
and  prevented  from  moving  in  the  direction  of  the  axis  of  the 
screw.  The  plate,  y,  is  smoothed  off  on  its  exposed  surface,  so 
that  it  forms  a  seat  for  the  valve  ^,  and  said  plate  is  provided 
with  ^two  hook-shaped  arms.  A,  which  -form  guides  for  the 
valve,  and  prevent  the  same  from  dropping  off,  and  also  from, 
turning  round,  said  valve  being  provided  with  lugs  projecting 
from  its  periphery,  and  bearing  against  the  edges  of  the 
arms,  A.    The  valve,  gy  is  .  cast  of  Babbitt  metal,  or  other 
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suitable  material,  and  it  is  provided  with  a  socket  to  receive 
the  screw,  ft.  The  face  of  the  valve  is  covered  withV  disk,  i, 
of  leather,  or  other  suitable  material,  which  is  retained  bj 
studs  cast  solid  with  the  valve,  and  riveted  over  said  disk,  as 
shown.  The  flange,  a^  is  soldered  to  the  side  of  the  case,  A^  the 
head  •of  the  screw  being  situated  in  the  cavity  of  the  cup- 
shaped  disk,  so  that  no  part  of  the  valve  projects  materially 
beyond  the  face  of  the  case.  By  turning  the  screw,  ft,  in  the 
proper  direction,  the  valve,  and  the  holes,  c  and  dy  are  opened, 
so  that  the  contents  of  the  case  can  be  poured  out  through  the 
discharge-opening,  d,  the  external  air  having  free  access  to 
the  interior  of  the  case,  through  the  vent-hole,  o.  By  screw- 
ing up  the  screw,  ft,  the  valve  is  closed,  and  the  case  is  her- 
i^etically  sealed.  The  nip  of  the  screw,  ft,  is  dove-tailed,  to 
receive  a  handle,  Oy  of  the  jyoper  form,  for  the  purpose  of 
operating  the  same.  It  (the  screw)  may,  however,  be  also 
operated  by  means  of  an  ordinary  screw-driver.  If  desired, 
the  cup-shaped  disk  of  the  valve,  together  with  the  hook- 
shaped  arms.  A,  may  be  produced  by  casting,  and,  in  this  case, 
the  lip, «,  is  omitted,  and  the  screw  is  prevented  from  moving 
in  the  direction  of  its  axis,  by  a  pin  passing  through  it  under 
the  cup-shaped  disk,  as  shown  in  fig.  2.  This  valve  is  of 
particular  valae  for  petroleum  packages,  which  are  trans- 
ported across  the  ocean  in  very  large  quantities,  and  which 
have  to  be  hermetically  sealed,  and,  at  the  same  time,  so  con- 
structed, that  their  surfaces  have  no  projecting  parts,  and 
that  the  contents  of  the  package  can  be  readily  drawn  oflT." 
The  claims  were  these :  '^  1.  The  cup-shaped  disk,  suspended 
within  the  package,  Ay  receiving  the  screw,  ft,  and  forming  a 
valve-seat,  in  combination  with  the  valve,  ^,  suspended  from 
the  screw  between  guides,  A,  substantially  as  and  for  the 
purpose  described.  2.  The  vent-hole,  c,  and  discharge-open- 
ing, dy  in  the  cup-shaped  disk,  in  combination  with  the  central 
.screw,  and  with  the  valve  and  the  guide-arms,  all  constructed 
and  operating  substantially  as  described." 


John  Van  Santvoard,  for  the  plaintiffs. 
George  Oifordy  for  the  defendants. 
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WooDBUFF,  J.  I  deem  it  highly  probable  that  the  stop- 
valve  msAe  hy  the  defendants,  when  considered  in  reference 
to  its  constrnction,  and  its  office  and  function,  as  a  mere  stop- 
valve,  is  substantially  like  that  described  in  the  complainants' 
patent,  and  that,  if  the  latter  had  been  described  and  claimed 
by  the  patentee  independently  of  the  precise  form  and  loca- 
tion of  the  parts,  and  of  the  material  office  or  function  which 
such  precise  form  and  location  performs  in  the  combination 
described,  the  stop-valve  of  the  defendants  must  have  been 
declared  an  infringement.  But,  the  patentee  has  seen  fit,  by 
his  specification  and  claim,  to  confine  the  right  secured  to  him 
within  much  narrower  limits.  He  does  not,  in  his  specifica- 
tion, claim  that  either  part  used  in  the  construction  of  his 
stop-valve  is  new,  or  that  any  number  of  the  parts,  not  includ- 
ing a  cup-shaped  disk  by  means  ^f  which  the  whole  apparatus 
is  sunk  below  the  outer  surface  of  the  oil  can,  cu*e  new  in 
their  combination  with  each  other. 

Viewing  tfre  device,  &s  described  and  claimed  in  either  tho 
first  or  second  claim,  as  a  combination  of  parts  not  new,  the 
cup-shaped  disk  is,  by  each  claim,  made  a  material  part  of  the 
invention.  The  form  of  the  disk  is  material.  Without 
the  form  described,  the  result  at  which  the  invention  is 
directed,  and  which  is  represented  as  its  peculiar  fea^jpre, 
would  not  be  effected,  that  is  to  say,  without  that  form,  it 
would  not  be  a  stop-valve  which  could  be  applied  to  pac&ges 
for  transportation,  so  that  their  surfaces  would  have  "no 
projecting  parts.''  It  is,  therefore,  not  (as  represented  in  the 
specification  and  claim)  a  case  in  which  form  is  not  of  the 
substance  of  the  combination. 

Yiewing  the  device,  as  described  and  claimed,  as  a  mar 
chine  or  structure — for,  all  machines  and  structures  are,  in  a 
literal  sense,  combinations  of  things,  old  or  new — the  same 
observations  are  applicable.  The  patentee  has  made  the 
peculiar  disk  which  he  describes,  and  which  forms  the  valve- 
seat,  a  prominent  feature.  He  has  done  so  in  both  of  his 
claims,  and,  in  his  specification,  he  represents  the  immediate 
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and  neoeseary  effect  of  that  form  of  disk  as  constituting  the 
pecaliaritj  of  his  stop-valve  and  its  especial  ntilityl. 

It  is  quite  possible  that  he  might  have  claimed  this  iden- 
tical stop-valve,  useful,  and  adapted  for  use,  in  admitting  oil 
to  a  can  or  vessel,  enclosing  it  tightly  within  the  can,  and, 
at  pleasure,  to  be  opened  for  discharging  it  therefrom,  and  to 
be  inserted  in  the  end  or  side  of  the  can  or  vessel,  according 
to  the  judgment  of  the  manufacturer  of  such  can  or  vessel. 
Had  he  done  this,  the  question  whether  the  defendants'  stop- 
valve  is  within  the  claim  would  have  been  a  very  ditferent 
one.  Here  he  has  chosen  to  define  thie  object  or  result  of 
his  invention,  to  describe  the  parts  thereof,  and  to  specify  the 
form,*  without  which  the  object  in  view  would  not  be  at- 
tained. 

The  defendants  do  not  use  the  parts  in  the  same  form,  nor 
in  an  equivalent  form,  and  do  not  produce  the  same  result. 
The  change  they  have  made  in  the  form  of  the  disk  consti- 
tuting the  valve-seat,  is  such  as  necessarily  defeats  the  pur- 
pose for  which  the  complainants'  device  was  intended,  and 
which  it  accomplishes.  The  detendants'  disk  is,  therefore, 
not  an  equivalent  to  that  used  by  the  complainants.  It  has 
not  the  same  effective  operation.  Instead  of  suspen(]ing  the 
stop-valve  below  the  surface  of  the  can  or  vessel,  by  its  con- 
vex form,  it  rises,  necessarily,  above  that  surface,  and  carries 
still  higher  the  parts  with  which  it  is  connected,  thus  doing 
the  very  thing  which  the  complainants,  by  the  peculiar  form 
of  their  disk  or  valve-seat,  profess  to  avoid  and  do  avoid. 
The  conclusion  cannot  be  escaped  by  saying  that  the  differ- 
ence is  not  in  the  material  or  essential  characteristics  of  the 
device,  but  only  in  the  degree  of  utility,  that  the  defendants' 
device  is  the  same  in  principle  and  in  substantial  structure, 
but  that,  by  a  change  in  the  form  of  the  valve-seat,  by  invert- 
ing it,  the  device  is  rendered  less  perfect  and  less  useful. 
Under  a  specification  and  claim  which  might  readily  be  sug- 
gested, this  reasoning  might  be  entirely  just  and  true,  and 
might  render  it  necessary  to  pronounce  the  defendants'  de- 
vice an  infringement.    But  the  actual  claims  cannot  be  re- 


368  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Meissner  tr.  The  Devoe  Manufactnrfaig  CompMiy. 

■      ■  '  ■    '  ' ' 

jected.  The  complainants  must  stand  or  £ei11  by  the.  claims  as 
made,  and  those,  not  only  in  tenns,  but  when  read  and  con- 
strued with  reference  to  the  whole  specification,  make  the 
form  of  the  disk  a  part  of  the  complainants'  structure,  ma- 
terial to  its  location  in  connection  with  the  can,  and  especially 
material  to  the  ftmction  or  effect  designed  to  be  produced, 
and  in  fact  produced  thereby,  I  think,  therefore,  that,  under 
this  patent,  the  complainants  cannot  reject  the  form  of  the 
valve-seat,  and  the  location  of  the  structure  within  the  can, 
and  allege  that  any  form  of  valvenseat,  and  any  location  of 
the  stop-value,  however  projecting  above  the  surface  of  the 
can,  is  an  infringement  of  their  claims,  provided,  in  other 
respects,  it  is  substantially  like  theirs.  I  think,  that,  in  all 
other  respects,  the  defendants'  stop-valve  does  include  the 
complainants',  and  all  of  its  parts,  in  substantially  the  same 
form  and  manner  of  combination,  and  operating  in  substan- 
tially the  same  way,  and  producing  the  same  result.  The 
difference  in  thft  nut  and  screw,  in  the  guide,  and  in  the  con- 
trivance for  preventing  the  turning  of  the  valve,  are  not 
changes  in  the  principle,  or  in  the  manner  of  operation, 
which  woulc^  relieve  their  stop-valve  from  condemnation  as 
an  infringement.  They  are  a  mere  substitution  of  equiv- 
alents. For  this  reason,  it  seems  not  improbable  that  the 
conclusion  to  which  I  am  compelled  is  not  because  the  actual 
invention  of  the  complainants  has  not  been  infringed  or 
copied  by  the  defendants,  but  because  the  specification  and 
claims  upon  which  the  patent  is  granted  have  so  narrowed 
the  ground  on  which  they  stand,  that  they  fail  to  realize  all 
the  mongpoly  to  which,  in  virtue  of  the  actual  invention,  the 
patentee  may  have  been  entitled.  If  this  be  so,  the  Court  is, 
nevertheless,  unable  to  relieve  them.  We  can  only  deal  with 
the  rights  of  the  complainants  as  they  are  defined  in  and 
secured  by  the  letters  patent ;  and,  as  there  defined,  my  con- 
clusion is  that  the  defendants'  stop-valve  is  not  an  infringe- 
ment. 

The  bill  of  complaint  must,  therefore,  be  dismissed,  with 
costs. 
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In  re  James   K.  Plage  and  James   D.   Sparkmast, 

Bankrupts. 

The  District  Court,  by  an  order  entered  Jane  25th,  rejected  and  disallowed  the 
claim  of  a  creditor  against  the  estate  of  a  banlnmpt,  and  Awarded  to  the  as- 
signee costs  against  the  claimant,  to  be  taxed,  and  collected  by  execution. 
They  were  taxed  April  8th,  following.  The  District  Court  refused  to  enter, 
on  the  application  of  the  claimant,  a  further  or  more  formal  judgment  against 
the  claimant  for  .the  amount  of  the  taxed  costs,  the  assignee  not  asking  to 
hare  such  judgment  entered.  On  April  18th,  the  claimant  gave  notice  of  an 
appeal  to  this  Court  from  the  order  of  June  25th.  The  assignee  moved  to 
dismiss  the  appeal,  on  the  ground  that  it  was  not  brought  within  ten  days 
'  after  June  25th:  HM^  that  the  appeal  must  be  dismissed,  as  not  having  been 
taken  within  the  ten  days  limited  by  section  8  of  the  bankruptcy  Act  of 
March  2d,  1867,  (14  U,  &  8UU.  at  Larfft,  620). 

The  order  of  June  25th  was  final,  in  such  sense  that  an  appeal  would  lie  there-, 
from.  ' , 

(  Before  Woodhvff,  J.,  Southern  District  of  New  York,  January  27th,  1872.) 

WooDEUFP,  J.  The  appellants,  Charles  P.  Pischer  and 
others,  claiming  to  be  creditors  of  the  bankrupt  Sparkman, 
presented  their  claim  against  his  separate  estate.  Objection 
being  made,  the  matter  was  refen^d,  proofs  were  taken,  a 
report  was  made,  a  hearing  thereon  was  had  in  the  District 
Court,  and,  on  the  25th  of  June,  1870,  an  adjudication  was 
made  and  duly  entered,  by  which  it  was,  in  terms,  ordered, 
adjudged  and  decreed,  that  the  claimants  are  not  creditors  of 
said  separate  estate  of  James  D.  Sparkman,  and  that  the  said 
claim  and  proof  be,  "  and  the  same  hereby  is,  wholly  rejected 
and  disallowed,"  and,  also,  that  the  assignee  recover  against 
the  said  claimants  the  costs  of  the  said  reference,  to  be  taxed 
by  the  clerk,. and  have  execution  therefor.  On  or  about  the 
6th  of  April,  1871,  the  solicitor  for  the  claimants  requested 
the  solicitor  for  the  assignee  to  cause  the  costs  thus  awarded 
to  be  taxed,  and  the  same  were  taxed  on  the  8th  of  April, 
1871.  Thereupon,  the  solicitor  for  the  claimants  requested 
VoL  IX— 24. 
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the  solicitor  for  the  assignee  to  enter  a  farther  decree,  in 
order  that  an  appeal  might  be  taken  therefrom,  and,  on  his 
refui^,  application  was  made  to  the  District  Court,  in  behalf 
of  the-  claimants,  for  leave  to  enter  such  further  decree,  recit- 
ing the  previous  decree  rejecting  their  claim,  and  awarding 
costs  and  execution  therefor,  and  further  reciting  the  subse- 
quent taxation  of  costs  at  $220  26,  and  thereupon  ordering, 
adjudging  and  decreeing  that  the  assignee  ^'  have  judgment " 
against  the  claimants  for  the  said  sum  of  $220  26.  The  Dis- 
trict Coui^t  refused  to  make  this  further  order  or  judgment, 
unless  the  same  was  asked  for  bj  the  assignee,  and  the  solic- 
itor for  the  assigneie  refused  his  assent  to  the  entry  thereof. 
On  the  18th  of  April,  1871,  the  claimants  gave  notice  that 
they  claimed  an  appeal  to  this  Court,  from  the  order  of  June 
25th,  1870,  refusing  to  allow  their  claim.  The  assignee  now 
moves  to  dismiss  the  appeal,  on  the  ground  that  it  is  too 
late,  more  than  ten  days  having  elapsed,  after  the  making  of 
the  order  rejecting  the  claim,  before  such  appeal  was 
taken« 

The  claimants  appear  to  have  acted  in  good  faith,  in  their 
endeavor  to  bring  the  decision  rejecting  their  claim  under 
review.  It  appears  that  they  took  an  appeal,  in  July,  1870, 
from  the  same  order,  which  appeal  was  dismissed  by  this 
Court.  (8  Blatchf.  C.  C.  B.y  302.)  The  claim  is  said  to  be 
large,  the  estate  of  the  bankrupt  is  sufficient  for  its  payment, 
and  the  consequences  of  its  rejection  are  serious.  Under 
these  circumstances,  if  the  matter  rested  in  discretion,  there 
would  be  much  reason  for  relieving  the  claimants  from  any 
embarrassment  arising  from  mistake  or  misapprehension  in 
regard  to  the  time  for  taking  an  appeal — ^not  because  the 
merits  of  the  daim  are  before  me,  or  because  such  relief 
would  import  doubt  of  the  propriety  of  its  rejection,  but  be- 
cause the  right  of  appeal  given  by  the  statute  is  an  important 
right,  and  an  appeal  might,  perhaps,  be  further  prosecuted  to 
the  Supreme  Court.  But  the  objection  goes  to  the  jurisdic- 
tion of  this  Court.  It  does  not  rest  in  discretion.  I  am, 
therefore,  compelled  to  aet  upon  my  conviction  that  the  ap- 
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peal  was  not  taken  within  the  time  allowed  by  law,  and  that 
the  Oircoit  Gonrt  has  not  gained  thereby  any  jurisdiction  to 
review  the  decision  appealed  from* 

(1.)  The  appeal  is,  in  terms,  from  a  decree  .made  on  the 
25th  of  Jnne,  1870.  But,  the  appeal  was  not  taken  until  the 
18th  of  April,  1871,  about  ten  months  after  the  order  was 
.made  and  entered.  Section  8  of  the  bankrupt  law  is  ex- 
plicit, that  ^^  no  appeal  shall  be  allowed  in  any  case  from  the 
District  to  the  Circuit  Court,  unless  it  is  claimed  and  notice 
given  thereof  *  *  ♦  within  ten  days  after  the  entry  of 
the  decree  or  decision  appealed  from."-  According  to  the 
language  of  the  statute,  then,  the  appeal  should  not  be  al- 
lowed. It  is,  by  its  terms,  an  appeal  taken  nearly  ten  months 
after  the  decree  or  decision  appealed  from. 

The  claimants  insist,  that  the  ten  days  did  not  begin  to 
run  until  the  costs  awarded  by  the  decree  or  decision  were 
taxed.  The  language  of  the  said  eighth  section  will  not  war- 
rant this  claim.  The  order  or  decree  made  by  the  District 
Court,  and  the  only  order  or  decree  which  that  Court  haa 
made,  was  made  in  June,  1870.  It  was  then  entered.  It  is 
the  order  or  decree  appealed  from.  The  statute  forbids  an 
appeal  if  not  taken  within  ten  days  after  the  entry  of  the 
decree  or  decision  appealed  from.  This  does  not  leave  open 
to  discussion  the  q^uestion  whether  the  order  of  June  25th, 
1870,  was  final,  or  whether,  in  order  to  carry  it  into  actual 
execution,  some  further  step  was  necessary,  either  taxation,  or 
a  further  decree  or  judgment.  If  the  claimants  desired  to 
appeal  from  it,  they  should  have  appealed  within  ten  days 
after  the  entry  thereof. 

(2.)  I  entertain  no  doubt,  that,  agreeably  to  the.  decisions 
of  the  Supreme  Court  in  analogous  cases,  the  decision  of 
June  25th,  1870,  was  final,  in  such  sense  that  an  appeal  would 
lie  therefrom.  {Fargay  v.  Conrad^  6  How.j  201,  204 ;  Beebe 
V.  Hussdl,  19  Id.,  283  ;  Silgh/  v.  Footey  20  Id.,  290;  Oraig 
V.  The  Hartford,  1  MoAUister,  91.)  The  decision  or  decree 
settled  the  rights  of  the  parties,  it  finally  rejected  the  claim, 
and  it  awarded  a  recovery  of  costs  and  execution  therefor. 
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No  act  of  the  Court  was,  I  think,  necessary  to  the  full  and 
final  effect  of  its  order.  If  any  such  act  of  the  Court  was 
necessary  for  any  purpose,  no  farther  action  by  the  Court  has 
been  had  in  the  matter. 

The  appeal  must  be  dismissed,  but  I  deem  it  proper  to 
make  such  dismissal  without  costs. 


Thomas  C.  T,  BucJdey^  for  the  creditors. 
Franda  N.  Ba/ngSy  for  the  assignee. 
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The  District  Court  has,  under  the  Ist  section  of  the  bankruptcy  Act  of  March 
2d,  1867,  (14  U.  8,  Stat,  at  Large,  517,)  power  to  prohibit  any  proceeding  in 
a  State  Court  by  a  creditor,  to  liquidate  and  enforce  a  lien  on  the  property  of 
a  debtor  who  is  adjudged  a  bankrupt  by  such  Court. 

Such  power  is  to  be  exercised  summarily,  and  does  not  require  a  formal  suit^ 

When  the  property  affected  by  a  lien  is  confessedly  the  property  of  the  bank- 
rupt, and  has  passed  to  the  assignee,  and  it  only  remains  to  ascertain  and 
liquidate  the  alleged  lien,  the  summary  jurisdiction  of  the  District  Court  is 
V  entirely  adequate. 

The  power  ^  of  the  bankruptcy  Court  to  gire  further  relief,  in  protection  of  the 
estate  of  the  bankrupt,  on  a  renewed  appUcation,  on  new  or  further  eyidence, 
after  it  has  made  one  order  in  the  premises,  considered  and  sustained. 

Semble,  that  the  mode  of  reyiew  of  an  order  made  in  the  exercise  of  such  sum- 
mary jurisdiction,  is  not  by  an  appeal  under  the  8th  section  of  the  bank- 
ruptcy Act 

The  testimony,  in  a  suit  in  equity,  may  be  taken  orally,  in  open  Court 

An  order  of.  the  District  Court,  restrainiog  an  alleged  creditor  of  the  bankrupt's 
from  further  prosecuting  an  action  in  a  State  Courts  in  which  he  had  attached 
property  of  the  bankhipf  s,  affirmed.     ^ 

(  Before  Woodruff,  J.,  Vermont,  January,  1872.) 

One  Burton,  many  months  before  proceedings  were  com- 
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menced  in  bankruptcy  against  Clark,  had  commenced  an 
action  in  the  State  Court,  against  the  latter,  on  book  account, 
for  $150,000,  and  therein  had  attached  property  of  Clark,  to 
be  held  to  satisfy  any  judgment  he  might  recover  in  that  ac- 
tion. He  had  also  recovered  a  judgment  for  $46,000,  against 
Clark,  on  a  set-off  in  another  action,  pending  at  the  same 
time,  and  for  this  judgment  he  had  no  security.  Clark,  be- 
coming greatly  embarrassed,  and,  in  fact,  insolvent,  other  at- 
tachments were  levied  on  his  property.  In  January,  1870, 
by  consent,  the  judgment  for  $46,000  was  reversed,  and  soon 
thereafter  an  agreement  was  made  by  Clark  with  Burton, 
that  all  suits  between  Clark  and  Burton,  (of  which  there  were 
several,)  except  the  action  on  book  account,  should  be  dis- 
continued, and  that,  in  such  last  named  action,  Burton  might 
prove  all  his  dmiands  against  Clark,  without  objection  as  to 
the  form  of  action,  and  without  any  claim  that  they  or  any  of 
them  were  barred  by  the  statute  of  limitations.  Clark  was 
adjudged  a  bankrupt  in  February,  1870,  and  Samson,  his  as- 
signee in  bankruptcy,  applied  to  the  District  Court  to  enjoin 
Burton  and  Clark  from  acting  under  that  agreement,  and  to 
stay  the  prosecution  of  the  action  on  book  account,  on  the 
ground  that  the  arrangement  between  Burton  and  Clark  was 
collusive  and  fraudulent,  and  made  to  give  Burton  an  unlaw- 
ful preference ;  and  an  order  was  made  forbidding  the  parties 
from  making  any  use  of  the  agreement,  but  not  forbidding 
the  prosecution  of  the  suit.  On  a  review  of  that  order  in  the 
Circuit  Court,  it  was  affirmed,  and  leave  was  given  to  make  a 
further  or  renewed  application  to  the  District  Court,  upon 
new  or  additional  evidence.  Thereupon,  the  assignee  pre- 
sented  the  petition  now  in  question,  to  the  District  Court, 
praying  an  injunction  against  the  prosecution  of  the  action 
on  book  account  in  the  State  Court.  The  bankrupt  and 
Burton  appeared  and  answered.  The  issues  were  tried  by 
the  District  Court,  by  the  examination  of  witnesses  and  the 
taking  of  proofe  orally  before  the  Court.  The  proofs  were 
deemed  to  establish  that  the  fraudulent  scheme  or  contrivance 
to  give  to  Burton  a  preference  was  entered  into  before  the 
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revereal  of  the  judgment  above  mentioned ;  that  that  reversal 
by  conBent  was  in  execution  of  that  scheme ;  that  its  design 
was  to  remove  an  obstacle  to  proving,  in  the  action  on  book 
account,  the  matters  claimed  as  a  set-off,  and  determined  bj 
that  judgment,  and  so,  by  letting  them,  with  other  claims, 
into  the  action  on  book  account,  waiving  all  forms  and  the 
statute  of  limitations,  bring  them  within  the  scope  of  the  at- 
tachment lien,  whereas,  in  truth,  and  without  such  reversal. 
Barton  had  not  and  could  not  gain  any  security  therefor ; 
and  that^  from  a  period  shortly  before  that  reversal  of  the 
judgment,  Clark  and  Burton,  who  were  brothers  in  law,  were 
acting  throughout  in  collusion,  and  with  the  fraudulent  de- 
sign to  make  use  of  the  attachment  lien  acquired  in  the  ac* 
tion  on  book  account,  as  a  means  of  sweeping  into  the  hands 
of  Burton  so  much  of  the  bankrupt  estate  asjpossible,  by  the 
use  of  claims  theretofore  unsecured,  and  claims  outlawed,  col- 
lusively  exaggerated,  or  fictitious,  and  not  to  be  seriously  con- 
tested by  Clark,  and  so  pervert  the  action  to  a  fraudulent 
use,  to  the  prejudice  of  other  creditors,  if  not  to  deprive  them 
of  any  share  of  the  estate.  The  Court,  thereupon,  made  an 
order  restraining  Burton  from  further  prosecuting  the  action 
on  book  account,  in  the  State  Court.  From  this  order.  Burton 
brought  an  appeal  to  this  Court,  in  the  form  and  manner 
prescribed  by  the  8th  section  of  the  bankruptcy  Act  of 
March  2d,  1867,  (14  TJ.  S.  Stat,  at  Zarge,  520,)  as  if  the  order 
had  been  made  in  a  suit  in  equity,  proceeding  on  pleadings 
and  proofs  to  a  decree.  On  the  hearing  of  the  appeal,  the 
assignee  moved  to  dismiss  it,  on  the  ground  that  the  order 
was  made  in  the  exercise  of  the  summary  jurisdiction  given 
to  the  District  Court  by  the  Ist  section  of  said  Act,  and  could 
only  be  reviewed  in  accordance  with  the  provisions  of  the  2d 
section.  « 

Oeorge  F.  Edmonds  and  Edward  J.  Phel^B^  for  the  as- 
signee. 

lAiJce  P.  Poland^  Petcben    C.  BerUon  and  Seman  S. 
Paycey  for  Benton. 
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"WooDBTJFF,  J.  In  the  conclusions  of  the  District  Jndge 
upon  the  questions  of  fact,  I  concur.  I  shall,  therefore,  con- 
tent myself  with  stating  the  questions  raised  on  this  appeal, 
and,  very  briefly,  my  conclusions  thereon. 

It  is  contended,  for  the  appellant:  (1;)  That  the  District 
Court  had  no  power  to  proceed  summarily,  in  this  case ; 
(2.)  That  the  assignee  is  concluded  by  a  former  order,  which 
will  be  hereafter  referred  to ;  (3.)  That  this  proceeding  is,  in 
substance,  a  suit  in  equity,  and  an  appeal,  under  the '8th  sec- 
tion, is  proper ;  (4.)  That  it  was  irregular  and  erroneous  to 
try  the  questions  of  fact  by  the  examination  of  witnesses  in 
open  Court,  but  the  testimony  should  have  been  taken  b^ore 
an  examiner ;  (5.)  That  neither  the  proofe,  nor  the  law  ap- 
plicable thereto,  warranted  the  order,  in  any  form  of  proceed- 
ing. 

(1.)  I  have  no  doubt  whatever  of  the  power  and  jurisdic- 
tion of  the  District  Court,  under  the  1st  section  of  the 
bankrupt  law,  to  assume  the  entire  administration:  of*  the 
estate  of  the  debtor,  to  determine  all  questions  touching  the 
existence  of  liens  thereon,  to  ascertain  and  settle  the  amount 
^  of  such  liens,  and  to  make  provision  for  the  liquidation  and 
settlement  thereof;  and,  as  incidental  to  this,  it  has  ample 
power  to  restrain  a  claimant  of  such  lien  from  proceeding 
elsewhere  to  enforce  his  lien.  LanguiBge  more  comprehensive 
can  hardly  be  suggested  than  is  employed  in  the  Act,  giving 
power  to  collect  all  the  assets,  to  ascertain  and  liquidate  the 
liens  and  other  specific  claims  thereon,  adjust  the  various 
priorities,  and  marshal  and  dispose  of  the  different  funds,  and 
assets,  so  as  to  secure  the  rights  of  all  parties.  To  this  end, 
power  is  given  to  compel  obedience  to  %11  orders,  by  process 
of  contempt  and  other  remedial  process.  The  entire  estate  is 
brought  within  the  reach  of  these  comprehensive  powers,  by 
vesting  it  in  the  assignee  appointed  by  the  Court,  to  ad- 
minister it,  under  the  direction  of  the  Court.  Nor  can  it 
make  any  difference  with  the  power  of  the  Court  over  this 
subject,  that  the  lien  or  alleged  lien  is  inchoate,  and  incapable 
of  execution,  until  the  amount  secured  thereby  js  ascertained 
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and  settled.  Ascertainment  and  liquidation  are  expressly 
authorized ;  and  the  subsequent  provisions  of  the  Act,  relat- 
ing to  creditors  having  mortgages,  liens  or  other  security, 
show  how  fully  the  whole  administration  of  the  estate  is 
confided  to  the  Court.  True,  it  does  not  necessarily  follow, 
that,  in  all  cases,  the  Court  must  prohibit  any  proceeding  in 
r  the  State  Court  for  the  benefit  of  a  creditor  having  a  lien. 
There  is,  however,  no  want  of  power.  Often,  it  is  quite  con- 
venient,' and,  ordinarily,  it  may  be  quite  desirable,  to  permit 
pending  actions  to  proceed,  so  far  as  to  ascertain  the  amount, 
ue.  In  one  case,  {In  re  The  Iron  Mountain  Co,^  cmte,  p. 
320,)  a  foreclosure  of  a  mortgage  in  the  State  Court  was 
permitted,  though  begun  afler  petition  filed  in  the  District 
Court,  and,  under  the  special  circumstances  of  the  case,  I 
^deemed  it  proper,  on  review  in  this  Court,  to  affirm  the  order. 
But,  the  powe?  to  control  the  creditors  in  this  respect  is,  I 
think,  clearly  given.  Two  considerations  illustrate  the  im- 
portance of  the  power,  which  are  especially  applicable  to  liens 
by  attachment :  1.  Without  such  power,  there  is  no  .adequate 
protection  to  the  other  creditors,  against  collusion  between 
the  bankrupt  and  the  claimant,  not  even  aided  by  the  author- 
ity given  to  the  assignee  to  defend.  2.  The  early  settlement 
of  the  estate  may  sometimes  require  that  the  Court  in  bank- 
ruptcy should  take  the  determination  of  claims  which  are  in 
dispute  into  its  own  hands. 

I  deem  it  equally  clear,  that  this  power  conferred  by  the 
Ist  section  is  to  be  summarily  exercised,  and  does  not  require 
a  formal  suit.  Indeed,  whatever  powers  are  given  by  the  1st 
section  are  designed  to  be  exercised  summarily. 

There  are  cases,  ^xi  which,  in  order  to  bring  the  property 
pursued  by  the  assignee  within  the  control  of  the  Court  or  its 
assignee,  or  to  remove  obstacles  to  its  administration,  it  may 
be  necessary  for  the  assignee  to  prosecute  an  action  at  law  or 
a  suit  in  equity;  and  such  cases  are  provided  for  in  the  2d 
section.  But,  when  the  property  affected  by  a  lien  is  con- 
fessedly the  property  of  the  bankrupt,  and  has  passed  to  the 
assignee,  and  it  only  remains  to  ascertain  and  liquidate  the 
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alleged  lien,  the  Bummary  jurifldiction  of  the  District  Court  J 
is  entirely  adequate. 

(2.)  On  a  prior  petition,  setting  out  some  of  the  matters 
alleged  in  the  present  petition,  the*  District  Court  had  made 
an  order  enjoining  Burton  from  making  any  use  of  a  written 
agreement  entered  into  between  him  and  the  bankrupt,  on 
the  ground  that  it  was  a  collusive  and  fraudulent  arrange-  * 
ment,  for  the  purpose  of  securing  to  Burton  a  preference  over 
other  creditors,  in  respect  of  certain  claims  which  had  already 
been  merged  in  a  judgment,  or  barred  by  such  judgment, 
and  for  which,  so  long  as  such  judgment  was  in  force,  Barton 
had  no  security.  But  such  order  did  not  invalidate  or  im- 
peach a  previous  reversal,  which  had  been  entered  by  consent, 
of  that  judgment,  because  it  did  not  then  sufficiently  appear 
that  such  collusive  and  fraudulent  arrangement  was  entered  ^ 
into  prior  to  such  reversal,  or  that  such  reversal  was  part  of 
the  scheme  devised  to  secure  to  Burton  a  preference.  Shortly 
after  such  reversal,  the  said  written  agreement  was  entered 
into  between  Burton  and  the  bankrupt,  which,  if  carried  into 
execution,  would  have  permitted  Burton  to  prove  all  claims 
which  he  had  or  alleged  against  the  bankrupt,  in  an  action 
"  on  book,"  in  which  he  had  attached  the  bankrupt's  property, 
and  thus  secure  an  apparent  lien,  and,  possibly,  an  actual  lien, 
for  the  amount  due  to  him  upon  the  said  claims,  for  which, 
so  long  ds  the  said  judgment  was  in  force,  he  had  no  security. 
The  former  order  of  the  District  Court  left  to  Burton  such 
right  to  prove  the  said  claims,  as  the  laws  of  Vermont  might 
give  to  him.  That  order,  this  Court,  on  review,  affirmed, 
but  leave  was  given  to  the  assignee  to  renew  his  application 
for  other  or  further  order  in  the  premises)  upon  new  or  addi- 
tional evidence.  Thereupon,  the  present  petition  was  pi;e- 
sented  to  the  District  Court. 

The  suggestion,  that  the  decision  upon  the  former  hear- 
ing was  final  and  conclusive,  as  res  adjudicaita,  is  without 
foundation.  Even  in  a  formal  suit  in  equity,  the  Court  may 
qualify  the  decree,  so  that  it  shall  not  operate  to  prevent  a 
new  suit ;  and  nothing  is  more  common,  in  disposing  of  mo« 
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tions,  than  to  give  leave  to  renew,  or  apply,  upon  new  or 
further  evidence,  for  additional  relief.  The  higlily  equitable 
and  remedial  powers  conferred  on  the  Court  in  bankruptcy 
are  not  less  free  from  restriction,  nor  are  they  hampered  by 
such  technical  rules  as  will  prevent  the  doing  of  what  is  just 
and  for  the  protection  of  the  estate,  even  if  it  requires  the 
'  revocation  of  an  order  once  made. 

(3.)  The  proceeding  in  question  was  not  a  formal  suit,  but 
was  a  summary  proceeding.  It  does  not  conform,  in  the 
manner  of  its  institution,  the  manner  of  its  prosecution,  or 
in  its  form,  to  a  suit  in  equity.  True,  the  facts  stated  and 
the  relief  sought  were  like,  in  some  of  their  features,  to  bills 
for  analogous  relief  in  suits  in  equity;  but  that  proves 
nothing.  These  same  facts  were  the  proper  ground  of  a  sum- 
mary application,  and  for  the  relief  which  it  was  competent 
for  the  Court  summarily  to  grant.  If  these  proceedings  are 
compared  with  the  rules  prescribed  to  the  Courts  of  the 
United  States  in  equity,  relating  to  the  commencement  of 
suits,  the  form  of  biUs,  appearance  therein,  &c.,  &c.,  no  ques-^ 
tion  will,  I  think,  remain  on  this  point. 

It  would  seem  to  follow,  that  the  mode  adopted  to  obtain 
a  review  of  the  order  of  the  District  Court,  was  not  warranted. 
It  will,  however,  be  more  satisfactory  to  the  parties,  if  the 
case  is  disposed  of  upon  gfounds  which  import  that  no  error 
was  committed  in  the  order  appealed  from,  and,  also,  upon 
grounds  alike  applicable  to  the  proceeding,  if  it  were  regarded 
as  a  suit  in  form ;  and  I  therefore  consider  the  other  points. 

(4.)  It  was  not  ground  for  a  reversal  of  the  order,  that  the 
witnesses  were  orally  examined  before  the  Court.  The  rules 
of  the  Supreme  Court  have  not  taken  away  the  power  which 
the  Court  has,  as  a  Court  of  equity,  to  have  the  testimony  of 
the  witnesses  taken  in  open  Court.  That  power  is  expressly 
reserved  in  the  seventy-eighth  rule,  which  implies  its  exist- 
ence and  its  perpetuation.  It  is  there  left  to  the  discretion  of 
the  Court. 

(5.)  I  have,  perhaps,  already  sufficiently  expressed  my 
views  of  the  merits.    The  conclusions  of  the  District  Judge 
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were,  I  think,  warranted  by  the  evidence.  The  power  of  the 
Court  over  the  subject  I  have  already  stated.  Independent 
of  any  question  of  actual  corrupt  design,  the  arrangement  to 
remove  the  impediment  of  an  actual  adjudication,  and  bring 
the  claims  therein  determined  under  the  operation  of  the  at- 
tachment in  the  action  "  on  book,"  was  an  attempt  to  give  an 
illegal  preference  in  fraud  of  the  bankrupt  law.  On  that  sub-' 
ject  I  have  already  expressed  my  opinion,  on  the  former  re- 
view, above  mentioned.  It  is  not  enough  to  say,  that,  if  the 
debt  were  permitted  to  be  ^tablished  in  the  pending  action, 
the  Court  could  control  the  execution  of  the  judgment.  I 
would  not  express  any  doubt  of  that ;  but  it  will  save  embar- 
rassment, expense,  and  any  apparent  effect  of  a  formal  judg- 
ment, to  be  avoided  by  the  assignee,  to  arrest  the  execution 
of  the  fraudulent  scheme.  And  this  is  especially  true,  in  view 
of  the  evidence  of  actual  fraudulent  collusion,  which  is  deemed 
established. 

The  order  should  be  affirmed. 
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The  jurisdiction  of  the  Circuit  Court,  to  review  summary  prooeedlugs  in  bank- 
ruptcy, is  not  limited  by  any  measure  of  the  value  of  the  property  iuTolved. 

A  petition  of  review,  in  bankruptcy,  merely  reciting  the  proceedings  in  the  Dis- 
trict Court,  and  its  decree,  and  aUeging  that  the  petitioner  is  aggrieved  thereby, 
and  praying  a  review  and  a  reversal,  without  pointing  out  any  errors,  or  sup- 
posed errors,  in  law  or  in  &ct,  or  specifying  any  ground  or  reason  for  such 
reversal,  except  that  the  petitioner  is  aggrieved,  commented  on,  as  loose  prac- 
tice, not  to  be  sanctioned. 

Where  property  comes  to  the  possession  of  an  assignee  in  bankruptcy,  as. part 
of  the  estate  of  the  bankrupt,  and  is  taken  from  his  poasession  under  a  writ  of 
replevin,  issued  from  a  State  Court,  in  a  proceeding  to  which  the.  assignee  is 
not  a  party,  and  in  which  the  title  of  the  assignee  is  not  In  question,  the  Dis- 
trict Court  is  bound  to  see  that  such  possession  by  the  assignee  is  not  forcibly 
displaced. 
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A  finding  of  fact^  by  the  District  Conrt,  on  the  examination  of  witneases  in  the 
presence  of  the  Court,  should  not  be  reyersed  by  the  Circuit  Courts  without  a 
Tery  clear  and  decided  conviction  that  it  is  erroneous. 

The  review  given  to  the  Circuit  Court,  by  the  2d  section  of  the  bankruptcy  Act 
of  March  2d,  1807,  (14  U,  8.  StoL  at  Large,  518,)  is  given  to  it  as  a  Court  of 
equity ;  and  it  is  not  bound  to  reverse  upon  strictly  legal  grounds,  if  satisfied 
that  the  facts  are  correctly  found,  and  that  no  injustice  has  been  done. 

Declarations  of  the  bankrupt,  held  to  have  been  properly  admitted  in  evidence, 
on  the  trial  of  a  suit  between  the  assignee  and  a  third  person,  as  to  the  title 
to  certain  property,  as  declarations  made  by  him  while  in  conspiracy  with 
such  third  person  to  cover  and  conceal  such  property,  and  as  part  of  the  rei 

Where  an  assignee  in  bankruptcy  proceeded,  in  the  District  Court,  by  petition, 
to  recover  certain  property,  as  assets  of  the  bankrupt,  and  the  respondent 
answered  the  petition,  and  did  not  object  to  the  form  or  substance  of  the  pro- 
ceeding^, or  to  the  jurisdiction  of  the  Court,  but  submitted  to  its  jurisdiction, 
and  set  up,  by  his  answer,  his  own  title  to  the  property,  and  prayed  that  the 
Court  would  adjudge  as  to  the  title,  between  him  and,  the  assignee,  and  it  did 
80  adjudge,  the  Circuit  Court,  on  review,  will  nut  consider  the  question  as  to 
whether  a  more  formal  suit  would  or  would  not  have  been  proper. 

(Before  WooDawr,  J.,  Vermont,  January,  1872.) 

WooDBUFF,  J.  Amos  J.  SamBon,  the  afisignee  of  Alanson 
M.  Clark,  in  bankruptcy,  applied,  by  petition,  to  the  District 
Court,  to  compel  the  return  to  him  of  certain  property,  which 
he  alleged  to  be  part  of  the  personal  estate  of  the  bankrupt, 
of  which  he  had  taken  possession,  and  which  had  been  taken 
from  his  possession,  and  delivered  by  the  sheriff  to  William 
H.  Blake,  by  virtue  of  a  writ  of  replevin,  issued  in  the  name 
of  the  said  Blake,  against  one  La  Crosse.  Blake  appeared, 
and,  without  objection  to  the  form  of  the  proceeding,  answered 
the  petition,  denying  that  the  property  was  in  the  possession 
of  the  assignee,  averring  title  to  the  property  in  himself,  de- 
nying, also,  that  the  property  was  ever  the  property  of  the 
baiikrupt,  and  praying  the  Court  te  adjust  and  settle  the 
right  to  the  said  property,  as  between  himself  and  the  as- 
signee, and  to  direct  the  assignee  to  interfere  no  further 
therewith. 

A  trial  of  the  issues  thus  raised  was  had  in  the  District 
Court,  on  which  it  appeared,  that  the  assignee  of  Clark,  after 
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his  appointment,  entered  upon  a  farm,  of  which  the  title,  at 
the  time  of  the  adjudication  in  bankruptcy^  was  in  the  bank- 
rupt, and  which  was  occupied  by  one  La  Crosee,  under  an 
agreement  with  the  bankrupt  for  the  purchase  thereof,  but  for 
which  the  consideration  was  to  be  paid  at  a  future  day,  upon 
notes  which  had  been  given  therefor  by  La  Crosse.    The 
property  in  question  was  upon  this  farm«    La  Crosse  made 
no  claim  to  this  personal  property,  yielded  the  possession 
thereof  to  the  assignee,  as  the  property  of  the  bankrupt,  and 
agreed  to  take  care  of  the  same  for  him«    After  this,  the 
property  was  taken  by  Blake,  through  the  writ  of  replevin 
out  of  the  State  Court,  to  which  La  Crosse  alone  was  made 
defendant.    Evidence  was  given,  tending  to  show  that  the 
personal  property,  prior  to  the  proceedings  in  bankruptcy, 
belonged  to  the  bankrupt,  and  remained  on  his  farm.    On 
the  other  hand,  evidence  on  the  part  of  Blake  tended  to  show, 
that  the  property  in  question  belonged  to  La  Crosse,  and  that, 
prior  to  the  proceedings  in  bankruptcy,  an  execution  on  a 
judgment  against  La  Crosse  was  levied  thereon,  and  the  same 
was  sold  by  the  sheriff,  and  purchased  by  the  said  Blake. 
Other  evidence  tended  to  show  that  the  sale  on  the  execution, 
and  the  purchase  by  Blake,  were  part  of  a  fraudulent  scheme 
by  the  bankrupt,  when  wholly  insolvent,  and  on  the  eve  of 
the  proceedings  against  him  in  bankruptcy,  by  the  aid  of 
Blake,  to  cover  and  conceal  his  property,  by  the  form  of  legal 
proceedings,  wherein  the  property  was  levied  upon  and  sold 
as  the  property  of  La  Crosse,  though,  in  truth,  belonging  to 
Clark  himself;  that  Blake  bid  off  the  property  by  the  pro- 
curement of  Clark ;  that  the  purchase  money  was  furnished 
or  repaid  by  Clark  to  Blake,  the  design  being  to  prevent  the 
property  from  being  thereafter  taken  by  his  creditors ;  and 
that  the  possession  of*  the  property  was  not  changed,  but 
the  same  remained  on  the  farm  of  Clark.    The  District  Court 
found  and  adjudged,  that  the  said  Blake  Kas  not,  and  never 
had,  any  right,  title,  or  interest  in  the  property ;  and  that  the 
same  was  the  property  of  the  said  bankrupt,  until  the  filing 
of  the  petition  against  him  in  bankruptcy,  and  became  vested 
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in  the  assignee,  and  came  lawfully  into  his  possession ;  and 
the  Court  thereupon  ordered  and  decreed  the  restoration  of 
the  said  property  to  the  possession  of  the  assignee,  or,  in  de» 
fault  thereof,  payment  by  the  said  Blake  of  its  value,  $178, 
with  costs.  The  said  Blake  has  brought  this  petition  of 
review,  stating  the  proceedings  above  detailed,  and  that  it 
was  adjudged  and  decreed  by  the  District  Court  as  also  above 
recited,  and  then  alleging,  ^^that  he  is  aggrieved  by  said 
adjudication  and  decree,"  wherefore  he  prays  a  review  and 
reversal,  and  that  this  Court  will  make  such  adjudication  and 
decree  as  shall  seem  meet,  &c.,  &c.,  without  pointing  out  any 
errors,  or  supposed  errors,  in  law  or  in  fact,  or  specifying  any 
ground  or  reason  for  a  reversal  of  such  decree,  except  the 
sweeping  statement  that  he. is  aggrieved.  The  respondent^ 
the  assignee,  moved  to  dismiss  this  petition,  on  the  grouudSi 
that  the  value  of  the  property  ia  not  sufficient  to  give  this 
Court  jurisdiction ;  and  that  the  petition  alleges  no  error  in 
law,  assigns  no  specific  error  in  fact,  and  contains  only  an 
allegation  that  the  petitioner  is  aggrieved.  At  the  hearing, 
the  Court  reserved  the  consideration  of  this  motion,  and  di- 
rected the  argument  to  proceed  on  the  merits. 

I  find  no  warrant  for  limiting  the  jurisdiction  of  this  Court 
to  review  summary  proceedings  in  bankruptcy  by  any  meas* 
ure  of  the  value  of  the  property  involved ;  and  no  statutory 
provision,  nor  any  decision  of  the  Courts,  was  referred  to,  pre- 
scribing or  affirming  any  such  limitation.  If,  therefore,  the 
proceedings  below  ought  to  be  regarded  as  summary  proceed* 
ings,  this  Court  has  jurisdiction  to  review  them.  If,  on  the 
other  hand,  though  informal,  they  were,  in  substance,  a  suit^ 
as  upon  bill  and  cross-bill,  then  no  proper  appeal  was  taken ; 
upon  which,  however,  it  will  not  be  necessary  to  rest  any 
conclusion. 

As  to  the  other  ground  on  which  the  motion  to  dismiss 
was  urged,  it  is  sufficient  to  say,  that,  although  I  shall  dispose 
of  this  case  when  I  hold  that  there  is  no  sufficient  ground  for 
reversing  the  decree  of  the  District  Court,  I  do  not  desire  to 
sanction  so  loose  a  practice  as  this  petition  of  review  pursues. 


JAinJART,  1871  383 


In  re  Alanson  M.  GUrk,  a  Buikrapt 


Nevertheless,  as  the  defect  might  be  cured  by  amendment, 
and  as  no  prejudice  can  come  to  the  assignee  or  to  the  estate, 
under  the  conclusion  which  has  been  reached  on  the  other 
branch  of  the  case,  it  is  better  for  all  interested  as  creditors 
or  otherwise,  that  no  farther  delay  should  happen,  through 
mere  defect  in  the  formal  proceedings.  .  v 

The  proofs,  I  think,  warranted  the  conclusion  of  the 
Court  below,  that  the  property  in  question  came  to  the  pos- 
session of  the  assignee  as  part  of  the  estate  of  the  bankrupt, 
and  was  in  his  possession  when  Blake  took  it  by  his  writ  of 
replevin.  The  District  Court  would  have  failed  in  its  duty, 
had  it  suffered  that  possession  to  be  forcibly  displaced  by  a 
third  person,  although  using  the  form  of  .process  of  the  State 
Court,  to  which  the  assignee  was  not  a  party,  and  in  which 
the  title  of  the  assignee  was  not  in  question,  but  the  property 
was  to  be  subjected  to  such  fate  as  a  contest  between  two 
strangers  to  the  proceedings  in  bankruptcy  might  involve. 
The  District  Court  was  open  to  the  application  of  such  third 
party,  if  he  desired  to  assert  title  and  claim  a  delivery  of  the 
property  by  the  assignee  to  him;  or,  a  suit  at  law  or  in 
equity,  as  the  case  might  require,  could  have  been  brought 
against  the  assignee,  by  such  third  party,  in  that  or  in  this 
Court. 

As  to  the  title  to  the  property  itself,  that  depended  upon 
questions  of  fact,  in  respect  to  which  there  is  no  such  prepon- 
derance of  evidence  against  the  conclusion  of  the  District 
Court,  as  calls  for  a  reversal.  On  the  contrary,  my  own  con- 
viction concurs  with  that  of  the  District  Judge.  If  it  were 
otherwise,  a  finding  of  fact,  upon  an  examination  of  witnesses 
in  the  presence  of  the  Court,  where  the  opportunity  for  judg- 
ing correctly  of  the  credibility  of  the  witnesses  and  weight 
of  the  testimony  is  better  than  can  ordinarily  be  afforded  by 
an  inspection  of  the  testimony  when  reduced  to  writing,  should 
not  be  reversed  without  a  very  clear  and  decided  conviction 
that  it  is  erroneous. 

*  It  was  strenuously  insisted,  that  error  was  committed 
in  the  admissions  of  declarations  of  the  bankrupt  in  evi- 
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dence.  On  this  point,  these  observations  are  pertinent :  (1.) 
This  review  is  given  to  the  Court  as  a  Court  of  equity ;  and 
there,  on  an  enquiry  into  questions  of  fact,  the  Court,  on 
appeal,  are  not  bound  to  reverse  upon  strictly  legal  grounds, 
if  satisfied  that  the  &ct8  are  correctly  found,  and  that  no  in- 
justice has  been  done.  (2.)  The  declarations  in  question  were 
in  aid,  and  in  partial  execution  of,  or,  at  least,  while  Clark 
was  engaged  in,  the  alleged  scheme  to  cover  and  conceal  his 
property,  to  which  Blake  was  a  party.  They  were,  therefore, 
admissible,  as  a  declaration  of  a  coK^onspirator  in  the  attempt 
to  defraud.  (3.)  For  the  reason  last  stated,  they  were  propr 
erly  regarded  as  a  part  of  the  re9  gesUB^  when  title  in  La 
Crosse  was  set  up  by  Blake,  and  the  fraudulent  sale  and  pre- 
tended purchase  by  Blake  were  relied  on« 

It  was  not  objected,  on  the  argument  of  this  review,  that 
the  proceedings  on  the  petition  of  the  assignee  were  not 
regular  and  proper,  or  that  the  order  or  decree  sought  to  be 
reviewed  was  not  within'  the  summary  jurisdiction  of  the  Dis- 
trict Court.  Blake,  the  petitioner  in  review,  appeared  in  the 
District  Court  and  answered  the  petition.  He  not  only  raised 
no  objection  to  the  form  or  substance  of  the  proceeding,  or 
the  jurisdiction  of  the  Court  therein,  but,  submitting  to  the 
jurisdiction,  he  invoked  its  exercise  in  his  own  behalf,  by 
filing  an  aBswer,  in  the  nature  of  a  cross  bill  in  equity,  alleg- 
ing his  own  title,  and  praying  the  Court  to  adjust  and  settle 
the  right  to  the  said  property,  as  between  him  and  the  as- 
signee, to  give  to  him  the  control  thereof,  and  to  restrain  the 
assignee  from  interference  therewith.  Upon  the  issues  of 
fact,  the  parties  went  to  trial,  and  with  the  result  above 
stated.  This  Court  is,  therefore,  not  called  upon  to  consider 
whether  the  determination  of  the  question  of  title  to  this 
property  should  have  been  sought  by  a  sunmiary  proceeding 
in  the  District  Court,  or  by  a  proceeding  formally  commenced 
by  process.  Jurisdiction  of  the  subject-matter  and  question 
existed  in  the  Court,  and  both  parties  submitted  themselves 
to  its  exercise,  and,  indeed,  invoked  it  in  the  form  and  manlier 
stated.    Nor  does  the  petitioner  in  review  raise  any  objection. 
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in  this  Conrt,  that  there  is  any  defect  or  error  in  the  decree 
or  order,  founded  on  the  mode  of  procedure  in  the  District 
Court.  Besides,  the  Court  having  found,  as  matter  of  &ct, 
that  the  property  was  in  the  possession  of  the  assignee,  the 
Court  had  power  to  protect  that  possession  against  interfer- 
ence except  by  resort  to  a  proper  legal  proceeding  to  which 
the  assignee  should  be  a  party ;  and,  therefore,  when  Blake, 
the  claimant,  by  his  cross  petition,  invoked  the  controlling 
power  of  the  Court  over  the  assignee,  as  its  officer,  and  sub- 
mitted to  a  trial  of  the  questions  which  he  asked  the  Court 
to  determine,  no  question  arises  here  whether  a  more  formal 
suit  would  or  would  not  have  been  proper. 

The  judgment  or  decree  must  be  affirmed,  with  costs. 


Beuben  C.  Benton^  for  Blake. 
Edwa/rd  J,  Phel^^  for  the  assignee. 


Alokzo  HnoHOOox  and  others 

Chablxs   H.  Tbemains   amd  William  B.  Trehas!^.     In 

Eqtjut. 

Id  ft  suit  in  equity  for  the  infringement  of  a  patent  for  a  tremolo  attachment  to 
an  organ,  on  taking  an  account  of  the  profits  deriyed  by  the  defendant  from 
dealing  in  such  attachment,  it  appeared  that  the  defendant  dealt  in  mnaioal 

•  inetramente  not  haying  snch  attachment,  as  well  as  in  those  haying  it:  Held^ 
that  a  proper  part  of  the  general  expenses  of  oondncting  the  defendant's  en- 
tire business,  such  as  derk  hire,  rent  of  store,  and  the  like,  ought  to  be  aa- 
sig^ljMl  to  the  dealing  in  snch  attachments,  snch  part  to  bear  the  same  propor- 
tion to  the  whole  of  such  general  expenses,  that  the  sales  of  such  attachments 
bore  to  the  sales  in  the  entire  businesa 
YoL  iz.— 20. 
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Bach  general  expenses  ought  not  to  be  apportioned  according  to  the  amoant  of 

profits  on  sales. 
The  patented  attachment  being  a  reyoMng  fan,  not  inclnding  the  apparatns  for ' 

moYing  the  fan,  the  profits  on  such  apparatus  ought  not  to  be  allowed. 

(Before  Woodruft,  J.,  Southern  District  of  New  Yorlc,  February  1st,  1872.) 


Woodruff,  J.  I  think  the  estimate  of  the  gains  and 
profits  which  the  master  has  reported  to  have  accrued  to  the 
defendants  from  the  infringement  of  the  patent  of  the  com- 
plainants, is  erroneous,  and  unjust  to  the  defendants.  The 
complainants  have  seen  fit  to  proceed  against  the  defendants 
for  the  recovery  of  gains  and  profits,  treating  them  as  trustees 
in  that  behalf;  and  the  recovery  is  to  be  for  what  the  defend- 
ants have  realized  after  deducting  their  expenses  in  dealing 
in  the  infringing  article.  The  defendants  are  dealers  in 
musical  instruments,  including  pianos,  melodeons,  and  organs 
with,  and  organs  without,  the  tremolo  attachment  which  has 
been  decreed  to  be  an  infringement  of  the  complainants' 
patent.  (See  Hitchcock  v.  Tremaine^  8  Blatchf.  C.  C,  jB., 
440.)  The  conduct  of  their  business  necessarily  involves 
certain  general  expenses,  which  are  as  truly  expenses  of  deal- 
ing in  one  class  of  goods  as  of  dealing  in  another  class. 
Such  expenses  as  general  clerk  hire,  rent  of  store,  salary  of 
book-keeper,  if  any,  and  the  like,  concern  the  entire  busi- 
ness ;  and,  in  any  estimate  of  gains  and  profits,  are  properly 
iipportionable  to  the  several  kinds  of  business  done  or  kinds 
of  goods  sold,  when  the  profits  of  either  are  to  be  separately 
stated.  For  example,  to  ascertain  how  much  profit  is  gained 
by  dealing  in  pianos,  let  it  be  assumed,  that,  of  the  aggregate 
.sales  in  the  business,  one-half  in  amount  are  sales  of  pianos. 
Besides  such  special  expenses  as  are  peculiar  to  the  receipt, 
transportation,  and  other  peculiar  service,  if  any,  which  per- 
tains exclusively  to  the  dealing  in  pianos,  the  general  expenses  . 
are  to  be  taken  into  view,  one-half  of  which  belong  to  the 
sales  of  pianos,  as  truly  as  the  other  half  pertains  to  the  sale 
of  the  other  goods.  This  would  be  quite  obvious,  if  a  dealer 
in  goods  of  several  kinds  were  liable  to  account  to  some 
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other  persons^  respectively,  for  the  gains  and  profits  which  he 
had  made  by  his  dealing  in  each  kind  of  goods.  The  gross 
proceeds  of  sales  of  each  kind  being  ascertained,  and  a  de- 
duction from  each  being  made,  of  such  special  or  peculiar  ex- 
penses as,  in  a  pro  forma  account,  would  be  chargeable  to 
each,  there  would  remain,  for  allotment  to  each  account,  its 
proportionate  share  of  the  general  expenses  incurred  for  the 
benefit  of  all,  that  is,  for  the  maintenance  and  conduct  of  the 
business  ;  and  this  distribution  should  be  in  the  proportion  of 
the  several  amounts  of  sales  of  each.  It  is  not  just  to  say,  in 
respect  to  either,  as  is  argued  by  the  complainants  here,  that 
the  general  expenses  are  not  increased  by  the  presence  of  one 
class  of  goods,  and  would  have  been  the  same  if  the  sales 
had  been  confined  to  the  other  classes.  If  that  argument 
were  supposed  to  prevail  in  an  accounting  for  the  profits  of 
sales  of  one  class,  it  would  also  prevail  in  each  separate  account- 
ing, and  so  would  be  allowed  in  neither. 

In  the  present  case,  the  dealing  in  organs  having  the 
tremolo  attachment  was  a  part  of  the  general  business  of  tlie 
defendants.  These  were  not  sold  without  involving  a  part  of 
the  general  expenses  of  the  business.  It  may  be  true,  that, 
in  a  given  case^  it  costs  the  defendants  no  more  to  sell  an 
organ  containing  the  infringing  attachment  than  it  would 
have  cost  to  sell  an  organ  not  containing  the  attachment; 
butj  non  constat^  that,  if  the  organ  sold  had  not  contained 
such  attachment,  it  would  have  been  sold  at  all.  The  com- 
plainants are  here  demanding  the  profits  of  that  sale.  They 
must  take  them  burthened  with  the  just  allowance  for  those 
disbursements  which  enable  the  defendants  to  offer  the  at- 
tachments to  the  public  in  a  saleable  form,  and  to  keep  them 
in  the  market,  before  the  eye  and  within  the  reach  of  custom- 
ers, and  generally  to  properly  conduct  the  business  of  selling 
and  keep  due  account  thereof! 

This  no  one  would  for  a  moment  question,  if  the  defend- 
ants had  kept  a  store  for  the  sole  purpose  of  dealing  in  the 
infringing  attachments.  Suppose,  then,  that  the  defendants, 
after  dealing  for  a  time  in  attachments  alone,  to  be  applied  to 
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organs  by  the  purchaBers,  had  concluded  that  it  would  facil- 
itate and  increase  the  sale  of  the  attachmente,  if  thej  procured 
organs,  and  caused  the  attachments,  to  be  applied,  and  sold 
both.  This  would  not  affect  the  principle  of  computation  or 
allowance  of  the  general  expenses,*  though  it  would  bring  in 
another  item  of  sales,  to  be  brought  into  an  apportionment. 
And  yet,  in  that  case,  it  might  be  said,  as  is  said  here,  that 
it  costs  no  more  to  sell  an  organ  with  the  attachment,  than  it 
would  to  sell  an  organ  without  the  attachment. 

In  this  respect,  the  computation  by  the  master  in  this  case 
is  erroneous.  He  should  liave  permitted  the  defendants  to 
prove  the  general  expenses  of  their  business,  incurred  alike 
to  effect  the  sales  of  all  goods — ^that  is,  not  specially  incurred 
in  reference  to  any  particular  class  or  kind ;  and  these  should 
have  been  apportioned  according  to  the  amount  of  gross 
sales,  charging  the  sales  of  attachments  with  ita  relative 
share. 

On  the  other  hand,  the  master  very  properly  refused  to 
apportion  these  expenses  according  to  the  amount  of  profits 
on  sales.  Whether  the  defendants  made  any  profits  on  their 
whole  business  or  not,  is  quite  immaterial  to  these  complain- 
ants. They  are  not  to  be  deprived  of  the  gains  made  by  sell- 
ing the  infringing  attachments,  because  the  defendants  made 
less  profits,  or  even  no  profits,  on  the  sale  of  pianos,  or,  as 
the  case  may  be,  of  some  other  musical  instruments.  To 
allow  this,  would  permit  the  defendants  to  violate  the  rights 
of  the  complainants,  and  use  the  profits  thereby  gained  to 
cover  their  losses  on  other  sales. 

In  regard  to  the  refusal  of  the  master  to  permit  the  de- 
fendants to  show  that  a  portion  of  the  profits  on  the  sale  of 
attachments,  as  found  by  him,  arose  from  the  sale  of  certain 
two  parts  thereof,  which  are  not  embraced  within  the  patent 
of  the  complainants,  but  are  patented  by  other  parties,  there 
was,  also,  apparent  error.  It  is  doubtful,  indeed,  whether  the 
defendants  could  have  proved  it,  if  permitted,  but  the  principle 
upon  which  they  claimed  to  make  this  proof  is  not  doubtful. 
The  patent  is  for  a  device  by  which  the  vibration  of  the  air  is 
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produced ;  namely,  a  fan  or  other  instrument,  made  to  revolve 
and  agitate  the  air  after  it  has  passed  the  pipes  or  reeds  which 
cause  the  sound.  The  means- of  moving  the  fan  or  beater,  the 
complainants  do  not  claim  to  be  within  their  patent.  Their 
instrument  may  be  rotated  by  any  convenient  means,  "such 
means,"  according  to  the  very  terms  of  the  specification, 
"  constituting  no  essential  part  of  the  invention.''  It  is  the 
application  of  means  to  the  musical  instrument  by  which  the 
air  may  be  agitated  to  produce  a  tremulous  note,  as  described, 
that  is,  after  the  air  has  passed  the  sound-producing  mechan- 
ism, and  the  arrangement  of  the  fan  or  agitator  in  the  in- 
strument, as  described,  which  alone  are  claimed  by  the 
patentee.  The  motive  power,  whether  pressure  on  a  treadle, 
or  other  device,  or  the  manner  of  applying  the  power,  so  as 
to  cause  the  motion  of  the  fan  or  agitator,  are  not  claimed. 
This  is  the  construction  given  to  the  patent  by  the  Court. 
Now,  it  is  only  the  profits  arising  from  the  sale  of  what  is 
patented,  that  the  complainants  should  be  allowed.  Obvious- 
ly, the  expense  of  the  apparatus  for  moving  the  patented 
device  is  to  be  allowed  as  a  deduction  from  the  proceeds  of 
sale  of  the  whole  attachment.  That  expense  has  been  al- 
lowed, in  the  allowance  for  the  whole  cost  of  the  attachment, 
as  sold  by  the  defendants.  If  the  defendants  can  show  that 
they  received  an  enhanced  price  for  the  patented  attachment, 
by  reason  of  its  connection,  in  their  sales,  with  a  peculiar 
mode  of  producing  or  regulating  the  motion,  so  that  the  profit, 
or  difference  between  the  cost  and  the  price  of  sale,  was  en- 
hanced thereby,  that  enhancement  is  not  due  to  the  com- 
plainants. But  it  does  not  follow  that  the  profits  on  the 
whole  are  to  be  divided  into  three  equal  parts,  or  into  parts 
proportioned  to  the  cost  of  the  several  three  parts.  The 
patented  improvement  must,  necessarily,  be  supplied  with 
some  apparatus  for  producing  motion,  that  is,  it  must  be 
adapted  to  use,  and  the  cost  of  such  adaptation  necessarily 
goes  into  the  account,  in  ascertaining  the  profit  on  th^  sale ; 
and-  unless  the  defendants  can  show  that  the  peculiar  ap- 
paratufl  by  which,  in  the  instruments  which  they  sold,  the 
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motion  was  imparted  or  regulated,  gave  them  an  increased 
price,  not  due  to  the  patented  improvement  however  moved 
or  adapted  to  use,  then  the  cost  of  such  apparatus  alone  is  to 
be  considered,  as  was  done  by  the  master  in  stating  the  ac- 
count. And  if,  upon  the  proofs,  it  be  found  that  the  price 
realized  from  the  attachment  is  due  to  the  patented  device  for 
causing  the  vibration  of  the  air,  as  described  in,  and  claimed 
by,  the  specification,  irrespective  of  any  peculiarity  in  the 
mode  of  producing  the  motion  thereof,  then  the  profits  are  to 
be  imputed  to  the  complainants'  patented  device,  and  to  be 
allowed  to  them,  as  was  done  by  the  master. 

The  report  must  be  sent  back  to  the  master,  to  enable 
the  defendants  to  make  further  proofs  in  accordance  with 
these  views,  if  they  be  able. 

Frederic  H^  Bett%^  for  the  plaintiffs. 
B.  E.  Valentine^  for  the  defendants. 


In  re  The  Alabama  anp  Chattanooga  Kailroad  Company, 

AN   ALLEGED   BANKRUPT. 


A  proceeding  in  inyolontary  bankruptcy,  under  section  S9  of  tbe  bankruptcy 
Act  of  Marcb  2d,  1867,  (14  U.  8.  Stat,  at  Large,  686»)  may  be  prosecuted  ia 
tbe  District  in  whicb  tbe  debtor  bas  carried  on  business  for  the  requisite 
time  specified  in  section  11  of  that  Act,  although  he  resides  and  may  be  found 
in  another  District. 

A  railroad  company,  incorporated  by  tbe  laws  of  a  State,  for  constructing  and 
operating  a  railroad,  cannot  be  proceeded  against,  in  bankruptcy,  in  a  District 
Court  without  tbe  State  or  States  where  its  railroad  is,  or  is  to  be,  built, 
mamtained  and  <^rated,  on  the  petition  of  a  creditor,  charging  an  act  of 
bankruptcy. 

Allegation  and  proof  that  such  company  kept  an  office  in  such  District  for  six 
months  next  preceding  the  filing  of  the  petition,  where  its  officers  acted  and 
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its  board  of  directors  met,  and  where  it  contracted  debts  and  made  loans, 
purchases  and  payments,  do  not  give  each  Court  jurisdiction. 

The  business  of  a  railroad  company,  within  the  meaning  of  the  eleventh  section 
of  the  said  Act,  can  only  be  carried  on  where  the  railroad  is,  or  is  to  be,  con- 
stmcted,  maintained  and  operated. 

Hence,  the  District  Court  for  the  Southern  District  of  New  York  has  no  juris- 
diction to  adjudge  an  Alabama  railroad  corporation* a  bankrupt,  on  the  peti- 
tion of  a  creditor. 

(  Before  Woodbuft,  J.,  Southern  District  of  New  York,  February  1st,  1872.) 

Woodruff,  J.  On  the  petition  of  a  creditor,  the  respond- 
ent, a  corporation  created  and  organized  under  and  by  virtue 
of  the  laws  of  the  State  of  Alabama,  and  owning  and  oper- 
ating a  railroad  in  the  States  of  Alabama,  Georgia,  Missis- 
sippi, and  Tennessee,  was  summoned  to  appear  in  the  District 
Court  for  the  Southern  District  of  New  York,  to  show  cause 
why  snch  corporation  should  not  be  adjudged  a  bankrupt.  It 
was  alleged  in  the  petition,  that  the  corporation  owned  prop- 
erty in  the  State  of  New  York,  and  had,  for  the  longest  period 
of  time  within  the  six  months  next  immediately  preceding 
the  date  of  the  filing  of  the  petition,  had  its  principal  office, 
place  of  business,  and  domicil  in  the  city  of  New  York,  in 
which  the  corporation  had  transacted  the  ordinary  moneyed, 
commercial  and  financial  business  of  a  railroad  corporation. 

The  corporation  pleaded  or  answered  specially  to  this 
petition,  that  the  District  Court  for  the  Southern  District  of 
New  York  had  no  jurisdiction  to  proceed  against  the  said 
corporation,  upon  such  petition,  or  to  make  any  adjudication 
in  bankruptcy  against  the  respondent.  After  taking  proofs 
touching  the  carrying  on  of  the  business  alleged  in  the  pe- 
tition, by  the  respondent,  within  the  said  Southern  District 
of  New  York,  this  plea  was  overruled,  and  the  District  Court 
then  proceeded  to  adjudge,  and  did  adjudge,  the  said  corpo- 
raton  a  bankrupt.  The  respondent,  the  corporation,  now  seeks 
a  review  and  reversal  of  that  adjudication ;  and  it  was  stated  by 
counsel,  on  the  argument,  that  the  question  to  b^  considered  on. 
the  review  is  this :  Had  the  District  Court  jurisdiction  to  pro- 
ceed against  this  railroad  corporation,  upon  a  petition  m  znvi^ 
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tuMj  becanse  Buch  corporation  transacted,  within  this  District, 
the  biifiiness  alleged  in  the  petition  in  this  case  ? 

If  I  were  charged  with  the  duty  of  legislating  npon  this 
subject,  I  should  hesitate  long  before  I  exposed  a  corporation 
incorporated  in  Alabama  or  California,  for  the  construction  of 
a  railroad  in  those  States,  and  for  maintaining  and  operating 
the  same  there,  to  a  proceeding  in  a  distant  District,  for  the 
settlement  of  its  affairs,  the  disposal  of  its  property,  and  the 
distribution  of  the  proceeds,  (operating  practically  as  a  disso- 
lution thereof,)  as  a  bankrupt.    It  would  seem  to  me  most 
inconvenient  and  disadvantageous  to  its  creditors,  most  un- 
suitable, though  not  wholly  impracticable,  in  res|)ect  of  the 
closing  of  the  estate,  collecting,  managing,  and  disposing  of 
the  assets,  and  transferring  them,  under  the  direction  of  the 
Court,  which  ought  to  be  conveniently  accessible  to  all  who 
are  interested,  needlessly,  but  inevitably,  most  expensive,  and, 
presumptively,  bringing  the  parties  ultimately  interested  in 
its  affairs,  whether  as  creditors  or  stockholders,  to  a  great 
distance,  to  protect  their  respective  interests,  following  to  this 
District  the  proceeds  of  the  railroad  and  its  equipment,  which 
might  well  be  administered  at  home.    DiflSculty  will  ordinarily 
exist,  also,  in  effectively  reaching  the  officers,  to  compel  their 
furnishing  accounts  and  details  which  the  law  requires  for 
the  settlement  of  the  estate ;  and,  even  if  they  can  be  com- 
pelled to  send  such  information  here,  or  to  attend  here  in 
person  to  give  it,  this  must  be  needlessly  expensive,  trouble- 
some and  vexatious,  and,  in  case  of  resistance,  will,  in  gen- 
eral, be  very  unsatisfactory  in  the  mode  of  proceeding,  and  in 
its  results.    Presumptively,  at  least,  the  property  of  such  a 
corporation  is  invested  in  ^ts  railroad,  and  its  equipment,  and 
means  of  conducting  the  business  for  which  it  was  incorpo- 
rated, which  are  in  the  State  or  District  where  its  railroad  is 
built  and  is  to  be  operated,  under  its  charter ;  and  it  seems 
to  me  wholly  jinfit,  that  the  District  Court  for  the  Southern 
District  of  New  York  should  have  the  duty  imposed  upon  it, 
of  administering  the  affairs  of  such  a  distant  corporation. 
Wlien  the  fact  is  recalled,  that,  probably,  no  railroad  company 
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exists  in  the  United  States,  which  does  not  habitnally  trans- 
act some  business  in  the  city  of  New  York,  the  burthen  and 
inconvenience  of  snch  a  jurisdiction,  liable  to  be  invoked  by 
any  one  creditor,  on  a  charge  of  bankruptcy,  becomes  appar- 
ent, to  a  degree  that  makes  it  incredible  that  such  a  jurisdic- 
tion, and  the  consequent  duty  to  exercise  it  when  invoked, 
have  been  imposed  upon  that  Court. 

It  is,  however,  no  part  of  the  duty  of  this  Court  to  legis- 
late, but  only  to.  ascertain  and  apply  the  law  as  it  is ;  and 
these  suggestions  can  serve  no  purpose,  unless  they  shall  aid 
in  interpreting  the  statutes  under  which  the  proceedings 
have  been  instituted,  and  which  are  claimed  to  sustain  them. 

The  48th  section  of  the  bankrupt  law  of  March  2d,  1867, 
(14  U.  8.  Stat,  at  Large^  640,)  declares,  that  the  word  "  per- 
son," in  that  law,  shall  include  ^  corporation."  This  must, 
of  course,  be  qualified,  in  any  of  the  jfrovisions  which  are 
necessarily  inapplicable  to  a  corporation,  and  by  any  provis- 
ions that  are  specially  and  expressly  made  for  corporations 
only,  if  any  such  there  be.  But,  in  respect  of  the  question 
now  before  me,  I  find  no  such  qualification,  either  express  or 
implied,  since  no  claim  is  made  that  the  language  of  the  87th 
section  of  the  Act  prevents  its  application  to  a  railroad  corpo- 
ration, as  has  sometimes  been  contended.  The  11th  section, 
providing  for  voluntary  bankruptcy^  Diayj  therefore,  be  read 
as  if  the  words  ^^  moneyed,  business  or  commercial  corpora- 
tions and  joint  stock  companies"  were  inserted  therein,  and 
it  will  then  provide,  that  such  corporation,  owing  debts, 
*  *  *  may  apply  by  petition,  addressed  to  the  Judge  of 
the  judicial  district  in  which  such  debtor  has  resided  or  car- 
ried on  business  for  six  months,  or  for  the  longest  period 
during  the  six  months,  next  immediately  preceding  the  time 
of  filing  such  petition ;  and  jurisdiction  is  given  to  proceed, 
on  such  petition,  to  adjudge  the  petitioner  a  bankrupt.  Nev- 
ertheless, it  is  clear,  that  a  corporation  can  have  no  residence 
out  of  the  State  by  whose  laws  it  was  created,  and  that, 
therefore,  in  virtue  of  residence,  no  jurisdiction  can  be  ac- 
quired by  any  District  Court  outside  of  such  State.    And,  in 
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construing  the  words  ^^  carried  on  business,"  it  may  be  proper 
to  consider  what,  as  applied  to  a  corporation,  thej  reasonably 
import.  Again,  the  d7th  section  declares,  that,  upon  the 
petition  of  any  creditor  or  creditors  of  such  a  corporation  as 
is  therein  mentioned,  *  *  the  like  proceedings  shall 
be  had  and  taken  as  are,  in  the  Act,  afterwards  provided  in 
the  case  of  debtors.  This,  in  terms,  subjects  the  corporations 
named  to  a  proceeding  m  invitum  for  an  adjudication  of 
bankruptcy,  as  fully  as  other  debtors  are  subjected  thereto  by 
the  subsequent  provisions  of  the  Act.  Following  the  Act  to 
its  subsequent  provisions,  we  find,  that,  by  section  89,  any 
person — ^and,  of  course,  any  such  corporation  as  is  before 
mentioned — ^who  commits  any  of  the  acts  specified,  shall  be 
deemed  to  have  committed  an  act  of  bankruptcy,  and,  subject 
to  the  conditions  thereinafter  prescribed,  shall  be  adjudged  a 
bankrupt,  on  the  p^ition  of  one  or  more  of  his  creditors,  &c. 
Neither  in  the  37th  nor  the  39th  section,  nor  in  any  other 
section  relating  to  involuntary  bankruptcy,  is  there  any  express 
designation  of  the  Judge  or  Court  to  whom  the  petition  shall 
be  presented,  or  who  shall  have  jurisdiction  thereof.  The 
first  section  of  the  Act  makes  the  several  District  Courts  of 
the  United  States  Courts  of  bankruptcy,  and  confers  on  them 
jurisdiction  in  all  matters  and  proceedings  in  bankruptcy,  in 
their  several  Districts.  In  which  of  the  District  Courts,  then, 
may  proceedings  be  taken  by  a  creditor,  whether  against  a 
corporation  or  an  individual !  No  express  terms  of  the  stat- 
ute give  an  answer  to  this  question.  Certainly,  it  ought  not 
to  be  open  to  creditors,  or  to  a  creditor,  to  select  any  District 
Court  of  the  United  States,  at  his  or  their  option.  It  must 
be  such  Court  as,  upon  the  general  rules  governing  the  juris- 
diction of  the  District  Court,  can  acquire  jurisdiction,  or  such 
Court  as  may  seem  to  have  been  intended  by.  Congress,  in 
analogy  to  the  jurisdiction  given  where  the  proceedings  are 
voluntary.  The  latter  would  seem  to  be  the  generally  received 
opinion  ;  and,  in  this  District,  it  has,  I  believe,  been  the  prac- 
tical construction  of  the  Act.  The  Act  having  assimilated 
the  proceedings  in  involuntary  bankruptcy,  after  the  respond- 
ent has  been  adjudged  a  bankrupt,  to  the  proceedings  in  vol- 
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nntary  bankruptcy,  it  is  not  unnatural  to  infer,  that,  when 
Congress,  by  the  39th  section,  authorized  an  adjudication 
upon  the  petition  of  a  creditor,  they  meant,  upon  a  petition 
addressed  to  the  Court  which,  by  the  previous  11th  section, 
was  authorized  to  adjudge  a  debtor  a  bankrupt  on  his  own 
petition.  The  Supreme  Court  of  the  United  States,  in  fram- 
ing the  sixteenth  of  the  General  Orders  in  Bankruptcy,  seem 
to  have  acted  upon  this  construction  of  the  Act,  in  providing 
for  the  contingency  of  two  or  more  petitions  against  the  same 
individual,  in  different  Districts. 

My  own  unaided  examination  of  the  Act  would  have  sug- 
gested the  doubt,  whether,  although  Congress  had  given  to  the 
debtor  the  opportunity  to  apply  to  the  Court  of  the  District 
wherein  he  resided,  or  to  the  Court  of  the  District  in 
which  he  carried  on  business,  they  had  not,  when  they 
provided  for  a  hostile  proceeding  against  him,  intentionally 
omitted  a  similar  provision,  and,  in  that  respect,  intended 
that  the  proceeding  should  conform,  by  analogy,  to  the 
11th  section  of  the  Judiciary  Act  of  September  24th,  1789, 
(1  TJ.  /S.  Stdt.  at  Large^  78,  79,)  which  forbids  that  any  civil 
suit  shall  be  brought,  in  either  the  District  or  the  Circuit 
Court,  by  original  process,  against  an  inhabitant  of  the  United 
States,  except  in  the  District  whereof  he  is  an  inhabitant,  or 
in  which  he  may  be  found  w^en  served  with  process.  All 
the  provisions  of  the  Act  concerning  involuntary  bankruptcy 
may  be  harmonized  with  this  construction.  If  he  reside 
within  the  District,  then  he  may  be  served  personally,  or  by 
leaving  at  his  place  of  abode ;  or,  if  he  have  absconded,  or  be 
concealed,  or  his  place  of  residence  cannot  be  ascertained,  then 
by  publication,  {section  40.)  Although  it  was  the  design  of 
Congress  to  enable  creditors  to  compel  a  debtor  who  has  com- 
mitted an  act  of  bankruptcy  to  do  that  which,  in  a  state  of 
insolvency,  he  ought  to  do  voluntarily,  agreeably  to  the  11th 
section,  it  does  not  follow  that  they  intended  to  enable  cred- 
itors, or  a  creditor,  to  call  the  debtor,  on  a  charge  of  having 
committed  such  an  act,  thousands  of  miles  Irom  his  residence, 
to  contest  the  charge,  merely  because  he  had  carried  on  some 
business  at  such  remote  point.    The  great  hardship  of  such  a 
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call  is  manifest ;  and  the  general  tenor  of  the  40th  section 
indicates,  that  it  is  where  the  debtor  resides  that  the  proceed- 
ing is,  in  general,  to  be  conducted,  his  not  being  found,  by 
reason  of  his  absconding,  or  being  concealed,  or  having  no 
known  residence,  being  the  excepted  cases  of  service  b  j  pnb- 
lication.  It  does  not  occnr  to  me  that  there  is  any  greater 
fitness  or  propriety  in  compelling  an  alleged  debtor  to  go  to 
a  remote  District  to  contest,  in  the  Court  of  bankmptcy,  the 
claim  of,  or  the  alleged  indebtedness  to,  a  pretended  creditor, 
as  well  as  the  truth  of  the  charge  of  bankruptcy,  (for  both  of 
these  may  be  involved  in  the  litigation,)  than  there  is  in  com- 
pelling such  supposed  debtor  to  go  to  a  remote  District  to  de- 
fend an  ordinary  suit  by  the  same  party,  under  precisely  the  , 
same  circumstances,  which,  by  the  Judiciary  Act,  is  expressly 
prohibited ;  and,  there  being  no  express  provision  of  the  bank- 
rupt law  to  this  effect,  I  should  havQ  been  reluctant  to  indulge 
in  construction  not  necessarily  required  by  what  is  expressed, 
so  as  to  produce  a  result  quite  in  conflict  with  the  former  law. 
In  view  of  the  general  construction  given  to  the  Act,  and  the 
sanction  such  construction  has  received  from  the  deliberate 
action  of  the  Supreme  Court  of  the  United  States,  I  do  not 
feel  at  liberty  to  dispose  of  this  case  by  giving  weight  to  the 
doubt  which  I  have  thus  expressed.  I  must  yield  that  doubt 
and  hold,  until  otherwise  advised,  that  a  proceeding  in  invol- 
untary bankruptcy  may  be  prosecuted  in  the  District  in  which 
the  debtor  carries  on  business,  although  he  resides  and  may 
be  found  in  another. 

The  further  conclusion  above  stated— that  a  corporation 
included  in  the  provisions  of  section  87  is  in  the  like  condi- 
tion, in  this  respect,  as  a  natural  person — ^leaves  only  one 
question  open — ^When  applied  to  a.railroad  corporation,  what 
do  the  terms,  "  in  which  such  debtor  has  resided  or  carried 
on  business,"  mean ! 

(1.)  A  corporation  has«  and  can  have,  no  residence,  except 
in  the  State  by  whose  laws  it  exists.  It  cannot,  of  its  own 
mere  motion,  change  its  residence.  This  has  often  been  de- 
cided by  the  Supreme  Court.    This  is  claimed  here  by  the 
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connsel  for  the  corporation,  and  it  is  conceded  by  the  counsel 
for  the  creditor.  Hence,  aleo,  it  is  well  settled,  that  a  corpora- 
tion created  by  the  laws  of  one  State,  cannot  be  fonnd  in 
another  jndicial  District  of  the  United  States,  to  be.  served 
with  process,  through  its  officers,  in  an  action  in  the  Federal 
Courts  of  such  last-named  District  Jurisdiction  for  the  Dis- 
trict Court  cannot,  therefore,  be  maintained  in  this  case  on 
the  ground  of  residence  of  the  debtor,  nor  on  the  ground  that 
the  debtor,  being  a  corporation  under  the  laws  of  Alabama, 
was  found  in  this  District. 

(2.)  Do  the  facte  here  show  that  the  corporation,  the  al- 
leged debtor,  carried  on  business  in  this  District,  within  the 
meaning  of  the  said  eleventh  section  of  the  bankrupt  law  ? 
In  its  broadest  sense,  the  term  ^^  business  "  includes  nearly 
all  the  affairs  in  which  either  an  individaal  or  a  corporation 
can  be  actors.  Indulgence  in  pleasure,  participation  in 
domestic  enjoyment,  and  engagement  in  the  offices  of  mere- 
ly personal  religion,  may  be  exceptions,  in  the  case  of  an 
individual.  But  the  employment  of  means  to  secure  or 
provide  for  these  would,  to  him,  be  business ;  and,  to  a  cor- 
poration, these  exceptions  can  have  no  application.  The 
conduct  of  any  and  all  of  the  affairs  of  a  corporation  is  busi- 
ness. Does,  then,  the  doing  of  any  acts  whatever  pertaining 
to  the  affairs  of  a  railroad  corporation  constitute  ^'  carrying  on 
business,"  in  the  sense  of  the  Act !  Has  the  term,  "  carrying 
on  business,"  the  same  meaning  as  '^  transacting  any  of  its  busi- 
ness" }  If  the  necessities  or  interests  of  a  railroad  company 
require  that  an  agent  should  be  sent  to  a  timber  region  to 
purchase  or  otherwise  procure  {e.  g.^  by  cutting,  sawing,  &c.) 
materials  for  its  superstructure,  is  that  carrying  on  business 
there  ?  If  it  send  an  agent  or  agents  to  a  city,  the  centre  of 
capital,  to  negotiate  its  bonds  and  raise  money  in  aid  of  the 
construction  of  its  road,  and  such  agency  be  continued  for 
that  purpose,  and  for  receiving  subsequent  remittances  and 
making  payments  of  interest  or  other  indebtedness,  at  an 
office  provided  therefor,  is  that  carrying  on  business  in  such 
city,  within  the  meaning  of  the  Act  (    I  am  constrained,  not 
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only  by  considerations  already  suggested,  but  by  what,  upon 
the  words  themselves,  should  be  deemed  their  proper  inter- 
pretation, to  answer  these  questions  in  the  negative.  There 
are,  in  the  carrying  on  of  a  business,  many  affairs  which  are 
merely  incidental,  and  which  may  be,  and  often  are,  trans- 
acted elsewhere  than  at  the  place  where  the  business — that 
which  is  the  real  design  and  purpose  or  object  in  view — ^is 
located ;  and  such  transactions  may  be  of  such  frequent,  or 
even  daily,  occurrence  as  to  require  an  agency  of  considerable 
duration.  It  would  seem  to  me  greatly  unjust  and  unreason- 
able to  regard  such  transactions  as  a  carrying  on  of  business, 
in  the  sense  of  the  law.  '^  Carrying  on  business "  looks  to 
the  scheme  and  purpose  to  which  such  transactions  tend,  and 
not  to  the  incidental  transactions  themselves.  Thus,  the 
business  of  a  railroad  corporation  is,  by  its  charter,  the  con- 
struction, maintenance,  and  operation  of  a  railroad.  That  is 
its  business.  In  aid  thereof,  it  may  be  necessary  or  expedient 
to  employ  agents  and  agencies — since  it  can  only  act  by 
agents — in  other  places  than  those  in  which  its  business  of 
constructing,  maintaining,  and  operating  the  road  can  be 
done.  But,  the  transactions  of  such  agents  are  only  collateral 
or  incidental.  They  do  not,  in  a  just  sense,  constitute  the 
business  of  the  railroad  company.  That  business  cannot  be 
removed.  The  company  itself  cannot  transfer  it.  Agents, 
or  otficers  who  are  agents,  and  only  agents,  may,  from  a  dis- 
tance, advise  therein,  give  rules  or  directions  to  other  agents 
for  its  management,' but  the  business  of  the  railroad  company 
can  only  be  done  where  the  railroad  is,  or  is  to  be,  constructed, 
maintained,  and  operated. 

The  petition  herein  states,  that  the  alleged  bankrupt  cor- 
poration has  had  its  principal  office,  place  of  business,  and 
domicil,  in  the  city  of  New  York — in  part,  at  least,  a  legal 
impossibility — ^in  which  place,  and  during,  &c.,  such  corpora- 
tion has  transacted  the  ordinary  moneyed^  commercial,  and 
financial  business  of  a  railroad  corporation.  There  was  evi- 
dence that  what  the  officers  of  the  corporation  called  its  gen- 
eral office  was  in  New  York ;  that  its  officers  were  there,  and 
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its  board  of  directors  were  accustomed  to  meet  at  such  office  * 
that  there  the  records  and  various  accounts  of  its  affairs  and 
business  were  kept ;  and  that  there  the  corporation  procured 
loans,  or  made  purchases,  in.  aid  of  the  construction  of  its 
railroad  and  its  equipment.  Here  is  but  an  agency,  whether 
it  be  minor  or  major,  special  or  principal.  It  does  not  affect 
the  present  enquiry,  that  the  agents  embrace  more  or  less  in 
number  or  in  authority.  It  is  not  here  that  the  business  is 
done,  or  can  be  done,  for  which  the  company  was  created 
although  here  are  business  transactions,  within  the  power  of 
the  corporation,  it  may  be,  but  only  in  aid  of  its  substantive 
business,  and  incidentally  necessary,  perhaps,  to  its  accom- 
plishment. 

Further  illustrations  ftiight  be  drawn  from  the  existence 
of  very  numerous  banks,  and  manufacturing  and  other  cor- 
porations, in  the  various  States  of  the  Union,  which,  although 
carrying  on  the  business  for  which  they  are  incorporated 
within  the  States  where  they  are  created,  nevertheless  have 
for  very  important  and  necessary  incidental  transactions,  con- 
tinuous agencies  in  one  or  more  of  our  principal  citiep.  It 
was  not  intended,  by  reason  of  such  transactions,  to  subject 
them  to  proceedings  in  bankruptcy  where  those  agencies  were 
maintained,  whether  there  conducted  by  agents  under  one 
name  or  another,  either  officers,  clerks,  or  by  whatever  name 
or  official  relation  designated. 

In  view  of  all  the  considerations  which  I  have  suggested 
I  am  of  opinion,  that,  in  reference  to  a  railroad  corporation 
created  by  the  State  of  Alabama,  for  the  building,  maintain- 
ing, and  operating  a  railroad  in  that  State,  a  construction  of 
the  Act  which  subjects  it  to  proceedings  in  bankruptcy  in 
this  District  is  not  reasonable,  not  required  by  the  language 
of  the  statute,  and  not  according  to  its  intention.  I  do  not 
fail  to  see,  that  the  contrary  may  be  plausibly  argued,  as  in 
fact,  it  has  been,  plausibly  and  ably,  by  the  counsel  for  the 
creditor.  But  the  corporation  cannot  itself  remove  to  this 
District.  It  cannot,  in  this  District,  carry  on  the  business 
for  which  it  was  created.    It  can  only,  out  of  sufferance,  do 
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here  such  collateral  or  iacidental  things  as  are  not  its  substan* 
tive  business,  but  only  aids  thereto,  or  which  facilitate  its 
accomplishment 

It  follows,  that  the  objection  to  the  jurisdiction  of  the 
District  Court  for  the  Southern  District  of  New  York  should 
have  been  sustained,  and  the  petition  of  the  creditor  dis- 
missed. The  adjudication  declaring  the  company  a  bankrupt 
is,  accordingly,  reversed, 

Clarence  A.  Heioardy  for  the  railroad  company. 

Enoch  Z.  Fancher^  for  the  creditor. 


WiLLIAH   SMirH 


VB. 


Henbt  Elliott,  as  Ezsgutob  of  Joseph  T.  WHrrsHOFSE. 

Iisr  Equtty. 


The  relflflaed  letters  patent  granted  to  William.  Smith,  Jmie  80th,  1S68,  diviBion 
B,  for  an  "  improvement  in  corded  ebutic  frbrice  *  the  original  letters  pateni 
having  been  granted  to  him  April  6th,  1858,  and  snbeeqaently  extended,  are 
void  for  want  of  novelty. 

The  elaim  of  such  reissued  patent,  namely,  "The  corded  fabric,  sabstantaally  as 
hereinbefore  described,  in  which  the  cords  are  elastic,  and  are  held  between 
the  upper  and  under  weft  threads,  and  separated  from  each  other  by  the  inter- 
weaving of  the  upper  and  under  weft  threads  with  the  warp  threads,  in  the 
spaces  between  the  cords,  and  only  there,  substantially  as  above  shown,"  is 
anticipated  by  a  like  fabric  which  existed  before,  although  not  woven  of  a 
Vidth,  or  fineness,  or  elasticity,  suitable  to  be  used  for  the  gores  of  boots,  and 
not  so  used,  and  although  the  fabric  introduced  by  the  patentee  possessed  the 
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qualities  which  fitted  it  to  be  used  for  the  gores  of  boots,  and  it  was  so  used, 
and  displaaed  other  elastic  fabrics  before  used  for  that  purpose. 
The  fabric  not  being  new,  its  application  to  a  new  use  was  not  iDYention. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  February  Yth,  1872.) 


"Woodruff,  J,  This  case  and  seven  other  cases,  brought 
by  the  same  complainant  against  different  defendants,  were 
argued  and  submitted  together,  upon  like  pleadings  and  upon 
the  same  proofs,  under  a  stipulation  that  the  proofs  taken  in 
either  should  be  read  or  used  in  all.  The  bills  of  complaint 
are  filed  to  restrain  the  respective  defendants  from  infringing 
a  patent  granted  to  the  complainant,  April  5th,  1853,  and 
subsequently  extended  and  twice  reissued.  The  patent  was 
last  reissued  to  the  complainant  in  1868,  in  three  divisions : — 
one,  described  as  for  "  improvements  in  weaving,"  in  which 
the  process  is  claimed ;  another,  entitled,  "  improvements  in 
looms  for  weaving,"  wherein  a  certain  part  of  the  loom,  in 
combination  with  mechanism,  is  claimed ;  and  a  third,  in 
which  the  specification  is  entitled,  "  improvement  in  corded 
elastic  fabrics,"  in  which  the  fabric  is  claimed  by  the  com- 
plainant as  his  invention.  The  bills  allege,  that  the  defendants, 
respectively,  have  infringed  the  last  named  division  of  the 
reissued  patent,  for  the  new  fabric,  which  is  dated  June  30th, 
1868,  and  is  called,  "division  B";  and  they  pray  an  injunc- 
tion and  an  account.  Without  setting  out  the  answer,  it  is 
sufficient  to  say,  that  the  defendants  rest  thei?  defence  on  the 
denial  of  the  novelty  of  the  invention,  and  upon  proofs  tend- 
ing to  establish  that  a  fabric  answering  fully  to  the  descrip- 
tion of  the  fabric  described  and  claimed  in  the  complainant's 
specification,  was  made  by  many  persons,  and  was  in  public 
use  and  on  sale  in  this  country,  several  years  before  the  al- 
leged invention  by  the  complainant. 

The  description  in  the  specification  first  gives  the  loom  in 

which  the  fabric  is.  made,  and  its  operation,  then  mentions 

the  manner  in  which  corded  fabrics   have  theretofore  been 

produced,  and  the  peculiarities  of  such  fabrics,  and  then  pro- 

Qeeds  to  describe  the  fabric  claimed  to  be  new.    Modified  by 
Vol.  DC— 20. 
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a  disclaimer,  made  pending  these  suits,  the  description  is  as 
follows :  "  The  features  which  distinguish  my  improved 
corded  fabric,  from  all  others  before  known,  are  as  follows, 
viz.:  The  cords  are  longitudinal,  and  may  be  termed  cord 
warps.  They  are  separated  from  each  other  by  the  inter- 
weaving of  the  warp  threads  and  weft  threads,  *  *  * 
between  the  cords  only,  and  not  over  and  under  the  cords ; 
and  the  cords  are  covered  on  both  surfaces  by  weft  threads 
only.  The  weft  threads  are  not  interwoven  with  the  cords, 
*  *  *  *  but  each  weft  thread  passes  either  over  or 
under  all  the  cords,  instead  of  passing  first  under  one  cord, 
and  then  over  the  other,  and  so  on  across  the  fabric ;  and  it 
is  interwoven  only  between  the  cords,  and  only  so  interwoven 
with  the  warp  threads.  The  fabric  being  so  constituted  at 
every  part  of  the  length,  the  cords  are  griped  between  two 
weft  threads,  one  above  and  the  other  below,  which  two  weft 
threads  are  drawn  each  half  way  around  each  one  of  all  the 
cords,  .by  being  interwoven  with  the  warp  threads,  in  the 
several  spaces  between  the  cords."  Then,  proceeding,  in 
terms,  to  limit  himself  to  such  fabrics  when  the  " cords"  are 
elastic,  the  patentee  states  his  claim  thus :  ''  What,  therefore, 
I  claim  as  my  invention,  in  this  subdivision  of  my  patent,  is, 
the  corded  fabric,  substantially  as  hereinbefore  described,  in 
which  the  cords  are  elastic,  and  are  held  between  the  upper 
and  under  weft  threads,  and  separated  from  each  other  by  the 
interweaving  oi  the  upper  and  under  weft  threads  with  the 
warp  threads,  in  the  spaces  between  the  cords,  and  only  there, 
substantially  as  ^above  shown." 

The  proofs  herein  indicate,  that  the  plaintiff,  at  or  about 
the  date  of  his  patent,  produced  a  woven  elastic  fabric  of 
great  utility,  adapted  to  purposes  for  which  no  similar  fabric 
before  made  in  this  country  was  suitable,  possessing  a  beauty 
of  finish  and  texture  most  desirable  and  attractive,  and  hav- 
ing firmness  and  durability  combined  with  great  elasticity,  to 
a  degree  not  before  found  in  any  fabric  in  the  market.  Al- 
though the  purposes  for  which  it  might  be  used  were  several, 
its  most  important  use  was  for  gores  inserted  in  the  tops  of 
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gaiter  boots,  to  be  stretched  in  drawing  on  the  boot,  and,  by 
contraction,  binding  the  top  of  the  boot  firmly  around  the 
ankle,  after  the  boot  was  drawn  on.  Made  of  silk,  or  silk 
and  cotton,  warp  and  weft,  the  latter  covering  elastic  cords, 
(india  rubber  being,  in  practice,  used  therefor,)  the  threads 
of  silk  or  cotton  being  of  great  fineness,  the  fabric  has  a  fine 
glossy  appearance.  The  cords  lying  very  close  to  each  other, 
the  whole  is  not  greatly  unlike  Very  rich,  heavy,  corded  silk 
goods  found  in  the  stores.  The  manner  iYi  which  the  weft 
threads  are  tightly  bound  upon  the  enclosed  elastic  cords,  by 
the  interweaving  of  the  warp  threads  therewith,  holds  the 
cords  so  firmly  that  they  cannot  slip  or  slide ;  and,  hence,  the 
fabric  can  be  cut,  and  its  cut  edge  may  be  attached,  by  sew- 
ing, to  leather  or  cloth,  &c.,  without  any  withdrawing  of  the 
elastic  cords,  when  stretched  in  use.  By  reason  of  its  excel- 
lence in  these  and,  perhaps,  other  respects,  the  fabric  has  gone 
into  extensive  use ;  and  it  is  alleged  that  it  has  occupied  the 
market,  and,  for  the  especial  purpose  of  elastic  gores  in  gaiter 
boots,  is  the  only  fabric  now  used. 

The  complainant  being  the  meritorious  cause  or  agent  in 
such  a  result,  whether  the  same  is  due  either  to  his  industry 
as  a  laborer,  his  skill  as  a  weaver,  his  judgment  as  an  observer 
and  experimefiter,  or  his  invention  as  an  originator  of  either 
machinery,  process  or  product,  he  is  entitled  to  very  favorable 
consideration ;  and  a  certain  sense  of  justice  w^uld  seem  to 
require  that,  if  possible,  an  adequate  reward  for  the  benefit 
derived  therefrom  by  the  public  should  be  secured  to  him. 
The  law,  however,  gives  no  monopoly  to  industry,  to  wise 
judgment,  or  to  mere  mechanical  skill  in  the  use  of  known 
means,  nor  to  the  product  of  either,  if  \t  be  not  new.  These 
are  within  the  proper  field  of  competition,  and  open  to  all. 
In  general,  they  will,  in  that  competition,  be  justly  ap- 
preciated, and  will  command  their  proper  remuneration,  if 
usefully  employed.  It  is  invention  of  what  is  new,  and  not 
comparative  superiority,  or  greater  excellence,  in  what  was 
before  known,  which  the  law  protects,  as  exclusive  property ; 
and  it  is  that  alone  which  is  secured  by  patent.    Whether  the 
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results  attained  by  the  complainant,  above  mentioned,  are 
due  to  improved  machinery  invented  by  him  and  secured  to 
him  by  patent,  or  are  due  to  a  peculiarity  in  the  process  of 
manufacture  invented  by  him  and  patented,  it  is  unnecessary, 
in  this  case,  to  enquire.  For  aught  that  appears  here,  either 
of  these  may  be  true ;  but  the  defendants  are  not  charged 
with  violating  his  rights  as  an  inventor  of  either  machine, 
loom,  or  process,  but  only  as  invading  his  alleged  exclusive 
title  to  the  product  itself. 

On  that  subject,  it  should  be  observed,  that  there  are 
many  changes  which  may  be  suggested  by  the  judgment  or 
taste  of  the  manufacturer,  or  by  the  particular  uses  to  which 
the  article  produced  is  to  be  applied,  which  are  not  invention ; 
and  many  exhibitions  of  superior  skill,  in  producing  an  article 
of  greater  excellence,  which  are  not  invention.  Thus — ^if  a 
fabric  be  already  known  and  in  use,  change  of  color,  change 
of  mere  material,  change  in  its  degree  of  fineness.  Or  in  the 
fineness  of  parts  thereof,  if  these  changes  involve  nothing 
new  in. construction,  in  the  relation  of  its  parts,  in  the  office 
or  function  of  either  part  or  of  the  whole,  do  not  constitute 
invention,  although,  for  many  purposes,  these  may  constitute 
the  greater  excellence  of  the  fabric.  Indeed,  in  the  present 
case,  not  even  such  changes  are  claimed,  in  the  complainant's 
specification,  to  have  been  made ;  and  yet  the  argument  sub- 
mitted on  his  behalf  dwells  largely  on  peculiarities  in  the 
complainant's  fabric,  as  it  has  actually  been  made  and  used, 
which  are  of  this  character  only,  and  largely,  also,  on  the 
special  use  to  which  it  has  been  applied,  namely,  to  the  mak- 
ing of  gores  for  boots,  and  its  fitness  for  such  use.  But  the 
complainant,  in  his  specification,  claims  nothing  on  this 
ground.  In  practice,  for  the  making  of  the  fabric,  the  elastic 
cords  now  used  are  made  of  vulcanized  india  rubber,  for 
greater  elasticity  and,  perhaps,  greater  durability;  but  the 
claim  of  the  patent  is  for  any  elastic  cord,  of  whatever 
material ;  and  it  is  by  no  means  clear,  that,  when  the  com- 
plainant received  his  patent,  he  used  vulcanized  rubber  him- 
self.   In  practice,  for  the  making  of  the  fabric  for  shoe  gores. 
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silk,  upon  the  upper  surface  of  the  fabric,  is  used,  and,  no 
doubt,  is  required,  in  order  to  the  beauty  and  finish  desired 
for  that  use,  and,  it  may  be,  for  other  uses ;  but  the  claim  of 
the  patent  is  for  any  warp  threads  and  weft  threads,  and  this 
will  embrace  any  fibrous  materials  from  which  such  threads 
may  be  wrought.  In  practice,  the  threads  used  for  warp  and 
weft  are  very  fine,  by  which,  first,  the  cords  are  permitted  to 
lie  very  close  to  each  other,  and,  second,  their  covering  by 
the  weft  is  very  smooth,  and  so  the  whole  fabric  has  an  even- 
ly and  compactly  corded  surface :  but  the  claim  of  the  com- 
plainant embraces  warp  threads  and  weft  threads  of  whatever 
quality  or  fineness,  only  limited  by  the  practicability  of  weav- 
ing them  in  the  manner  pointed  out.  In  practice,  few  threads 
of  warp  are  woven  or  interlocked  between  the  cords ;  but 
the  claim  of  the  complainant  includes  warp  threads  inter- 
woven with  weft  threads  between  the  cords,  whether  such 
warp  threads  be  few  or  many.  In  practice,  when  such  fabric 
is  intended  for  goring  for  boots,  it  is  woven  of  a  width  cor- 
responding with  the  length  of  the  gore ;  but  the  claim  of  the 
complainant  makes  no  discrimination  in  respect  of  the  width 
of  the  fabric  claimed.  In  fact,  it  is  made,  for  other  purposes, 
exceedingly  narrow,  and,  within  the  description  in  the  patent, 
it  may  be  made  of  any  width  desired,  and  for  any  purpose. 
In  practice,  its  special  adaptation  for  gores  of  boots,  and  its 
value  for  that  use,  is  illustrated  in  the  particulars  wherein 
they  require  fineness,  smoothness,  finish,  durability  and, 
especially,  very  great  elasticity ;  but  the  claim  of  the  com- 
plainant is  not  for  any  peculiarities  in  these  respects,  nor  is  it 
for  an  improved  gore  at  all.  If  it  were  conceded  that  the 
complainant  might  have  obtained  a  patent  for  an  improved 
elastic  gore  for  boots  or  shoes,  founded  upon  facts  appearing 
in  the  proof  herein,  it  would,  for  the  purposes  of  this  case,  be 
necessary  to  say,  that  he  has  not  done  so. 

Once-  more,  if  the  fabric  be  not  new,  the  application  of  it 
to  a  new  use  is  not  invention,  when  nothing  novel  is  required 
for  its  adaptation.  If  the  complainant  had  first  invented  the 
combination  of  an  elastic  gore  with  the  other  parts  of  a  boot 
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or  shoe,  there  might  be  therein  something  which  was  the 
proper  subject  of  a  patent ;  but  this  has  no  bearing  on  the 
question,  whether  the  elastic  fabric  ot  which  the  gore  is  made 
is  the  complainant's  exclusive  property. 

Aided  by  the  foregoing  observations,  how  stands  the 
present  case,  upon  the  proofs  ?  The  complainant  must  abide 
by  the  specification  and  claim  which  he  has  made.  If  he  has 
rights  which,  under  that  specification  and  claim,  are  not 
protected,  the  Court  cannot  aid  him.  The  question  here  is — 
Was  the  fabric,  which  he  has  described  and  claimed  to  be  his 
invention,  new  ? 

The  claim  is,  for  "  the  corded  fabric,  substantially  as  here- 
inbefore described,  in  which  the  cords  are  elastic,  and  are 
held  between  the  upper  and  under  weft  threads,  and  separated 
from  each  other  by  the  interweaving  of  the  upper  and  under 
weft  threads  with  the  warp  threads,  in  the  Spaces  between 
the  cords,  and  only  there,  substantially  as  above  shown." 
This  claim  is,  of  course,  to  be  construed  with  reference  to  the 
preceding  specification ;  and  above  I  have  stated  what  is 
material  to  its  full  meaning.  Width  of  fabric  is  not  of  the 
substance  of  this  specification  or  claim.  They  embrace  all 
widths.  Degree  of  elasticity  is  of  no  significance,  nor  is  fine- 
ness or  coarseness  of  threads,  nor  the  material  of  either  the 
threads  or  cords,  nor  the  number  of  weft  threads,  nor  the 
number  of  warp  threads  between  each  cord.  All  these  may 
be  varied  indefinitely,  and  yet  be  vrtthin  the  specification, 
and  within  this  claim ;  and  the  uses  to  which  the  completed 
fabric  is  adapted  is  in  no  wise  suggested  as  any  test  of  its 
likeness  to  what  is  claimed,  or  as  at  all  entering  into  the 
complainant's  alleged  invention. 

It  is  shown,  on  the  part  of  the  defendants,  that,  several 
years  prior  to  the  alleged  invention,  a  fabric  was  made  ex- 
tensively, and  wad  in  general  use,  which  answers  in  every 
particular  to  this  claim  of  the  complainant.  It  was  chiefly 
used  for  suspenders,  braces,  garters,  and  the  like.  It  was 
generally  made  of  cotton  warp  and  weft  threads,  and  cords  of 
native  india  rubber.     True,  it  was  not,  in  general,  of  either  a 
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color,  fineness,  width  or  finish  which  was  suitable  for  the 
gores  of  boots.  But  it  was  a  "  corded  fabric,"  in  which  the 
cords  were  "  elastic,''  in  which  the  cords  were  "  held  between 
the  upper  and  under  weft  threads,  and  separated  from  each 
other  by  the  interweaving  of  the  upper  and  under  weft 
threads  with  the  warp  threads,"  and  in  which  this  interweav- 
ing was  ^^  in  the  spaces  between  the  cords,  and  only  there." 
The  testimony  of  the  witnesses  is  to  complete  identity,  in 
these  respects,  with  the  fabric  claimed.  A  careful  examina- 
tion of  the  fabrics  fails  to  disclose  any  difierence  in  the  cross- 
ing of  the  threads,  in  the  interweaving,  or  in  any  other 
respect,  which  discredits  or  contradicts  the  witnesses;  and 
they  are  uncontradicted,  in  fact,  on  these  points,  by  other 
testimony.  A  short  mode  of  disposing  of  this  evidence  was 
repeatedly  suggested  by  the  complainant,  in  the  conduct  of 
the  examinations  before  the  examiners,  namely,  by  imputing 
to  witnesses  fraud  and  perjury — conduct,  on  his  part,  in  the 
course  of  such  examinations,  deserving  severe  reprehension  ; 
and  it  may  be  added,  that  the  proceedings  before  the 
examiners  are  returned  to  the  Court  abounding  in  improper 
remarks,  prolix  statements  touching  the  conduct  of  counsel, 
.  officers  of  the  Patent  Office,  witnesses,  and  others,  which  are 
not  proof,  and  which  ought  to  have  been  expunged  at  the  cost 
of  the  complaitiant,  before  the  case  was  brought  to  a  hearing, 
or  the  proofs  printed  for  the  use  of  the  Court. 

The  Court  must  deal  with  the  uncontradicted  testimony 
according  to  the  ordinary  rules  by  which  evidence  is  to  be 
weighed ;  and  it  is  quite  clear,  that  the  defendants  have 
established  the  facts  above  stated.  True,  these  fabrics  do  not 
appear  to  have  been  woven  of  a  width  sufficient  for  gores  of 
boots.  The  material  does  not  appear  to  have  been  of  suitable 
fineness  to  render  the  fabric  attractive  for  that  purpose, 
although  there  is  some  evidence  which  may  qualify  this 
observation.  Such  a  use  does  not  distinctly  appear  to  have 
been  made  of  those  fabrics,  until  the  complainant  commenced 
the  manufacture.  It  is,  at  least,  doubtful,  whether  those 
fabrics  had  the  elasticity  which  is  required  for  shoe  gores ; 
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and,  in  other  particulars,  there  were  differences,  not  in  con- 
struction or  kind,  but  only  in  degrees  and  qualities,  not  of 
the  substance  of  the  invention  claimed. 

If  the  complainant's  patent  had  been  prior  in  date  to  tl^e 
manufacture  of  these  fabrics,  and  was  otherwise  valid,  there 
is  not  a  doubt,  there  can  be  none,  that  these  fabrics  are 
directly  within  the  claim  of  the  complainant,  and  would  have 
been  plain  infringements  of  his  patent.  This  is  a  rational 
and,  in  general,  when  they  include  the  whole  of  an  alleged 
invention,  a  conclusive  test  of  the  originality  of  the  latter. 

It  would  be  a  work  of  supererogation,  as  well  as  of  great 
labor,  to  recite  the  testimony  which  establishes  that  such 
fabrics  were  made  before  the  complainant  even  began  his  ex- 
periments. It  runs  through  the  mass  of  the  testimony  given 
by  the  witnesses  examined  by  the  complainant  as  well  as 
those  examined  by  the  defendants.  Those  fabrics  were  made 
in  various  colors,  and  with  various  differences  in  ornamenta- 
tion ;  some  with  a  large  number  of  threads  of  warp  between 
the  cords,  so  interwoven  aa  to  produce  cloth  in  the  inter- 
mediate spaces,  and  some  with  few  threads  binding  the  upper 
and  lower  weft  threads  together ;  some  with  a  selvage  like 
the  complainant's  and  some  with  around-corded  selvage,  and 
some  with.a  cloth  edge,  which,  when  it  was  contracted,  formed 
a  ruffle.  But  the  whole  substance  of  the  complainant's  al- 
leged invention  is  there,  sometimes  in  its  simple  and  literal 
exactness,  and  sometimes  with  accessories. 

I  am  compelled  to  say,  that  the  fabric,  as  claimed  by  him 
in  the  specification  annexed  to  his  patent,  was  not  new,  and 
that  these  actions  cannot  be  maintained. 

The  bills  of  complaint  must,  therefore,  be  dismissed. 

Thomas  A.  JenckeSy  for  the  plaintiff. 

Oeorge  Gifford^  Benjamin  Dean  and  William^  CI  WitteTy 
for  the  defendants. 
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In  re  The  Boston,  Hartford  and  Erie  Kailboad 

Company. 

The  prindples  decided  in  In  r«  Ths  JSoBhti,  Hartford  and  Erie  Railroad  Co.,  , 
(anie,  p.  101,)  affirmed.  ^ 

Under  the  bankniptcy  Act  of  March  2d,  1867,  (U  XT.  S.  Stat,  at  Large,  617,) 
where  petitions  for  adjudication  are  filed  in  two  or  more  District  Courts,  each 
having  jurisdiction,  the  Court  in  which  the  petition  is  first  filed  ought  to  he 
accorded  ezclusire  jurisdiction  over  the  case. 

An  adjudication  in  bankniptcy  was  signed  by  the  District  Judge  in  New  York* 
on  March  1st,  but  was  not  made  known,  or  promulgated,  or  filed,  until  March 
8d.  On  March  2d,  the  District  Court  for  Massachusetts  made  a  decree  ad- 
judging the  same  debtor  a  bankrupt :  Hdd,  that  the  abjudication  in  Mas- 
sachusetts  was  the  prior  adjudication. 

(Before  Woodbutf,  J.,  Southern  Diiltrict  of  New  York,  February  15th,  1872.) 

Woodruff,  J.  On  the  Slst  of  October,  1870,  Seth 
Adams,  a  creditor  of  the  Boston,  Hartford  and  Erie  Eailroad 
Company,  filed  his  petition  in  the  District  Court  for  the 
District  of  Massachusetts,  alleging  that  the  said  company 
had  committed  an  act  of  bankruptcy,  and  praying  that  it 
be  adjudged  a  bankrupt,  &i.  On  the  20th  of  December, 
1870,  James  Alden,  also  a  creditor,  presented  his  petition, 
with  a  like  allegation  and  prayer,  to  the  District  Court  for 
the  District  of  Connecticut.  On  the  31st  of  December, 
1870,  the  said  James  Alden  presented  his  like  petition  to 
the  District  Court  for  the  Southern  District  of  New  York. 
To  these  several  petitions  the  company  appeared  and  an- 
swered, resisting  the  application  for  such  adjudication.  Pend- 
ing the  petitions,  Seth  Adams,  the  petitioning  creditor  in 
Massachusetts,  applied,  both  in  Kew  York  and  Connecticut, 
for  leave  to  intervene  and  oppose  the  said  applications  there 
made.  On  the  28th  of  February,  1871,  the  company  with- 
drew its  answer  in  each  of  the  said  Districts,  and  on  the 
2d  of  March,  1871,  the  District  Court  for  Massachusetts 
adjudged  the  company  bankrupt,  by  a  formal  decree  of  the 
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Baid  Court,  and  issaed   its  warrant  to  the  J^arshal  of  that 
District,  in  accordance  with  the  statute. 

This  decree  was  shown  to  the  District  Court  for  Con- 
necticut, by  the  supplementary  petition  of  the  said  Adams ; 
but,  notwithstanding  such  decree,  the  District  Court  for 
Connecticut  refused  leave  to  Adams  to  appear  to  resist^  the 
proceeding  in  that  Court,  and  dismissed  his  petition,  and 
thereupon  proceeded  to  adjudge,  and  did  adjudge,  the 
company  bankrupt.  On  a  petition  of  review,  presented  by 
Adams  to  the  Circuit  Court,  it  was  held,  {In  re  The  Boston^ 
Hartford  and  Erie  Hailroad  Co,,  antey  j>.  101,)  in  Sep- 
tember, 1871,  that  he  was  entitled  to  be  Heard  in  the  District 
Court,  and  that  his  petition  ought  not  to  have  been  dismissed. 
The  Circuit  Court  thereupon  proceeded,  upon  the  facts  al- 
leged in  his  petitions,  which  were  not  controverted,  to  direct 
that  all  further  proceedings '  in  the  District  Court  for  Con- 
necticut be  stayed,  in  order  that  the  District  Court  for  Mas- 
sachusetts might  thereafter  exercise  exclusive  jurisdiction,  for 
the  closing  of  the  estate  and  distributing  the  same  among  the 
creditors  of  the  corporation. 

The  like  petition  of  Adams  was  brought  to  a  hearing  in 
the  District  Court  for  the  Southern  District  of  New  York, 
on  the  25th  of  February,  1871,  afid  the  District  Court  decided, 
on  the  27th  of  February,  1871,  that  Adams  bad  no  standing 
in  Court,  in  that  stage  of  the  proceeding,  prior  to  an  adjudica^- 
tion  of  bankruptcy,  and  that  he  ought  not  to  be  perm^itted  to 
intervene  to  resist  or  stay  the  proceedings  pending  in  this 
District ;  and  an  order  denying  bis  motion  was  made.  But, 
on  the  2d  of  March,  on  the  application  of  the  counsel  for  the 
Adams,  the  Court  allowed  a  re-argument,  and  such  re* 
argument  was  hjid  on  the  3d  of  March.  On  the  re-argument, 
and  in  further  support  of  his  claim  of  title  to  intervene,  the 
counsel  for  Adams  produced  and  read  in  evidence  the  decree 
of  the  District  Court  for  Massachusetts,  adjudging  the  com- 
pany a  bankrupt. .  At  the  plose  of  the  re-argument,  the  Court 
refused  to  permit  such  intervention,  and  then  the  following 
facts  appeared,  namely,  that,  after  the  withdrawal  (on  the 
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28th  of  February)  by  the  railroad  company  of  its  answer  to 
the  petition  of  Alden,  praying  that  the  company  be  adjudged 
a* bankrupt,  an  ordel^  or  decree  adjudging  such  bankruptcy 
was  drawn  and  delivered  to  the  District  Judge ;  that,  on  the 
Ist  of  March,  he  signed  the  same,  but  retained  it  in  his 
personal  keeping  until  after  the  said  re-argument,  without 
any  notice  to  either  of  the  parties,  or  their  attorneys  or 
counsel,  or  to  the  clerk  of  the  Court,  of  the  fact  of  such  sign- 
ing, and  that  he  endorsed  upon  such  order  or,  decree  the 
words,  «  Filed,  March  1st,  1871.  S.  B."  On  denying  the 
application  of  Adams,  after  such  re-argument,  the  District 
Judge  announced  these  facts  in  .open  Court,  and  delivered  the 
said  order  or  decree,  adjudging  the  company  a  bankrupt,  to 
the  counsel  for  Alden,  the  petitioning  creditor,  and  the  same 
was  by  him  delivered  to  the  clerk  of  the  Court,  to  be  entered 
in  the  minutes  and  records  of  the  Court.  Adams  thereupon 
presented  his  petition  to  this  Court,  praying  a  review  and 
reversal  of  the  said  proceedings  of  the  District  Court,  and 
that  all  proceedings  in  bankruptcy  against  the  said  company, 
in  the  said  Court,  might  be  stayed,  and  for  other  or  further 
relief. 

Though  not  material  to  the  questions  considered  on  the 
review,  it  is  proper  to  state  tbat  the  Adams  Express  Company 
had,  by  leave  of  the  District  Court,  become  a  co-petitioner 
with  Alden,  and  the  proceedings  of  Adams  had,  by  supple- 
mental petition,  been,  made  to  apply  to  the  proceedings  of 
both  of  such  petitioning  creditors.  • 

It  is  unnecessary,  in  disposing  of  this  review,  to  repeat 
the  observations  which  were  made  on  deciding  the  very 
similar  review  of  the  proceedings  between  the  same  parties 
in  the  Circuit  Court  for  the  District  of  Connecticut.  Con- 
siderati^ons  were  then  suggested,  tending  to  show  the  em- 
barrassment, inconvenience  and  unsuitableness  of  an  endeavor 
to  administer  the  estate  of  the  Boston,  Hartford  and  Erie 
Bailroad  Company,  as  a  bankrupt,  and  bring  the  same  to  a 
close  by  collecting  and  disposing  of  its  assets  and  distribu- 
ting its  effects  among  its  creditors,  by  proceedings  in  several 
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District  Courts,  and,  as  the  case  may  be,  through  the  in- 
strumentality of  different  assignees,  appointed  by  these 
Courts;  the  impracticability  of  bringing  the  fund  together 
for  one  general  distribution ;  the  possible,  not  to  say  probable, 
conflict  of  title  between  the  assignees,  the  title  of  each  of 
whom,  if  valid,  must  be  recognized  in  all  Courts ;  the  possible 
different  results  of  contests  in  the  several  jurisdictions  respect- 
ing debts  offered  to  be  proved  by  creditors  whose  claims  may 
be  disputed ;  the  useless  and  vexatious  trouble  and  annoyance 
to  creditors,  if  they  be  required  to  go  into  each  jurisdiction 
and  prove  their  claims;  the  useless  and  extraordinary  ex- 
pense and  waste  of  the  estate,  by  subjecting  its  administration 
to  such  multiplied  proceedings ;  the  unfitness  and  unreason- 
ableness of  continuing  proceedings  in  more  than  one  District, 
and  that  the  case  is  eminently  proper  for  the  application  of 
the  general  rule,  in  Courts  of  equity,  among  Courts  of  co- 
ordinate jurisdiction,  that,  when  one  has  first  obtained  juris- 
diction of  the  subject  matter  and  of  the  parties,  other  Courts 
should  stay  their  hand  and  permit  such  Court  to  carry  the 
proceeding  to  a  consummation  and  final  disposition  of  the 
matter  in  question — ^all  these  and,  perhaps,  other  like  con- 
siderations, were  suggested  in  the  opinion  delivered  on  the 
review  had  in  Connecticut.  Nothing  ie,  I  think,  more  certain, 
than  that  Congress,  in  enacting  the  bankrupt  law,  did  not 
contemplate  any  such  complication,  and,  I  deem  it  equally 
certain,  that  nothing  in  its  provisions  produces  any  such 
necessary  result,  ^he,  several  District  Courts  of  the  United 
States  are  not  acting  under  authority  derived  from  separate 
sovereignties;  they  are  not  administering  separate  systems 
of  laws ;  they  are  not  charged  with  a  duty  to  afford  spesial 
protection  to  the  residents  within  their  local  jurisdiction — all 
which  circumstances  sometimes  lead  to  conflict  of  jurisdiction 
between  tribunals  of  different  States,  and  operate  to  secure 
unequal  results  among  parties  interested,  but  'residing  in  dif- 
ferent States,  domestic  or  foreign.  The  District  Courts  act 
by  one  authority ;  they  execute  the  same  law ;  each,  in  the 
administration  of  the  estate  of  a  bankrupt,  will  do  precisely 
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what  each  other  District  Court  will  do,  governed  by  the  eame 
rules  and  to  the  same  end. 

In  the  opinion  referred  to,  the  bankrupt  law  was  ex- 
amined, and  the  general  orders  in  bankruptcy,  made  by  the 
Supreme  Court,  were  considered,  to  ascertain,  first,  whether 
such  proceedings  must  necessarily,  if  begun,  be  continued  in  « 
more  than  one  District  Court ;  if  not,  then,  which  District 
Court  should  be  deemed  to  have  priority  of  jurisdiction  and 
be  permitted  to  go  on  and  complete  the  administration ;  and^ 
finally,  if  the  bankrupt,  with  a  view  to  hinder  and  embarrass 
the  winding  up  of  the  affairs,  should  lie  by'  silently,  or,  col- 
luding with  one  or  more  of  t^^e  parties,  to  produce  such  em- 
barrassment, would  not  take  any  measures  to  prevent  the  ac- 
tion of  either  Court,  nor  call  to  the  attention  of  either  the 
fact  that  prior  proceedings  were  pending  in  another  District, 
whether  a  creditor  could  bring  the  matter  to  the  attention  of 
the  Court,  and  ask  that  the  proceedings  subsequently  com- 
menced, be  stayed,  in  order  to  avoid  the  expense,  embarrass- 
ment and  litigation  about  to  arise  to  the  prejudice  of  creditors, 
and  to  the  waste  of  the  fund  which  creditors  have  a  right  to 
share. 

The  Court  did  not  affirm  the  broad  proposition,  that, 
whenever  a  creditor  filed  a  petition  against  his  debtor,  for  a 
decree  declaring  such  debtor  a  bankrupt,  any  other  creditor 
was  at  liberty,  and  as  of  course,  to  appear  and  claim  a  right 
to  oppose  such  adjudication  ;  but  it  was  held,  that  the  Court 
was  not  hindered  from  entertaining  the  application  for  leave 
to  oppose,  by  rigid  technical  rules,  governing  actions  at  law 
inter  partes^  and  that  cases  might  exist  in  which  a  creditor 
should  be  heard,  and,  on  sufficient  grounds,  his  intervention 
might  properly  be  effective.  It  was,  accordingly,  held,  that, 
it  appearing  to  the  District  Court  in  Connecticut,  on  the  peti- 
tion of  Adams,  that  he  was  the  petitioning  creditor  in  the 
District  Court  in  Massachusetts,  that  his  petition  was  there 
filed  on  the  2l8t  of  October,  1870,  that  the  petition  in  Con- 
necticut was  filed  on  the  20th  of  December,  1870,  and  that 
the  District  Court  for  the  District  of  Massachusetts  had,  on 
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the  2d  of  March,  1871,  decreed  the  company  a  bankrupt,  and 
issued  its  warrant  to  the  marshal,  as  required  by  the  Act  of 
Congress,  the  District  Court  for  Connecticut  ought  to  have 
received  the  petition  of  Adams  and  stayed  its  further  proceed- 
ings. Subsequent  reflection,  aided  by  the  argument  of  the 
t  review  here  pending,  has  deepened  the  conviction,  that  the 
order  made  in  Connecticut  was  right  and  proper.  The  only 
question,  therefore,  which  is  open  here,  is,  whether  the  District 
Court  for  Massachusetts  should  be  accorded,  either  as  matter 
of  strict  right,  or  in  conformity  to  the  practice  of  Courts  of 
equity  having  co-ordinate  jurisdiction,  above  adverted  to,  the 
same  priority  of  jurisdiction  over  the  District  Court  for  the 
Southern  District  of  New  York,  which  was  yielded  by  the 
Court  for  Connecticut. 

In  partial  review  of  some  of  the  reasons  for  the  former 
decision,  it  is  suggested,  that  there  is  no  express  provision  of 
the  bankrupt  law  assigning  to  either  Court  priority,  when 
two  or  more  petitions  are  filed  against  a  corporation  debtor ; 
and  that  the  sixteenth  of  the  general  orders  in  bankruptcy 
does  not  apply  to  corporations  at  all,  but  only  to  individual 
natural  persons,  and  co-partnership  firms  composed  of  in- 
dividuals. If  this  were  conceded,  it  would  not  prevent  the 
conclusion  which  was .  there  reached,  for  three  reasons :  first, 
all  the  considerations  which  should  dispose  the  Court  to  ac- 
cord to  the  tribunal  which  first  obtained  jurisdiction  of  the 
subject  matter  and  of  the  parties,  the  continuance  of  the  pro- 
ceeding to  its  close,  would  require,  that  the  District  Court  for 
Massachusetts,  in  which  the  petition  against  this  bankrupt 
was  first  filed,  should  be  permitted  to  have  the  exclusive  ad- 
ministration, without  the  interference  of  any  other  District 
Court ;  second,  by  the  express  provision  of  the  bankrupt  law, 
(§  14)  the  appointment  of  an  assignee,  and  the  transfer  of  the 
assets  to  him,  relate  back  to  the  commencement  of  the  proceed- 
ings, that  is,  to  the  filing  of  the  petition,  and,  thus,  the  filing 
of  the  petition  operates  not  only  to  render  acts  done  at  an 
earlier  period — within  six  months  preceding,  (§  39,) — ^grounds 
of  adjudication,  which  would  not  avail  in  the  other  Courts, 
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but  it  also  enables  the  assignee  to  impeach  earlier  transactions 
— ^within  six  or  four  months  (  §§  14,  35,  39,) — ^as  preferences 
to  creditors,  seizares  on  attachment,  executions,  &c.,  and 
other  convejances,  which  could  not  be  impeached  under  later 
proceedings,  and,  consequently,  the  estate  to  be  divided  to 
creditors  may  be  very  greatly  less,  or  even  swept  beyond 
their  reach,  if  the  Court  in  which  the  petition  is  first  filed 
be  not  permitted  to  administer  the  estate  ;  and,  third,  in  the 
only  instance  in  which  the  Act  of  Congress  itself  appears  to 
contemplate  the  possibility  of  proceedings  being  begun  in  two 
different  District  Courts,  (  §  36  ) — ^where  proceedings  are  in- 
stituted in  different  Districts  against  co-partners  residing  in 
such  different  Districts — ^it  directs,  unqualifiedly,  that  the 
Court  in  which  the  petition  is  first  filed  shall  retain  exclusive 
jurisdiction  over  the  case.  It  would,  in  the  absence  of  ex- 
press provision,  be  altogether  fitting  to  regard  this  as  a  proper 
rule,  by  analogy,  whenever  petitions  are  filed  in  two  or  more 
District  Courts,  each  having  jurisdiction. 

It  was  insisted,  on  behalf  of  Adams,  that  the  sixteenth  of 
the  general  orders  in  bankruptcy  does  apply  to  a  corpora- 
tion, and  to  this  corporation,  either  as  if  it  were  an  individual 
natnral  pereon,  or  as  a  joint  debtor  in  the  nature  of  a  firm,  it 
being  incorporated  in  several  States,  and  yet  having  a  com- 
mon stock,  common  property,  common  interests,  and  owing 
the  same  debts,  by  force  of  the  same  obligations ;  but,  that 
the  bankrupt  was  not  a  corporation,  by  tbe  laws  of  the  State 
of  New  York,  and  the  District  Court  here  could  have  no 
jurisdiction  to  proceed  against  the  bankrupt,  except  on  the 
ground  that  it  carried  on  business  in  this  State,  having  its 
residence  or  domicil  in  the  State  or  States  by  which  it  was 
incorporated. 

The  bankrupt,  by  an  Act  of  the  legislature  of  the  State  of 
New  York,  passed  April  25th,  1864  {Sesa.  Laws  of  N.  Y., 
chap.  385),  was  anthorized  to  purchase  the  franchise  and 
property  of  certain  corporations  organized  under  the  general 
railroad  laws  of  the  State  of  New  York,  to  construct  a  rail- 
road in  this  State,  from  the  town  of  Fishkill  to  the  boundary 
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of  Connecticut,  and  the  Act  declared  that  the  sale  and  con^ 
veyance  should  be  eiFectnal  in  law  to  pass  title  to  the  fran- 
chise and  property  sold,  and  that,  on  the  filing  and  record  of 
the  certificate  of  sale  and  conveyance,  the  said  Boston,  Hart- 
ford and  Erie  Bailroad  Company  should  become  possessed  of 
the  rights  of  charter  and  property  sold,  conveyed  and  de- 
scribed, and  Inight  have,  hold  and  use  the  same,  in  their  own 
right,  as  a  portion  of  their  railway  line  and  property,  and 
have  all  the  rights  the  corporation  making  the  sale  and  con- 
veyance had,  at  the  time  of  such  conveyance,  to  construct  and 
operate  a  railway  within  the  terminal  points  designated  in 
the  charter  of  the  company  making  the  conveyance,  and  sub- 
ject to  the  laws  of  this  State,  passed,  or  that  may  bie  passed, 
concerning  raijroad  'corporations.  The  purchase  and  con- 
veyance contemplated  by  this  Act  were  made,  and  the  cer- 
tificate of  conveyance  appears  to  have  been  filed,  and  the 
respondent  is  alleged  to  have  carried  on  business  in  this  State 
in  pursuance  of  the  said  Act. 

If  the  case  of  such  a  corporation  is  not  provided  for,  either 
in  the  terms  of  the  Act,  or  by  the  general  orders  in  bank- 
ruptcy, the  propriety  of  giving  to  the  Court^in  which  the 
petition  is  first  filed  the  administration  of  the  estate,  has  been 
suflSciently  indicated.  If  the  sixteenth  of  the  general  ordeirs 
in  bankruptcy  should  be  construed  to  apply,  then  also,  so  far 
as  the  proceedings  here  proceed  upon  the  carrying  on  of  busi- 
ness in  this  State,  as  the  ground  of  jurisdiction,  the  rule  re- 
quires, that  the  first  hearing  shall  be  had  in  the  District  in 
which  the  debtor  has  his  domicil ;  and,  if  the  peculiar  fact  of 
incorporation  in  more  ^than  one  State  creates  an  analogy  to  a 
firm  or  copartnership,  then,  also,  the  petition  first  filed  must 
be  first  heard.  In  either  aspect  of  the  case,  neither  the 
general  orders  in  bankruptcy,  nor  the  general  principles  gov- 
erning like  subjects,  nor  the  fitness  or  propriety  of  the  thing, 
requires  or  permits  the  continuance  of  two  distinct  proceed- 
ings and  the  consequent  double  administration  of  the  bank- 
rupt's estate.  And,  once  more,  if,  instead  of  regarding  the 
Act  of  the  legislature  of  the  State  of  New  York  as  a  permis- 
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sion  given  to  a  cpq)oration  created  by  the  States  of  Mas- 
sachusetts and  Connecticut  to  construct,  maintain  and  operate 
a  railroad  in  this  State,  it  be  held  that  the  Actf'and  the  con- 
veyance in  pursuance  thereof  operated  to  make  the  Boston, 
Hartford  and  Erie  Hailroad  Company  a  corporation  in  New 
York,  and  liable  to  be  treated  as  a  corporation  created  by  the 
laws  of  New  York,  then  the  case  now  under  review  is  the 
same  in  these  respects  as  the  case  which  was  under  review  in 
the  Circuit  Court  for  Connecticut,  for,  the  company  was,  in 
the  very  terms  of  the  Acts  of  the  legislatures  of  Connecticut 
and  Massachusetts,  a  corporation  in  each  of  those  States. 

There  remains,  therefore,  no  ground  for  withdrawing  the 
case  under  review  from  the  operation  of  the  case  already 
decided,  unless  what  took  place  in  the  District  Court  in  the 
Southern  District  of  New  York,  prior  to  the  2d  of  March, 
1871,  gives  to  the  District  Court  last  named  priority  and 
precedence  of  the  District  Court  for  Massachusetts,  by  which, 
on  that  day,  the  respondent  was  adjudged  a  bankrupt.  With- 
out here  enquiring,  in  view  of  all  that  has  been  suggested  in 
this  or  the  former  opinion,  whether,  if  it  be  regarded  as 
amounting  to  an  earlier  adjudication  of  bankruptcy,  it  should 
have  the  effect  last  above  mentioned,  it  may  be  sufficient  to 
consider  the  prior  question  :  "Was  it  an  adjudication  of  bank- 
ruptcy, in  any  legal  sense,  which  gives  such  priority  ? 

My  conclusion  upon  this  branch  of  the  subject  is,  that  it 
was  not  an  adjudication  prior,  in  legal  effect  and  operation,  to 
the  adjudication  in  Massachusetts,  if  that  were  the  sole  test 
by  which  this  review  must  be  decided.  This  conclusion  rests 
upon  two  grounds  :  first,  that  it  had  no  legal  operation  or  ef- 
fect until  after  the  adjudication  in  Massachusetts ;  and,  second, 
that,  if  it  could  be  deemed  of  any  significance  that  the  District 
Judge  had  set  his  signature  to  a  decree,  retaining  it  within 
his  sole  knowledge,  possession  and  control,  that  significance 
was  wholly  suspended  and  rendered  inoperative  by  the  grant- 
ing of  a  re  argument  of  the  application  of  the  petitioner 
herein,  for  leave  to  appear  and  oppose  any  adjudication  in  the 
District  Court. 

VoL  IX.— 27 
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(1.)  In  the  progress  of  proceedings  in  bankruptcy,  and  in 
proceedings  in  formal  suits,  both  at  law  and  in  eqnity,  it  is  a 
common  practice  for  the  Judge  to  receive  the  papers  on  a 
motion  or  on  a  final  hearing,  for  consideration.  It  is  not  to 
be  lield,  that  if,  on  such  consideration,  he  should,  in  the  first 
instance,  in  the  privacy  of  his  chambers,  or  in  his  library,  set 
his  hand  to  the  form  of  an  order  or  decree,  his  power  over 
the  subject  is  ipso  facto  gone,  and  that  a^  is  final.  On  the 
contrary,  he  may — beyond  all  question.  Judges  often  do- 
prolong  his  consideration ;  and,  if  he  find  reason  to  conclude 
that  his  first  impression  was  erroneous,  he  may  make  the  final 
decision  conform  to  the  result  of  his  most  full  and  deliberate 
examination  and  reflection.  This  alone,  if  correct,  shows, 
that  such  mere  subscription  is  not,  per  se^  an  adjudication  of 
the  matter. 

Nor  can  it  be  sustained  as  an  adjudication,  by  the  sug- 
gestion, that  it  is  an  adjudication  which,  if  he  does  not  change 
his  conclusion,  operates,  by  relation,  back  to  the  date  of  the 
signing,  or,  in  other  words,  that  it  may  be  regarded  as  a 
provisional  adjudication,  to  stand,  if  no  suflScient  reason  oc- 
curs to  the  Judge  for  changing  it.  Some  obtervations  per- 
tinent to  this  question,  in  both  aspects,  may  be  found  in  the 
•opinion  in  The  American  Wood  Paper  Company  v.  The 
^OlerCe  Falle  Paper  Company^  (8  Blatckf.  G.  0.  J?,,  513,)  in 
which  an  attempt  was  made  to  give  a  precedent  eflect  to  a 
judicial  determination  by  the  Acting  Commissioner  of  Patents, 
because,  as  he  testified,  he  had  made  up  his  mind  and  endorsed 
ard  signed  a. decision,  which  he  retained  to  abide  the  result 
of  further  consideration,  if  a  further  opposing  argument  should 
be  presented. 

A  fair  and  just  test  of  the  question  may  be  suggested,  by 
^enquiring — ^when  does  the  time  to  appeal  begin  to  run,  where 
it  is  limited  to  a  specific  period  after  the  order  or  decree  ?  If 
the  adjudication  were  to  be  deemed  operative  from  the  sign- 
ing by  the  Judge,  and  while  all  knowledge  thereof  was  con- 
fined to  the  breast  of  the  Judge  himself,  the  whole  time  to 
appeal  might  elapse  while  he  held  the  order  or  decree  in  his 
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own  possesBion,  and  the  right  of  appeal  be  thereby  wholly 
defeated. 

r 

I  have  no  hesitation  in  Baying,  that  the  draft  of  an  order, 
thongh.  signed,  remaining  in  the  sole  possession  and  knowl- 
edge of  the  Judge,  whether  for  the  purpose  of  further  con- 
sideration, or  for  any  other  reason,  is  subject  to  his  control ; 
it  is  not  final,  so  as  to  conclude  him ;  and,  until  it  is,  in  some 
manner,  notified  to  the  clerk  of  the  Court,  or  to  one  of  the 
parties,  in  such  wise  that  his  decision  can  properly  be  said  to 
be  promulgated  or  announced,  it  concludes  no  one.  Decisions 
of  Court,  announced  in  open  Court,  are  often  and  properly 
held  to  affect  parties  charged  thereby,  although  the  formal 
order  or  decree  has  not  been  entered ;  but  decisions  lying  in 
the  breasts  of  the  Judges  can  have  no  such  effect,  and  the 
mere  fact  that  the  latter  have  been  set  down  on  paper  ought 
to  give  them  no  different  operation.  This  is  not  to  be  taken 
to  import  that  all  orders  must  be  announced  formally  in  open 
Court,  or  that  orders  which  may  be  made  out  of  Court  must 
be  formally  proclaimed,  but  there  must  be  something  tanta- 
mount to  promulgation  or  delivery,  something  of  which  the 
parties  to  be  affected  can  have  or  can  obtain  knowledge,  be- 
fore their  rights  can  be  said  to  have  received  adjudication, 
something  which  completes  and  authenticates  the  judicial  act. 

(2.)  The  practical  construction  given  by  the  District  Court 
to  this  act  of  signing  the  order,  given  while  the  order  re- 
mained within  the  sole  knowledge  and  possession  of  the 
Judge,  was  in  conformity  with  the  view  last  above  suggested. 
A  re-argument  of  the  application  of  this  petitioner  was  ordered. 
This  can  have  but  one  meaning.  The  application  of  the 
petitioner  was  for  leave  to  appear  and  oppose  the  proceeding 
of  the  District  Court  to  any  adjudication  touching  the  bank- 
ruptcy pf  the  company.  Now,  whether  he  had  or  had  not 
suflScient  grounds  for  his  application,  the  re-argument  pro- 
ceeded wholly  on  the  idea  that,  as  yet,  no  such  adjudication 
had  been  made. 

(3.)  The  rehearing  operated  to  take  away  any  possible 
significancy,  in  this  respect,  from  such  private  signing  of  an 
order.    Even  when  a  final  decree  has  been  promulgated  and 
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entered,  a  rehearing  was  held,  in  Brockett  v.  Brockett^  (2  How.y 
238),  to  BiiBpend  its  operation,  and  an  appeal  taken  with- 
in ten  days  after  the  refusal,  on  the  rehearing,  to  open  such 
decree,  was,  on  that  ground,  held  to  operate  as  a  supersedeas. 
In  a  Court  of  equity,  the  granting  of  a  rehearing  operates  to 
open  the  decree  for  fiirther  examination,  in  whole  or  in  part, 
according  to  the  nature  and  extent  of  the  grounds  for  rehear- 
ing. {Consequa  v.  Fanning^  3  Johns.  Ch.  -ff.,  587,  594,  595 ; 
White  V.  Carpenter^  2  Paige^  217,  262,  263 ;  Ferguson  v. 
KimhaU,  3  Barb.  Ch.  JR.,  616.) 

The  result  is,  that  there  is  nothing  in  the  case  presented 
upon  this  review  which  withdraws  it  from  the  operation  of 
the  decision  heretofore  made,  as  above  stated,  in  the  District 
of  Connecticut. 

In  that  District  it  was  not  deemed  necessary  to  reverse 
the  adjudication  of  bankruptcy  which  had  been  made.  The 
same  assignees  who  had  been  chosen  and  approved  in  Massa- 
chusetts had  also  been  chosen  and  approved  in  Connecticut, 
and  such  double  sanction  could  work  no  prejudice  to  any 
party  in  interest.  It  was  deemed  sufficient  to  stay  any  fiir-  . 
ther  proceedings.  Here,  as  I  am  informed,  an  additional 
assignee  was  appointed.  That  appointment  does  not  appear 
by  the  papers  before  me.  But  that  appointment  would,  of 
course,  fall  with  a  reversal  of  the  adjudication  in  bankruptcy. 
I  have  no  doubt  of  the  power  of  the  Court  to  make  such 
order  herein  as  may  best  secure  all  interests,  and,  if  the  facts 
occurring  are  not  admitted,  to  make  a  proper  enquiry  to 
ascertain  them.  It  will  be  sufficient  to  reverse  all  proceed- 
ings subsequent  to  or  founded  upon  the  adjudication  of 
bankruptcy,  and  stay  all  further  proceedings  in  the  District 
Court. 

Joseph  S.  Choate^  for  Adams. 

Clarence  A.  Seward  and  ChaHes  M.  Da  Costa^  for  Alden 
and  The  Adams  Express  Company. 

J.  lAmgdim  Ward^  for  the  bankrupt. 
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Benjamin  0.  Tilghman 

vs. 

George  F.  Morse.     In  Equity. 

The  letters  patent  granted  to  Benjamin*  C.  Tilghman,  October  18th,  1870,  for  an 
"  improvement  in  cutting  and  engraving  stode,  metal,  glass,  &c./*  are 
valid. 

The  use,  for  ornamenting  the  surfaces  of  glass  and  metal,  of  the  process  de- 
scribed in  letters  patent  granted  to  Geprge  F.  Morse,  November  2l8t,  1871, 
for  an  "  Improvement  in  the  ornamentation  and  dressing  of  the  surfaces  of 
glass  and  other  substances,**  is  an  infringement  of  the  first  claim  of  the  said 
patent  to  Tilghman,  which  is,  "  The  cutting,  boring,  grinding,  dressing,  en- 
graving, and  pulverizing  of  stone,  metal,  glass,  pottery,  wood,  and  other  hard 
or  solid  substances,  by  sand  used  as  a  projectile,  when  the  requisite  velocity 
has  been  artificially  given  to  it  by  any  suitable  means." 

The  word  "  artificially,"  in  such  claim,  and  throughout  the  specification  of  the 
Tilghman  patent,  covers  the  falling  of  sand  through  a  vertical  tube,  high 
'  enough  to  enable  the  sand  to  acquire  sufficient  velocity  to  do  its  work. 

Such  claim  is  a  claim  for  a  process  or  art. 

The  invention  of  Tilghman  consists  in  the  (Uscovery,  that  a  stream  of  sand, 
driven  with  sufficient  velocity  to  cause  the  grains  of  sand,  through  their  own 
velocity  and  momentum,  to  act  as  projectiles  against  the  article  to  be  cut  or 
dressed,  will  do  the  work  effectually,  without  any  vehicle  to  carry  the  sand 
into  contact  with  the  article,  and  without  any  contact  between  anything  and 
the  article,  except  the  sand.  '  ' 

Such  invention  was  not  anticipated  by  a  process  in  which  sand  or  emery  was 
rubbed  against  the  surface  of  glass  by  the  wires  of  a  rotating  wire  brush ; 
or  by  the  use,  on  a  locomotive  engine,  of  a  stream  of  sand,  combined  with  a 
jet  of  steam,  to  drive  cows  from  the  track  of  a  railroad. 

(Before  Blatchfokd,  J.,  Southern  District  of  New  York,  February  17th,  1872.) 

Blatchford  J.  This  is  a  motion  for  a  provisional  injunc- 
tion, founded  on  letters  patent  granted  to  the  plaintiff  Octo- 
ber 18th,  1870,  for  an  "improvement  in  cutting  and  engraving 
stone,  metal,  glass,  &c."  The  specification  says :  "  My  in- 
vention consists  in  cutting,  boring,  grinding,  dressing,  pul- 
verizing, and  engraving  slone,  metal,  glass,  wood,  and  other 
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hard  or  solid  substances,  by  means  of  a  stream  of  sand  or 
grains  of  quartz,  or  of  other  suitable  material,  artificially 
driven  as  projectiles  rapidly  against  them  by  any  suitable 
method  of  propulsion.  The  means  of  propelling  the  sand 
which  I  prefer  is  by  a  rapid  jet  or  current  of  steam,  air, 
water,  or  other  suitable  gaseous  or  liquid  medium  ;  but  any 
direct  propelling  force  may  be  used^  as,  for  example,  the 
blows  of  the  blades  of  a  rapidly  revolving  fan,  or  the  centrif- 
ugal force  of  a  revolving  drum  or  tube,  or  any  other  suitable 
machine.  The  greater  the  pressure  of  the  jet,  the  higher 
will  be  the  velocity  imparted  to  the  grains  of  sand,  and  the 
more  rapid  and  powerful  their  cutting  effect  upon  the  solid 
substance.  At  a  high  velocity  of  impact,  the  grains  of  sand 
will  cut  or  wear  away  substances  much  harder  than  them- 
selves. Corundum  can  thus  be  cut  with  quartz  sand,  and 
quartz  rock  can  be  cut  or  worn  away  by  small  grains  or  shot 
of  lead.  I  have  sometimes  used  iron  sand,  composed  of  small 
globules  of  cast  iron.  By  the  term  sand,  in  this  specification, 
I  mean  small  grains  or  particles  of  any  hard  substance,  of 
any  degree  of  fineness,  of  which  common  quartz  sand  is  a 
type.  The  hardest  steel,  chilled  cast  iron,  or  other  metal,  can 
be  cut  or  ground  by  a  rapidly-projected  stream  of  quartz 
sand.  Articles  of  cast  or  wrought  metal  may  have  their  sur- 
faces thus  smoothed  and  cleaned  from  slag,  scale,  or  other 
incrustation.  The  surfaces  of  wrought  stone  in  buildings  or 
elsewhere  can  thus  be  cleaned  and  refreshed.  By  means  of 
stencil  plates,  screens,  or  suitable  covering  substances,  letters 
or  designs  can  thus  be  cut  or  engraved  upon  hard  substances. 
By  varying  the  shape,  number,  and  direction  of  the  projected 
streams  of  sand,  and  by  giving  to  them  and  to  the  articles 
treated,  suitable  movements  by  means  of  lathes,  planing,  or 
drilling  machines,  or  other  known  mechanical  devices,  cuts 
or  holes  may  be  made  of  any  shape  or  size.  When  sand  of 
a  brittle  nature,  such  as  quartz  or  emery,  is  very  rapidly  pro- 
jected against  a  hard  material,  the  grains  are  broken  by  the 
shock  into  fine  powder,  and  the  process  may  thus  be  used  as 
a  method  of  pulverization.    Where  a  jet  of  water  under 
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heavy  pressare  is  used,  as  in  hydraulic  minings  the  addition 
of  Band  will  cause  it  to  cut  away  hard  and  close-grained  sub- 
stances, upon  which  the  water  alone  would  have  little  or  no 
effect.  Pebbles  or  stones  of  size  and  weight  as  great  as  ca'n 
be  rapidly  projected  by  the  jet  of  water  used  will  have  a 
battering,  penetrating,  and  dislocating  effect,  which  will 
assist  the  disintegrating  and  scouring  action  of  the  water. 
Heretofore,  when  sand  has  been  used  as  a  grinding  or  cutting 
materia],  it  has  been  applied  between  solid  substances,  moved 
over  each  other  under  heavy  pressure,  so  as  to  make  a  series 
of  scratches,  as  in  the  ordinary  cutting  of  stone  and  glass,  or 
else  in  a  solidified  form,  ds  in  a  grindstone  or  sandpaper,  or 
sometimes  in  a  semi-fluid  state,  as  when  a  body  is  rubbed  or 
moved  in  a  mass  of  sand.  The  peculiar  feature  of  my  in- 
vention, which  distinguishes  it  irom  other  methods  of  cutting 
and  grinding,  is,  that  each  grain  of  sand  acts,  by  its  own 
Telocity  and  momentum,  like  a  bullet  or  projectile,  and  pul- 
verizes, cuts,  or  indents  the  object  it  strikes.  From  this 
peculiarity  of  action,  it  results,  that  some  substances,  which, 
though  comparatively  soft,  are  also  tough,  or  malleable,  or 
elastic,  and  not  pulverizable  by  a  blow,  such  as  copper,  lead, 
paper,  wood,  or  caoutchouc,  for  example,  are  less  rapidly  cut 
and  ground  by  the  sand  blast,  particularly  at  moderate 
yelocities,  than  some  much  harder  substances  which  are  brittle 
or  pulverizable,  such  as  stone,  glass,  or  porcelain.  Another 
peculiarity  of  the  sand  blast  is,  that  the  grinding  or  cutting 
action  takes  place  upon  irregular  surfaces,  cavities,  corners, 
and  recesses  hardly  accessible  to  ordinary  methods.  I  believe 
that  steam  will  generally  be  found  the  most  convenient  im- 
pelling jet,  particularly  for  high  velocities,  but,  in  some  local- 
ities, air  or  water  may  be  cheaper.'*  The  specification  then 
describes,  with  references  to  a  drawing  annexed,  a  method  of 
carrying  the  invention  into  effect,  for  cutting  stone  by  means 
of  quartz  sand  projected  by  a  jet  of  steam.  It  then  proceeds : 
"  For  purposes  where  only  a  small  quantity  ot  material  is  to 
be  cut  or  ground  away  from  the  surface  of  a  hard  substance, 
and  where  only  a  moderate  velocity  of  the  sand  is  required, 
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I  have  found  the  current  of  air  produced  by  the  ordinary 
rotary  fan  to  be  convenient.     I  have  used  this  method  for 
grinding  or  depolishing  glass,  china,  or  pottery,  either  on 
entire  surfaces,  or  on  surfaces  partially  covered  and  protected, 
so  as  to  produce  an  engraving  of  letters,  ornaments,  or  de- 
signs.   In  engraving  designs,  air  is  more  convenient  than 
steam  as  an  impelling  jet,  in  this  respect,  that  the  sand  keeps 
dry  and"  rebounds,  leaving  the  pattern  clear,   M'hile  with 
steam  the  sand^  becomes  damp,  and  is  apt  to  adhere  to  and 
clog  the  fine  lines  and  comers.     The  sand,  being  fed  into  the 
fan,  is  carried  along,  by  the  currents  of  air,  in  a  tube  or 
close  trunk,  and  strikes  upon  the  glass,  which  is  held  or 
moved  opposite  the  mouth  of  the  trunk,  and  cuts,  grinds,  or 
stars  its  surface.     One  arrangement,  which  I  have  found  con- 
venient for  flat  glass,  is,  to  cause  the  air  current  from  the  fan 
to  descend  in  a  narrow  vertical  tube  of  a  cross  section  about 
three  feet  long  by  one  inch  wide,  into  the  top  of  which  the 
sand  is  evenly  introduced  by  numerous  small  pipes,  at  the 
rate  of  about  twenty  cubic  inches  per  minute  for  each  square 
inch  of  cross  section.    A  travelling  apron  carries  the  sheets 
of  glass  gradually  and  regularly  beneath  the  sand  blast,  at 
about  one  inch  distance.     The  finer  the  sand  used,  and  the 
less  the  pressure  of  the  blast,  the  finer  is  the  grain  of  the 
depolished  surface.    Also,  the  finer  the  sand  used,  the  more 
weak  and  delicate  may  be  the  texture  of  the  covering  sub- 
stance used  to  produce  the  design.     Good  results  have  been 
obtained  with  designs  cut  in  a  layer  of  wax,  and  with  paper 
or  lace  pressed  close  to  the  glass,  and  using  sand  which  passed 
through  a  seive  of  fifty  wires  per  inch,  and  an  air  blast  of  the 
pressure  of  about  one  inch  of  water.    "With  sand  reduced  to 
very  fine  powder,  and  an  air  blast  of  a  pressure  of  eight  or 
ten  inches  of  water,  a  very  delicate  depolishing  of  the  surface 
of  glass  has  been  produced.    Numerous  processes  are  known 
and  used  in  the  arts  for  producing,  painting,  or  transferring 
designs  on  surfaces.    Any  of  these  processes  by  which  a  de- 
sign can  be  produced  or  transferred  in  a  sufficiently  tough 
and  resistant  medium,  may  be  used  to  prepare  a  surface  for 
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being  engraved  by  the  sand  blast.  Many  natural  objects, 
such  as  plants,  leaves,  insects,  &c.,  which  can  be  fastened  flat 
upon  a  surface,  have  sufficient  strength  and  resistance  to  a 
blast  of  fine  sand  to  admit  of  their  outline  being  thus  en- 
graved. Glass  colored  by  a  thin  stratum  of  colored  glass  on 
one  surface,  may  be  ornamented  by  designs  cut  or  ground 
•through  its  colored  stratum.  Designs  engraved  by  the  sand 
blast  to  a  sufficient  depth,  either  in  relief  or  intaglio,  on  a 
smooth  surface,  slate  or  glass,  for  example,  can  be  reproduced 
by  known  prcfcesses  of  printing.  When  the  sand  blast,  at 
moderate  velocities,  is  directed  upon  a  metallic  surface,  it 
removes  but  little  of  the  metal,  but  the  grains  of  sand  make 
innumerable  small  indentations  of  the  surface,  and  produce 
a  frosted,  dull  mat  or  dead  appearance.  By  using  suitable 
stencil  plates,  or  covering  substances,  designs  or  devices  can 
thus  be  engraved  on  metallic  surfaces.  If  desired,  the  sand 
may  be  propelled  by  a  current  of  air  produced  by  suction,  or 
a  partial  vacuum  made  in  any  convenient  manner,  as  by  a  fan 
or  steam  jet,  or  any  other  known  machine  ;  or  the  sand  may 
be  impelled  by  a  mixed  current  of  steam  and  air,  produced 
by  a  steam  jet  in  the  ordinary  manner.  I  have  produced 
some  cutting  and  grinding  effects  by  sand  impelled  by  the 
force  of  gravity.  A  stream  of  sand  fed  into  the  top  of  a 
high  vertical  tube,  at  first  falls  slowly,  but,  after  the  air  in  the 
tube  is  set  in  motion,  the  sand  gradually  falls  more  rapidly, 
and  can  finally  acquire  velocity  sufficient  to  grind  or  depolish 
glass.  I  have  described  above  several  arrangements  for  pro- 
jecting the  same  with  the  requisite  velocity,  but  I  do  not 
mean  to  confine  myself  thereto.  Any  method  or  arrange- 
ment may  be  used  by  which  sufficient  velocity  can  be  arti- 
ficially given  to  the  sand  to  enable  it  to  cut  or  grind  the  ob- 
ject." The  claims  of  the  patent  are  seven  in  number.  The 
first  claim  is  the  only  one  which  it  is  proposed  to  consider  in 
this  case,  and  is  as  'follows  :  ''  The  cutting,  boring,  grinding, 
dressing,  engraving,  and  pulverizing  of  stone,  metal,  glass, 
pottery,  wood,  and  other  hard  or  solid  substances,  by  sAid 
used  as  a  projectile,  when  the  requisite  velocity  has  been  arti- 
ficially given  to  it  by  any  suitable  means." 
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The  defendant  is  using,  for  ornamenting  the  surfaces  of 
glass  and  metal,  the  process  described  in  letters  patent  granted 
to  him  November  21st,  1871,  for  an  "improvement  in  the 
ornamentation  and  dressing  of  the  surfaces  of  glass  and  other 
substances."  The  specification  of  that^patent  states,  that  "the 
surfaces  of  the  glass  or  other  substances  to  be  ornamented  or 
dressed,  which  surfaces  may  be  of  plain,  curved  or  other  fonii^ 
are  subjected  to  the  action  of  a  falling  or  gravitating  mass 
of  corundum  and  emery,  which  compound  constitutes  the 
dressing  material,  substantially  in  the  manlier  hereinafter 
described.  The  mechanism  which  I  employ  consists  sub- 
stantially of  one  or  more  hoppers  or  receptacles  for  receiving 
the  dressing  material,  and  one  or  more  tubes  connecting  with 
the  receptacles,  for  conveniently  directing  the  said  material, 
during  its  gravitation,  upon  the  glass  or  other  substance  to  be 
dressed."  The  specification  then  describes,  with  references 
to  a  drawing  annexed,  the  machine  to  be  used.  A  longitud- 
inal box  is  divided,  by  means  of  partitions,  into  a  series  of 
hoppers,  into  each  of  which  a  mass  of  the  dressing  material  is 
placed.  Pendant  from  the  centre  of  each  of  the  hoppers  is  a 
small  tube  about  eight  feet  in  length,  through  which  the 
dressing  material  descends .  by  gravitation,  until  it  is  dis- 
charged through  tiie  lower  end  of  the  tube.  The  upper  ex- 
tremity of  each  tube  is  provided  with  a  slide  valve,  by  which 
the  quantity  of  dressing  material  which  falls  through  the  tube 
may  be  regulated  or  wholly  shut  off.  A  shallow  tray  under 
each  tube  receives  the  dressing  material  as  it  is  discharged. 
In  each  tray  is  a  cushion  on  which  the  workman  rests  the 
glass  plate  or  other  substance  to  be  dressed.  The  dressing 
material  is  a  compound  of  corundum  in  powder  and  emery 
in  powder.  These  substances,  having  been  intimately  mixed, 
are  placed  in  the  hoppers,  the  glass  plates,  or  other  substances, 
to  be  ornamented  or  dressed,  are  then  held  beneath  the  lower 
extremities  of  the  tubes,  and  the  slide  valves  are  opened  so  as 
to  allow  the  dressing  material  to  descend  by  gravitation  and 
fSeitl  upon  the  surface  of  the  glass  or  other  substance.  The 
specification  says :  "  The  e£Eect  of  this  dressing  material  is  to 
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cat  the  Burfaoe  of  the  glass  or  other  subBtance,  giving  it  a 
grained  appearance  of  beautiM  hues,  even  texture,  very 
omametital  and  desirable.  In  order  to  produce  designs  of 
any  desired  pattern  npon  the  glass  or  other  substance,  I  place 
upon  the  surface  thereof  a  pattern,  cut  out  either  in  paper, 
doth,  textile  material,  metal,  paper  gelatine,  parchment, 
rubber,  gutta  percha,  or  collodion  film,  or  any  other  film  or 
suitable  substance  having  such  a  nature  that  it  will  throw  off 
or  resist  the  action  of  the  dressing  material,  and,  when  the 
aforesaid  patterns  are  applied  to  the  glass  or  other  substance, 
and  subjected  to  the  action  of  the  dressing  material  in  the 
manner  described,  the  glass  or  substance  will  be  dressed  or 
cut  only  in  the  open  parts  or  interstices  of  the  pattern,  while 
the  partB  of  the  glass  or  substance  that  are  protected  by  the 
pattern  will  not  be  cut  or  acted  upon  by  the  dressing  material, 
and  thus  some  portions  of  the  glass  or  substance  will  be  cut 
or  dressed,  and  the  other  portions  left  in  their  original  condi- 
tion, and  the  contrasts  thus  produced  will  form  an  ornamental 
configuration  or  dressing  upon  the  surface  of  the  glass  or 
other  substance.  By  continuing  the  action  of  the  dressing 
material  upon  the  surface  of  the  glass  or  other  substance  for 
a  sufficient  length  of  time,  in  connection  with  patterns  of 
suitable  nature,  as  described,  I  form  raised  patterns  having 
almost  any  desired  degree  of  relief.  In  the  same  manner,  I 
also  produce  intaglio  patterns  or  depressions  to  almo^  any 
desired  degree,  in  the  surface  of  the  glass  or  other  substance. 
The  dressing  material,  as  fast  as  it  is  discharged  from  the 
hoppers,  is  to  be  replaced  in  them  again,  either  by  attendants 
or  by  suitable  mechanism.  *  *  *  I  am  aware  of  tte 
patent  granted  to  B.  0.  Tilghman,  October  18,  1870,  for 
cutting  or  dressing  with'  sand  projected  against  the  object 
which  is  to  be  dressed  or  ornamented,  and  desire  to  disclaim 
all  that  is  therein  shown  and  described."  The  specification 
states  that  Morse's  invention  consists  in  the  machine  and  in 
the  compound  described  in  the  specification  and  pointed  out 
in  the  claims.  The  claims  are  to,  first,  one  or  more  hoppers 
and  tubes,  combined,  as  described,  with  a  suitable  receptacle 
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thereunder  for  the  article  to  be.  dressed  or  ornamented,  as  and 
for  the  purpose  set  forth ;  and,  second,  a  compound  formed 
of  coarse  particles  of  corundum  and  emery  intimately  mixed 
and  applied,  as  and  for  the  purpose  set  forth. 

There  can  be  no  doubt  of  the  great  merit  and  utility  of 
the  plaintiffs  invention.  It  has  been  extensively  applied  to 
practical  use.  The  defendant,  in  his  patent,  disclaims  having 
been  the  inventor  of  any  thing  shown  and  described  in  the 
plaintiffs  patent,  and  confines  his  claims  to  the  mechanical 
arrangement  of  a  hopper,  a  tube  and  a  cushion  in  combinar 
tion,  and  to  the  use  of  the  mixed  compound  of  corundum 
and  emery. 

It  is  set  up,  in  defence,  that  it  has,  for  many  years,  been 
customary  to  deaden  or  roughen  parts  of  the  surface  of  articles 
of  smooth  glass,  by  covering  over  certain  portions  with  thin 
sheets  of  metal,  or  other  material,  cut  out  into  such  shapes  as 
to  form  or  leave  patterns  or  designs,  and  then  subjecting  the 
exposed  surface  of  the  glass  to  the  frictional  action  of  some 
suitable  material,  produced  by  such  material  striking  against 
the  exposed  portion  of  the  glass.  It  is  not  alleged  that,  prior 
to  the  invention  of  the  plaintiff,  a  simple  stream  of  falling 
sand  or  granulated  substance  was  used  to  wear  away  or 
roughen  the  exposed  portions  of  glass,  but  it  is  alleged  that  it 
was  always  known  that  any  solid  or  liquid  material,  falling 
continually  on  any  surface,  would  wear  away  the  latter,  such 
as  a  water  drip,  or  jets  of  falling  water,  perforating  stone. 
There  is  nothing  in  all  this  that  touches  the  plaintiffs  inven- 
tion. His  invention  consists  in  the  discovery  that  a  stream 
of  sand,  driven  with  sufficient  velocity  to  cause  the  grains 
of  sand,  throwgh  their  own  velocity  and  momentum,  to  act  as 
projectiles  against  the  article  to  be  cut  or  dressed,  will  do  the 
work  effectually,  without  any  vehicle  to  carry  the  sand  into 
contact  with  the  article,  and  without  any  contact  between 
anything  and  the  article,  except  the  sand. 

This  view  disposes  of  the  apparatus  or  process  described 
in  the  provisional  specification  of  John  Robinson,  in  England, 
of  December  13th,  1866,  for  "improvements  in  ornamenting 
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glass,"  80  as  to  produce  a  bright  pattern  or  design  on  a  rough 
or  dead  ground  on  the  surface  of  the  glass,  or  a  dead  pattern 
or  design  on  a  bright  ground,  and  thus  ornament  globes  or 
glasses  for  lamps,  and  dishes,  decanters^  and  articles  of  glass 
in  general,  and  flat  or  curved  sheets  or  plates  of  glass.   Robin- 
son says,  that,  in  ornamenting  the  glass,  he  applies,  and  secures 
to  the  glass,  plates  of  metal  having  the  form  of  that  portion 
of  the  design  which  it  is  intended  shall  be  bright,  and  then 
subjects  the  surface  of  the  glass  "  to  the  action  of  a  rotating 
wire-brush  fed  with  emery  or  sand  and  water,  or  other  mater- 
ial capable  of  roughening  or  deadening  the  surface  of  the 
glass,"  and  that  the  surface  of  the  glass  is  thereby  roughened 
or  deadened,  except  at  the  parts  protected  by  the  metal  plates, 
"the  said  parts  being  unoperated  upon  by  the  wire  brush," 
and  being  left  bright.     He  states,  that  if  the  protecting  plates 
have  a  pattern  cut  out  of  them,  a  roughened  or  deadened 
ornament  or  pattern  on  a  bright  ground   is  produced.    It  is 
urged,  that  this  process  of  Kobinson  produces  an  action  and 
effect  very  similar  to  that  produced  by  the  defendant  in  the 
use  of  a  concentrated  stream  of  granulated  material  falling  or 
poured  upon  the  article  to  be  operated  upon,  at  about  right 
angles  to  its  surface,  where  there  is  a  greater  or  less  ac- 
cumulation of  the  material  all  the  time,  and  where,  during 
the  displacement  of  the  particles,  a  continuous  friction  and 
rubbing  on  the  surface  being  operated  upon  is  kept  up ;  that 
the  action  and  effect  so  produced  by  the  defendant  are  not 
similar  to  what  occurs  in  projecting,  at  a  high  velocity,  a  very 
small  stream  of  sand  against  a  surface  obliquely;  and  that  the 
process  of  Kobinson  is  not  a  grinding  process,  but  is  one  in 
which,  by  the  action  of  the  wires  of  the  brush,  the  exposed 
surfaces  are  deadened  or  roughened,  just  as  they  are  deadened 
or  roughened,  and  not  ground  away,  in  the  defendant's  pro- 
cess.   Whether  the  process  of  Robinson  was  practically  of 
any  use  is  not  shown,  and  is  left  to  conjecture.    But,  even  if 
useful,  in  its  employment,  the  surface  of,  the  glass  was  sub- 
jected "to  the  action"  of  the  wire  brush,  and  the  parts 
roughened  or  deadened  were  put  in  that  condition  by  being 
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operated  upon  by  the  wire  brash,  as  Robinson  expressly 
states.  It  is  true^  that  the  brush  was  *^^  fed  with  emery  or 
sand  and  water."  What  part  the  emery  or  sand  fulfilled  is 
not  stated— whether  it,  by  means  of  the  water,  was  held  to 
the  points  of  the  wires  in  the  brush,  and  was  brought  into 
contact  with  the  surfiEkce  of  the  glass,  as  such  points  revolved, 
or  whether  it  formed  a  bed,  kept  fed,  on  the  surface  of  the 
glass,  such  surface  being  maintained  as  horizontally  as  pos- 
sible, and  the  particles  of  emery  or  sand  were  rubbed  by  the 
revolving  points  of  the  wire  brush  against  the  glass.  Bobin'* 
son  states  that  the  emery  or  sand  is  capable  of  roughening  or 
deadening  the  surface  of  the  glass.  But  his  process,  so  far  as 
it  can  be  understood,  is  to  rub  the  emery  or  sand  against  the 
surface  of  the  glass,  by  means  of  the  rotating  wire  brush. 
There  is  no  suggestion  that  the  work  is  done  by  using  the 
grains  of  emery  or  sand  as  projectiles,  through  th'fe  velocity 
and  momentum  imparted  to  them.  If  the  rotation  of  the 
wire  brush  would  make  projectiles  of  the  grains  of  emery  or 
sand,  by  a  velocity  of  rotation  sufficient  to  overcome  their 
adhesion,  through  the  water,  to  the  wires  of  the  brush,  it 
would  be  a  pure  matter  of  accident  whether  those  projectiles 
would  strike  the  glass.  It  seems  probable  that  the  sand  and 
water  were  fed  to  the  surface  of  the  glass,  and  that  the  wire 
brush  was  used  to  scratch  the  grains  of  sand  against  the  glass. 
The  description  is  very  vague.  Whatever  the  process  was,  it 
would  suggest  to  no  one  the  plaintiffs  invention,  or  the  pro- 
cess used  by  the  defendant. 

Grave  reference  is  made,  on  the  question  of  novelty,  to 
patents  granted  for  projecting  a  stream  of  sand  combined 
with  a  jet  of  steam,  from  a  locomotive  engine,  for  the  purpose 
of  driving  cows  from  the  track  of  a  railroad,  and  the  learned 
expert  who  makes  an  affidavit  on  the  subject  says,  with  great 
truth,  that  the  only  difference  between  such  use,  in  combina- 
tion, of  a  jet  of  steam  and  a  stream  of  sand,  and  the  use  by* 
the  plaintiff  of  the  pombination  of  a  jet  of  steam  with  a  stream 
of  sand,  is,  that,  in  the  former  case,  the  sand,  after  having 
had  velocity  imparted  to  it,  came  in  contact  with  cows,  while, 
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in  the  latter  caae,  it  conies  in  contact  with  glass,  stone,  &c. 
This  is  the  onlj  difference,  but  in  this  difference  lies  the  dis^ 
tioetion  between  the  two.  No  one,  from  observing  the  tern* 
porary  operation  of  the  process  on  the  animal,  would  infer 
that  he  could,  by  the  same  means,  produce  the  results  which 
the  plaintiff  describes.  Kor  is  there  any  resemblance  in  kind 
between  those  results  and  the  result  produced  on  the  animal. 
It  is  urged  that  the  plaintiff,  in  his  first  claim,  claims  the 
cutting,  &c.,  of  stone,  (fee,  by  sand  used  as  a  projectile,  only 
when  the  requisite  velocity  is  "  artificially "  given  to  the 
sand ;  that  this  confines  him  to  a  mode  of  propelling  the  sand 
such  as  he  describes,  or  equivalent  means ;  that,  notwithstand' 
ing  what  is  said  in  the  specification  about  '^  the  force  of  grav- 
ity," the  first  claim  does  not  allude  to  or  cover  the  natural 
velocity  acquired  by  the  falling  of  a  body ;  that  such  claim 
covers  only  velocity  artificially  given  ;  that,  in  the  defendant's 
process,  the  requisite  velocity  is  not  artificially  given  to  the 
sand  ;  and  that,  therefore,  the  defendant  does  not  infringe  the 
first  claim  of  the  plaintiff's  patent.  The  plaintiff,  in  his  spec- 
ification, not  only  states  that  he  has  produced  some  cutting  and 
grinding  effects  by  sand  impelled  by  the  force  of  gi;^vity,  and 
that  a  stream  of  sand  fed  into  the  top  of  a  high  vertical  tube 
at  first  falls  slowly,  but,  after  the  air  in  the  tube  is  set  in  mo- 
tion, the  sand  gradually  falls  more  rapidly,  and  can  finally 
acquire  velocity  sufScient  to  grind  or  depolish  glass,  but  he 
speaks  of  causing  an  air  current,  created  J)y  a  fan,  to  descend 
in  a  vertical  tube  into  the  top  of  which  sand  is  fed,  against 
fiat  glass  held  about  one  inch  below  the  bottom  of  the  tube. 
The  process  used  by  the  defendant  is  fully  described  in  the 
plaintiff's  specification.  The  word  "artificially,"  in  the  first 
claim  of  the  plaintiff's  patent,  and  throughout  the  specifica- 
tion, covers  the  falling  of  sand  through  a  vertical  tube  high 
enough  to  enable  the  sand  to  acquire  suflScient  velocity  to  do 
•  its  work.  The  work  is  done  because  the  sand  falls  through  a 
tube.  It  would  not  be  done  if  the  sand,  fell  unconfined  and 
unguided  by  a  tube,  not  only  because  the  tube  concentrates 
the  sand  and  makes  a  stream  of  it,  which  can  be  directed 


433  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Tilgbman  v.  Morse. 

effectively;  against  a  given  space  on  an  object,  but  because,  aa 
the  plaintiff's  specification  states,  the  falling  of  the  sand  in 
the  tube,  which  is  at  first  slow,  sets  the  air  in  the  tube  in  mo- 
tion, and  then  the  sand  gradually  falls  more  rapidly  until  it 
finally  acquires  sufficient  velocity  to  do  the  work.  There  is 
thus  produced  an  artificial  current  of  air.  The  air  would 
have  no  current,  if  not  set  in  motion  by, the  falling  of  the 
sand  through  the  high  vertical  tube.  This  current  of  air 
gives  an  artificial  velocity  to  the  falling  sand,  greater  than  the 
natural  velocity  which,  as  a  falling  body,  it  would  have  out- 
side of  the  tube.  iSuch  artificial  velocity  grows  to  be  the 
requisite  velocity.  The  requisite  velocity  is  thus  artificially 
given  to  the  sand.  The  artifice  is  the  confinement  of  the 
falling  sand  in  a  high  vertical  tube,  into  the  top  of  which  it  is 
fed,  with  free  access  of  air  to  the  tube. 

The  first  claim  of  the  plaintiff's  patent  is  for  a  process  or 
art,  and  is  valid.  It  is  infringed  by  the  defendant.  There  is 
no  doubt  as  to  the  novelty  i^nd  'utility  of  such  process.  The 
fact  that  the  plaintiff  has  extensively  applied  it  to  practical 
use,  and  has  been,  and  but  for  the  infringement  committed  by 
the  defendant  would  still  be,  in  the  undisturbed  possession, 
use  and  enjoyment  of  the  exclusive  privileges  secured  by  the 
.patent,  and  in  receipt  of  the  profits  of  the  same,  as  averred 
in  the  bill,  is  not  contradicted:  An  injunction  must,  there- 
fore issue,  as  prayed  for. 

George  Sarding^  for  the  plaintiff. 
CharUa  JB.  SUmghtoriy  iov  the  defendant. 
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'  The  United  States 

vs. 
The  Steamship  Missouri. 

Under  g  8  of  the  Act  of  Jnly  18th,  1866,  (14  U.  S,  Stat  at  Large,  180,)  which  de- 
cUuree  that  a  yessel  shall  be  holden  for  the  payment  of  the  penalty  imposed 
upon  her  master  by  §24  of  the  Act  of  March  2i,  1799,  (1  Id.,  646,)  where 
goods  are  brought  into  the  United  States  by  her,  which  are  not  indnded  or 
described  in  the  manifest  of  her  cargo,  the  yessel  may  be  proceeded  against 
m  rem,  in  the  Admiralty,  to  enforce  such  lien  against  her. 

The  manifest  of  the  cargo  of  snch  yessel,  filed  in  the  custom  house,  is  competent 
eyidence  on  the  question  as  to  whether  such  goods  were  entered  on  the  mani- 
fest of  her  cargo. 

It  is  not  necessary  to  the  liability  of  the  master  to  such  penalty,  that  it  should 
appear  he  had  knowledge  that  the  goods  were  on  board  of  the  yesseL 

If  the  absence  of  such  knowledge  is  to  be  of  ayail,  it  must  be  proyed  as  a 
defence. 

(Before  Woodbuff,  J.,  Eastern  District  of  New  York,  February  28d,  1872.) 

"Woodruff,  J.  There  is,  I  think,  some  doubt,  whether 
the  Act  of  July  18th,  1866,  §8,  (14  U.  S.  Stat,  at  Zarge, 
180,)  which  declares,  that  the  vessel  shall  be  holden  for  the 
payment  of  the  penalty  imposed  upon  the  master,  (where 
goods  are  imported  or  brought  into  the  United  States,  which 
shall  not  be  included  or  described, in  the  manifest  of  the 
cargo,)  by  the  Act  of  March  2d,  1799,  §  24,  (1  U.  S.  Stat,  at 
Zargey  646,)  authorizes  a  proceeding  in  Admiralty  for  the 
enforcement  of  the  lien  thereby  declared.  Its  language  is, 
that  "  such  vessel  *  *  *  may  be  seized  and  proceeded 
against  summarily,  by  libel,  to  recover  such  penalty,  in  any 
District  Court  of  the  United  States  having  jurisdiction  of  the 
offence."  The  use  of  the  term  "  libel,"  in  the  Act,  is  not  claimed 
to  be  conclusive.  Indeed,  the  proceeding  in  this  case  is,  in 
very  form  of  words,  an  information,  which  is  apt  to  indicate 
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a  proceeding  to  enforce  a  forfeiture  based  upon  a  seizure 
under  the  revenue  laws  of  the  United  States ;  and,  in  these 
proceedings,  it  is  styled,  a  "libel  of  information."  It  is 
plausibly  argued,  that  the  Act  which  gives  the  United  States 
the'  right  to  hold  the  vessel  for  the  payment  of  the  penalty 
imposed  on  the  master,  contemplates  a  seizure  in  the  first  in- 
stance and  a  libel  founded  thereon ;  that  such  a  proceeding  is 
a  proceeding  at  law,  in  which  the  owners  are  entitled  to  a 
trial  by  jury ;  that  the  very  basis  of  the  proceeding  is,  that 
the  master  has  incurred  a  penalty ;  that,  for  the  recovery  of 
such  a  penalty,  an  action  at  law,  to  be  tried  by  a  jury,  would 
be  necessary ;  that  the  proceeding  can  only  be  conducted  in 
the  District  Court liaving  jurisdiction  of  the  "offence"  ;  that 
the  master  could  only  be  pursued  at  law  for  the  penalty  of 
the  offence;  and  that^it  ought  not  to  be  deemed  the  intention  of 
the  legislature  to  authorize  a  proceeding  against  the  vessel 
in  a  form  which  deprives  the  owners  of  that  mode  of  trial. 
To  hold,  therefore,  that,  under  the  Act,  a  seizure  was  necessary 
in  the  first  instance,  and  that  the  Act  contemplated  a  libel  of 
the  vessel  so  seized,  and  an  intervention  and  issue  thereupon 
at  law,  to  be  tried  by  a  jury,  as  in  ordinary  seizures  under 
the  revenue  laws,  would  do  no  violence  to  the  statute.  But, 
upon  reflection,  my  conclusion  is  in  accordance  with  the 
opinion  of  the  District  Judge  upon  this  point,  (3  Benedict^ 
608,)  and  with  that  of  Judge  Blatchford  in  the  case  of  Ths 
Queen^  (4  Benedict^  237.) 

The  facts  seem  to  me  established  in  conformity  with  the 
claim  of  the  libellants. .  More  than  200  boxes  of  cigars  were 
brought  into  the  United  States,  on  board  of  the  steamship 
Missouri,  which  were  not  entered  on  the  manifest  of  the 
cargo,  but  were  found  secreted  on  board.  The  intent  to  in- 
troduce them  clandestinely,  without  the  payment  of  duties, 
was  plainly  indicated  by  the  circumstances. 

The  objections  to  the  evidence  by  which  the  facts  are 
established  are  untenable.  The  manifest,  and  only  manifest, 
of  the  cargo  filed  in  the  custom  house,  is  either  proof  that 
these  goods  were  not  on  the  manifest  of  the  cargo,  or  that  no 
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part  of  the  cargo  was  entered  upon  any  manifest ;  for,  the 
proof  is,  that  no  other  manifest  was  filed. 

The  officers  who  found  the  cigars  testify  to  the  fact,  and 
they  identify  and  prove  the  original  entry  of  such  finding, 
and  the  seizure  of  the  cigars  thereupon ;  whether  as  official 
documents,  or  contemporaneous  memoranda  made  by  the  wit- 
nesses, which  they  verify,  is  immaterial.  It  is  enough  that 
they  are  entries  subscribed  by  them,  in  the  discharge  of  their 
official  duty,  to  the  truth  of  which  they  now  testify.  All  cer- 
tificates of  seizure  not  established  by  express  proof,  the  Dis- 
trict Court  rejected,  and,  in  consequence,  a  large  quantity  of 
cigars  mentioned  in  the  libel  were  not  included  in  the  esti- 
mate of  value  awarded  in  this  case. 

A   decision   of  the  Circuit  Court  in  the  third  Circuit, 
{United  States  v.  ITie  Stadacona^  14  IntHev.  Record^  147,) 
is  cited  to  me,  which  seems  to  proceed  upon  this  construction 
of  the  statutes — that,  in  order  to  charge  the  master  of  the  ship 
with  the  penalty  imposed  by  the  Act  of  1799,  it  must  appear 
that  he  had  knowledge  that  the  goods  were  on  board  of  the 
flhip.    It  would,  of  course,  follow,  that, 'if  the  master  is  not 
liable  to  the  penalty,  the  vessel  cannot  be  charged,  under  the 
Act  of  1866.    In  the  opinion,  it  is,  nevertheless,  declared, 
that  the  goods  were  properly  condemned  and  forfeited.    It 
would  be  preferable  to  suggest,  that  the  precise  circumstances 
mentioned  in  the  Act  of  1799,  which  create  the  forfeiture  of 
the  goods,  are  accompanied  by  the  declaration,  that  the  mas- 
ter shall  forfeit  and  pay  a  sum  equal  to  the  value,  and  it  is 
not  entirely  obvious  that  one  of  these  forfeitures  is  incurred 
if  the  other  is  not  also.    But,  if  the  decision  of  the  Circuit 
Court  was  correct  in  that  case,  it  will  not  avail  the  claimants 
in  this.     There,  it  was  proved,  that  the  steward  of  the  vessel 
had,  without  the  knowledge  of  the  master,  secreted  on  board 
certain  pieces  of  silk,  in  a  place  which  was  boarded  up  and 
covered  with  tin.    The  space  thus  inclosed  was  apparently 
wholly  inaccessible,  and  the  master  was  not  aware  that  it  had 
ever  been  opened.    It  was,  therefore,  deemed  by  the  Court 
impossible  for  the  master  to  enter  the  goods  upon  the  mani- 
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fest,  when  be  had  no  knowledge  that  they  were  on  board, 
and  conld  not,  by  the  exercise  of  any  ordinary  diligence,  have 
obtained  Bnch  knowledge ;  and  the  Court,  not  without  much 
reason,  founded  in  a  sense  of  justice  to  the  master^  deemed, 
upon  a  construction  of  the  whole  Act,  that  goods  so  secreted 
were  not  a  part  of  the  cargo,  in  such  a  sense  that  the  master 
was  punishable  if  he  did  not  enter  them  on  the  manifest.  I 
greatly  doubt  that  the  Court  intended  to  adopt  the  broad 
proposition,  that  a ,  master  could,  in  all  cases,  protect  himself 
from  the  penalty,  and  save  the  vessel  from  liability,  by  proof 
that  he  had  not  actual  knowledge  that  the  goods  were  on 
board.  Such  a  construction  of  the  Act  would  go  far  to  de- 
stroy its  'efficiency  for  any. purpose.  But,  even  such  a  con- 
struction would  not  avail  in  this  case.  It  would  be  necessary 
to  hold,  not  only  that  want  of  knowledge  by  the  master  would 
save  him  and  the  vessel  from  the  forfeiture  imposed  by  the 
Act,  but  to  hold,  also,  that  the  libellants  must  affirmatively 
prove  such  knowledge.  This,  it  is  certain,  I  think,  cannot 
be  required.  If  want  of  knowledge  will  avail,  it  must,  under 
these  statutes,  although  a  negative,  be  proved  as  a  defence. 
The  statute  makes  no  qualification.  It  declares,  that,  if  the 
goods  are  imported  or  brought  in,  and  do  not  appear  in  the 
manifest,  the  forfeiture  is  incurred.  It  is  a  presumption, 
upon  which  the  statute  manifestly  proceeds,  that  the  master 
has  entire  control  of  the  vessel  and  its  lading ;  that  he  has 
power  to  exclude  all  goods  which  are  not  properly  brought 
and  subjected  to  entry  on  the  ship's  papers ;  and  that  he  is 
to  be  presumed  to  know  what  goods  are  on  board  his  ship ; 
and,  if  we  admit  that  he  may,  in  a  case  such  as  that' referred 
to,  show  that  his  apparent  power  was  evaded  and  his  pre- 
sumptive knowledge  avoided,  and  that  the  goods  were  secretly 
gotten  on  board  and  brought,  by  a  fraud  or  deception  prac- 
tised on  himself,  which  no  ordinary  vigilance  would  prevent, 
the  Government  may,  nevertheless,  proceed,  in  the  first  in- 
stance, upon  the  fact,  that  the  goods  were  brought,  and  put 
him,  or  the  owners  of  the  vessel,  to  an  explanation.  In  the 
present  case,  the  goods  were  of  very  considerable  bulk ;  they 
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irere  depoeited  in  not  less  than  five  or  six  different  places  on 
board ;  they  could,  apparently,  have  been  discovered  by  very 
little  diligence  in  examining  the  ship;  and  they  were  very 
readily  found  by  the  officers  of  the  revenue.  Surely,  this  was 
sufficient  to  put  the  owners  of  the  vessel  to  some  explanation; 
itnd  they  might  have  examined  the  master  himself,  if  he  could 
testify  to  any  want  of  knowledge  that  the  goods  were  on 
board.  As  the  case  stands,  the  proof  is,  that  the  goods  were 
imported  without  entry  on  the  manifest,  and  the  inference  is 
warranted  that  the  master  knew  it. 

But,  the  provisions  of  the  Act  of  1799  itself  seem  to  me 
to  reach  this  precise  question.  The  proviso  to  the  imposition 
of  the  forfeiture,  (§  24,)  permits  the  master  to  show  that  the 
omission  to  toter  the  goods  in  the  manifest  is  by  mistake — 
that  is,  that  the  "  manifest  is  incorrect  by  mistake."  If,  then, 
on  arrival,  ^oods  are  discovered  which  have  been  brought  by 
seamen  or  others  without  his  knowledge,  so  that  his  manifest 
was  made  in  good  faith,  in  the  belief  that  it  contained  all 
dutiable  goods,  and  his  mistake  therein  is  shown  to  be  caused 
by  a  deceit  and  fraud  practiced  on  himself  he  is  to  make  that 
fact  appear  to  the  collector,  naval  officer  and  surveyor,  or  a 
major  part  of  them,  and,  in  such  case,  the  forfeiture  is  not 
incurred. 

I  do  not  think  it  necessary  to  pursue  the  discussion  into 
the  other  details  of  the  argument  in  behalf  of  the  claimants. 
In  respect  to  those,  so  far  as  is  material  to  the  conclusion,  I 
concur  in  the  decision  made  in  the  District  Court.  (4  JSene- 
4{ct,ilO.)     .  , 

The  libellants  must,  therefore,  have  a  decree  for  the 
amount  awarded  below,  with  costs. 

John  J.  Allen,  {Assistant  District  Attorney,)  for  the 
United  States. 


Goodrich  <&  Wheeler,  for  the  claimants. 
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Article  10  of  the  treaty  between  the  United  States  and  the  King  of  Praeeia,  of 
May  l8t»  1828,  (8  XT,  S.  Stat,  at  Large,  878, 882,)  provides,  that  the  consuls,  vice- 
consuls  and  commercial  agents  of  each  party  "  shall  have  the  right,  as  such, 
to  sit  as  jadges  and  arbitrators,  in  sacb  differences  as  may  arise  between  the 
captains  and  crews  of  the  vessels  belonging  to  the  nation  whose  interests  are 
committed  to  their  charge,  without  the  interference  of  the  local  authorities,'*' 
subject  to  the  right  of  Uie  contending  parties  "  to  resort,  on  their  return,  ta 
the  judicial  authority  of  their  country,"  and  to  the  right  of  the  consuls,  vice- 
consuls  or  commercial  agents  to  require  the  assistance  of  the  local  authorities, 
"  to  cause  their  decisions  to  be  carried  into  effect  or  supported."  The  crew 
of  a  Prussian  vessel  sued  her  in  rem,  in  Admiralty,  in  the  District  Court,  to 
recpver  wfi^s  alleged  to  be  due  to  them.  The  master  of  the  vessel  answered,, 
denying  the  debt,  invoking  the  protection  of  said  treaty,  denying  the  jurisdic> 
tion  of  the  Court,  and  averring  that  the  claim  for  wages  had  already  beeor 
adjudicated  by  the  Prussian  consul  at  New  York.  The  consul  also  protested 
formally  to  the  Court  against  the  exercise  of  its  jurisdiction.    The  case  was 

•  tried  in  the  District  Court,  and  it  appeared  that  the  consul  had  adjudicated  on 
the  claim  for  wages.  ^The  District  Court  decreed  in  favor  of  the  libellants: 
Ifeld,  That  the  District  Court  had  no  jurisdiction  of  the  case. 

(Before  Woodeufp,  J.,  Eastern  District  of  New  York,  February  28d,  1872.) 

Woodruff,  J.  By  the  tenth  article  of  the  Treaty  made 
by  the  United  States  with  the  King  of  Prussia,  on  the  Ist  of 
May,  1828j  (8  U.  S.  Stat,  at  Large^  378,  382,)  it  is  provided, 
that  "  the  consuls,  vicf-consuls,  and  commercial  agents," — 
which  each  of  the  parties  to  the  treaty  is  declared  entitled  to 
have  in  the  ports  of  the  other — "  ^all  have  the  right,  as 
such,  to  sit  as  judges  and  arbitrators,  in  such  differences  as 
may  arise  between  the  captains  and  crews  of  the  vessels  be- 
longing to  the  nation  whose  interests  are  committed  to  their 
charge,  without  the  interference  of  the  local  authorities.  *  *  * 
It  is,  however,  understood,  that  this  species  of  judgment  or 
arbitration  shall  not  deprive  the  contending  parties  of  the 
right  they  have  to  resort,  on  their  return,  to  the  judicial 
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authority  of  their  country."  To  this  general  rule  there  is  a 
qualification :  "  unless  the  conduct  of  the  crews,  or  of  the 
captain,  should  disturb  the  order  or  tranquility  of  the  coun- 
try, or  the  said  consids,  vice-consuls,  or  commercial  agents 
should  require  their  assistance "  (the  assistance  of  the  local 
authorities,)  "  to  cause  their  decisions  to  be  carried  into  effect 
or  supported."  This  treaty  is,  by  the  Constitution  of  the 
"United  States,  the  law  of  the  land,  and  the  Courts  of  justice 
are  bound  to  observe  it.  "When  a  case  arises  which  is  within 
this  provision  of  the  treaty,  jurisdiction  thereof  belongs  to  the 
consul,  vice-consul,  or  commercial  agent  of  the  nation  whose 
interests  are  committed  to  his  charge,  and  with  the  exercise 
of  that  jurisdiction  the  local  tribunals  are  not  at  liberty  to 
interfere,  unless  such  consul,  vice-consul,  or  commercial  agent 
requires  their  assistance,  to  cause  their  decision  to  be  carried 
into  effect  or  supported. 

In  the  present  case,  the  mate  and  several  of  the  crew  of 
the  barque  Elwine  Kreplin  prosecuted  their  libels  against  the 
vessel,  in  the  District  Court,  for  the  recovery  of  wages  al- 
leged to  be  due  to  them,  which  the  master  of  the  vessel  denied 
to  be  due,  upon  various  grounds  ;  and  the  vessel  was  attached 
to  answer.  The  master  of  the  barque,  intervening  for  the 
interest  of  the  owner,  sets  up,  in  his  answer,  various  grounds 
of  defence  to  the  claim,  some  of  which  arise  under  the  laws 
of  Prussia ;  and,  especially,  he  invokes  the  protection  of  the 
treaty  above  mentioned,  and  denies  the  jurisdiction  of  the 
District  Court,  alleging,  moreover,  that  the  matter  in  differ- 
ence— the  claim  of  the  libellants  for  wages — ^has  already,  in 
fact,  been  adjudicated  by  the  Prussian  consid  at  the  port  of 
New  York.  Before  the  cause  was  tried  in  the  District  Court, 
the  consul-general  of  the  North  German  Union  presented  to 
the  District  Court  his  formal  protest  against  the  exercise  of 
jurisdiction  by  that  Court  in  the  matter  in  difference.  He 
invoked  therein  the  treaty  above  referred  to,  and  claimed  ex- 
clusive jurisdiction  of  such  matter  in  difference ;  and  he  also 
declared,  that,  before  the  filing  of  the  libel,  the  said  matter 
h  ad  been  adjudicated  by  him,  and  insisted  that  his  adjudica- 
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tion  was  binding  between  tbe  parties,  and  coald  only  be  re- 
viewed by  the  judicial  tribunals  of  Prussia. 

The  barque  is  a  Prussian  vessel,  the  mate  and  crew  are 
Prussian  seamen,  who  shipped  in  Prussia,  under  and  with 
express  reference  to  the  laws  of  Prussia,  referred  to  in  the 
shipping  articles,  and  it  should  be  assumed,  that  the  treaty 
which  binds  this  nation  and  its  citizens  and  seamen,  binds 
also  Prussia  and  her  subjects  and  seamen.  The  consul-gen- 
eral of  the  North  German  Union  is  commissioned  by  the 
King  of  Prussia,  and,  by  certificate  of  the  Secretary  of  State 
of  the  United  States,  under  the  seal  of  that  Department,  it 
appears,  that  the  Executive  Department  of  the  United  States- 
recognizes  the  consuls  of  the  Korth  German  Union  as  con- 
suls of  each  one  of  the  sovereign  states  composing  that  Union, 
^^  the  same  as  if  they  had  been  commissioned. by  each  one  of 
such  states."  The  kingdom  of  Prussia  is  one  of  the  states 
composing  the  North  German  Union.  The  treaty  does  not 
require  that  the  consuls,  vice-consuls,  &c.,  should  bear  any 
specific  name.  It  is  sufficient,  that  the  ^' interests^"  of 
Prussia  ^^  are  committed  to  their  charge,"  and  quite  sufficient, 
that  the  Government  of  the  United  States,  by  its  Exec- 
utive, recognizes  the  consul  as  consul  of  the  kingdom  of 
Prussia. 

The  discussion  of  the  case  at  the  hearing  on  the  appeal, 
was,  on  the  part  of  the  libellants,  very  largely  devoted  to  the 
merits  of  the  claim  for  wages,  upon  principles  applicable,  it 
may  be,  to  the  subject,  if  no  such  treaty  was  in  force,  and 
under  decisions  of  our  Courts  id  reference  to  the  rights  and 
duties  of  seaman  and  master,  the  efibct  of  the  misconduct  of 
either  upon  the  obligation  of  the  other,  for  the  purpose  of 
showing  that  the  treatment  of  the  libellants  by  the  master 
exonerated  them  from  their  duty  to  serve  according  to  the 
terms  of  the  shipping  articles,  and  also  from  all  others  of  its 
stipulations,  even  from  such  as  arise  from  the  laws  of  Prussia 
forming  a  part  of  the  terms,  stipulations,  and  conditions 
which  enter  into  the  relation  of  the  crew  to  the  master  and 
owners,  and  to  the  vessel.    That  discussion  was  very  full,  and 
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was  presented,  in  argument,  with  great  ability,  by  the  coun- 
sel for  the  libeliants.  With  most  of  the  rules  of  law  invoked 
by  the' counsel,  when  considered  apart  from  and  independent 
of  any  treaty  stipulation,  the  claimants  have  no  contest ;  and 
they  are,  no  doubt,  settled,  by  the  cases  cited.  But  the  prior 
question  of  jurisdiction  must  be  determined,  before  it  is  com- 
petent even  to  enquire  into  the  merits  of  the  libeliants'  claim 
to  recover  their  wages. 

In  the  first  instance,  it  would  seem  clear,  that  a  claim  of 
the  crew  of  a  Prussian  vessel  to  recover  wages  which  the 
master  of  the  vessel  either  denied  to  be  due,  or  refused  to  pay, 
was,  jpar  emineiicey  a  matter  in  difference  between  the  captain 
and  crew,  which,  by  the  very  terms  of  the  treaty,  the  Prussian 
consul  or  vice-consul  had  jurisdiction,  as  judge  or  arbitrator,  to 
determine,  "  without  the  interference  "  of  the  Courts  of  this 
country ;  and  such  jarisdiction,  when  it  exists,  is,  by  such 
terms  as  these,  exclusive.  It  is,  however,  claimed,  that  the 
present  cause  is  not  at  all  embraced  within  the  treaty,  for  the 
reason,  that  it  is  a  proceeding  m  rem,  to  enforce  a  maritime 
lien  upon  the  vessel  itself,  and  not  a  difference  between  the 
captain  and  crew ;  and,  also,  because  the  Prussian  consul  has 
no  power  to  conduct  and  carry  into  effect  a  proceeding  in  rem 
for  the  enforcement  of  such  a  lien. 

The  treaty  can  receive  no  such  narrow  and  technical  con-, 
struction.  The  master  is  the '  representative,  in  this  port,  of 
the  vessel,  and  of  all  the  interests  concerned  therein.  He  is 
plainly  so  regarded  in  the  treaty.  The  matter  in  difference 
in  this  cause  is  the  claim  for  wages.  That  arises  between  the 
crew  and  the  master,  either  as  master,  or  as  the  representative 
here  of  vessel  and  owners.  It  is  precisely  that  which  is  in 
litigation  in  this  case.  The  lien,  and  the  proceeding  in  rem 
against  the  vessel,  appertain  to  the  remedy,  and  only  to  the 
remedy.  The  very  first  step  in  this  cause  is  to  settle  the 
matter  in  dispute.  If  the  claim  be  established,  then;  as  in- 
cident to  the  right  to  the  wages,  the  lien  and  its  enforcement 
against  the  vessel  follow.  The  District  Court  can  have  no 
jurisdiction  of  the  lien,  nor  jurisdiction  to  enforce  it,  i/it  has 
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no  jurisdiction  of  the  difference  or  dispute  touching  the 
claim  for  wages.  To  hold  that  the  jurisdiction  of  the  con- 
sul is  confined  to  cases  in  which  there  is  no  maritime  lien,  and 
in  which  no  libel  of  the  vessel  could,  apart  from  the  treaty,  be 
maintained,  is  to  take  from  the  treaty  very  much  of  its  substance. 
The  existence  of  any  lien,  and  of  any  right  to  charge  the  vessel, 
is  in  difference  here.  To  say,  that  the  treaty  gives  the  con- 
sul jurisdiction  of  claims  against  the  master  in  perBoncmiy 
and  does  not  include  a  claim  to  remove  the  vessel  itself  from 
his  custody,  as  the  owner  jpro  hoc  vice^  or  as  the  representative 
of  all  the  interests  therein,  that  the  voyage  may  be  broken 
up,  and  the  vessel  sold  for  the  wages  of  the  crew,  and  that 
an  effort,  by  judicial  proceeding,  to  do  this,  is  not  included  in 
the  terms,  a  difference  arising  between  captain  and  crew, 
seems  to  me  to  destroy  the  very  substance  of  the  stipulation, 
and  defeat  its  obvious  purpose,  to  confine  both  masters  and 
crews  of  Prussia  to  the  rights  and  obligations  of  the  Prussian 
laws,  and  compel  obedience  to  its  mandates.  And,  be  it  ob- 
served, the  treaty  gives  the  same  protection  to,  and  requires 
the  like  obedience  by,  the  masters  and  crews  of  vessels  of 
the  United  States.  It  does  not  add  to  the  legal  reasons  for 
this  view,  but,  if  a  vessel  of  the  United  States  were  sold  in  a 
port  in  Prussia,  to  pay  the  wages  of  its  crew,  alleged  by  the 
master  not  to  be  payable,  and  in  repudiation  of  any  right  of 
the  United  States  consul  at  that  port  to  act  as  judge  or  arbi- 
trator upon  that  claim,  it  would,  at  least,  stimulate  our  quick- 
ness of  apprehension  to  discover,  and  would  incline  us  to 
insist,  that  the  treaty  intended  to  protect  our  shipowners 
against  the  application  of  foreign  laws,  and  the  decisions  of 
foreign  Courts,  to  our  vessels  and  the  relations  of  the  master 
and  crews  thereof. 

To  the  suggestion,  that  the  consul  has  no  power  to  enforce 
the  maritime  lien,  and  cause  the  vessel  to  be  sold,  to  satisfy 
the  wages,  if  he  should  find  that  wages  are  due  and  payable, 
it  is  su£Scient  to  say,  that  the  treaty  has  been  deliberately  en- 
tered into,  and  has  become  the  law  for  both  nations.  Each 
preferred  to  employ  its  own  officers.    The  power  given  to 
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consalB  to  act  as  jadge  or  arbitrator  is  not  made  final.    The 
parties  have  the  right  of  resort  to  the  tribunals  of  their  own 
country,  without  being  concluded  by  the  decisions  of  the 
consul.     This   was  deemed  a  sufficient  protection,  and  to 
afford,  for  the  time  being,  a  sufficient  remedy  to  both  master 
and  crew ;  and  it  is  not  for  this  Court  to  say,  that  the  remedy 
here,  by  attachment  of  the  vessel,  will  be  more  efficient  and 
useful,  and,  on  that  ground,  to  apply  it.    Besides,  this  Court 
cannot  know  that  the  remedy  by  resort  to  the  vessel  is  not,  if 
it  exists,  so  regulated  in  Prussia,  that  it  was  intended  that 
her  seamen  should  not  invoke  against  the  vessel  the  remedies 
permitted  by  our  laws,  under  the  mode  of  administration  and 
rules  of  decision  by  which  our  Courts  are  governed.    And, 
further,  under  the  expressed  exception,  which  permits  resort 
to  local  tribunals  by  consuls,  <&c.,  who  may  require  their  as- 
sistance to  cause  their  decisions  to  be  carried  into  effect  or 
supported,  it  is  plausible,  at  least,  to  say,  that,  if  the  consul 
decide,  on  a  difference  between  captain  and  crew,  that  wages 
are  payable,  the  power  of  the  Court  to  attach  and  condemn 
the  vessel  for  their  payment  may  be  invoked  to  support  and 
give  effect  to  such  decision. 

Again,  it  is  said,  that,  in  this  case,  the  captain  and  crew 
were  not  confronted  before  the  consul,  witnesses  were  not 
examined,  no  adjudication  in  writing  was  made,  but  the  con- 
sul only  orally  declared  his  judgment  of  the  matter  in  differ- 
ence, after  hearing  the  statement  of  the  master  and  the  state- 
ment of  the  libellants,  and  then  declared  that  he  had  nothing 
further  to  do  therein.  The  proceeding  does  not,  it  is  true, 
conform  to  our  ideas  of  the  requisites  of  a  judicial  proceed- 
ings ;  but,  are  the  Courts  of  thib  country  to  prescribe  to  the 
Prussian  consul  the  forms  and  modes  of  proceeding  which  he 
must  adopt  *when  he  acts  as  a  judge  or  arbitrator  between 
master  and  crew  under  this  treaty?  Must  he  follow  the 
practice,  and  be  governed  by  the  rules,  governing  trials  and 
arbitrations  wider  our  laws }  Must  our  consuls  in  Prussia 
follow  the  rules  and  practice  of  the  Courts  of  that  kingdoni  ? 
If  so,  then  the  District  Court  here  was  sitting  as  a  Court  of 
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error,  to  review  tbe  judgment  or  award  of  the  Prussian  con- 
sul. What  can  this  Court  say  are  the  formal  requisites  of  a 
Prussian  arbitration  ?  It  is  manifest,  bj  the  reservation  of 
the  right  to  resort  to  the  judicial  tribunals  of  the  home  coun- 
try., without  being  concluded  by  the  decision  of  the  consul, 
that  the  proceeding  before  him  as  an  arbitrator  or  judge  was 
intended  to  be  summary,  and  its  conduct  left  very  much  in 
his  discretion  ;  and,  especially,  it  is  manifest,  that  the  nations 
respectively  intended  to  confide  in  their  consul,  and  tempo- 
rarily entrust  to  him  the  adjustment  of  differences  between 
officer  and  crew  of  their  vessel  in  the  port  of  the  other,  and 
it  was  not  intended  that  the  Courts  of  such  other  nation  should 
sit  in  judgment  upon  the  form  or  regularity,  or  the  justice,  of 
the  acts  of  the  consul,  or  interfere  therewith  in  any  manner. 
It  was  deemed  safe  and  proper  to  leave  to  such  consuls  this 
temporary  administration  of  the  interests  of  their  seamen 
abroad,  assured  that  they  would  act  with  fairness  and  integrity 
therein,  but  yet  giving  the  right  of  full  and  final  investigation 
and  adjudication  at  home,  where  home  laws,  home  remedies, 
and  home  modes  of  investigation  could  be  resorted  to.  The 
District  Court  here  not  only  passed  upon  the  requisites  of 
the  proceeding  as  judicial,«or  as  an  arbitrament,  but  assumed 
to  inquire  into  the  details  of  the  evidence,  and  the  truth  of 
the  declared  grounds  upon  which  the  vice-consul  testified  that 
he  acted,  and  which  he  says  were  before  him  in  the  admis- 
sions of  the  crew — thus,  in  effect,  reviewing  the  law  and  the 
facts  which  the  consul  made  the  basis  of  his  decision. 

It  is  claimed,  that  the  consul  did  not  act  as  judge  or  arbi- 
trator to  determine  this  case,  and  that,  he  not  having  taken 
jurisdiction,  a  proceeding  in  our  Courts  is  no  interference  in 
disregard  of  the  treaty.  It  is  by  no  means  clear,  that  the 
attachment  of  the  vessel,  on  the  libel  of  the  crew,  is  not,  in 
itself,  such  an  interference  as  precludes  the  action  of  the  con- 
sul. But  in  this  case,  the  argument  disregards  the  clearly 
established  fact,  that  the  consul  or  his  vice  consul,  (who  is,  in 
terms,  included  in  the  treaty,  and  whose  acts  in  the  matter 
the  consul  recognizes,)  did  hear  the  parties  respectively.    On' 
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the  Btatement  of  the  case  by  the  crew  (who,  whichsoever  of 
ibem  was  the  first  speaker,  had  the  opportanitj  to  tell  their 
story,)  he  pronounced  against  them.  On  their  own  story,  he 
decided  that  they  had  forfeited  their  wages,  by  the  Prussian 
law,  applied  to  their  contract  of  shipment ;  and,  afterwards, 
when  this  suit  was  commenced,  he  formally  represents  to  the 
Court,  that  he  had  already  adjudicated  the  matter  in  difference, 
and  claimed  that  his  jurisdiction  for  that  purpose  is  exclusive 
of  the  Courts  of  this  country.  It  was  after  such  declaration 
of  his  decision  to  the  crew,  that  he,  knowing  that  the  vessel 
was  laid  up,  advised  them  to  see  the  captain,  and,  by  civil  and 
conciliatory  deportment,  induce  him  to  waive  the  forfeiture 
and  pay  the  wages  which  had  accrued.  In  the  situation  in 
whidi  the  vessel  and  her  master  then  were,  it  is  obvious,  that, 
if  the  men  had  forfeited  their  wages,  (of  which  I  here  express 
no  opinion,)  their  acts  had  wrought  no  great  harm,  the  cap- 
tain had  no  present  need  of  the  services  of  so  many,  and 
many  considerations  might  properly  have  moved  him  to  pay 
their  wages  and  let  them  go.  The  advice  of  the  consul  indi- 
cated that  he  thought  the  loss  of  their  service  was  no  incon- 
venience to  the  captidn  and,  even  if  wrong  theretofore,  they 
had  claims  to  his  consideration,  whiles  destitute  and  in  a  foreign 
country,  which  might  and,  perhaps,  ought  to  induce  him  to 
pay  their  wages.  This  is  all  there  is  of  the  argument,  that 
the  consul  himself  regarded  the  crew  as  practically  discharged. 
I  do  not  propose  to  examine  the  merits  of  the  libellants' 
claim  for  wages.  That  they  were,  on  the  requisition  of  the 
consul,  and  without  sufficient  grounds  therefor,  held  in  prison 
as  deserters,  is  most  probable.  That  their  departure  from  the 
vessel,  and  going  ashore  without  leave,  and  against  the  will 
of  the  master,  (save  as  to  one,  who  had  his  consent,)  is  not 
desertion  by  our  law,  unless  it  was  done  without  the  intention 
to  return,  is,  no  doubt,  true.  That  the  master  did  not,  in  fact, 
consent  to  the  discharge  of  any  of  them,  is,  I  think,  dear, 
while  I  think  it  in  the  highest  degree  probable,  1;ihat,  if  this 
difficulty  had  not  arisen,  he  would,  in  view  of  the  laying  up 
of  the  vessel,  have  consented  to  part  with  most  of  them. 
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I  do  not  think  it  certain,  that  an  imprisonment,  on  the 
requisition  of  the  consul,  though  induced  by  a  statement  of 
the  facts  by  the  captain,  operated  to  discharge  the  seamen  from 
their  articles,  even  though  the  imprisonment  was  not  war- 
ranted by  the  facts.  {Jordrni  v.  WiUiams^  1  CvHii  C.  G,  -ff., 
69,  83.)  Nor  is  it  certain  that,  under  this  treaty,  and  the  Act  ' 
of  March  2d,  1829,  (4  TJ.  S.  Stat,  at  Large,  359,)  a  State  mag- 
istrate can  hare  no  jurisdiction  to  arrest  and  detain  a  seaman 
charged  as  a  deserter.  True,  the  laws  of  the  United  States 
may  not  make  it  the  duty  of  a  State  Judge  to  act ;  but  it 
does  not  follow,  that,  if  h&  is  included  in  the  law,  his  acts 
will  be  without  authority.  There  are  many  powers  conferred 
upon  State  magistrates  by  the  laws  of  the  United  States, 
which,  if  executed,  are  valid.  Whether  such  magistrate  is 
bound  to  accept  the  authority  and  act  upon  it,  is  another  ques- 
tion. The  Act  of  1829,  in  determining  the  duty,  confers  the 
power  on  "  any  Court,  judge,  justice,  or  other  magistrate  hav- 
ing competent  power,  to  issue  warrants ''  to  arrest,  &c.  (See 
Parsons  on  Shipping,  p.  102 ;  KenimcJcy  v.  Dennison,  24 
Sow.,  66,  107,  108.)  It  is  apparent,  that  the  requisition  was 
given  to  the  master  to  be  delivered  to  the  justice  at  Staten 
Island,  who,  as  the  captain  informed  the  consid,  then  detained 
the  seamen ;  and  if,  as  stated  by  counsel,  (though  it  does  not 
appear  as  printed  in  the  copy  proofs  handed  to  me,)  it  was 
addressed  to  "  any  magistrate,"  &c.,  the  power  of  the  magis- 
trate is  not  clearly  wanting. 

But  all  these  and  other  questions  go  to  the  merits.  They 
bear  on  the  broad  question,  whether,  under  the  terms  of  the 
shipping  articles,  and  the  Prussian  rules  contained  in  the 
navigation  book,  &c.',  the  seamen  had  a  right  to  their  wages. 
The  eflfect  of  the  stipulation  not  to  sue  in  a  foreign  country, 
which  appears  to  be  one  of  those  rules,  also,  and  what 
amounts  to  a  discharge  from  the  contract,  actual  or  construc- 
tive, are  questions  on  the  merits  ;  and  the  sympathy,  which 
the  condition  of  these  men,  penniless  in  a  foreign  land, 
whether  with  or  without  fault  on  their  part,  must  awaken  in 
every  mind  susceptible  of  human  emotion,  strongly  inclines 


FEBRUARY,  1872.  447 


Petty  V.  MerrUL 


to  a  condemnation  of  the  conduct  of  the  master  in  this 
matter. 

Bat  I  am  constrained  to  the  conclusion,  that  the  treaty  re- 
quired that  this  matter  in  difference,  should  have  been  left 
where,  I  think,  the  treaty  with  Prussia  leaves  it — in  the 
hands,  and  subject  to  the  determination,  of  their  own  public 
officer. 

The  necessary  result  is  the  dismissal  of  the  libels.  (4 
Benedict^  413.) 


Dennis  McMahon^  for  the  libellants. 
Edward  Salomon^  for  the  claimants. 


John  W.  Petty  and  others 
Henry  B.  Merrill  and  others. 

In  a  case  of  collision,  the  District  Conrt  allowed,  as  an  item  of  damage,  |500,  for 
depreciation  in  the  value  of  the  libellanf  s  vessel,  besides  allowing  $600  for 
fatore  repairs.  It  appeared  that  the  $600  would  put  the  vessel  in  a  seaworthy 
condition,  and  in  as  good  and  serviceable  a  condition  as  she  was  in  before  the 
ooUislon ;  but  the  ship-buUder  testified,  that,  with  such  repairs,  the  vessel 
would  not  be  as  valaable,  by  $500,  as  before  the  collision,  and  that,  there  is  a 
general  damage,  which  yessels  sustain  when  they  come  together,  that  they 
show  when  they  grow  old:  Hetd,  that  the  aUowance  of  the  $500  was 
improper. 

When  a  vessel  is  made  as  serviceable  as  she  was  before,  any  conjecture  that  she 
is  not  as  yaluable,  or  that,  when  she  is  old,  some  damage  wlU  appear,  as  the 
result  of  the  collision,  not  now  discoverable,  is  too  vagues  and  uncertain  to 
warrant  the  finding  of  the  conjectural  amount  of  damage. 

(Before  Woodruff,  J,,  Eastern  District  of  New  York,  February  28d,  1872.)   . 
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Thib  was  an  appeal  by  the  respondents  froin  a  decree  of 
the  District  Court,  in  a  case  of  collision,  in  which  the  libel- 
lants'  vessel,  the  schooner  Marj  Eveline,  was  damaged. 

FrcmJdin  A.  WUcox^  for  the  libeUants. 

Jiichard  H.  HunUey^  for  the  respondents. 

"WooDKUFP,  J.  The  allowance  of  five  hundred  dollars  for 
depreciation  in  the  value  of  the  libellants'  vessel,  does  not 
seem  to  me  well  sustained.  The  witness  upon  whose  estimate 
it  was  allowed  is  the  ship-builder  who  estimates  the  ftiture  re- 
pairs required  at  siz  hundred  dollars ;  and  the  six  hundred 
dollars  are  allowed.  He  testifies  to  having  the  vessel  on  hia 
ways  before  the  collision,  that  he  examined  her  all  over,  and 
that  her  condition  was  good.  Again,  he  testifies  that  he  had 
her  on  his  ways  just  after  the  collision,  and  again  examined 
her;  and  he  specifies  the  particular  injury  she  received. 
Being  asked,  on  behalf  of  the  libeUants :  ^^  In  your  opinion^ 
what  repairs  are  still  necessary  to  place  the  Mary  Eveline 
in  a  seaworthy  condition  ? "  He  says  :  '*  Six  hundred  dol- 
lars." Again  :  "  In  your  opinion,  what  repairs  are  still  nec- 
essary to  place  the  Eveline  in  as  good  condition  as  she  was 
before  the  collision?"  He  says:  "Six  hundred  dollars.'^ 
He  enumerates  the  particulars  of  the  injury,  and,  bein^ 
asked :  "  What  would  it  cost  to  repair  the  damages  you  have 
mentioned  ?  "  He  again  says  :  "  Six  hundred  dollars."  On 
cross-examination :  ^'  Do  you  mean  to  be  understood  that  six 
hundred  dollars  will  repair  all  the  damages  you  saw  when  you 
examined  the  vessel,  after  the  collision  ? "  He  answers :  "  It 
would."  On  re-direct :  "  As  I  understand,  from  your  testi- 
mony, there  are  certain  repairs  yet  to  be  done  to  the  Mary 
Eveline,  to  place  her  in  as  serviceable  a  condition  as  she  was 
before  the  collision ;  please  state  what  it  will  cost  ? "  Again^ 
for  the  fifth  time,  he  answers :  "  Six  hundred  dollars."  This 
is  very  distinct  evidence,  by  the  libeUants'  own  witness,  that 
the   expenditure  of  six  hundred  dollars  wiU  repair  aU  the 
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damages,  will  place  the  vessel  in  as  good  a  condition  as  she 
was  before  the  accident,  and  will  place  her  in  as  serviceable  a 
condition  as  she  was  before  the  collision.  Nevertheless,  in 
answer  to  a  species  of  cross-examination  by  the  libellants' 
counsel,  on  inquiry  :  "  Would  six  hundred  dollars  place  the 
schooner  in  as  good  a  condition  as  she  was  previous  to  the  col- 
lision ? "  He  replies :  "  It  would  not.''  "  With  the  repairs 
which  you  have  mentioned,  would  the  vefesel  be  as  valuable  as 
she  was  previous  to  receiving  the  injury  sustained  by  the 
collision  ? "  *'  The  vessel  would  not  be  worth  as  much,  by 
five  hundred  dollars,  atter  these  repairs,  as  before  the  colli- 
sion." It  is  after  this  testimony,  that  he  testifies,  in  answer 
to  the  libellants,  that  six  hundred  dollars  would  place  her 
in  as  serviceable  a  condition  as  she  was  before  the  collision ; 
and,  by  way  of  further  explanation,  on  cross-examination,  he 
says:  "There  is  a  general  damage,  that  vessels  sustain 
when  they  come  together,  that  they  show  when  they  grow 
old." 

I  am  not  satisfied,  that,  upon  such  testimony,  five  hundred 
dollars  should  be  allowed,  in  addition  to  the  cost  of  the  repairs. 
It  rests  upon  no  certain  .or  definite  grounds,  for  an  estimate. 
The  witness  had  stated  all  the  cost  of  making  the  vessel  as 
good  as  she  was  before ;  and  then,  having  stated  that  she 
would,  nevertheless,  not  be  so  valuable,  he  states  that  she 
would  be  as  serviceable ;  and,  finally,  the  cross-examination 
shows  that  his  estima.te  of  five  hundred  dollars  less  in  value 
rests  upon  a  conjecture,  based  upon  what  he  states  as  a  gen- 
eral result  of  all  collisions — that  the  vessels  sustain,  a  damage 
that  "  will  show  when  they  grow  old."  This  is  altogether 
too  vague,  uncertain  and  unreliable,  to  warrant  the  inference, 
as  a  fact,  in  this  particular  case,  that,  beyond  any  injury  which 
the  witness  could  detect,  by  his  careful  examination  as  an 
expert  in  building  and  repairing  vessels,  she  had,  also,  re- 
ceived some  undiscovered  and  undiscoverable  damage,  which, 
although  it  did  not  render  her  less  serviceable,  yet  detracted 
five  hundred  dollars  from  her  value,  because  it  would  show 
when  she  was  old.  The  elements  of  calculation,  or  of  estimate 
Vol.  DC— 29. 
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of  amount,  are  wanting.  Palpably,  the  assumed  fact  of  such 
hidden  injury,  and  its  extent  and  character,  are  conjectural, 
and  the  amount  of  money  required  as  an  indemnity  is  even 
more  so.  It  may  be  conceded,  that  the  shock  of  a  violent 
collision  will  be  felt  throughout  the  vessel ;  but  the  injury 
from  that  cause,  if  any,  is  not  to  be  estimated,  and  cannot  be 
determined,  as  a  fact,  in  a  Court  of  justice,  by  reasoning  upon 
any  general  rule,  such  as  appears  to  have  guided  the  witness, 
if,  indeed,  his  estimate  was  anything  more  than  a  rough  guess, 
without  any  specific  facts  to  support  it.  No  two  collisions 
are  alike  in  any  of  their  circumstances  or  results.  The  injury 
in  any  given  case  must  be  quite  peculiar,  if  the  skill  of  the 
shipbuilder,  at  liberty  to  employ  all  the  expense  requisite,  is 
incapable  of  repairing  it ;  and,  when  a  vessel  is  made  as  serv- 
iceable as  she  was  before,  any  conjecture  that  she  is  not  as 
valuable,  or  that,  when  she  is  old,  some  damage  will  appear, 
as  the  result  of  the  coUision,  not  now  discoverable,  is  too  vague 
and  uncertain  to  warrant  a  finding  of  the  conjectural  amount 
of  damage.  There  may  be  proof  of  injury,  which,  though 
known,  cannot  be  repaired  without  unreasonable  cost,  where 
the  party  in  fault  will  be  benefitted  by  an  allowance  for  actual  de- 
preciation, because  an  attempt  to  make  complete  repairs  would 
involve  an  expense  greatly  disproportionate  to  the  amount  of 
such  depreciation.  But,  in  general,  estimates  of  depreciation, 
founded  in  speculative  opinions  of  the  probable  eflbct  of  a 
collision,  where  no  such  eficct  is  known  or  discernible,  and 
estimates  of  diminished  value,  founded,  as  they  sometimes 
are,  upon  the  idea,  that,  although  the  vessel  is  as  serviceable 
as  she  w^  before,  yet  she  will  not  sell  for  so  much  as  she 
would  before,  are  not  of  sufficient  reliability  to  warrant  the 
taking  of  the  money  of  one  party  and  awarding  it  to  another. 
See,  on  this  subject,  The  Isaac  Kewton^  (i  ElMchf.  C.  C.  R.^ 
21 ;)  The  St.  John,  (7  Id.,  220,  226 ;)  The  Favorita,  (8  Id., 
639.) 

The  sum  of  five  hundred  dollars  allowed  to  the  libellants, 
for  supposed  depreciation  in  the  value  of  their  vessel,  must  be 
disallowed. 
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A  steaBQBhip  and  a  barque  collided,  in  the  Atlantic  Ocean,  within  a  day's  sail  of 
New  York,  in  the  track  of  her  inward  and  outward  commerce,  where  the 
presence  of  other  yessels  was  to  be  expected,  in  a  fog  so  dense  that  a  yessel 
could  not  be  seen  at  a  distance  greater  than  the  length  of  the  barque.  The 
steamer  was  going,  at  the  time,  at  a  speed  of  not  less  than  seven  miles  an  hour : 
Held,  that  the  steamer  was  in  fault  in  going  at  such  a  rate  of  speed,  and  that 
such  fault  was  a  cause  of  the  collision. 

H^ld,  also,  that  her  navigators  were  in  fault,  in  giving  conflicting  and  vacillat- 
ing orders,  after  discovering  the  barque. 

The  barque,  although  under  way,  was  ringing  a  bell,  and  was  not  blowing  a  fog- 
horn. That  was  a  fault  on  her  part,  but^  on  the  evidence,  it  was  not  a  fault 
which  contributed  to  the  collision. 

The  jurisdiction  of  the  District  Ck>urt  for  the  Eastern  District  of  New  York,  in 
this  case,  sustained,  although  the  vessel  proceeded  against  was  found  and 
attached  in  the  waters  of  the  county  of  New  York. 

The  report  of  the  Commissioner  as  to  the  value  of  the  libellant^s  vessel,  founded 
on  conflicting  or  varying  estimates,  sustained. 

(Before  Woodruff,  J.,  Eastern  District  of  New  York,  February  28d,  1872.) 

WooDBTJFF,  J.  The  proofs  in  this  cause  fully  establish 
fault  in  the  management  of  the  steamship,  both  in  respect  to 
the  speed  at  which  she  was  running,  in  a  fog  so  dense  that  a 
vessel  could  not  be  seen  at  a  distance  greater  than  the  leng};h 
of  the  barque ;  and,  I  think,  also,  there  was  fault  in  the  confused 
and  conflicting  or  vacillating  orders  given  after  the  barque  was 
discovered.  I  greatly  doubt  whether  any  change  in  her  course, 
after  the  barque  was  seen,  would  have  been  completely  effect- 
ual to  prevent  a  collision  ;  but,  had  she  done  her  utmost,  in  an 
endeavor  to  turn  in  a  single  direction,  accompanying  that 
effort  by  a  reversal  of  her  engine,  the  injury  by  the  collision 
might  have  been  greatly  mitigated.  To  this  is  to  be  added 
the  fact,  fairly  inferrible  from  the  testimony  of  the  claimants' 
own  witnesses,  that  the  first  report  of  the  lookout,  announcing 
a  bell  on  the  starboard  bow,  was  not  heard  by  the  officer  to 
whom  it  was  addressed ;  and  the  suggestion  becomes  more 
significant,  that  if,  at  that  moment,  a  consistent  effort  had 
been  made,  the  collision  might  not  have  happened,  or  its 


452  EASTERN  DISTRICT  OF  NEW  YORK, 

The  Pennsylyania.  % 

injurious  consequences  would  liave  been  greatly  lessened. 
The  second  oflScer,  who  was  on  the  bridge,  states,  that  the 
first  report  he  heard  was,  "  Ship  ahead,  a  little  on  the  star- 
board bow ; "  and  no  other  oflScer  testifies  to  hearing  any  ear- 
lier report.  He  testifies,  also,  that  the  barque  was  then 
"  barely  her  own  length  ofi;"  It  is  perfectly  shown,  by  the 
two  men  on  the  lookout,  that  the  bell  on  the  barque  was 
heard  before  she  could  be  seen.  It  follows,  that  the  bell  was 
not  properly  reported,  or  the  oflScer  was  inattentive.  The 
first  thing  heard  by  the  officer  at  the  bow,  was  the  bell  itself, 
and  he  saw  the  barque  at  the  same  time,  then  barely  a  ship's 
length  distant.  So,  also,  the  master  heard  nothing  until  he 
heard  the  bell  and  saw  the  barque.  The  man  at  the  wheel 
testifies  explicitly  to  the  confiicting  or  vacillating  orders,  and 
there  is  no  explicit  denial  that  tliey  were  given,  by  the 
officers. 

The  principal  and  primaiy  fault,  however,  was  in  running 
at  too  great  speed,  in  such  a  fog.  I  concur  with  the  District 
Judge,  on  that  subject,  in  two  aspects  of  the  question — first, 
that  seven  miles  an  hour  was,  under  such  circumstances,  a 
hazardous  speed,  when  the  steamship  was  within  a  day's  sail 
of  New  YoA,  in  the  track  of  her  outward  and  inward  com- 
merce,  where  the  presence  of  other  vessels  was  to  be  expected  ; 
and,  second,  the  proof  is  not  very  satisfactory,  that  her  speed 
was  not  greater. 

On  the  other  hand,  it  is  clear,  that  the  barque  was  in 
fault.  She  was  in  direct  violation  of  the  rule  of  navigation 
which  required  her  to  blow  a  fog-horn.  It  is  not  improbable 
that  her  officers  construed  the  rule  to  require  them  to  ring  a 
bell.  Such  is  the  testimony  in  her  behalf.  They  re- 
garded themselves  as  lying  to  ;  ^  and,  in  this,  they  are  sup- 
ported by  other  witnesses,  who  are  experienced  mariners. 
They  appeared  to  have  regarded  the  term  "under  way," 
in  the  rule,  as  the  opposite  of  "lying  to."  But,  in  thiff 
they  were  mistaken,  if  the  term  "  lying  to  "  was  at  all  apt  to 
describe  their  condition.  The  rule  is,  that,  in  a  fog,  sailing 
ships  under  way  shall  use  a  fog-horn  ;  when  not  under  way^ 
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they  shall  use  a  bell.  Here,  the  barque,  although  having 
.some  of  her  sails  reefed,  and  .her  helm  lashed,  was  on  her 
atarboard  tack,  and  making  not  less  than  a  mile  an  hour. 
True,  she  was  not  under  full  headway,  but  she  was,  neverthe- 
less, under  way,  and  should  have  used  her  fog-horn.  Evi- 
dence was  given,  tending  to  show  that  the  bell  which  she 
used  could  be  heard  at  a  greater  distance  than  a  fog-horn 
could  be  heard.  But  parties  are  not  at  liberty  to  disregard 
a  distinct  and  explicit  rule  of  navigation,  upon  their  judg- 
ment that  its  disobedience  will  better  subserve  the  purpose 
for  which  the  rule  is  designed.  The  fact  so  testified  may  be 
useful  in  determining  whether  the  neglect  to  use  a  fog-horn 
contributed  to  the  collision ;  but,  if  the  negative  of  that  be 
proved,  by  decided,  and  even  conclusive,  evidence,  it  will, 
nevertheless,  be  true,  that  the  disobedience  of  the  rule  is  not 
justified,  when  obedience  was  practicable. 

I  do  not  find,  upon  the  evidence,  any  other  fault  in  the* 
conduct  of  the  barque.  She  had  a  perfect  right  to  lash  her 
helm,  and,  in  view  of  the  head  winds,  which  impeded  her 
direct  progress,  sufier  herself  to  be  carried,  on  her  starboard  . 
tack,  in  the  direction  off  her  desired  course,  at  as  slow  a  rate 
as  possible.  Nor  do  I  find  that  any  want  of  vigilance  or 
lookout,  on  her  part,  if  any  there  was,  could  have  had  any 
infiuence  in  causing  the  collision. 

The  case  stands  thus :  The  Pennsylvania  was  in  fault ; 
and  that  fault,  beyond  all  question,  was  a  cause  of  the  col- 
lision. It  brought  the  steamship  into  a  position,  relatively  to 
the  barque,  in  which  collision,  if  not  inevitable,  was  made  so 
by  the  failure  to  discover  the  barque,  and  act  on  the  discovery 
in  season,  and  by  the  confiicting  or  vacillating  orders  and  . 
movements  which  she  made.  The  barque  was  in  fiiult,  by 
neglecting  or  misinterpreting  the  rule  which  required  her  to 
blow  the  fog  horn,  and  by  ringing  the  bell,  which  indicated 
that  she  was  not  under  way.  The  question  in  the  case  is,  by 
these  facts,  reduced  to  the  enquiry,  whether  the  barque  should 
contribute  to  the  loss  resulting  from  the  collision ;  and  this  is 
to  be  answered  by  enquiring  whether  the  fault  6f  the  barque 
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contributed  to  the  collision  itself,  for,  if  it  did  not,  then,  how- 
ever severely  the  neglect  of  the  rule  may  be  condemned,  such 
condemnation  in  no  wise  enures  to  the  benefit  of  the  other 
vessel. 

It  is  claimed,  that  the  neglect  of  the  rule  did  contribute 
to  the  collision  in  two  ways — ^first,  that  a  fog  horn  could  have 
been  heard  further,  and,  if  blown,  would  have  earlier  apprised 
the  Pennsylvania  of  her  neighborhood,  and  afforded  her  more 
time  and  opportunity  to  check  her  own  speed  and  avoid  the 
barque ;  and,  second,  that  the  ringing  of  the  bell  was  adapted 
to  deceive  those  in  the  management  of  the  Pennsylvania,  into 
the  belief  that  she  was  not  in  motion,  and  that  the  manage- 
ment of  the  Pennsylvania  was  thereby  affected.  If  there  is 
just  reason,  upon  the  proofs  herein,  to  conclude,  that,  had  the 
fog  horn  been  used,  the  Pennsylvania  would  have  had  such 
earlier  notice,  that,  under  the  speed  at  which  she  was  moving, 
her  efforts  to  avoid  the  collision  would  have  been  more  ef- 
fectual, or,  if  her  oflScers  were  in  fact  deceived,  and  thereby 
led  to  do  what  otherwise  they  would  not  have  done,  or  were 
led  to  omit  to  do  anything  which  otherwise  they  would  have 
done,  then  the  fault  of  the  barque  contributed  to  the  collision, 
and  her  ownei's  should  share  in  the  resulting  loss. 

This  question  is  often  one  of  much  delicacy.  Parties 
found  in  actual  fault  should  make  it  plain  that  their  fault  was 
not  a  contributory  cause  of  the  disaster.  Community  in  fault, 
in  general,  involves  community  in  the  aggregate  or  combined 
result ;  and  I  am  bound  to  admit,  that,  in  this  case,  there  is 
room  for  no  little  hesitation,  in  declaring  that  the  fault  of  the 
barque  in  no  wise  operated  as  a  cause  of  the  collision  of  the 
two  vessels.  But  it  was  deemed,  in  the  Court  below,  that  all 
suggestion  that  the  use  of  the  bell  had  any  influence  was 
speculative  and  imaginary;  that  an  examination  of  the  proofs 
by  a  practical  mind,  and  a  view  of  all  the  facts  in  the  light  of 
reason  and  good  sense,  would  show,  that  the  theory,  suggested 
by  counsel,  of  what  was  possible,  was  a  suggestion  of  what 
might,  in  a  supposable  case,  be  possible,  but  which,  in  this 
case,  is  not  true ;  that  no  witness  from  the  Pennsylvania  has 
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suggested  that  any  one  was  deceived,  or  that  any  one  on 
board  of  her  acted  npon  any  idea  that  the  barque  was  in  any 
other  situation  than  she  proved  to  be ;  that,  in  fact,  for  rea- 
sons above  suggested,  the  steamship  did  absolutely  nothing 
until  they  saw  the  barque,  and  then  the  measures  taken  to 
avoid  her  were  taken  not  in  view  of  the  bell,  or  of  the  want 
of  the  sound  of  the  fog  horn,  but  in  view  of  the  report,  "  Ship 
ahead,  off  starboard  bow ; "  that  there  is,  therefore,  literally, 
no  ground  for  any  suggestion  whatever,  that  those  who  act- 
ually directed  the  movements  of  the  Pennsylvania  were  de- 
ceived, or  that  those  movements  were,  in  any  manner,  affected 
by  the  use  of  the  bell,  as  an  indication  that  the  barque  was 
not  under  way ;  and  that,  as  to  the  claim  that  the  fog  horn 
would  have  sooner  apprised  the  Pennsylvania  of  the  neighbor- 
hood of  the  barque,  several  answers  are  pertinent — that  the 
bell  was  heard,  and  ineffectually  reported,  and,  in  fact,  nothing 
was  done  until  the  barque  was  seen  ;  that,  in  truth,  the  pre- 
ponderance of  the  testimony  is,  that  the  bell  on  the  barque 
could  be  heard  further  than  a  fog  horn  could  be  heard ;  and, 
finally,  that,  if  there  could  be  claimed  any  slight  difference  in 
this  respect — ^for,  upon  the  testimony  most  favorable  to  the 
Pennsylvania,  it  must  be  slight — that  difference,  upon  all  the 
proofs,  would  manifestly  have  not  affected  the  movements  of 
the  Pennsylvania  or  averted  the  collision.  It  is  not  without 
great  hesitation  that  my  mind  has  concurred  with  the  District 
Judge  on  this  branch  of  the  case. 

As  to  the  question  of  the  jurisdiction  of  the  Court,  I  think 
there  is  no  room  for  doubt.  The  cause  was  maritime.*  Of 
the  subject  matter  the  District  Court  for  the  Eastern  District 
has  jurisdiction ;  and,  by  the  express  provision  of  the  statute 
creating  the  District  and  the  Court,  it  has  power  to  send  its 
process  into  any  of  the  waters  of  the  county  of  New  York, 
and  thereby  gain  jurisdiction  of  the  cause,  by  attaching  the 
vessel  proceeded  against.  {Act  of  February  25^A,  1865,  13 
U.  S.  Stat,  at  Large,  438,  §  2.) 

As  to  the  exceptions  to  the  Commissioner's  report  on 
the  value  of  the  vessel,  it  must  suffice  to  say,  that  it  was 
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founded  upon  conflicting  or  varying  estimates ;  and  it  can- 
not, I  think,  be  said,  that  the  Commissioner  based  his 
report  on  the  proof  of  value  in  New  York,  mora  than  it 
can  be  said  he  based  it  on  the  proof  of  value  at  St.  Johns, 
where  the  vessel  was  owned.  He  properly  found  the  value 
of  the  vessel  at  the  time  and  place  of  collision.  As  a 
guide  to  that  value,  he  had  before  him  the  estimates  of 
various  witnesses  at  her  home  port,  varying  in  amount,  from 
greatly  less  to  greatly  more  than  he  reported,  and  the  estimate 
of  witnesses  of  her  value  at  her  port  of  destination,  varying 
from  the  amount  which  he  reported  to  a  much  greater  extent. 
If  I  were  to  conclude,  that,  on  a  perusal  of  the  written  tes- 
timony, I  might  differ  in  some  small  sum  from  his  conclusion, 
I  must  still  say,  that  the  proof  sustains  his  finding  in  such 
degree  that  it  ought  not  to  be  disturbed. 

This  view  leads  to  a  decree  for  the  amount  reported  and 
decreed  to  the  libellants  below,  (4  Benedict,  257),  with  costs 
of  the  appeal. 

Benedict  <&  Benedict,  for  the  libellants. 

Chaj'lea  Donohu^  <&  John  Chetwood,  for  the  claimants. 


William  A.  BBrrrox  m.  Benjamin  F.  Bctlbr. 
• 

To  an  action  of  assumpsit  the  defendant  pleaded,  (1.)  That  he  was  military 
commander  under  the  United  States,  at  New  Orleans,  and  martial  law  obtained 
there,  from  May  1st,  1862,  tiU  December  I6th,  1862;  that,  on  September  Ist, 
1862,  the  armed  forces  under  his  command  captured  a  person  endeavoring  to 
make  his  way  from  the  enemy's  lines,  in  Mississippi,  to  New  Orleans ;  that 
there  were  found  concealed  on  his  person  certain  drafts  drawn  by  persons  in 
Natchez,  Mississippi,  then  in  the  occupation  of  the  enemy,  on  persons  in  New 
Orleans,  then  in  the  occupation  of  the  forces  of  the  United  States ;  that  the 
defendant,  in  his  military  capacity,  and  under  the  authority  of  the  President 
and  the  Acts  of  Congress,  captured  said  drafts,  and  caused  the  proceeds 
thereof,  when  collected,  to  be  turned  over  to  the  Treasury  of  the  United  States, 
and  they  had  been  credited  to  him,  by  order  of  the  President;  and  that  the 
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causes  of  action  saed  on  arose  oat  of  said  acts  and  doings;  (2.)  That  the 
pretended  acts  which,  if  trae,  woold  give  to  the  plaintiff  the  supposed  causes 
of  action  sued  on,  were  performed  by  the  defendant,  if  performed,  as  a  military 
officer  of  the  United  States,  and  in  pursuance  of  the  laws  of  the  United  States, 
and  of  the  orders  of  the  President,  and  during  the  late  rebellion,  and  that  said 
supposed  causes  of  action  did  not  accrue  within  two  years  next  before  the 
commencement  of  the  salt,  nor  within  two  years  after  March  3d,  1863 :  Held, 
on  demurrer  to  the  pleas,  that  the  pleas  were  bad. 

Ck>mmercial  intercourse  between  the  State  of  Mississippi  and  the  city  of  New 
Orleans  being  unlawful,  under  §  5  of  the  Act  of  July  ISbh,  1861,  (12  U.  8, 
Stat,  at  Large,  267,)  and  the  Proclamation  of  the  President,  of  August  1 6th, 
1861,  (Id,,  1262,)  the  drafts  mentioued  in  the  first  plea  were  illegal  and  void 
instruments. 

The  seizure  of  the  drafts  passed  no  title  to  the  United  States  to  the  moneys  in 
the  hands  of  the  drawees  in  New  Orleans,  which  were  collected  on  the  drafts, 
the  bills  not  having  been  accepted  before  seizure. 

The  moneys  in  the  hands  of  the  drawees  of  the  bills  were  not,  on  the  facts  set 
out  in  the  first  plea,  subject  to  seizure. 

A  mere  declaration  of  war  does  not  confiscate  enemy  property,  or  debts  due  to 
an  enemy,  nor  does  it  so  vest  the  property  or  the  debts  in  the  Goyemment, 
as  to  support  judicial  proceedings  for  confiscation  of  the  property  or  debts, 
without  the  expression  of  the  will  of  the  Government,  through  its  proper 
department,  to  that  effect. 

Under  the  Constitution  of  the  United  States,  the  power  of  confiscating  enemy 
property  and  debts  due  to  an  enemy,  is  in  Congress  alone. 

The  confiscation  Acts  of  August  6th,  1861,  (12  U,  8,  Stat,  at  Large,  SI 9,)  July 
17th,  1862,  (Id.,  689,)  and  March  12th,  1868,  (Id.,  820,)  all  of  them  provide 
for  a  seizure  only  with  a  view  to  judicial  proceedings. 

None  of  the  confiscation  Acts  authorize  the  confiscation  of  moneys  situated  as 
the  moneys  in  tiiis  case  are  alleged  by  the  said  first  plea  to  have  been 
situated. 

The  possession  of  the  unaccepted  drafts,  considered  as  captured  documents  con- 
stituting Ihe  eyidence  of  debts  due  to  an  enemy,  gave  no  right  to  the  captors 
to  take  physical  possession  of  the  moneys  of  the  drawees. 

The  Act  of  March  2d,  1867,  (14  U.  S.  Stat,  at  Large,  432,)  approving,,  legalizing 
and  making  valid  certain  acts  and  orders  of  the  President,  or  acts  done  by  his 
authority  or  approval,  and  certain  proceedings,  acts,  arrests  and  imprison- 
ments, does  not  embrace  the  transactions  set  up  in  said  first  plea. 

The  fact,  that  martial  law  obtained  iu  New  Orleans,  on  September  1st,  1862, 

does  not,  on  the  allegations  in  said  first  plea,  make  an  order  of  the  President 

authorizing  or  approving  the  seizure  of  said  moneys,  an  act  or  order  of  his 

respecting  martial  law,  or  make  the  act  of  the  defendant  in  seizing  the  moneys 

an  act  of  his  respecting  martial  law,  within  the  meaning  of  said  Acts. 

There  is  nothing  in  the  mere  existence  of  martial  law,  which,  on  the  facts  al- 
leged  in  said  first  plea,  justifies  the  seizure  of  said  moneys. 

If  said  moneys  were  yoluutarily  paid  to  the  defendant,  the  fact  that  he  receiyed 
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them  as  a  military  commander,  and  in  obedience  to  the  orders  of  the  Presi- 
dent, and  paid  them  into  the  Treasury,  and  that  such  payment  has  been  ap- 
proved by  the  President,  cannot  vary  his  liability  for  them  to  'the  plaintiff  if 
he  would  otherwise  be  liable  for  them. 
The  7th  section  of  the  Act  of  March  8d,  1863,  (12  U,  8,  8UU.  at  Large,  767,) 
providing  a  two  years'  limitation  for  the  bringing  of  a  suit  for  an  arrest  or 
iminrisonment  made,  or  trespass  or  wrong  done  or  committed,  or  act  omitted 
to  be  done,  during  the  late  rebellion,  imder  authority  of  the  President,  or  of 
an  Act  of  Congress,  does  not  apply  to  an  action  of  assumpsit. 

(  Before  Blatchford,  J.,  Southern  District  of  New  York,  February  28d,  1872.) 


Blatchford,  J.  This  suit  was  brought  in  a  State  Court 
and  transferred  into  this  Court.  The  declaration  is  in 
assumpsit,  on  the  money  counts  and  an  account  stated.  The 
damages  are  laid  at  $15,000,  and  the  causes  of  action  are 
alleged  to  have  accrued  at  New  Orleans,  in  the  State  of 
Louisiana,  on  the  Ist  day  of  September,  1862.  Tlie  defend- 
ant pleads  the  general  issue  and  two  special  pleas.  To  each 
of  the  special  pleas  a  special  demurrer  is  interposed  by  the 
plaintiff,  alleging  defects  in  substance  and  form. 

The  first  special  plea  avers,  that,  from  the  24:th  of  Febru- 
ary, 1862,  until  the  16th  of  December,  1862,  the  defendant 
was  a  Major  General  of  volunteers,  duly  commissioned  by  the 
President,  in  the  service  of  the  United  States,  and  was  assigned 
to  the  Military  Geographical  Department  of  the  Gulf,  includ- 
ing within  its  bounds  the  State  of  Louisiana,  and,  as  such 
commander,  so  assigned,  took  possession  of  the  city  of  New 
Orleans  and  the  adjacent  portion  of  said  State  of  Louisiana, 
and  held  the  same  by  the  armed  forces  of  the  United  States, 
of  which  he  was  in  command  in  time  of  war,  and,  with  such 
armed  forces,  was  engaged  in  carrying  on  the  war  and  sup- 
pressing the  recent  rebellion  against  the  United  States,  then 
having  broken  out  into  public  territorial  war  in  said  State  of 
Louisiana  and  the  adjacent  States  of  Mississippi  and  Texas ; 
that,  by  due  proclamation,  according  to  the  customs  and 
usages  of  war,  martial  law  was  declared  and  proclaimed  and 
obtained  in  said  Department,  from  the  1st  of  May  in  said  year 
1862,  all  the  time  till  the  16th  day  of  December  in  said  year, 
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and,  daring  all  Baid  time,  the  defendant  was  acting  nnder  the 
orders  and  proclamations  of  the  President  of  the  United 
States,  and  in  administration,  and  in  virtue  and  under  color, 
of  the  Acts  of  Congress ;  that,  on  the  16th  of  August,  1861, 
pursuant  to  the  statutes  of  the  United  States  in  such  case 
made  and  provided,  the  inhabitants  of  the  States  of  Louisiana 
and  Mississippi  and  other  States,  were,  by  a  proclamation  of 
the  President  of  the  United  States,  declared  to  be  in  a  state 
of  insurrection  against  the  United  States,  and  that  all  com- 
mercial intercourse  should  cease,  as,  by  such  proclamation, 
will  fully  appear ;  that,  at  the  time  of  the  promises  and  un* 
dertakings,  and  of  the  supposed  grievances,  complained  of 
by  the  plaintiif,  and  subsequently  thereto,  such  proclamation 
was  and  remained  in  fuU  force  and  virtue ;  that,  on  or  about 
the  1st  of  September,  in  said  year,  the  pickets  of  the  armed 
forces  of  the  United  States  then  under  the  command  of  the 
defendant,  and  stationed  on  the  outer  lines  of  the  pamp  or 
garrison  of  New  Orleans,  for  the  protection  of  said  camp  or 
garrison  against  the  enemy,  captured  a  person  endeavoring 
to  make  his  way  furtively  from  the  lines  and  territory  occu- 
pied by  the  enemy,  to  wit,  from  the  city  of  Natchez  in  said 
State  of  Mississippi,  then  in  the  armed  occupation  of  the 
enemy,  to  the  said  city  of  New  Orleans,  then  in  the  armed 
occupation  and  possession  of  the  United  States'  forces,  as 
aforesaid ;  that  there  were  found  concealed  upon  the  person 
so  captured,  two  or  more  drafts,  check  or  bills  of  exchange, 
drawn  by  persons  or  firms  doing  business  in  said  city  of  Nat- 
chez, then  in  the  occupation  of  the  enemy,  upon  persons  or 
firms  doing  business  in  the. said  city  of  New  Orleans,  then  in 
the  occupation  of  the  United  States'  forces ;  that,  thereupon, 
the  defendant,  as  such  Major-General,  and  in  obedience  to 
the  orders  and  proclamations  of  the  President  of  the  United 
States,  and  in  the  administration,  and  in  virtue  and  under 
color,  of  the  Acts  of  Congress  in  such  case  made  and  pro- 
vided, captured  said  drafts,  checks,  or  bills  of  exchange,  and 
caused  the  proceeds  thereof,  when  collected  to  be  turned  over 
to  the  Treasury  of  the  United  States,  which  said  proceeds 
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have  been  duly  passed  upon,  audited  an.d  credited  to  him  by 
the  order  of  the  President  of  the  United  States ;  and  that 
out  of  the  acts  and  doings  aforesaid,  and  not  otherwise,  arose 
the  said  several  causes  of  action  of  which  the  plaintiff  com- 
plains. 

Under  the  provisions  of  the  5th  section  of  the  Act  of 
July  13th,  1861,  (12  V.  S.  Siat  at  Large,  257,)  and  the  Proc- 
lamation of  the  President,  of  August  16th,  1861,  {Id.,  1262,) 
the  inhabitants  of  the  States  of  Mississippi  and  Louisiana 
(with  certain  specified  exceptions)  were  declared  to  be  in  a 
fitate  of  insurrection  against  the  United  States,  and  all  com- 
mercial intercourse  between  the  said  States  of  Mississippi 
iind  Louisiana  and  the  inhabitants  thereof,  and  the  citizens  of 
other  States  and  other  parts  of  the  United  States,  was  made 
unlawful  after  the  date  of  said  Proclamation,  with  the  said 
specified  exceptions.  One  of  those  exceptions  excepted  from 
the  inhabitants  of  the  State  of  Louisiana  the  inhabitants  of 
such  parts  of  that  State  as  might  be,  from  time  to  time,  occu- 
pied and  controlled  by  forces  of  the  United  States  engaged  in 
dispersing  the  insurgents  against  the  laws,  Constitution  and 
government  of  the  United  States.  On  the  facts  set  up  in  the 
first  special  plea,  it  clearly  appears,  that,  on  the  1st  of  Sep- 
tember, 1862,  and  when  the  matters  alleged  in  the  said  plea 
took  place,  commercial  intercourse  between  the  State  of  Mis- 
sissippi and  the  city  of  New  Orleans  was  unlawful.  That 
being  so,  the  drafts,  checks  or  bills  of  exchange,  mentioned 
in  that  plea,  drawn  by  persons  doing  business  in  Natchez, 
Mississippi,  on  persons  doing  business  in  New  Orleans, 
were  illegal  and  void  instruments.  {The  Ouachita  Qotton,  6 
WaUace,  521,  530  ;   Woods  v.  Wilder,  43  N&w  York,  164.) 

The  defendant  contends,  that,  as  the  bills  of  exchange  were 
thus  void,  they  were  subjects  of  confiscation  ;  that,  as  martial 
law  prevailed,  and  there  were  no  Courts  and  no  civil  authori- 
ties, the  bills  of  exchange  became  confiscate  at  the  will  of  the 
commanding  General,  without  any  of  the  ordinary  processes 
of  law  ;  that  the  bills  thus  became  the  property  of  the  United 
States,  in    the  hands  of  the  General    in  command;    that 
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he,  on  behalf  of  the  United  States,  and  as  its  agent,  collected 
the  amounts  for  which  they  were  drawn,  being  the  same 
moneys  to  recover  which  the  suit  is  brought ;  and  that  that  is 
a  defence  to  the  suit.  It  is  difficult  to  see  how  the  conse- 
quence logically  follows  the  premises.  If  the  bills  of  ex- 
change were  void,  then,  even  if  they  were  confiscable  by  mere 
seizure,  it  is  difficult  to  see  how  their  seizure  and  confiscation 
passed  a  title  to  the  United  States  to  the  moneys  inthe  hands 
of  the  drawees  of  the  bills  in  New  Orleans,  which  the  de- 
fendant sets  up  that  he  afterwards  received  as  a  collection  of 
the  bills.  The  bills  are  not  averred  to  have  been  accepted  by 
the  drawees  before  they  were  seized.  The  confiscation,  by 
the  seizure,  if  of  anything,  was  merely  of  the  naked  pieces 
of  paper  seized.  It  gave  no  valid  claim  to  the  United  States 
to  collect  from  the  drawees  the  moneys  expressed  in  the  bills* 
If  the  moneys  were  seized  in  the  possession  of  the  drawees, 
the  transaction  was  no  diflerent  from  what  it  would  have  been 
if  the  bills  of  exchange  had  never  been  drawn  or  seized.  If 
the  moneys  were  voluntarily  paid  by  the  drawees  to  the  de- 
fendant, on  a  demand  for  them,  as  being  drawn  for  by  the  bills, 
the  bills  being  void  instruments,  their  seizure  could  confer  on 
the  United  States,  and  on  the  defendant,  no  title  to  receive  or 
retain  the  moneys,  which  they  would  not  have  had  if  the  bills 
had  never  been  seized  or  presented.  The  transaction  set  up 
in  the  first  special  plea  comes  down,  then,  to  this,  that  the 
defendant,  by  order  of  the  President  of  the  United  States, 
either  took  or  received  the  moneys  referred  to,  which  are  the 
monevs  sued  for^ 

If  the  defendant  took  the  moneys  by  seizing  them,  the 
act,  so  far  as  the  special  plea  shows,  was  unlawful.  The 
moneys  are  not  therein  alleged  to  have  been  ^rfeitable  or 
subject  to  seizure  for  any  cause  whatever.  No  Act  of  Con- 
gress, or  proclamation  or  order  of  the  President,  is  referred 
to,  which  made  such  moneys  forfeitable  or  liable  to  seizure. 
They  were  not  seized  while  passing  between  loyal  and  dis- 
loyal territory.  They  were  in  loyal  territory.  The  plea  is, 
that  the  defendant,  having  captured  these  void  drafts,  in  .the 
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discharge  of  his  duty,  took  away  from  the  persons  who  were 
the  drawees  of  the  drafts,  certain  moneys  belonging  to  the 
plaintiff,  and  paid  them  into  the  Treasury  of  the  United 
States,  and  that,  by  the  order  of  the  President  of  the  United 
States,  those  moneys  have  been  passed  npon,  audited  and 
credited  to  him.  There  is  no  warrant  for  saying  that  the 
transaction,  as  set  np  in  the  plea,  if  one  of  seizure,  was 
lawful.  The  moneys  are  not  even  averred  to  have  been  the 
property  of  an  enemy  or  of  an  insurgent.  The  fact  that  the 
drawers  of  the  bills,  which  are  alleged  in  the  plea  to  have 
been  drafts,  checks  or  bills  of  exchange,  were  within  the  in- 
surgent territory,  and  that  the  bills  were  drawn  there, 
although  it  may  warrant  the  presumption  that  the  drawees 
were  debtors  to  the  drawers  to  the  amounts  of  the  bills,  does 
not  warrant  the  presumption  that  the  moneys  in  the  hands  of 
the  drawees  were  not  the  moneys  of  the  drawees,  or  were  the 
moneys  of  persons  within  the  insurgent  territory,  or  were  the 
moneys  of  the  enemy.  The  case,  then,  as  one  of  seizure,  is  one 
of  seizure,  in  loyal  territory,  of  the  moneys  of  persons  in  such 
territory,  not  alleged  to  have  been  enemies  of  the  United  States. 
Even  if  the  moneys  were  the  property  of  an  enemy  of 
the  United  States,  or  were  the  representative  of  debts  due 
to  such  enemy,  the  plea  sets  up  no  authority  for  their  seizure. 
The  mere  declaration  of  war  does  not  confiscate  enemy  prop- 
erty or  debts  due  to  an  enemy,  nor  does  it  so  vest  the  property 
or  the  debts  in  the  Government,  as  to  support  judicial  pro- 
ceedings for  the  confiscation  of  the  property  or  debts,  without 
the  expression  of  the  will  of  the  Government,  through  its 
proper  department,  to  that  effect.  Under  the  Constitution  of 
the  United  States,  the  power  of  confiscating  enemy  property 
and  debts  dqp  to  an  enemy  is  in  Congress  alone.  {Brovm  v. 
United  States^  8  Cranch^  1 10.)  In  legislating  on  the  subject, 
Congress  has  passed  various  Acts,  but  none  of  them  authorize 
the  confiscation  of  moneys  situated  as  the  moneys  in  this 
case  are  alleged  by  the  plea  to  have  been  situated.  The  Act 
of  August  6th,  1861,  (12.  U.S.Stat,  at  Large,  319,)  provides 
for  the  seizure  by  the  President,  and  the  condemnation  by 
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judicial  proceedings,  of  property  acquired  or  disposed  of  with 
intent  to  employ  the  same  in  aiding  the  insurrection,  and 
property  knowingly  so  employed.  The  Act  of  July  17th, 
1862,  (iSL,  589,)  provides  for  the  seizure  by  the  President, 
and  the  application  to  the  support  of  the  army  of  the  United 
States,  through  judicial  proceedings,  of  the  proceeds,  of  the 
property,  money,  credits,  and  effects,  of  persons  holding  office 
under  the  insurgents,  and  of  persons  owning  property  in  loyal 
territory,  who  aid  the  rebellion,  and  of  persons  in  the  rebel 
States  in  arms  or  aiding  the  rebellion,  who  do  not  return  to 
their  allegiance  within  sixty  days  after  warning  by  proclama- 
tion. The  Act  of  March  12th,  1863,  (Id.,  820,)  provides  for 
the  confiscation,  through  judicial  proceedings,  of  property 
coming  from  within  the  insurgent  States  into  the  loyal  States, 
otherwise  than  according  to  regulations  prescribed  by  that 
Act.  All  of  these  Acts  provide  for  a  seizure  only  with  a 
view  to  judicial  proceedings.  Even  if  a  seizure  in  this  case 
was  lawful,  no  judicial  proceedings  are  set  up,  but  only  a 
turning  over  of  the  moneys  to  the  Treasury  of  the  United 
States. 

Considered  as  a  capture  of  documents  constituting  the  evi- 
dence of  debts  dues  to  an  enemy,  (if  that  is  predicable  of 
unaccepted  bills),  and  ,as  giving  the  right  to  capture  the 
moneys,  representing  the  debts,  as  the  property  of  the  enemy, 
the  transaction  stands  in  no  different  posture.  The  bills  cap- 
tured were  not  the  debts.  The  possession  of  the  unaccepted 
bills  gave  no  right  to  the  captors  to  take  physical  possession 
of  the  moneys  of  the  drawees,  and  could  have  no  effect  to 
divest  or  affect  the  title  of  the  drawees  to  such  moneys,  or 
their  right  of  possession  in  the  same.  {HaUeck  on  Inter- 
national ZaWy  chap,  19,  sec.  8.) 

The  Act  of  March  2d,  1867,  (14  U.  S.  Stat,  at  Large^  432,) 
is  invoked,  in  aid  of  the  plea.  That  Act  provides,  that  all 
acts  and  orders  of  the  President,  or  acts  done  by  his  authority 
or  approval,  after  March  4th,  1861,  and  before  July  1st,  1866, 
"  respecting  martial  law,  military  tpals  by  Courts  martial  or 
military  commissions,  or  the  arrest,  imprisonment,  and  trial  of 
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persons  charged  with  participation  in  the  late  rebellion  against 
the  United  States,  or  as  aiders  or  abettors  thereof,  or  as  guilty 
of  any  disloyal  practice  in  aid  thereof,  or  of  any  violation  of 
the  laws  or  nsages  of  war,  or  of  affording  aid  and  comfort  to 
rebels  against  the  authority  of  the  United  States,  and  all  pro- 
ceedings and  acts  done  or  had  by  courts  martial  or  military 
commissions,  or  arrests  and  imprisonments  made  in  the  prem- 
ises by  any  person  by  the  authority  of  the  orders  or  proclama- 
tions of  the  President,  made  as  aforesaid,  or  in  aid  thereof," 
are  thereby  approved  in  all  respects,  legalized,  and  made 
valid,  "  to  the  same  extent  and  with  the  same  effect  as  if  said 
orders  and  proclamations  had  been  issued  and  made,  and  said 
arrests,  imprisonments,  proceedings,  and  acts  had  been  done^ 
under  the  previous  express  authority  and  direction  of  the  Con- 
gress of  the  United  States,  and  in  pursuance  of  a  law  thereof 
previously  enacted,  and  expressly  authorizing  and  directing 
the  same  to  be  done."  It  also  provides,  that  no  Court "  shall 
have  or  take  jurisdiction  of,  or  in  any  manner  reverse,  any  of 
the  proceedings  had  or  acts  done  as  aforesaid,  nor  shall  any 
person  be  held  to  answer  in  any  of  said  Courts,  for  any  act 
done,  or  omitted  to  be  done,  in  pursuance  or  in  aid  of  any  of 
said  proclamations  or  orders,  or  by  authoiity,  or  with  the  ap- 
proval, of  the  President,  within  the  period  aforesaid,  and 
respecting  any  of  the  matters  aforesaid  ;"  and  that  "  all  offi- 
cers and  other  persons  in  the  service  of  the  United  States,  or 
who  acted  in  aid  thereof,  acting  in  the  premises,  shall  be  held, 
prima  facie^  to  have  been  authorized  by  the  President." 
This  Act  applies  solely  to  "the  matters"  and  "the  premises" 
mentioned  in  it,  and  those  do  not  embrace  the  transaction  set 
up  in  the  plea.  The  fact,  that  martial  law  obtained  in  New 
Orleans  on  the  1st  of  September,  1862,  does  not,  on  the  alle- 
gations in  the  plea,  make  an  order  of  the  President  authoriz- 
ing or  approving  the  seizure  of  these  moneys,  an  act  or  order 
of  his  respecting  martial  law,  or  make  the  act  of  the  defend- 
ant in  seizing  the  moneys  an  act  of  his  respecting  martial 
law,  within  the  meaning  of  the  statute.  There  is  nothing  in 
the  mere  existence  of  martial  law,  which,  on  the  facts  aUeged 
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in  the  plea,  justifies  the  seizure  of  the  moneys.  In  the  case 
of  The  TenicCy  (2  Wallace^  258,)  the  Supreme  Court,  referring 
to  the  reoccupation  of  New  Orleans  by  the  forces  of  the 
United  States,  in  May,  1862,  and  to  the  proclamation  of  the 
commanding  general,  on  the  6th  of  that  month,  declaring  the 
city  to  be  under  martial  law,  and  also  declaring  that  ^^  all 
the  rights  of  property,  of  whatever  kind,  will  be  held  invio- 
late, subject  only  to  the  laws  of  the  United  States,"  says, 
that,  under  the  Act  of  July  13th,  1861,  and  the  proclamation 
of  the  President,  of  August  16th,  1861,  the  city  of  New  Or- 
leans, after  its  actual,  substantial,  complete,  and  permanent 
military  occupation  and  control  by  the  United  States,  in  May, 
1862,  could  not  be  regarded  as  in  actual  insurrection,  nor 
could  its  inhabitants  be  regarded  as  subject,  in  most  respects, 
to  treatment  as  enemies ;  and  that  such  military  occupation 
and  control  drew  after  it  the  full  measure  of  protection  to 
persons  ^d  property  consistent  with  a  necessary  subjection 
to  military  government.  The  plea  sets  up  no  necessity  for 
the  seizure  of  the  moneys,  and  no  justification  therefor,  with- 
in these  principles. 

If  the  moneys  were  voluntarily  paid  to  the  defendant,  and 
not  seized  by  him  by  military  power,  the  fact  that  he  received 
them  as  major-general,  and  in  obedience  to  the  orders,  of  the 
President,  and  paid  them  into  the  Treasury,  and  that  such 
payment  has  been  approved  by  the  President,  cannot  vary 
his  liability  for  them  to  the  plaintiff,  if  he  would  be  liable  for 
them  in  case  no  such  fact  existed,  on  evidence  to  be  adduced 
by  the  plaintiff  under  his  declaration.  Whether,  if  the  case 
ever  comes  to  trial  on  the  plea  of  the  general  issue,  the  plaint- 
iff can  make  out  the  defendant's  liability,  is  another  question. 
All  I  mean  to  say  is,  that,  if  the  defendant  is  otherwise 
liable,  the  facts  set  up  in  the  plea  constitute  no  defence  to 
the  action. 

The  demurrer  to  the  first  special  plea  must,  therefore,  be 
allowed,  with  leave  to  the  defendant  to  amend,  on  payment 
of  costs. 

The  second  special  plea  avers,  that  the  pretended  acts 
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which,  if  true,  would  give  to  the  plaintiff  the  supposed  causes 
of  action  mentioned  in  the  declaration,  were  performed,  if 
performed  by  the  defendant,  as  a  major-general  of  volunteers 
in  the  army  of  the  United  States,  duly  commissioned  by  the 
President,  and  under  and  in  pursuance  of  the  laws  of  the 
United  States,  and  the  orders  and  proclamations  of  the 
President,  and  during  the  late  rebellion  of  the  Southern 
States  against  the  authority  of  the  General  Government  of 
the  United  States ;  and  that  said  supposed  causes  of  action  did* 
not,  nor  did  any  or  either  of  them,  accrue  within  two  years 
next  before  the  commencement  of  this  action,  nor  within  two 
years  after  March  8d,  1863. 

The  statute  relied  on  as  supporting  this  plea  is  the  7th 
section  of  the  Act  of  March  3d,  1863,  (12  U.  S.  Stat,  at  Large^ 
767,)  which  enacts,  that  "  no  suit  or  prosecution,  civil  or  crim- 
inal, shall  be  maintained  for  any  arrest  or  imprisonment  made, 
or  other  trespasses  or  wrongs  done  or  committed,  or  act 
omitted  to  be  done,  at  any  time  during  the  present  rebellion, 
by  virtue  or  under  color  of  any  authority  derived  from,  or 
exercised  by  or  under,  the  President  of  the  United  States,  or 
by  or  under  any  Act  of  Congress,  unless  the  same  shall  have 
been  commenced  within  two  years  next  after  such  arrest,  im- 
piHsonment,  trespass,  or  wrong  may  have  been  done  or  com- 
mitted, or  act  may  have  been  omitted  to  be  done,  provided, 
that,  in  no  case  shall  the  limitation  herein  provided  commence 
to  run  until  the  passage  of  this  Act,  so  that  no  party  shall,  by 
virtue  of  this  Act,  be  debarred  of  his  remedy  by  suit  or 
prosecution,  until  two  years  from  and  after  the  passage  of  this 
Act."  It  is  sufficient  to  say,  that  this  suit  is  an  action  of  as- 
sumpsit, and  is  not  a  suit  for  an  arrest  or  imprisonment  made, 
or  a  trespass  or  wrong  done  or  committed,  or  an  act  omitted 
to  be  done,  during  the  rebellion.  Moreover,  the  plea  does 
not  aver  that  the  "  pretended  a<;ts  "  which  it  refers  to  were 
arrests  or  imprisonments  or  trespasses  or  wrongs.  The  4th 
section  of  the  same  Act  makes  an  order  of  the  President,  or 
under  his  authority,  made  during  the  existence  of  the  rebel- 
lion, a  defence  only  to  an  action  or  prosecution,  civil  or  crim- 
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inal,  ^^  for  any  searcli,  seizure,  arrest,  or  imprisonment  made, 
done,  or  committed,  or  acts  omitted  to  be  done,  under  and  by 
virtue  of  such  order,  or  under  color  of  any  law  of  Congress." 
The  nature  of  the  action,  for  the  purposes  of  the  demurrer  to 
this  plea,  can  be  judged  of  only  by  the  declaration. 

The  demurrer  to  the  second  special  plea  is,  therefore, 
allowed,  with  leave  to  the  defendant  to  amend,  on  payment  of 
eosts. 


JEverett  P.  Wheeler ^  for  the  plaintiff. 
John  E,  DeveUriy  for  the  defendant. 


Daniel  N.  Cabeington 

The  Florida  Railboad  Company  and  Albert  A.  Drake. 

In  EQumr. 

An  action  was  remoyed  into  this  Court,  from  a  State  Court,  as  against  two  of 
the  defendants,  under  the  Act  of  July  27th,  1866,  {H  V.  8.  StcU,  at  Large, 
806.)  After  the  record  of  remoTal  was  filed  in  this  Court,  the  plaintifi 
pleaded  anew,  setting  up,  in  his  bill,  the  removal  of  the  cause.  After  issue, 
the  plidntiff  moved  to  remand  the  cause  to  the  State  Court,  on  the  ground 
that  it  was  not  within  the  Act:  Held,  that  it  was  too  late  for  the  plaintiff  to 
ask  that  the  cause  be  remanded,  on  motion. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  March  4th,  1872.) 

Benedict,  J.  This  action  was  originally  commenced  in 
the  Supreme  Court  of  the  State  of  New  York,  and  is  now 
npon  the  docket  of  this  Court,  by  virtue  of  proceedings  taken 
to  remove  it,  as  against  two  of  the  defendants,  from  the  State 
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Court  to  this  Court,  in  parsuance  of  the  Act  of  Congress  of 
July  27th,  1866,  (14  U.  S.  Stat,  at  La/rge^  806.)  It  now  comes 
before  the  Court  upon  a  motion  made  by  the  plaintiff  to  re- 
mand the  cause  to  the  State  Court,  upon  the  ground  that  it  is 
of  such  a  nature  as  not  to  be  within  the  scope  of  the  Act  of 
1866,  it  being,  however,  admitted,  that  the  defendants  are 
citizens  of  another  State. 

It  appears  to  me  a  sufficient  answer  to  this  motion  to  say,. 
that  it  is  made  to  appear,  that,  after  the  record  of  removal 
was  filed  in  this  Court,  the  plaintiff  pleaded  anew  in  thia 
Court,  and,  in  his  bill,  set  up  the  removal  of  the  cause  into 
this  Court,  as  having  been  effected  by  the  proceedings  taken 
by  these  defendants,  without  any  suggestion  that  the  case  was 
not  removed,  and  properly  so.  The  case  is  now  at  issue  in 
this  Court,  upon  the  plaintiff's  biU  filed  here,  and  the  answer 
and  demurrer  of  the  defendants ;  and  it  is  too  late  now  for 
the  plaintiff  to  ask  that  the  cau^e  be  remaiMed,  on  motion. 

The  motion  to  remand  is  denied. 

John  L.  HiUj  for  the  plaintiff. 

Ed/wa/rd  N.  Dickersoriy  for  the  defendants. 


Daniel  N.  Cabrington 

The  Floioda  Bailboad  Company  aot)  Albebt  A.  Dbabe. 

In  Equitt. 

Before  the  removal  of  a  cause  into  this  Court,  from  a  State  Court,  as  against 
two  of  the  defeudauts,  under  the  Act  of  July  27th,  1866,  (14  U,  8,  8Cat.  ai 
Largty  806,)  an  injunction  was  granted  in  it,  by  the  State  Court,  on  a  fcdl 


MARCH,  1872.  469 


Carrington  tr.  The  Florida  Railroad  CompftDy. 


baaring,  on  notice,  against  saeh  defendants.  After  the  remov^  they  moved, 
in  this  Court,  to  disaolye  the  injunction,  on  the  same  papers  on  wliich  it  was 
granted:  Hdd,  tliat  leave  to  make  such  motion  must  be  applied  for  and  ob- 
tained, before  it  could  be  made. 

<Before  Butsdiot,  J.,  Eastern  District  of  New  York,  March  5th,  1872.) 

Bensdiot,  J.  This  action  was  originally  commenced  in. 
the  Supreme  Court  of  the  State  of  New  York.  While  the 
<cause  was  before  the  State  Court,  all  the  defendants  having 
appeared  therein,  a  motion  for  an  injunction  was  made  on 
the  part  of  the  plaintiff,  which  was  opposed,  on  afiSdavits,  by 
the  defendants,  and,  after  hearing  all  parties,  the  State  Court 
.granted  the  injunction  asked  for  by  the  plaintiff.  Shortly 
after  the  decision  of  the  State  Court  upon  the  motion  for  an 
injunction,  two  of  the  defendants,  who  are  citizens  of  ajiother 
State,  took  proc^eedings  under  the  Act  of  Congress  of  July 
27th,  1866,  (14  U.  S.  Stat,  at  Large^  806,)  to  have  the  cause,  as 
to  such  defendants,  removed  into  this  Court.  By  virtue  of  such 
proceedings,  a  record  of  removal  was  filed  in  this  Court,  and 
the  appearance  of  the  said  two  defendants  was  here  entered, 
whereupon  the  plaintiff  pleaded  anew  in  this  Court,  in  order  to 
"Conform  the  proceedings  to  the  Chancery  practice  of  the  Court. 
^  In  this  stage  of  the  case,  the  defendants  now  move,  in  this 
Court,  to  dissolve  the  injunction  granted  by  the  State  Court, 
and  such  motion  is  made  upon  the  same  papers  upon  which 
the  inj  auction  was  granted  by  the  State  Court. 

I  entertain  no  doubt  of  the  power  of  this  Court,  in  a  cause 
duly  removed  from  the  State  Court,  to  dissolve  an  injunction 
granted  in  the  cause  while  it  was  in  the  State  Court,  fiut  I 
am  of  the  opinion,  that,  where  it  is  desired  to  make  a  motion 
like  the  present,  which  is,  in  effect,  an  application  for  a  re-argu- 
ment of  the  motion  made  before  the  State  Court,  leave  to  make 
such  application  should  be  first  applied  for  and  obtained. 

The  motion  to  dissolve  the  injunction  is,  therefore,  denied, 
upon  the  ground  that  no  leave  to  make  the  same  had  been 
previously  obtained. 

JoJm  L.  JSilly  for  the  plaintiff. 

Edward  N.  Dtoheraon^  for  the  defendants. 


i 
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Bartholomew  C.  Galtin 
George  S.  Boutwell. 

A  case  was  remoyed  into  this  Court,  under  the  12th  section  of  the  Act  of 
September  24th,  1789,  (1  V,  S,  Stat,  at  Larger  79,)  on  the  allegation  that 
the.  plaintiff  was  a  citizen  of  New  York,  and  the  defendant  a  citizen  of 
Massachdselts.  The  plaintiff  moved  to  remand  the  caase,  on  the  ground 
that  he  was  an  alien.  That  fact  was  not  denied :  Held,  that  the  motion  must 
be  granted. 

(Before  Blatcbford,  J.,  Southern  District  of  New  York,  March  8th,  1872.) 

Blatchford,  J.  As  it  is  ^ot  denied,  on  this  motion,  that 
the  plaintiff  is  an  alien,  I  think  the  case  ought  to  be  remanded 
to  the  State  Court.  It  was  removed  here  under  the  12th  sec- 
tion of  the  Act  of  September  24th,  1789,  (1  U.  S.  Stat,  at 
Large^  79,)  on  the  allegation  that  the  plaintiff  was  a  citizen  of 
Kew  York,  and  the  defendant  a  citizen  of  Massachusetts.  I 
do  not  think  it  falls  within  the  principle  of  Dermigtoun  v* 
Draper  J  (5  Blatchf.  C.  0.  -ff.,  336,)  and  Wood  v.  MatthewSj 
(2  /{?.,  70.)  If  the  question  of  the  alieliage  of  the  plaintiff 
•  were  seriously  contested,  it  would  be  proper  to  retain  the 
case  for  a  trial  of  that  question,  on  the  merits,  on  formal 
issues  in  the  cause.  There  can  be  no  doubt  of  the  power  of 
this  Court  to  remand  the  cause,  if  it  sees  that  there  is  na 
jurisdiction,  ( Witetiqui  v.  D' Ariel,  9  Peters,  692,  701.)  The 
exercise  of  that  power  at  this  stage  of  the  cause  is  a  question 
of  discretion;  and,. in  this  case,  I  think  a  proper  exercise  of 
such  discretion  requires  that  the  case  be  remanded.  The  mo- 
tion is  granted,  on  condition  that  the  plaintiff  stipulates  that 
the  defendant  have  thirty  days'  time  to  answer  the  complaint. 
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after  a  certified  copy  of  the  order  herein  shall  have  been  filed 
in  the  State  Court. 


Joseph  J.  Ma/rrin^  for  the  plaintifl; 
Noah  DaviSj  for  the  defendant.. 


Mabk  Shaw  vs.  Moses  H.  Grinnell. 

By  the  15th  section  of  the  Act  of  June  80th,  1864,  (13  U.  8.  Stat  at  Large,  215,) 
{he  decision  of  a  collector  of  customs,  as  to  fees,  charges  and  exactions  claimed 
by  him  in  the  performance  of  his  official  duty,  is  declared  to  be  final  and  con* 
elusive,  unless  an  appeal  is  taken  to  the  Secretary  of  the  Treasury,  and  it  it 
provided  that  no  suit  shall  be  maintained  to  recoyer  any  such  fees,  <fec.,  al» 
leg^  to  have  been  erroneously  or  illegally  exacted,  until  the  decision  on 
such  appeal  is  had.  A  vessel  from  a  foreign  port,  with  dutiable  goods  om 
board,  arrived  at  New  York,  and  was  there  sold,  under  a  decree  on  a  libel 
in  admiralty,  to  the  plaintiff.  The  duties  on  the  goods  not  being  paid  or 
secured,  the  inspectors  in  charge,  under  the  order  of  the  collector,  took  the 
goods  to  the  public  stores,  according  to  the  provisions  of  §  66  of  the  Act 
of  March  2d,  1799,  (1  U,  S.  Stat  at  Large,  669,)  and  of  the  Act  of  March  2d, 
1861,  (12  idL,  209.)  The  collector  exacted  from  the  plaintiff  the  fees,  charges 
and  expenses  connected  with  the  removal  of  the  goods,  as  a  condition  of 
granting  to  him  a  clearance  for  the  vessel  for  an  outward  voyage.  The 
plaintiff  paid  the  amount,  under  protest,  but  did  not  appeal  to  the  Secretary 
of  the  Treasury,  and  then  brought  this  suit  to  recover  back  the  amount 
paid :  Hisld,  that,  although  the  exaction  was,  in  fact,  not  warranted  by  law, 
the  suit  oould  not  be  maintaioed,  because  of  the  failure  to  appeal  to  the 
Secretary  of  the  Treasury. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  March  11th,  1872.) 

Woodruff,  J.  I  am  not  able  to  withdraw  the  claim  of. 
the  plaintiff,  in  this  case,  from  the  operation  of  section  15  of 
the  Act  of  June  30th,  1864,  (13  U.  S.  Stat,  (it  Large,  215.) 
That  section  provides,  that  "  the  decision  of  the  respective 
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collectors  of  customs,  as  to  all  fees,  charges  and  exactions  of 
whatever  character,  other  than  those  mentioned  in  the  next 
preceding  section,  claimed  by  them,  or  by  any  of  the  officers 
under  them,  in  the  performance  of  their  official  duty,  shall  be 
final  and  conclusive  against  all  persons  interested  in  such 
fees,  charges  or  exactions,  unless  *  *  notice  that  an  appeal 
will  be  taken  *  *  to  the  Secretary  of  the  Treasury,  shall 
be  given  within  ten  days,  *  *  and  unless  such  appeal 
shall  actually  be  taken  within  thirty  days.  «  ♦  *  ♦ 
And  no  suit  shall  be  maintained  in  any  Court,  for  the  re- 
covery of  any  such  fees,  costs  and  charges  alleged  to  have 
been  erroneously  or  illegally  exacted,  until  the  decision  of  the 
Secretary  of  the  Treasury  shall  have  been  first  had  on  sudi 
appeal." 

About  the  1st  of  April,  1869,  the  brig  Julia  Kelly,  of 
Parrsborough,  Nova  Scotia,  arrived  at  this  port,  with  a  cargo 
of  goods,  from  the  port  of  Hamburg.  She  was  here  proceeded 
against  by  libel,  in  admiralty,  and,  on  or  about  the  12th  of 
May,  was  sold  by  the  marshal,  under  the  decree  of  the  Court. 
The  plaintiff  became  the  purchaser,  and  received  a  bill  of  sale 
from  the  marshal,  dated  May  12th,  1869.  Meantime,  having 
dutiable  goods  on  board,  and  the  duties  not  being  paid  or 
secured,  on  the  5th  of  May,  an  order  was  issued,  by  the  Col- 
lector of  the  port,  to  the  United  States'  inspectors  in  charge, 
to  take  the  goods  to  the  public  stores,  in  accordance  with  §  56 
of  the  Act  of  March  2d,  1799,  (1  U.  S.  Stat,  at  Large,  669,) 
and  the  Act  of  March  2d,  1861,  amendatory  thereof,  (12  iS., 
209.)  After  the  purchase  above  mentioned,  the  plaintiff  ap- 
plied to  the  defendant  for  a  clearance  of  the  brig  for  an  out- 
ward voyage,  and  such  clearance  was  refused,  unless  the  fees 
of  inspectors,  charges  of  stevedores,  and  other  expenses  of 
removing  the  goods,  were  paid.  The  plaintiff,  protesting 
against  the  exaction,  paid  the  charges,  amounting  to  $485  95 
over  and  above  the  ordinary  fees  and  charges  for  a  clearance, 
and,  without  taking  any  appeal  to  the  Secretary  of  the  Treas- 
ury, brought  this  suit. 

The  form  of  the  declaration  herein  is  somewhat  equivocal. 
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The  Bummond  appears  to  be  in'assnmpsit.  The  declaration, 
while  it  sounds  in  tort,  for  damages,  gives  a  narrative  of  the 
exaction,  and  claims  the  money,  alleged  to  have  been  illegally 
exacted,  as  damages,  and  there  is  no  allegation,  nor  any  proof, 
of  any  other  damages. 

I  think  it  quite  clear,  that  the  exaction  was  not  warranted 
by  any  law  relating  to  the  clearance  of  vessels.  Certain  papers 
are  required  to  be  produced,  and  fees  for  clearance  paid,  but 
no  statute  declares  tliat  costs  or  charges  of  unlading  the  vessel, 
under  the  order  of  the  collector,  shall  be  paid  before  the  vessel 
shall  be  cleared ;  and,  the  statute  under  which  such  unlading 
is  done,  having  made  provision  for  those  charges,  there  is  no 
implication  of  intent  to  charge  the  vessel  or  its  owners  there- 
with. The  statute  directs,  that,  after  the  goods  have  remained 
in  store  for  a  period  specified,  they  shall  be  sold,  the  duties, 
and  all  charges  thereon,  shall  be  deducted  from  the  proceeds, 
and  the  surplus  shall  be  transmitted  to  the  Treasury,  for  tbe 
use  of  the  owner  of  the  goods.  And  this  should  be  so.  The 
Act  was  intended  not  only  to  secure  to  the  Government  the 
duties  on  the  goods,  but  was  designed  for  the  relief  of  the  ves- 
sel and  owners,  not  to  burthen  them.  They,  being  carriers 
merely,  had  need  of  some  provision  of  law  whereby,  when  the 
owners  of  the  goods,  or  the  consignees,  neglected  to  pay  the 
duties  or  procure  permits  for  the  landing  and  delivery  thereof, 
the  ship  might  be  discharged  of  her  cargo,  by  delivery  to  the 
ofScers  of  the  customs,  and  proceed  on  her  future  voyage. 

The  exaction  was,  therefore,  unwarranted,  and  the  plaintiff, 
if  he  had  taken  the  requisite  steps,  would  have  been  entitled 
to  a  return  of  the  money  which  he  was  required  to  pay  to 
obtain  a  clearance.  But  it  is,  I  think,  impossible  to  escape 
the  provisions  of  the  Act  of  1864,  above  cited.  If  that  Act 
related  solely,  as  it  does  very  largely,  to  duties  on  goods,  it 
might  be  possible  to  construe  the  15th  section  as  limited  to 
exactions  already  in  that  Act  mentioned.  But  the  14th  sec- 
tion covers  all  such  exactions.  It  includes  all  overcharges  of 
duties  on  the  goods,  and  also  all  tonnage  duties  on  the  vessel, 
and  requires  protest  and  appeal  before  suit ;  and  then  the  15th 
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section,  in  the  terms  above  cited,  includes  all  fees,  charges 
and  exactions  of  whatever  character,  other  than  those  men- 
tioned in  the  14:th  section,  claimed  by  the  collector  in  the 
performance  of  his  official  duty.  It  is  a  broad  and  general 
provision.  It  reaches  all  collectors  and  officers  under  them, 
and  all  requirements  made  by  them  in  the  performance  of  of- 
ficial duty. 

It  will  not  obviate  this  provision  to  say,  that,  because  there 
is  no  law  to  warrant  the  exaction,  therefore,  this  section  does 
not  apply.  It  is  enacted  for  the  express  purpose  of  providing 
for  exactions  not  warranted  by  law,  and  to  regulate  the  manner 
in  which  re-imbursement  may  be  had.  Every  excess  of  fees, 
every  over-charge  of  duties,  all  charges  of  duty  on  goods  that 
should  be  admitted  free,  are  illegal  charges.  It  makes  no  dif- 
ference that  some  exactions  are  more  plainly  illegal  than 
others.  There  was  no  occasion  for  a  statute  regulating  a 
proceeding  to  recover  back  legal  charges  or  exactions. 

The  enquiry  is — ^Was  it  an  exaction  made  by  the  collector 
in  the  performance  of  his  official  duty  ?  Undoubtedly  it  was. 
It  was  his  official  duty  to  grant  a  clearance  of  the  vessel  on 
the  production  of  proper  papers  and  the  payment  of  legal 
charges  and  fees.  As  collector,  acting  officially  on  the  ques- 
tion whether  the  plaintifi  was  entitled  to  a  clearance,  he  de- 
cided that  the  charges  for  the  previous  unlading  must  be  first 
paid.  The  subject  matter  was  within  his  jurisdiction.  How- 
ever great  his  mistake  or  error,  it  was  his  official  act.  Herein 
the  case  is  distinguished  from  the  illustrations  suggested  by 
the  counsel  for  the  plaintifi^,  where  a  collector  is  assumed  to 
have  casually  obtained  the  manual  possession  of  the  property 
of  another,  and  refuses^to  give  up  such  possession  without  the 
payment  of  money,  the  coDector  not  having  possession  or 
control  of  the  property  by  virtue  of  his  office,  and  having  no 
official  duty  to  perform  in  respect  thereto. 

In  respect  to  the  form  of  the  a3tion,  several  observations 
are  pertinent :  1st.  This  is  not  an  action  on  the  case  for  fraud. 
There  is  no  allegation  of  fraud  or  wilful  misfeasance.  There  is 
no  pretence  that  the  collector  acted  otherwise  in  this  matter 
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than  nnder  a  mistake  in  regard  to  the  charges  which  could 
properly  be  required  as  a  condition  of  granting  the  clearance. 
2d.  If  this  be  not  regarded  as,  in  substance,  an  action  to  re- 
cover back  the  moneys  illegally  exacted,  there  is  no  evidence 
of  any  other  damages.  Jt  does  not  appear  that  the  plaintiff 
sustained  any  damage,  except  that  he  paid  so  much  money, 
and  there  is  no  proof  of  any  other.  3d.  A  plaintiff  who  has 
paid  duties,  charges  or  other  exactions,  cannot  avoid  the  statute 
by  claiming  to  recover  back  the  money  in  an  action  sounding 
in  tort.  No  suit  can  be  sustained,  in  which  the  exaction  shall 
be  the  ground,  and  the  amount  paid  is  made  the  measure  of 
the  recovery,  without  a  compliauce  with  the  statute. 

Although  it  is  eminently  just  that  these  moneys  should 
be  refunded,  I  am  not  able  to  refuse  to  the  defendant  the 
benefit  of  the  statute  referred  to.  If  the  defendant  paid  over 
the  money  to  the  Treasury  of  the  United  States,  it  is  not  only 
just,  so  far  as  it  appears  by  any  proofs  before  the  Court,  that 
the  money  should  be  refunded  by  the  Government,  but  a 
failure  to  refund  seems  to  me  eminently  unjust.  Apparently, 
the  Government  hold^  the  goods  themselves.  It  had  full  right 
and  power  to  collect  this  money  from  the  goods.  It  is  not 
easy  to  see  why  that  was  not  done ;  and,  if  the  goods  were 
sold  and  the  proceeds  are  in  the  Treasury,  the  Government 
now  holds  the  money  as  twice  paid.  How,  in  that  state  of 
things,  can  the  plaintiff  obtain  re-imbursement  of  what  it  was 
wholly  unnecessary  for  the  protection  of  the  Government,  and 
wholly  unjust,  to  require  him  to  pay?  There  is  to  this 
manifestly  unjust  result  the  dry  legal  answer — he  should 
have  appealed  to  the  Secretary  of  the  Treasury,  and,  failing 
to  do  so,  he  can  maintain  no  suit.  As  I  am  constrained  to 
say  that  this  answer  is  sufficient  in  law,  I  must  direct  judg- 
ment for  the  defendant. 

Robert  D.  Benediot^  for  the  plaintiff. 

Noah  DaviSy  {District  Attorney,)  for  the  defendant. 
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William  Williams 

vs. 

Calvin  A.  Leonard  and  others.    In  Equitt. 

In  a  suit  in  equity,  for  the  infringement  of  letters  patent,  bronght  before  the 
passage  of  the  Act  of  Jnly  8th,  1870,  (16  U,  S,  Stat,  at  Large,  206,  216,  g§  65, 
111,)  both  profits  and  damages  cannot  be  recoyered. 

An  interlocutory  decree  in  such  a  suit,  entered  after  the  passage  of  such  Act^ 
inadvertently  provided  for  the  recovery  of  both  profits  and  damages.  The 
report  of  the  Conmiissioner  reported  both  profits  and  damages,  and  was  ex- 
cepted to  by  the  defendant,  on  the  ground  that  the  damages  could  not  be 
recovered  in  the  suit:  Heldy  that  the  point  could  not  be  raised  by  an  excep- 
tion to  snch  report,  but  that,  nevertheless,  the  Court  would  not  award  any 
damages,  and  would  resettle  the  interlocutory  decree,  so  as  to  exclude  them. 

In  an  accounting  for  profits,  the  defendant  cannot  be  credited  with  a  sum  of 
money  as  a  salary  earned  by  and  paid  to  himself,  while'  engaged  in  the  busi- 
ness which  earned  the  profits. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  March  19th,  1872.) 

Woodruff,  J.  The  form  of  the  interlocutory  decree  in 
this  case  warranted  the  Commissioner  in  reporting  both  the 
profits  made  by  the  defendants,  by  infringing  the  patent  of 
the  complainant,  and  also  the  damages  (over  and  above,  or 
beyond  the  amount  of,  those  profits)  sustained  by  the  complain- 
ant, as  allowed  in  actions  brought  after  the  passage  of  the  Act 
of  July  8th,  1870,  (16  U.  1^.  Stat,  at  La/rge,  206,  216,  §§  56, 
111.)  Whether  any  language  can  be  found  in  the  opinion  of 
the  Court,  delivered  after  the  hearing  of  the  cause  on  plead- 
ings and  proofs,  that  seemed  to  warrant  such  an  interlocutory 
decree,  I  am  not  able,  from  recollection,  to  say ;  but  it  is 
quite  certain,  that  the  Court  did  not  intend  to  decide,  that,  in 
a  suit  brought  in  equity  before  the  passage  of  that  Act, 
both  profits  and  damages  can  be  recovered.  Section  111 
declares,  that  actions  and  causes  of  action  then  existing  may 
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be  commenced  and  prosecated,  and  that  suits  then  pending 
may  be  prosecuted  to  final  judgment  and  execution,  in  the 
same  manner  as  though  the  Act  had  not  been  passed,  and 
that  the  remedial  provisions  of  the  Act  shall  be  applicable  to 
all  suits  and  proceedings  thereafter  commenced,  although  the 
cause  of  action  may  have  arisen  before.  The  provisions  of 
the  statute  regulating  the  form  of  action,  and  prescribing  the 
measure  of  recovery,  at  law  or  in  equity,  are  provisions  ap- 
plicable especially  to  the  remedy;  they  are  among  the  '^reme- 
dial provisions.*'  When  they  were  declared  applicable  to  all 
suits  thereafter  brought,  as  an  exception  to  language  import- 
ing that  prior  causes  of  action,  not  yet  prosecuted,  should  be 
commenced  and  prosecuted,  and  suits  commenced  should  be 
prosecuted  to  judgment,  in  the  same  manner  as  if  the  Act 
had  not  been  passed,  the  negative  implication  is  plain,  that 
those  remedial  provisions  which  were  new  have  no  applica- 
tion to  suits  then  pending.  In  construing  an  exception,  the 
expressio  uniits  is  eminently  the  exduaio  aUeriua. 

The  interlocutory  decree  is  wrong.  Had  such  a  decree 
been  entered  by  consent,  the  defendants  might  be  bound  by 
it ;  but  I  presume  it  was  entered  without  the  attention  of 
counsel  being  called  to  the  construction  of  the  statute.  How 
it  was  settled  does  not  appear. 

But,  in  BO  far  as  the  exceptions  to  the  report  of  the  Com- 
missioner are  addressed  to  this  point,  the  defendants  have 
mistaken  the  mode  of  correcting  tlie  error.  The  report  con- 
forms to  the  decree,  and,  therefore,  is  not,  in  this  particular, 
the  proper  subject  of  exception.  The  Court  should  have  been 
applied  to,  to  resettle  the  de^e. 

Nevertheless,  it  is  not  too  late  to  make  the  correction. 
Entertaining  the  opinion  above  expressed,  the  Court  will  not 
proceed  to  a  final  decree  against  the  defendants,  which  it  deems 
not  warranted  by  law ;  and  the  facts  reported  in  detail  by  the 
Commissioner  will  enable  the  Court  to  decree  the  recovery  of 
the  gains  and  profits  made  by  the  defendants,  by  the  infringe- 
ment, excluding  damages  beyond  that  amount.  The  com- 
plainant had  his  election,  to  proceed  for  such  gains  and  profits. 
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or  to  sue  for  damageB,  and  he  chose  the  former.  As  to  the 
result  of  such  election,  the  law  has  not  been  changed  since  he 
brought  his  suit,  and  it  is  no  hardship  that  he  is  held  to  his 
election. 

As  to  the  "  salaries  "  of  the  defendants,  during  the  period 
in  which  they  have  been  engaged  in  infringing,  they  have  no 
title,  as  against .  the  complainant.  It  .would  be  very  great 
injustice,  if  the  qucmtum  of  gains  and  profits  recoverable  by 
a  complainant  depended  on  the  question,  how  much  of  such 
gains  and  profits  the  defendants  used  for  their  own  support, 
or  the  support  of  their  families,  or,  as  even  more  broadly 
claimed  here  by  the  defendants,  how  much  they  saw  fit  to 
appropriate  to  their  own  use.  Infringers  would  rarely  be 
required  to  pay  over  anythiug,  if  they  could  divide  the  gains 
and  profits  among  themselves,  under  the  name  of  salary, 
wages,  or  any  other  designation.  Men  work  for  gains  and 
profits,  but  they  are  gains  and  profits  still.  Men  support 
themselves  and  their  families  out  of  their  gains  and  profits, 
but  that  does  not  change  their  nature,  Jf  it  were  not  so, 
inventors  might,  by  reason  of  infringements,  feil  to  obtain 
anything,  and  the  infringers  .obtain  wh&t  they  see  fit  to  term 
adequate  salaries,  out  of  their  piracy.  What,  in  good  faith, 
the  defendants  pay  to  others,  as  expenses,  may  be  taken  as 
the  cost,  to  them,  of  their  manufacture.  "What  they  take  to 
themselves  are  gains.  They  might,  perhaps,  have  earned  and 
gained  as  much,  or  perhaps  more,  by  laboring  in  some  other 
business,  in  no  violation  of  the  rights  of  their  neighbor ;  but 
they  cannot  be  permitted  to  gain  either  wages  or  salary  by  a 
violation  of  such  rights.  - 

The  exceptions,  as  exceptions,  must  be  overruled,  with 
costs ;  but  the  interlocutory  decree  should  be  resettled  and 
entered,  and  the  amount  of  gains  and  profits,  which,  as  I 
understand  the  report,  are  $1,668^^^,  should  be  awarded  by 
the  final  decree,  with  interest  thereon,  and  the  costs  of  suit. 

F.  A,  Maoomher^  for  the  plaintiff. 

H.  H.  Woodward^  for  the  defendants. " 
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Jacob  E.  Buebk 
Dennis  Valentine.    »In  Equity. 

The  reissued  letters  patent,  granted  to  Jacob  E.  Baerk,  as  assignee  of  John 
Bark,  the  inyentor,  March  8th,  1860,  for  14  years  from  October  29th,  1866, 
for  an  "  Improyement  in  watchman's  time-detectors,"  the  original  patent  hay- 
ing been  granted  to  Baerk,  January  1st,  1861,  for  14  years  from  that  day, 
and  reissued  to  him,  August  22d,  1866,  for  the  residue  of  such  last-named 
term,  are  valid. 

Burk  having  obtained  in  France,  October  29th,  1866,  a  patent  for  his  invention, 
it  was  proper  to  correct,  by  a  reissue,  the  error  in  granting  the  patent  in  the 
United  States  otherwise  than  for  14  years  from  that  date. 

Making  a  prior  device,  which  will  serve  the  like  useful  purpose,  is  not  necessa- 
rily anticipating  an  ii^vention.  Where  the  mechanical  means  employed  are 
different^  and  the  mechanical  result  is  different,  one  does  not  anticipate  the 
other.  ^ 

Whether  the  letters  patent  granted  to  Jacob  £.  Buerk,  as  inventor,  June  6th, 
1866,  for  an  improvement  on  the  time  detector  described  in  the  said  patent  of 
1866,  are  valid,  qitere. 

The  defendant's  apparatus  held  to  be  an  infringement  of  the  plaintiff's  patent, 
where  its  mechanical  construction  was  the  same  in  all  that  constituted  the 
principle  or  mode  of  operation  of  the  plaintiff's  apparatus,  and  gave  it  effi- 
ciency in  securing  the  object  of  the  invention. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  March  19th,  1872.) 

WooDBUFF,  J.  This  is  a  suit  brought  to  restrain  the  al- 
leged infringement  of  two  patents,  and  for  an  account  of  gains 
and  profits  accruing  to  the  defendant  by  such  infringement^ 
and  for  damages. 

The  patent  first  set  out  in  the  bill  of  complaint  is  based 
upon  an  alleged  invention  by  John  Burk,  of  Schwenningen, 
in  the  kingdom  of  Wurtemberg,  made  prior  to  the  1st  of 
January,  1861,  and  assigned  to  the  complainant,  December 
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3d,  1860.  The  original  patent  was  granted  to  the  com- 
plainant January  1st,  1861,  and  purported  to  grant  to  him 
the  exclusive  right  to  make,  use  and  sell,  &c.,  for  fourteen 
years.  This  patent  was  surrendered  and  re-issued  on  the 
22d  of  August,  1865,  for  the  residue  of  the  term  of  four- 
teen years  from  the  1st  of  January,  1861.  John  Burk, 
the  alleged  inventor,  having,  as  early  as  October  29th,  1856, 
obtained  a  patent  for  his  inventicJn  from  the  Government  of 
France,  it  was  perceived  that  the  patents  issued  in  the  United 
States  to  the  complainant  had  erroneously  granted  the  ex- 
clusive right  for  fourteen  years  from  the  Ist  of  January,  1861. 
The  complainant,  therefore,  again  surrendered  his  patent,  and 
the  same  was  re-issued  on  the  8th  of  March,  1870,  for  the 
term  of  fourteen  years  from  the  29th  of  October,  1856,  the 
date  of  the  inventor's  French  patent.  The  pat^it  and  such 
re-issues  are  for  an  "  improvement  in  watchman's  time-detect- 
ors." 

The  other  patent  alleged  in  the  bill  to  have  been  infringed 
by  the  defendant  was  granted  to  the  complainant  himself,  as 
the  inventor  of  an  alleged  improvement  upon  the  time-detector 
described  in  the  other  patent.  It  was  granted  on  the  6th  of 
June,  1865,  for  the  term  of  seventeen  years  thence  next  en- 
suing. 

The  invention  described  in  the  first  patent,  as  re-issued  to 
the  complainant  in  1870,  provided  for  the  watchman  a  watch^ 
which  he  carried  with  him  in  his  rounds,  so  constructed,  that, 
by  the  insertion  of  a  key  provided  at  each  of  the  stations 
which  he  was  required  to  visit,  he  could  make,  within  the 
watch,  a  record  indicating  the  several  stations  visited,  the 
precise  time  of  each  visit,  and,  of  course,  the  order  in  which 
the  visits  to  the  respective  stations  were  made.  The  watch 
was  provided  with  a  lock,  so  that  the  watchman  had  no  access 
to  its  interior ;  and,  as  the  record  of  each  station  could  only 
be  made  by  the  peculiar  key  which  belonged  to  such  station 
and  was  there  secured  or  made  fast,  the  watchman  could 
make  no  false  record  or  deceive  his  employers.  Without 
entering  into  unnecessary  detail,  it  will  be  sufficient,  in  the 
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first  instance,  to  say,  that  this  was  effected  by  nsing  a  watch- 
er small   portable    clock-movement,    enclosed   in    a  strong 
case,  the  lid  of  which  conld  be  locked,  the  employer  retaining 
the  key.     To  the  arbor  of  the  watch  npon  which  the  hour 
hand  was  placed,  a  drum  was  attached,  so  as  to  revolve  as  the 
hour  hand  revolved.     The  circumference  of  the  drum  was  a 
little  gi'eater  than  the  ordinary  watch  dial,  and  its  surface  was 
of  width  suitable  to  receive  the  paper  next  mentioned.  Around 
the  circumference  of  the  drum  was  placed  a  strip  of  paper. 
By  marks  thereon,  the  paper  was  divided  into  spaces  corres- 
ponding, in  their  position   relatively  to  the  centre  of  the 
watch,  to  the  hours  and  minutes  of  the  watch  dial,  and,  by 
lines  drawn  lengthwise,  it  was  also  divided  into  several  spaces, 
corresponding  in  number  to  the  number  of  markers  to  be 
used;  as  next  mentioned.    Exterior  to  the  watch-movement, 
but  within  the  case,  there  were  placed  several  small  steel  bars 
or  springs,  terminating  each  in  a  point  bent  at  right  angles, 
while  the  other  end  was  fixed  firmly  to  the  circular  plate  or 
frame  of  the  watch  movement.    These  springs  were  placed 
and  held,  in  a  gauge,  one  above  another,  so  that  the  points 
were  in  a  row  pei'pendicular  to  the  watch  face,  at  and  exterior 
to  the  point  on  the  dial  of  the  watch  indicating  the  hour  of 
12  ;  and  each  point  was  directly  opposite  one  of  the  longitud- 
inal  spaces  in  the  strip  of  paper  around  the  circumference  of 
the  drum.     In  this  position,  it  is  obvious,  that,  if  the  point  of 
one  of  the  springs  was  pressed  inward  upon  the  revolving 
drum,  it  would  perforate  the  paper  within  its  proper  longitud- 
inal division,  and  the  perforation  would  show  the  hour  and 
minute  at  which  it  was  made ;  and,  in  order  to  permit  such 
perforation  without  injuring  the  steel  point,  the  periphery  of 
the  drum  was  channeled  by  narrow  longitudinal  grooves, 
beneath  each  of  the  said  longitudinal  spaces  in  the  paper 
placed  thereon.    Keys  were  provided,  which  varied  firom  eaeh 
other  in  the  location  of  the  bit  thereon,  in  the  width  of  such 
bits,  and  also  in  the  number  of  bits,  in  such  wise,  that,  one  of 
the  keys  being  inserted  in  a  key-hole  contiguous  to  the  steel 
springs,  and  turned,  the  bit  of  the  key  would'  press  one  of  the 
Vol.  IX— 81 
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Bprings  inward  upon  the  paper  and  make  one  perforation, 
another  key  would  press  two  springs  inward  and  make  two 
perforations,  another  three,  and  so  on ;  and  one  key  would 
press  the  first  of  the  springs,  another  the  second,  another  the 
third,  and  so  on ;  and  one  key  would  press  inward  the  first 
and  second,  another  the  first  and  third,  another  the  first  and 
fourth,  another  the  second  and  third,  another  the  second  and 
fourth,  another  the  third  and  fourth,  another  the  third  and 
fifth,  and  so  on,  through  all  the  variations  of  which  the  number 
of  springs  used  was  susceptible ;  and,  one  key  being  fastened 
at  each  station,  the  marks  or  punctures  which  would  indicate 
a  visit  to  that  station  could  not  be  made  by  any  other  key, 
nor  by  any  means  but  by  an  actual  visit  to  that  station  and 
the  use  of  the  key  there  suspended. 

The  claims  in  the  specification  annexed  to  the  re-issued 
patent  for  this  invention  are :  (1.)  The  drum,  carrying  a  re- 
movable piece  of  paper,  or  other  suitable  material,  ^marked  or 
divided  off  in  a  convenient  number  of  parts,  in  combination 
with  a  chronometer  movement  or  time-piece,  and  with  one 
or  more  marking  devices,  substantially  as  and  for  the  purpose 
set  forth.  (2.)  The  combination  of  the  marking  devices, 
fastened  internally  to  a  time-piece,  with  a  watch  movement, 
and  with  a  series  of  keys,  and  a  surface  for  receiving  marks, 
substantially  as  described. 

The  invention  described  in  the  second  patent,  and  claimed 
to  be  the  invention  made  by  the  complainant  himself,  was  for 
the  same  purpose  as  the  other,  and  is  only  claimed  as  an  im- 
provement thereon.  In  its  main  features,  it  consisted  in  re- 
moving the  drum  entirely  and  the  paper  wound  thereon.  It 
attached  a  circular  disk  to  the  arbor  of  the  hour  hand,  to  re- 
volve therewith,  and  attached  thereto  a  circular  flat  paper 
dial,  of  larger  diameter,  divided  by  radial  lines  corresponding 
with  the  hours  and  minutes  of  a  watch  dial,  and  having  a  por- 
tion of  its  exterior  divided  into  spaces  by  circular  lines  drawn 
at  uniform  distances,  such  spaces  corresponding,  as  the  paper 
disk  revolved,  to  the  location  of  the  steel  points  next  men- 
tioned.   Beneath  the  circular  plate  forming  the  support  or 
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frame  of  the  watch  movement,  the  gauge  of  steel  bars  or 
springs  was  firmly  attached  to  such  plate,  in  such  position 
that  the  points  were  in  a  straight  line  radial  to  the  centre,  and, 
over  each  point,  was  a  hole  in  the  said  plate,  so  that  each 
spring  could  be  pnshed  npward,  the  point  thereof  passing 
through  the  hole,  and  upward,  sufficiently  to  peHbrate  the 
revolving  paper  dial,  in  the  space  corresponding  to  the  point 
of  the  spring  so  raised.  Over  the  row  of  holes  was  placed 
what  is  called  a  fixed  index — a  small  strip  of  metal  fastened 
to  the  circular  plate  or  frame  of  the  watch,  and  extending 
towards  the  centre  of  the  disk,  raised  sufficiently  above  the 
revolving  disk  to  permit  the  paper  dial  to  revolve  freely  under 
it  and  over  the  holes  through  which  the  spring  points  were  to 
rise ;  and,  to  prevent  injury  to  those  points,  holes  were  made 
in  its  under  surfSsu^,  opposite  each  point,  into  which  the  points, 
as  they  rose  and  perforated  the  paper,  would  enter,  apd  then, 
by  the  power  of  the  spring,  be  immediately  withdrawn  to 
their  respective  positions  below  such  plate.  The  keys  were 
the  same  as  u^ed  in  the  former  invention,  and  were  inserted 
in  a  key-hole  so  located  that  the  bits  of  the  keys,  when  turned, 
forced  the  springs  upwards  instead  of  inwards,  as  before,  the 
springs  lying  fiat  upon  or  near  the  inner  surface  of  the  circular 
plate  or  frame  before  mentioned.  By  this  means,  the  perfora- 
tion was  made  in  the  exterior  portion  of  the  revolving  paper 
dial,  and  the  place  of  perforation  indicated  the  precise  hour 
and  minute  it  was  made,  and  the  particular  keys  by  which  it 
was  made,  with  all  the  variations  above  stated  as  to  the  former 
patent ;  and  the  perforations  were  all  from  beneath  the  paper, 
upward,  through  it. 

The  claims  of  this  patent  are :  (1.)  The  use  of  the  false 
revolving  dial,  in  combination  with  the  stationary  index  and 
spring  points,  constructed  and  operated  substantially  as  and 
for  the  purpose  set  forth.  (2.)  Producing  the  perforations  on 
the  paper  dial,  or  its  equivalent,  from  the  inside  out,  instead 
of  from  the  outside  in,  as  before. 

The  defendant  imports  and  sells  a  watchman's  time- 
detector,  which  serves  the  same  purpose  as  those  above  de- 
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Bcribed,  and  is  operated  bj  keys  having  like  bits,  and  varied 
in  the  same  manner  in  the  location  of  the  bits.  It  is  sus- 
ceptible of  like  variations  in  the  form  of  the  keys,  to  adapt  it 
for  use  at  numerous  stations.  It  makes  the  record  by  per- 
forations in  a  revolnng  paper  dial,  attached  to  a  circular  disk 
fastened  to  the  arbor  of  the  watch  on  which  the  hour  hand 
is  placed.  That  paper  dial  is  divided  in  the  same  maiiiier 
as  is  above  described;  and  the  perforations  are  made  by 
the  points  of  steel  springs  arranged  in .  a  like  gang  side 
by  side,  moved  by  the  bit  of  the  respective  keys  in  like 
manner. 

The  leading  feature  in  which  it  differs  from  the  time- 
detector  as  alleged  to  be  improved  by  the  devices  mentioned 
in  the  complainant's  second  patent,  is  this  :  The  gang  of  steel 
springs,  instead  of  being  placed  beneath  the  circular  plate  or 
i^ame  of  the  watch  movement,  is  attached  to  the  lid  of  the 
case  of  the  instrument,  immediately  over  the  location  of  the 
gang  of  springs  in  the  complainant's  detector.  When  closed, 
the  line  or  row  of  points  is  in  the  same  straight  line  radially 
from  the  centre ;  and,  in  order  to  perforate  the  paper  dial, 
they  must  be  pi*essed  downward,  instead  of  upward.  To  that 
end,  the  key-hole  is  placed  in  the  side  of  the  lid,  over  the 
gang  of  springs,  instead  of  being  placed  in  the  body  of  the 
case,  below  the  springs,  as  in  the  detector  of  the  complainant. 
Instead  of  the  complainant's  fixed  index,  placed  over  the  holea 
through  which,  in  his  detector,  the  points  rise  to  perforate  the 
paper,  there  is,  in  the  same  location,  a  row  of  holes  in  the 
plate  or  frame  of  the  movement,  into  which  the  points  enter^ 
to  protect  them  from  injury  when  making  the  perforation. 
The  necessity  of  making  such  fixed  index  in  such  manner 
that  it  will  sustain  the  paper  during  the  act  of  perforation, 
being  obviated  by  making  the  motion  of  the  springs  down- 
ward, whereby  the  plate  of  the  watch  performs  the  same  of- 
fice during  such  act,  a  mark  in  the  form  of  an  arrow  is 
made  on  the  plate  or  frame,  opposite  the  row  of  holes  which 
performs  the  office  of  the  index,  in  indicating  the  point  cor- 
responding with  the  figure  12  of  the  watch  dial,  as  a  guide  in 
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setting  Ihe  paper  dial,  when  the  watch  is  placed  in  the  hands 
of  the  watchman. 

There  are  some  minor  differences  in  the  manner  in  which 
the  paper  disk  is  attached  to  the  revolving  disk  npon  the 
Arbor,  but  they  are  deemed  to  be  very  clearly  not  of  the  sub- 
stance of  the  complainant's  invention ;  and  the  examples 
which  are  produced  as  exhibits  show,  also,  a  watch  dial  and 
hands,  on  the  defendant's  detector,  which  does  not  appear  in 
the  complainant's,  but  that  is  a  matter  which  is  not  supposed 
to  be  included  in  the  complainant's  patent,  or  to  be,  in  itself, 
Any  infringement.  This,  however,  involves  another  variation 
in  the  marking  and  figuring  of  the  paper  dials.  As  the  com- 
plainant's dial  is  placed  on  what  is  ordinarily  the  &ce  of  the 
watch,  and  revolves  as  the  hour  hand  revolves,  the  figures 
thereon  denoting  the  time,  (and  passing  successively  under 
the  index,  where  perforations  may  be  made,)  are  necessarily 
printed  in  an  order  in  reverse  of  the  figures  on  the  watch 
dial ;  while,  in  the  defendant's  detector,  as  the  paper  dial  is 
put  on  the  other  end  of  the  arbor,  (opposite  the  face  of  the 
watch,)  the  figures  on  the  paper  dial  are  printed  in  the  same 
order  as  on  the  face  of  the  watch,  but  the  motion  thereof, 
relatively  to  the  points  for  perforation,  is  reversed.  The 
results  of  the  revolution,  in  respect  to  the  record  of  the  time, 
are,  therefore,  the  same  in  each.  If,  in  either  of  these  points 
of  difference,  the  detector  of  the  defendant  is  an  improve- 
ment, that  alone  will  not  protect  the  defendant  from  liability, 
if  the  complainant's  patents  are  valid,  and  the  devices  pro- 
tected thereby  are,  in  substance,  incorporated  in  such  detector. 

It  is,  I  think,  entirely  clear,  that  John  Burk  was  the 
inventor  of  the  detector  for  which  the  patent  was  granted  to 
the  complainant,  as  his  assignee.  "No  one  of  the  prior  devices 
mentioned  in  the  proofs  contains  a  combination  of  spring 
points  to  be  operated  upon  by  a  series  of  keys,  (susceptible  of 
numerous  combinations,)  with  a  watch-movement,  all  in  one 
case  carried  by  the  watchman,  and,  by  successive  punctures, 
indicating  the  particular  key,  and,  thereby,  the  station  at 
which  it  was  made.    Still  less  is  it  true,  that  any  prior  device 
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was  constrncted  in  the  same  manner,  or  by  the  use  of 
mechanical  equivalents.  Most  of  the  detectors  were  station* 
ary,  and  operated  in  an  entirely  different  manner. 

fiiram's  tell-tale  was  operated  by  the  pressure  of  the  hand 
of  the  person  desiring  to  register  his  presence,  on  a  pin  or 
button  exterior  to  the  instrument.  He  could  make  that  rec- 
ord wherever  the  instrument  might  be,  and  nothing  in  the 
record  indicated  the  visit  of  the  watchman  to  more  than  the 
single  station  where  it  was.  He  could  make  as  many  records 
as  he  saw  fit,  without  at  any  time  moving  from  the  one  place. 

Eowbotham's  device  was  simply  to  print  upon  a  revolving 
paper,  within  the  case  of  the  watch,  the  impression  of  various 
type  keys,  or  stamps,  dipped  in  colored  ink  from  a  reservoir 
in  the  watch  case.  The  differing  form  of  the  keys  or  stamps 
at  the  successive  stations  may  have  been  useM  in  disclosing 
the  time  and  place  where  the  marks  were  made,  and  so  dis- 
closing the  fact  and  the  time  of  the  visit  to  each  station.  This 
may  have  been  more  or  less  efficient  in  accomplishing  the 
purpose  of  a  detector,  but,  as  a  machine  or  mechanical  struc- 
ture, it  was  not  like  the  plaintiff's.  Making  a  prior  device 
which  will  serve  the  like  useful  purpose^  is  not  necessarily 
anticipating  an  invention.  Where  the  mechanical  means 
employed  are  different,  and  the  mechanical  result  is  different, 
one  does  not  anticipate  the  other.  If  this  were  not  so,  an 
inventor  who  had  made  a  machine  which  would  serve  a  useM 
purpose  would  exclude  all  others  irom  the  right  to  a  patent 
for  other  mechanical  devices  or  combinations  producing  the^ 
like  utfeful  result  in  other  modes,  or  producing  a  different 
mechanical  result  which  served  the  same  purpose. 

This  is  also  true  of  a  device  shown  in  the  evidence  as 
described  in  the  German  publication  called  "  The  Polytedh- 
nisches  Central  Blatt,  for  1855."  There  is  much  obscurity  in 
the  description  there  given,  and  it  is  at  least  doubtful  whether 
it  is  sufficiently  clear  or  specific  to  enable  a  skilful  mechanic 
to  construct  the  instrument  by  that  mere  description.  Prob- 
ably, by  the  use  of  inventive  skill,  he  might  contrive  auxiliary 
devices  supplying  the  omissions,  so  that  the  instrument  could 
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be  operated ;  but,  whether,  when  completed,  the  instrument 
would  be  the  same,  in  respect  of  those  devices,  as  the  machine 
of  which  such  imperfect  description  is  given,  is,  at  least,  very 
doubtful.  If,  however,  he  should  succeed,  the  instrument 
would,  in  mechanical  construction  and  operation,  be  unlike 
the  complainant's  detector.  It  would  have  but  one  marker. 
That  marker  must  be  moved  from  its  ordinary  position,  at 
each  station  visited.  For  this  purpose,  it  requires  as  many 
key-holes  as  there  are  stations,  the  key  at  each  station  opera- 
ting upon  it  in  a  different  manner.  The  number  of  keys  which 
it  would  be  possible  to  apply  to  the  marker  must,  of  necessity, 
be  very  few,  and,  of  consequence,  the  number  of  stations  at 
which  it  could  be  used  must  be  small.  It  has  no  capacity,  by 
combination  of  marks  or  punctures,  to  furnish  a  record  at 
many  stations,  either  by  one  key  at  each,  or  through  the  same 
key-hole.  The  minutes  of  the  Leipsic  Association,  in  1864, 
not  only  recognize  the  invention  of  John  Burk,  but  they  are 
subsequent  to  his  foreign  patent,  and  subsequent  to  the 
original  patent  of  1861,  granted  to  the  present  complainant. 
In  that  view,  it  is  not  necessary  to  decide  whether,  in  fact,  it 
was  such  a  publication  as  would,  in  any  event,  impair  the 
validity  of  a  patent  issued  in  this  country  after  its  date. 

I  do  not  deem  it  necessary  to  decide  how  far  the  invention 
described  in  the  patent  granted  to  the  complainant  in  June, 
1865,  (in  which  the  circular  paper  dial  is  substituted  for  the 
paper  strip  described  by  John  Burk,)  was  anticipated  by  the 
invention  of  John  Burk.  Some  of  the  testimony  seems  to 
indicate  that  the  substitution  of  the  revolving  disk  for  the 
drum,  and  the  circular  dial  for  the  strip  of  paper  around  the 
drum,  together  with  the  adaptation  of  the  spring  points  by 
an  arrangement  which  made  the  perforations  of  the  paper 
disk  practicable,  were  but  a  substitution  of  merely  equivalent 
devices.  I  certainly  cannot  express  any  concurrence  in  that 
view  of  the  two  patents.  But,  for  the  purposes  of  this  case, 
it  is  enough  to  say,  that,  if  such  changes  were  the  mere  use  of 
equivalents,  then  the  re-issued  patent  of  1870  embraces  both 
forms  or  modes  of  construction,  and  the  defendant  is  in  no 
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wise  aided.  The  question  of  infringement  will  still  be— Does 
the  defendant's  detector  infringe  either  ?  Nor  can  I  regard 
that  as  seriously  questionable.  He  employs  every  substantial 
device  in  the  detector  as  now  made  by  the  complainant,  and 
described  in  his  patent  of  June  6th,  1865,  above  recited,  save 
only,  that  he  places  the  springs  in  the  lid  of  the  box  or  case, 
perforating  therewith  downward,  instead  of  placing  them 
under  the  plate  or  frame  supporting  the  watch  movement, 
and  perforating  therewith  upward,  thereby  dispensing  with 
the  special  form  of  what  is  called  the  fixed  index,  but  for 
which,  as  an  index  serving  to  point  to  the  hour  at  which  the 
revolving  dial  should  be  set,  he  substitutes  the  mark  of  an  ar- 
row at  the  same  point.  Whether  this  change  in  the  location 
of  the  springs  is  or  is  not  an  improvement,  it  is  no  part  of  my 
duty  to  say.  There  is  some  evidence  that  it  is,  because  there 
is  no  opportunity  for  the  entrance  of  dust,  through  the  key- 
hole, to  the  works  of  the  watch.  On  the  other  hand,  the  parti- 
tion, in  the  specimen  of  the  complainant's  detector  produced 
in  evidence,  entirely  separates  the  complainant's  springs  and 
the  key-hole  leading  thereto,  from  the  watch  movement,  so 
that  no  dust  can  enter,  and  obviates  the  supposed  dis- 
advantage. Be  that  as  it  may,  the  mechanical  construction  is 
the  same,  in  all  that  constitutes  the  principle  or  mode  of 
operation  of  the  instrument,  and  gives  it  efficiency  as  a  record 
of  the  watchman's  visits  to  the  several  stations.  It  violates, 
in  terms,  the  second  claim  of  the  re-issued  patent  of  1870 ; 
and,  if  the  paper  dial  and  the  revolving  disk  are  equivalents 
of  the  drum  and  strip  of  paper  around  its  periphery,  then  it 
violates  the  first  claim  of  that  patent.  It  also  violates  the 
first  claim  of  the  complainant's  patent  of  June  6th,  1865. 
Reversing  its  position,  so  that  the  points  peribrate  downward, 
instead  of  upward,  cannot  avoid  that  claim,  notwithstanding, 
by  so  doing,  the  defendant  is  able  to  substitute  the  mark  of 
an  arrow  for  the  stationary  index  in  the  complainant's  in- 
strument. 

As  already  remarked,  the  minor  specific  differences  in  the 
means  by  which  the  paper  dial  is  held  upon  the  revolving 
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disk,  and  the  like,  do  not  affect  the  substance  of  the  inven- 
tions. If  they  are  improvements,  the  defendant  is  at  liberty 
to  use  them,  if  he  obtains  a  license  from  the  complainant  to 
use  his  invention. 

I  am,  also,  of  opinion,  that  the  error  testified  to  have  been 
a  mistake,  by  which  the  original  patent  of  1861  was  granted 
for  fourteen  years  from  that  date,  cannot  affect  the  com- 
plainant's rights  under  his  re-issued  patent  of  1870,  whereby 
that  mistake  was  corrected.  Independent  of  the  question, 
whether  the  re-issued  patent  can  be  thus  collaterally  im- 
peached, I  think  it  sufficiently  appear^  that  the  error  was  a 
proper  one  to  be  corrected  by  a  re-issue ;  and,  if  so,  then  the 
complainant's  rights  are  not  other  than  those  of  any  inventor 
whose  first  patent  is  void  for  mistake  or  error,  which  is  cor- 
rected by  a  re-issue.  He  cannot  recover  for  alleged  infringe- 
ments prior  to  the  re-issue,  but  may  for  subsequent  infringe- 
ments. Nor,  in  such  case,  will  the  notoriety  or  use  of  the 
patented  invention,  after  his  first  application,  and  prior  to 
the  re-issue,  render  such  re-issue  void,  although  the  original 
patent  issued  on  such  application  was  wholly  invalid.  If  I 
was  brought,  however,  to  the  conclusion,  that  the  complainant 
could  not  sustain  the  re-issue,  on  the  ground  last  referred  to, 
it  would  still  remain  true,  that  the  defendant's  detector  in- 
fringes the  first  claim  of  the  patent  of  June  6th,  1865. 

The  complainant  is  entitled  to  a  decree  awarding  an  in- 
junction and  account,  as  prayed  in  his  bill. 

J,  Vo/n  Sanivoord^  for  the  plaintiff. 

C.  W.  Smith  and  iV^.  JB.  Smithy  for  the  defendant. 
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The  Kubbeb  Tip  Pencil  Company 
Samuel  E.  Howard  and  others.    In  Equity. 

The  letters  patent  granted  to  J.  B.  Blair,  Jnly  28d,  1867,  for  a  mbber  head  for 
lead  pencils,  the  daim  of  which  is, "  An  elastic,  erasive  pencil  head,  made  sab- 
stantially  in  manner  as  described,"  are  Toid. 

Tho  claim  is  one  to  a  piece  of  india-rubber  with  a  hole  in  it,  and  is  inyalid,  for 
want  of  invention.  « 

(Before  Bxhzdict,  J.,  Sonthem  District  of  New  York,  March  19th,  1872.) 

I 

Benedict^  J.  This  action  is  founded  npon  a  patent  for  a 
rubber  head  for  lead  pencils,  issued  to  J.  B.  Blair,  July  23d, 
1867,  and  numbered  66,938.  The  novelty  of  the  invention 
and  the  validity  of  the  patent  are  put  in  issue. 

The  proper  construction  of  the  patent  is  the  question  first 
presented.  The  specification  states  the  invention  to  be  ^^  a  new 
and  useful  cap  or  rubber  head,  to  be  applied  to  lead  pencils, 
&c.,  for  the  purpose  of  rubbing  out  pencil  marks."  It  then 
describes  it  as  follows :  "  The  nature  of  my  invention  is  to  be 
found  in  a  new  and  usefal  or  improved  rubber  or  erasing  head 
for  lead  pencils,  &c.,  and  consists  in  making  the  said  head  of 
any  convenient  external  form,  and  forming  a  socket  longitud- 
inally in  the  same,  to  receive  one  end  of  a  lead  pencil,  or  a 
tenon  extending  from  it.  The  said  head  may  have  a  fiat  top 
surface,  or  its  top  may  be  of  a  semi-circular  or  conical  shape, 
or  any  other  that  may  be  desirable.  Within  one  end  of  the 
said  head,  I  form  a  cylindrical  or  other  proper  cavity.  This 
socket  I  usually  make  about  two-thirds  through  the  head,  and 
axially  thereof;  but,  if  desirable,  the  socket  or  bore  may  ex- 
tend entirely  through  the  said  head.  The  diameter  of  the 
socket  should  be  a  very  little  smaller  than  that  of  the  pencil 
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to  be  inserted  in  it.  The  elastic  erasive  head  so  made  is  to  fit 
upon  a  lead  pencil  at  or  near  one  end  thereof,  and  to  be  made 
so  as  to  surround  the  part  on  which  it  is  to  be  placed,  and  to 
be  held  thereon  by  the  inherent  elasticity  of  the  material  of  ' 
which  the  head  may  be  composed.  The  head  is  to  be 
composed  of  india-rubber,  or  india-rubber  and  some  other 
material  which  will  increase  the  erasive  properties  of  the 
head,  such  as  powdered  emery,  for  instance.''  The  article 
is  farther,  described  by  drawings,  which,  the  specification 
states,  ^^  exhibit  the  elastic  head,  so  made  as  to  cover  the 
end,  as  well  as  to  extend  around  the  cylinder  sides  of  the 
pencil;  but  it  is  evident  that  the  contour  of  the  said  head 
may  be  varied  to  sait  the  fancy  or  the  taste  of  an  artist  or 
other  per^n ;  and  I  do  not  limit  my  invention  to  the  precise 
forms  shown  in  the  drawings,  as  it  may  have  such,  or  any 
other  convenient  form  for  the  purpose,  so  long  as  it  is  made  so 
BB  to  encompass  the  pencil,  and  present  an  erasive  surface 
about  the  sides  of  the  same."  The  specification  further  states^ 
that  "  the  elastic  or  rubber  pencil  head,  made  as  above  set 
forth,  may  be  applied  not  only  to  lead  pencils,  but  to  ink 
erasers,  and  other  articles  of  like  character.^"  The  claim  is> 
for  ^^  an  elastic  erasive  pencil  head,  made  substantially  in  man- 
ner as  described." 

In  considering  the  effect  of  this  language,  it  is  to  be  no- 
tioed,  that  the  invention  is  not  stated  to  be  a  combination,  but 
a  single  article  of  manufacture,  namely,  ^^  an  elastic  erasive 
pencil  head."  The  peculiarity  in  this  article,  by  reason  of 
which  the  inventor  supposes  himself  entitled  to  secure  it  as 
his  own,  is  not  stated  to  consist  in  its  elasticity.  That  is  a 
quality  of  the  material  to  be  used,  which  is  india-rubber.  !N'or 
does  it  consist  in  its  erasive  capacity.  That,  also,  is  solely 
due  to  the  material  out  of  which  the  article  is  manufactured. 
An  effort  has  been  made  to  show  that  the  erasive  capacity  of 
the  Blair  head  is  increased  by  means  of  certain  swells  or  pro- 
jections on  the  sides  of  the  head,  which  are  portrayed  in  the 
drawings,  and  supposed  to  be  indicated,  in  the  specification,  as 
a  feature  of  the  invention  claimed.    But  I  find  no  language 
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which  can  fairly  be  said  to  convej  the  idea  that  such  swells  or 
projections  form  a  part  of  the  invention.  On  the  contrary, 
the  description  states  that  the  heads  may  be  of  any  convenient 
external  form,  and  expressly  declares,  that  the  invention  is 
not  limited  to  the  precise  forms  shown  in  the  drawings,  but 
may  have  any  convenient  form,  "  so  long  as  it  is  made  so  as  to 
encompass  the  pencil,  and  present  an  erasive  surface  about  the 
sides  of  the  same."  The  phrase  last  quoted  from  the  specifi- 
cation discloses  what  is  the  real  and  only  feature  of  the  article 
in  question,  upon  which  the  right  to  it  is  based ;  and  this 
characteristic  is  one  of  form,  but  not  of  what  is  called,  in  the 
specification,  external  form.  The  characteristic  form  which 
the  inventor  claims  to  have  invented,  is,  broadly,  any  form 
which  will  enable  the  rubber  to  encompass  a  pencil,  ink  eraser, 
or  other  articles  of  like  character.  The  additional  words, 
^'  and  present  an  erasive  surface  about  the  sides  of  the  same," 
add  nothing  to  the  description,  as  it  is  impossible  to  have  a 
piece  of  rubber  encompass  a  pencil,  ink  eraser,  or  other  article 
of  similar  character,  without  presenting  an  erasive  sor&ce 
about  the  sides  of  the  same.  •  From  this  form  which  the  in- 
ventor gives  to  a  piece  of  rubber — othei^wise,  to  be  of  any  con- 
venient form — ^andfrom  this  form  alone,  does,  his  article  derive 
its  value,  as  distinguished  from  rubber  in  any  other  form. 
By  means  of  this  form,  any  person  is  enabled  easily  to  attach 
the  rubber  to  a  pencil,  ink  eraser,  or  other  article  of  similar 
character;  and  the  only  useful  result  attained  by  the  inven- 
tion in  question  is,  that  the  head  can  be  so  easily  attached  to 
any  pencil.  Now,  what  is  it  that  accomplishes  the  useful 
result  attained  by  the  Blair  pencil  head  ?  Simply,  the  hole 
made  in  the  rubber.  There  must  be  a  piece  of  rubber,  with 
a  cavity  in  it,  to  constitute  such  a  pencil  head  as  Blair's  specifi- 
cation describes  ;  and  there  need  be  nothing  n(iore.  The  cav- 
ity may  be  round,  square,  or  any  other  shape.  It  may  go 
through,  or  partly  through,  the  piece  of  rubber;  and  it  may 
be  of  all  sizes.  The  article  sought  to  be  secured  by  this  pat- 
ent, briefly,  and  yet,  as  I  think,  fully  described,  consists, 
therefore,  of  a  piece  of  india-rubber,  with  a  hole  in  it.    I  am 
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unable  to  fix  any  othor  limitation  to  the  invention,  by  any 
Mr  nse  of  the  language  employed  in  the  specification  and 
claim.  Such  an  article  cannot  be  the  fiubject  of  a  patent. 
The  elastic  and  erasive  properties  of  india-rabber  were  known 
to  all,  and  gave  to  that  substance  the  name  by  which  it  is 
generally  designated ;  and  how  to  make  a  piece  of  mbber 
encompass  and  adhere  to  another  article,  was  known  to  every 
person  who  had  ever  seen  a  rabber  shoe.  No  person  knowing 
of  the  elastic  quality  of  rubber,  could  be  wanting  in  the 
knowledge,  that  a  piece  of  rubber  could  be  made  to  encom- 
pass and  adhere  to  a  pencil,  ink  eraser,  or  other  article  of 
similar  character,  by  making  a  hole  in  it,  nor  could  any  one 
be  deficient  in  the  skill  requisite  to  make  such  a  hole. 

I  am  of  the  opinion,  therefore,  that  the  patent  in  question 
cannot  be  upheld,  for  want  of  invention.  This  conviction^ 
which  I  have  been  unable  to  escape,  renders  it  unnecessary 
for  me  to  express  any  opinion  upon  the  question  of  abandon- 
ment, BO  largely  discussed  at  the  hearing,  or  to  determine 
whether  the  patent  in  question  is  for  the  same  invention  de- 
scribed by  Joshua  Gray,  in  his  application  for  a  patent,  and 
by  others,  who  have  been  relied  on  by  the  defence,  as  show- 
ing prior  invention. 

A  decree  must  be  entered  dismissing  the  bill,  with  costs. 


John  S.  Washburn^  for  the  plaintiffs. 
Irederio  H.  BettSy  for  the  defendants. 
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Nathan  A.  Baldwin  and  others 

vs. 
Joseph  SoHtiLTz  ajnd  Leopold  Hecht.    In  Equity. 

*rhe  reiflsned  letters  patent  grunted  to  the  Modena  Hat  Company,  as  aesignees  of 
Henry  Loewenberg,  the  inyentor,  April  80th,  1867,  for  an  "improTed  &bric 
for  hats,  bonnets,  Ac.,*  on  the  sarreoder  of  origioal  letters  pateot  granted  to 
said  Loewenbeig,  February  2Sth,  1866,  the  claim  of  such  reissue  being,  "  The 
new  compound  fabric,  hereinbefore  described,  having  substantially  a  founda- 
tion of  interlaced  threads,  and  a  surface  composed  of  fibrous  material,  stiffened 
by  gelatinous  matter/  and  consolidated  by  pressure,"  are  not  infiringed  by  the 
use,  as  a  fabric,  of  muslin,  haying  interlaced  threads,  but  no  surfiaoe  of  fibrous 
material,  either  as  part  of  the  &bric  or  artificially  applied. 

The  letters  patent  graoted  to  John  L.  Kendall  and  R.  H.  Treated,  February  9th, 
1869,  for  an  "  improred  compound  for  coating  textile  fabrics  for  manufacture  of 
hats  and  bonnets,**  the  claim  of  such^  patent  being  for  a  compound  composed  of 
white  French  &nc,  or  its  equivalent,  or  lead,  ground  in  a  colorless  and  inodorous 
oil,  such  as  castor  oil,  and  collodion,  made  by  dissolving  in  ether  gun  cottixi 
saturated  with  alcohol,  are  not  infringed  by  the  use  of  a  compound  not  con- 
taining oil  or  collodion,  but  containing  zinc  white,  starch,  glue,  glycerine,  and 
damar. 

In  the  claim  of  the  letters  patent  granted  to  S.  A.  Blake,  December  24th,  1861, 
for  an  "  improrement  in  bonnets,"  namely,  "  A  bonnet,  cap,  or  other  head 
covering,  the  body  of  which  is  made  of  two  or  more  thicknesses  of  muslin,  or 
other  suitable  fabric,  shaped  or  formed  with  a  series  of  raised  or  embossed 
stripes,  in  imitation  of  straw,  or  other  braid,  by  means  of  suitable  dies,  in  the 
manner  herein  set  forth,"  the  word  '*  body  "  means  a  part  of  the  bonnet  which 
does  not  include  the  tip  or  crown-piece  of  the  bonnet,  and  means  that  part  of 
the  bonnet  to  which  the  tip  is  united,  in  the  finished  bonnet. 

According  to  the  description  in  the  specification  of  the  Blake  patent,  the  product 
of  the  action  of  the  dies  is  the  completed  body  of  a  bonnet,  embossed  in  imi- 
tation of  straw,  and  fit  for  use  as  the  body  of  a  bonnet,  in  the  shape  g^ven  to 
it  by  the  dies,  and  without  further  ornamenting  or  covering  its  surface,  and  is 
not  merely  a  frame,  or  carcass,  or  skeleton,  requiring  to  be  afterwards  covered 
or  ornamented,  to  make  its  exterior  surface  so  comely  and  presentable  as  to 
be  salable  as  a  bonnet,  and  is  not  merely  a  fabric  having  the  completed  ex- 
terior sur&ce  necessary  in  the  bonnet  salable  as  euch^but  not  shaped  into  its 
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uldnuite  shape  by  dies,  and  reqairing  farther  manipulation  to  pat  it  into  such 
ultimate  shape. 

The  proper  oonstrnction  of  the  claim  of  that  patent  Ib,  that  it  claims  a  bonnet  the 
body  of  which  is  embossed  in  imitation  of  straw  or  other  braid,  by  <Hes,  which, 
at  the  same  time,  give  to  it  its  ultimate  shape,  such  body  being  made  of  two 
or  more  thicknesses  of  moslin  or  other  soitable  fabric,  united  by  starch  or  other 
suitable  adhesiye  and  stiffening  substance. 

The  artide  produced  according  to  the  Blake  iuTention  is  new  and  useful,  an  im- 
provement in  the  trade/  and  patentable.  , 

It  is  an  infringement  of  the  Blake  patent  to  make  a  bonnet  of  three  thicknesses 
of  muslin,  united  by  starch,  and  shaped  by  dies,  which,  at  the  same  time,  em- 
boss it  in  imitaHon  of  straw  braid,  althoogh  a  coating  is  put  on  the  muslin - 
frame  before  it  is  subjected  to  the  final  action  of  the  dies. 

A  hat  may  infringe  the  Blake  patent,  and  yet  be  seamless  throughout 

The  essence  of  the  invention  of  Blake  being,  that  the  product  of  the  action  of 
the  dies  to  which  the  thing  is  last  subjected,  is  the  completed  body  of  the 
bonnet^  embossed  in  imitation  of  straw,  and  shaped  and  ready  for  pr^tical 
use,  as  the  body  of  a  bonoet,  without  further  covering  or  ornamentation,  the 
patent  is  infringed  if  the  last  embossing  die  g^ves  the  ultimate  shape  to  the 
bonnet,  although  such  dies  may  be  of  the  same  shape  as  a  die  to  whose  shaping 
action  the  bonnet  has  been  previously  snbjected. 

In  a  suit  in  equity,  it  is  irregular  to  swear  a  person  to  an  affidavit  entitled  in  the 
suit^  before  the  bill  has  been  filed. 

The  question  of  withhol<Ung  an  injanction,  if  the  defendant  will  take  a  license, 
considered. 

(Before  Blatohtoed,  J.,  Southern  District  of  New  York,  September  26th,  1871, 
March  80th,  1872,  and  April  22d,  1872.) 

Blatchfobd,  J.  This  suit  is  brought  on  three  letters 
patent :  (1.)  A  patent  granted  to  S.  A.  Blake,  December  2:^th, 
1861,  for  an  "improvement  in  bonnets;"  (2.)  A  reissued 
patent  granted  to  the  Modena  Hat  Company,  as  assignees  of 
Henry  Loewenberg,  the  inventor,  April  30th,  1867,  for  an 
"  improved  &bric  for  hats,  bonnets,  &c.,"  on  the  surrender 
of  an  original  patent  granted  to  Loewenberg,  February  28th, 
1865 ;  (3.)  A  patent  granted  to  John  L.  Kendall  and  B.  H. 
Trested,  February  9th,  1869,  for  an  "improved  compound 
for  coating  textile  fabrics  for  manufacture  of  hats  and 
bonnets." 

The  defendants  are  manufacturing  and  selling  stamped 
hats,  made  in  imitation  of  straw  braid.  Such  hats  are  made 
by  the  following  process :  The  frame  is  made  of  three-ply 
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buckram,  that  is,  three  thicknessee  of  maslin,  united  by  starch, 
formed  into  the  shape  of  a  hat  by  the  use  of  smooth,  heated 
dies  of  the  desired  shape.    The  frame  thus  formed  is  then 
coated  with  a  compound,  made  of  two  parts  of  zinc  white 
and  one  part  of  boiled  starch,  to  which  is  added  a  mixture  of 
glue  and  glycerine,  (consisting  of  twenty  parts  of  dissolved 
glue  to  one,  part  of  glycerine),  equal  to  ope-half  of  the  quan- 
tity of  starch  used.    After  these  ingredients  have  been  thor- 
oughly mixed  together,  there  is  added  one  one-hundredth 
part  of  damar,  which  has  been  previously  dissolved  in  ben- 
zine.   The  whole  mixture  is  then  passed  through  a  paint 
mill,  and  is  then  applied  with  a  brush  to  the  outside  of  the 
buckram  hat  frame.    Two  coats  of  the  compound  are  thus 
applied,  and,  before  the  second  coat  has  become  dry,  a  small 
quantity  of  powdered  soapstone  is  shaken  through  a  seive 
over  the  outer  surface  of  the  compound.    After  the  hat  has 
become  dry,  it  is  subjected  to  the  pressure  of  two  cold  dies, 
which  are  of  the  same  shape  as  the  hat,  except  that  the  lower 
die,  or  female  die,  which  comes  in  contact  with  the  outer  sur- 
face of  the  hat,  is  engraved  in  imitation  of  straw  braid.    The 
male  die,  or  upper  die,  is  smooth.    The  hat,  with  the  com- 
pound upon  it,  is  placed  in  the  engraved  female  die,  and  a 
square  piece  of  india  rubber,  large  enough  to  cover  the  whole 
inner  surface  of  the  hat,  and  to  come  out  beyond  the  brim  of 
the  hat,  is  laid  over  the  inner  surface  of  the  hat.    The  upper, 
or  smooth,  die  is  then  brought  down  with  great  force  on  the 
india  rubber,  which  regulates  the  pressure,  and  makes  it  uni- 
form over  the  entire  surface  of  the  hat.  *  By  this  means,  the 
surface  which  has  upon  it  the  compound,  is  pressed  into  th^ 
engraving  of  the  female  die,  and  takes  and  retains  the  counter 
shape  of  the  female  die.    It  is  claimed,  that  the  defendants,  in 
making  and  selling  hats  made  by  the  process  thus  described, 
infringe  the  three  patents  referred  to. 

The  reissued  patent  of  1867  to  the  Modena  Hat  Company 
claims, ''  the  new  compound  fabric,  hereinbefore  described^ 
having  substantially  a  foundation  of  interlaced  threads,  and  a 
surface  composed  of  fibrous  material,  stiffened  by  gelatinous 
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matter,  and  consolidated  by  pressure."  The  specification  in- 
dicates cotton  flannel  as  a  material  consisting  of  interlaced 
threads  covered  with  a  fibrous  material.  To  stiffen  such  ma- 
terial by  gelatinous  matter,  it  suggests  saturating  it  with  the 
glutinous  solution  in  water  of  soluble  glass,  and  drying  the 
saturated  cloth.  To  consolidate  the  material  by  pressure,  it 
suggests  the  action  on  it  of  a  die  or  dies  placed  in  a  suitable 
press.  The  foundation  of  interlaced  threads  is  described  as 
giving  strength  to  the  fabric.  The  saturated  fibrous  material 
is  described  as  forming  a  pulpy  layer  capable  of  receiving  and 
retaining  a  highly  embossed  surface.  It  is  manifest  that  the 
defendants  do  not  infringe  this  patent.  Although  they  use 
muslin,  which  has  interlaced  threads,  yet  their  fabric  has  no 
surface  of  fibrous  material.  They  do  not  use  cotton  flannel, 
nor  do  they  put  upon  their  muslin  an  artificial  surface  of  flock 
or  ground  cotton. 

The  patent  of  1869,  to  Kendall  and  Trested,  describes  and 
claims,  as  their  invention,  a  compound  to  be  applied  as  a 
lacing  or  coating  to  buckram  frames,  and  similar  textile 
fabrics,  and  to  paper.  The  ingredients  of  this  compound  are 
stated  to  be,  white  French  zinc,  or  its  equivalent,  or  lead, 
ground  in  a  colorless  and  inodorous  oil,  such  as  castor  oil,  and 
collodion,  made  by  dissolving  in  ether  gun  cotton  saturated 
with  alcohol.  The  mixture  forms  a  thin  white  paste,  and  its 
merit  is  described  as  consisting  in  the  fact,  that,  when  applied 
with  a  brush  as  a  coating,  it  dries  almost  instantly,  has  a  soft, 
polished  surface,  is  pliable,  can  be  struck  up  by  dies  without 
injuring  the  surface,  and  is  water-proof.  The  defendants  do 
not  use  this  compound.  Their  compound  contains.no  oil  and 
no  coUodion.  The  patentees  add  to  zinc  white,  oil  and  collo- 
dion. The  defendants  add  to  zinc  white,  starch,  glue,  glycer- 
ine, and  damar.  In  using  this  compound,  the  defendants  do 
not  infringe  the  Kendall  and  Trested  patent. 

The  serious  contest  in  this  case  is  as  to  the  Blake  patent. 
The  specification  of  that  patent  says :  ^^  This  invention  con- 
sists in  a  bonnet,  cap,  or  other  head  covering,  the  body  of 
which  is  made  of  two  or  more  thicknesses  of  muslin  or  other 
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suitable  fabric,  united  by  some  adhesive  and  stiffening  sub- 
stance, and  shaped  and  formed  into  a  series  of  raised  stripes, 
by  means  of  suitable  dies,  in  such  a  manner  that  the  sewing 
together  of  said  stripes  is  obviated,  and  that  such  bonnet,  cap 
or  head  covering  is  a  perfect  imitation  of  the  ordinary  bonnets 
or  caps  made  by  sewing  together  a  large  number  of  narrow 
braids  of  straw  or  embossed  stripes  of  muslin.  *  *  *  «- 
In  order  to  form  a  bonnet,  I  make  a  sheet,  by  uniting  two 
pieces  of  muslin  or  other  material,  by  means  of  starch  or  other 
suitable  adhesive  material.  I  prefer  rice  starch  for  this  pur- 
pose, as  it  makes  a  good  stiffening.  I  then  cut  from  this  sheet 
a  single  piece,  or  two  pieces,  of  proper  shape  to  form  the 
bonnet  and  tip,  and,  after  dampening  them  and  putting  them 
as  nearly  as  practicable  into  form  over  a  suitable  mould  or 
former,  I  subject  them  to  the  action  of  suitable  dies,  which 
may  be  inserted  into  a  press  such  as  represented  in  f  gure  4. 
The  female  die  is  provided  on  its  inner  surface  with  a  num- 
ber of  creases  or  grooves  formed  according  to  the  stripes  to 
be  produced  on  the  bonnet.  The  male  die  is  perfectly  smooth 
on  its  upper  surface,  and  it  is  covered  with  a  layer  of  paper, 
mill  board,  or  other  suitable  material,  which,  when  exposed 
to  the  pressure  of  the  female  die,  will  readily  adapt  itself  to 
the  inner  surface  of  said  die,  the  whole  being  arranged  similar 
to  the  machinery  generally  used  for  embossing  paper,  leather, 
etc.  The  blank  is  now  placed  upon  the  male  die,  and  the 
female  die  is  brought  down  by  means  of  a  screw,  so  that  the 
fabric  assumes  the  shape  of  the  male  die,  and  at  the  same 
time  the  desired  stripes  are  embossed  on  its  surface.  When 
taken  from  the  press,  the  surface  of  the  fabric  presents  a  seriea 
of  stripes,  a,  such  as  represented  in  figures  2  and  3  of  the 
drawing,  resembling  closely  the  stripes  or  braids  from  which 
ordinary  straw  bonnets  are  jnade.  In  forming  a  bonnet,  cap 
or  other  head  dress  by  this  process,  it  is  indispensable  that 
the  blank,  which  is  to  form  the  body  of  the  bonnet  or  other 
head  covering,  is  cut  open  on  one  side,  in  order  to  place  it  on 
the  die  in  such  a  manner  that  all  its  parts  are  exposed  to  the 
action  of  the  dies.    The  tip,  which  may  be  pressed  or  em- 
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boBsed  separately  from  the  body  of  the  boDnet,  or  simultane- 
onsly  with  it,  is  cut  out  and  inserted  after  the  ends  of  the 
body  have  been  joined.  The  embossing  itself  gives  to  the 
muslin  or  other  fabric  the  required  stiffness,  and  a  bonnet 
made  according  to  my  invention  is  superior  in  lightness,  and 
in  its  graceful  look,  to  bonnets  made  according  to  the  ordinary 
method,  and,  furthermore,  much  time  is  saved,  since  the  sew- 
ing together  of  the  several  stripes  is  obviated.  It  is  obvious, 
that,  by  changing  the  form  of  the  dies,  bonnets  of  different 
shapes,  or  caps,  or  other  head  coverings,  can  be  made  in  a 
manner  similar  to  the  one  above  specified.  I  do  not  claim  as 
my  invention  the  within  described  manner  of  embossing  mus- 
lin, substantially  the  same  method  having  been  practised  long 
ago ;  but,  having  thus  ftilly  described  my  invention,  what  I 
claim  as  new  and  desire  to  secure  by  letters  patent,  is :  A 
bonnet,  cap,  or  other  head  covering,  the  body  of  which  is 
made  of  two  or  more  thicknesses  of  muslin  or  other  suitable 
fabric,  shaped  or  formed  with  a  series  of  raised  or  embossed 
stripes,  in  imitation  of  straw  or  other  braid,  by  means  of 
suitable  dies,  in  the  manner  herein  set  forth." 

The  first  question  is  as  to  the  proper  construction  of  the 
claim  of  the  Blake  patent.  It  is  to  be  observed,  that  Blake 
puts  no  coating  or  covering  upon  the  exterior  surface  of  the 
febric  of  his  head  covering.  The  stripes  are  embossed  directly 
upon  one  of  the  thicknesses  of  muslin.  It  is  also  to  be  noted, 
that  the  specification  of  the  patent  draws  a  distinction  be- 
tween the  body  of  the  bonnet  and  the  tip  or  crown-piece  of 
the  bonnet.  According  to  the  language  used  in  the  specifica- 
tion, the  body  and  the  tip,  taken  together,  form  the  bonnet. 
The  sheet,  made  of  two  or  more  thicknesses  of  muslin,  united 
to  each  other  by  a  suitable  adhesive  material,  is  the  sheet 
from  which  the  body  and  the  tip  are  cut,  either  in  a  single 
piece  or  in  two  pieces.  The  claim  is  to  a  bonnet,  in  which 
the  body  thereof  is  made  of  two  or  more  thicknesses  of  fabric 
shaped  or  formed  with  a  series  of  raised  or  embossed  stripes, 
in  imitation  of  straw  or  other  braid,  by  means  of  suitable 
dies,  in  the  manner  set  forth.    The  word  "body,"  in  the 
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claim,  must  be  construed  to  mean  a  part  of  the  bonnet  which 
does  not  include  the  tip,  and  to  mean  that  part  of  the  bonnet 
to  which  the  tip  is  united  in  the  finished  bonnet.  It  is  the 
"  body  "  which  is  to  be  made  of  two  or  more  thicknesses  of 
muslin  or  other  suitable  fabric,  and  it  is  the  "  body  "  which  is 
to  be  shaped  or  formed  with  a  series  of  raised  or  embossed 
stripes,  in  imitation  of  straw  or  other  braid,  and  it  is  the 
**  body "  which  is  to  be  so  shaped  or  formed  by  means  of 
suitable  dies,  in  the  manner  set  forth  in  the  specifica- 
tion. 

The  defendants  have  put  in  evidence  six  prior  patents,  as 
affecting  the  Blake  patent,  to  show  the  state  of  the  art,  as 
bearing  on  the  question  of  the  construction  of  the  specifica- 
tion of  that  patent,  and  to  be  used  to  attack  the  novelty  of 
Blake's  invention,  and  to  aid  in  determining  the  question  of 
the  infringement  of  that  patent.  The  date  of  Blake's  inven- 
tion is  shown  to  be  the  very  end  of  the  year  1859.  The  six 
patents  referred  to  are  as  follows :  (1.)  English  patent  to 
Alexander  Daninos,  dated  February  4th,  1829,  specification 
enrolled  August  4th,  1829,  for  an  invention  "  for  the  manu- 
facture of  improved  hats  and  bonnets  in  imitation  of  Leghorn 
straw  hats  and  bonnets;"  (2.)  English  patent  to  Eichard 
Archibald  Brooman,  dated  April  11th,  1854,  specification 
enrolled  October  9th,  1854,  for  an  invention  "  for  improve- 
ments in  the  manufacture  of  hats ; "  (3.)  Letters  patent  of 
the  United  States,  granted  to  William  Osbom,  August  19th, 
1856,  for  an  "  improvement  in  machinery  for  pressing  bonnets 
and  bonnet  frames ; "  (4.)  English  patent  to  Gustavus  Palmer 
Harding,  dated  July  14th,  1857,  specification  enrolled  January 
14th,  1858,  for  an  invention  "  for  improvements  in  the  manu- 
facture of  hats,  caps  and  other  coverings  for  the  head;" 
(5.)  French  patent  to  Koger  and  Ledion,  granted  September 
15th,  1859,  for  the  inventions  described  in  the  English  letters 
patent  to  Marc  Antoine  Francois  Mennons,  next  mentioned ; 
(6.)  English  patent  to  Marc  Antoine  Francois  Mennons,  dated 
November  13th,  1860,  specification  enrolled  May  8th,  1861, 
for  an  invention  "  for  an  improved  manufacture  for  coverings 
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for  the  head,"  being  a  communication  from  Gustave  Victor 
Roger,  a  resident  of  France. 

The  Daninos  patent  employs  two  or  three  thicknesses  of 
woven  material,  glued  or  cemented  together,  and  treated  by  a 
water-proof  composition.  The  hat  is  made  of  three  pieces, 
the  brim  or  rim  being  one  piece,  the  sides  another  piece,  and 
the  top  or  crown  another  piece.  Each  piece  is  embossed  or 
figured  with  an  imitation  of  the  plaiting  and  sewing  seen  on 
the  surface  of  a  real  Leghorn  straw  hat.  The  brim  or  rim  is 
embossed  on  both  sides,  an  engraved  plate  being  used  for 
each  side,  and  the  embossing  being  done  simultaneously  by 
the  two  plates.  The  piece  for  the  sides  is  embossed  by  be- 
ing passed  between  a  brass  roller  engraved  with  the  design 
and  a  hard-wood  roller  covered  with  pasteboard.  The  piece 
for  the  crown  is  embossed  by  a  brass  plate.  The  top  of  the 
sides  is  glued  or  cemented  to  a  rim  which  is  turned  up  at  the 
outer  circumference  of  the  crown,  and  the  sidee  are  also 
cemented  or  glued  to  a  rim  turned  up  on  the  brim.  The 
characteristic  distinction  between  a  hat  made  according  to 
the  Daninos  patent  and  the  hat  claimed  in  the  Blake  patent 
is,  that  the  body  of  the  Daninos  hat  is  not  formed  or  shaped 
with  embossed  stripes  by  means  of  dies.  The  dies  which  act 
in  conjunction  with  each  other  to  emboss  the  body  of  the 
Blake  hat,  give  it  its  ultimate  shape  at  the  same  time  that  it 
is  embossed — the  shape  which  it  has  as  the  body  of  the  com- 
pleted hat  in  the  completed  hat. 

The  Brooman  patent  describes  a  water-proof  hat  made  ot 
two  thicknesses  of  felt  cloth,  with  a  sheet  of  gutta  percha  be- 
tween them,  formed  into  a  hat  by  pressure  in  a  mould,  while 
the  gutta  percha  is  in  a  plastic  state.  The  hat  is  not 
embossed  in  imitation  of  straw  or  other  braid,  nor  could 
it  be. 

The  Osbom  patent  describes  a  machine  to  form,  by  the 
pressure  of  two  dies,  all  kinds,  shapes  and  sizes  of  bonnets 
and  bonnet  frames,  the*  dies  being  heated,  and  the  article  be- 
ing formed  by  a  single  impression.  It  is  sufficient  to  say, 
that  this  patent  does  not  describe  a  hat  made  of  two  or  more 
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thicknesses  of  fabric,  nor  a  hat  embossed  to  imitate  straw  or 
other  braid. 

The  Harding  patent  describes  a  process  of  making  hats 
by  stamping  or  pressing  them  into  form  between  a  hollow 
heated  matrix  and  a  hollow  heated  plunger.  The  material  is 
described  as  being  "  cloth,  velvet,  plush  and  other  similar 
materials,"  dressed  with  a  solution  of  adhesive  material.  The 
specification  says,  that,  "  where  requisite,  a  lining  may  be 
stamped  up  with  the  cloth,  at  the  same  operation ; "  that  a 
water-proof  solution  or  composition  may  be  "  used  to  cause 
adhesion,  when. the  lining  is  employed ; "  and  that  "  it  will  be 
readily  understood,  that  any  pattern  or  device  capable  of  be- 
ing produced  by  stamping,  may  be  applied  to  the  article  to 
be  formed,  by  engraving  or  otherwise  preparing  the  matrix 
and  plunger,  to  produce  the  effect  required."  There  is  not  in 
the  Harding  patent  any  suggestion  of  a  hat  embossed  in  imita- 
tion of  straw  or  other  braid.  It  is  very  questionable  whether 
such  an  embossed  imitation  could  be  made  on  cloth  or  velvet, 
or  plush,  or  other  similar  material,  even  when  dressed  as  sug- 
gested by  Harding.  The  vague  suggestion,  that  any  device 
which  is  capable  of  being  produced  by  stamping  may  be  ap- 
plied to  the  hat  by  engraving  or  otherwise  preparing  the 
matrix  and  plunger,  to  produce  the  effect  required,  is  too 
general  and  indefinite.  The  burden  of  proof  is  on  the  de- 
fendants, to  show  the  actual  prior  existence  of  a  bonnet  or 
other  head  covering  answering  the  description  of  the  claim  of 
the  Blake  patent ;  and  the  Harding  patent  fails  to  show  this. 

The  Eoger  and  Ledion  patent  and  the  Mennons  patent  (the 
latter  being  subsequent  in  date  to  Blake's  invention)  describe 
a  hat  made  to  imitate  straw,  by  compressing  it  in  an  electro- 
typed  mould.  A  composition  is  made  of  collodion,  pulverized 
cotton  and  castor  oil,  forming  a  pasty  mass.  The  mould  is 
obtained  by  depositing  copper  on  the  outer  surface  of  a  straw 
hat,  by  the  electrotype  process.  The  specification  says :  "  The 
carcase  of  the  hat  or  bonnet,  formed  in  the  ordinary  way,  of 
any  convenient  tissue,  is  coated  on  all  sides  with  the  plastic 
composition  above  described,  and  left  to  dry,  after  which  it  is 
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placed  in  the  electrotyped  mould,"  and  operated  upon  in  a 
.  press,  the  ineide  of  the  hat  being  filled  with  discs  of  vulcanized 
caoutchouc,  which  act  as  an  elastic  piston,  and  force  the  plastic 
matter  into  the  interstices  of  the  mould.     The  strength  of  the 
defendants'  case  is  mainly  rested  on  this  Boger  invention 
communicated  to  Meunons.    Criticism  is  made  by  the  plaintiffs 
on  the  Boger  specification,  that  it  gives  no  description,  sug- 
gestion, or  hint,  that  the  body  or  carcase  of  the  hat  is  to  be 
made  of  two  thicknesses  of  material,  so  as  to  form  one  com- 
pound body,  such  as  is  described  in  the  Blake  patent ;   and, 
that  it  teaches,  that  the  carcase  is  to  be  formed  before  it  is 
pressed  between  the  embossing  mould  and  the  piston,  and  not 
that  it  is  to  be  shaped  by  such  pressure.   To  show  what  was  un- 
derstood in  the  art,  at  the  date  of  the  French  patent,  Septem- 
ber, 1869,  by  the  expression,  in  the  specification  of  that  patent, 
"  the  carcase  of  the  hat  or  bonnet,  formed  in  the  ordinary  way, 
of  any  convenient  tissue,"  the  defendants  have  introduced  ev- 
idence proving  that,  as  early  as  1857,  hat  or  bonnet  frames 
were  made  of  two  or  more  thicknesses  of  muslin,  stuck  to- 
gether by  paste,  and  stamped  into  the  shape  of  a  hat  by  means 
of  smooth  dies,  at  one  operation,  the  hat  or  bonnet  &ame, 
when  completed,  being  seamless,  and  consisting  of  two  or 
more  thicknesses  of  muslin  throughout.     The  frame,  thus 
stamped  into  the  shape  of  a  hat,  is  the  carcase  of  the  hat, 
formed  of  a  tissue,  and  must  be  regarded  as  being  included  in 
the  word  "  carcase,"  as  used  in  the  Boger  specification.    In 
regard  to  shaping  the  hat,  Blake  says,  in  his  specification,  that 
he  first  puts  the  cut-out  pieces  as  nearly  as  practicable  into 
form,  over  a  suitable  mould  or  former.     They  are  then  shaped 
by  the  action  of  the  dies,  the  fabric  assuming  the  shape  of  the 
male  or  lower  die,  at  the  same  time  that  its  surface  is  em- 
bossed by  the  female  or  upper  die.     The  defendants  first  form 
their  carcase  or  frame  into  the  shape  of  a  hat  by  smooth  heated 
dies.    In  that  condition,  it  is  the  carcase  of  Boger,  formed  in 
the  ordinary  way,  known  prior  to  1859,  of  two  thicknesses  of 
muslin,  united  by  an  adhesive  and  stiffening  substance,  and 
stamped  into  shape  by  smooth  dies,  at  one  operation.    The 
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defendants  then  coat  the  earcaee  with  a  compound,  as  Roger 
does.  They  then  have  two  dies  of  the  same  shape  as  the  hat, 
the  female  or  lower  die  being  engraved  on  its  inner  surface, 
the  upper  or  male  die  being  smooth,  the  hat  being  placed  in 
the  female  die,  the  entire  inner  surface  of  the  hat  being  covered 
by  a  piece  of  india-rubber,  and  the  male  die,  by  its  pressure 
against  the  india-rubber,  forcing  the  coated  surface  of  the  hat 
to  take  and  retain  the  counter-shape  of  the  engraved  inner 
surface  of  the  female  die.  In  substance,  this  is  the  operation 
performed  by  Roger,  the  only  diflference  being,  that  Roger 
makes  his  piston  of  india-rubber  or  caoutchouc  discs  serve  the 
purpose  of  the  defendants'  male  die  and  piece  of  india-rubber 
combined.  But,  from  the  nature  of  india-rubber,  these  in- 
strumentalities in  the  two  operations  are  the  equivalents  of 
each  other,  in  their  action  in  connection  with  the  hat  frame 
and  the  female  die  or  mould,  in  the  process  of  embossing  the 
fabric.  The  Roger  specification  speaks  of  the  composition  as 
being  reduced  to  shape  in  the  mould.  So,  too,  the  defendants 
reduce  to  shape,  in  their  female  die,  the  compound  which  has 
been  applied  in  two  coats  to  the  frame.  Blake  does  not  re- 
duce any  coating  to  shape,  for  he  has  no  coating.  Ilis  em- 
bossing is  made  directly  on  the  surface  of  the  muslin.  He 
dispenses  with  a  coating,  and  says,  in  his  specification,  that 
"  the  embossing  itself  gives  to  the  muslin  or  other  fabric  the 
required  stiffness."  I  am  unable,  therefore,  to  perceive  that 
the  defendants,  in  making  the  hats  complained  of,  have  done 
anything  more  than  they  are  warranted  in  doing  by  the  Roger 
and  Ledion  patent,  assuming,  as  must  be  done  for  the  purposes 
of  this  case,  on  the  wording  of  the  stipulation  entered  into  by 
the  parties,  that  that  patent  antedates  Blake's  invention. 

In  view  of  the  Roger  invention,  as  earlier  than  Blake's 
invention,  the  Blake  patent,  in  order  to  be  upheld  as  a  valid 
patent,  must  be  construed  to  be  limited  to  a  hat  in  which  the 
embossing  is  made  directly  on  the  muslin,  without  the  inter- 
vention of  any  coating,  the  required  stiffness  being  given  by 
the  embossing  itself,  without  the  use  of  a  coating,  and  the 
hat  being  lighter,  by  reason  of  the  absence  of  the  coating. 
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On  this  constrnction,  the  patent  is  valid,  but,  as  the  defendants 
use  a  coating,  they  do  not  infringe  it. 

It  follows,  that  the  bill  must  be  dismissed,  with  costs. 

Solomon  J.  Gordon^  for  the  plaintiffs. 

Thomas  B,  Hewitt^  for  the  defendants. 

Afteb  the  foregoing  decision  was  rendered,  in  September, 
1871,  the  case  was  re-opened,  in  certain  particulars,  and  fur- 
ther testimony  was  taken,  and  the  case  was  reheard.  The 
following  decision  was  given  in  March,  1872. 

George  (rifford  and  Solomon  J.  Gordon^  for  the  plaintiffs. 
George  F,  Langlein^  for  the  defendants. 

Blatchford,  J.  A  decision  was  rendered,  in  this  cause, 
in  September,  1871,  on  jSnal  hearing,  dismissing  the  bill. 
That  decision  proceeded  upon  the  ground,  that  the  defend- 
ants had  not  infringed  two  of  the  three  patents  sued  on, 
namely,  the  re-issued  patent  to  the  Modena  Hat  Company,  of 
April  30th,  1867,  and  the  patent  to  John  L.  Kendall  and  E. 
H.  Trested,  of  February  9th,  1869.  As  to  the  third  patent 
sued  on,  that  to  S.  A.  Blake,  ot  December  24th,  1861,  it  was 
stipulated  by  the  parties,  that  a  French  patent,  granted  to 
Roger  and  Ledion,  September  15th,  1859,  antedated  the  in- 
vention covered  by  the  Blake  patent,  and  the  Court  held  that 
the  defendants,  in  making  the  hats  complained  of,  had  not 
done  anything  more  than  they  were  warranted  in  doing  by 
the  description  furnished,  under  such  stipulation,  as  the  de- 
scription contained  in  the  Eoger  and  Ledion  patent.  The 
Court  also  held,  that,  in  view  of  the  Roger  and  Ledion  pat- 
ent, as  earlier,  the  Blake  patent,  in  order  to  be  upheld  as  a 
valid  patent,  must  be  construed  to  be  limited' to  a  hat  in 
which  the  embossing  is  made  directly  on  the  muslin,  without 
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the  intervention  of  any  coating,  the  required  stiffness  being 
given  by  the  embossing  itself,  without  the  use  of  a  coating, 
and  the  hat  being  lighter  by  reason  of  the  absence  of  the  coat- 
ing ;  but  that,  on  such  construction,  the  defendants  did  not 
infringe  the  patent,  as  they  used  a  coating. 

Before  any  decree  was  entered  on  that  decision,  it  was 
discovered  by  the  parties,  that  the  description  on  which  they 
and  the  Court  had  acted,  as  the  description  contained  in  the 
French  patent  to  Roger  and  Ledion,  of  September,  1859,  was 
not  the  description  contained  in  that  patent,  but  was,  to  a 
considerable  extent,  in  substance,  the  description  contained  in 
a  French  patent  granted  to  Eoger  and  Ledion  July  19th, 
1860.  The  only  patent  to  Roger  and  Ledion,  set  up  in  the 
answer  as  antedating  the  Blake  invention,  is  that  of  Septem- 
ber, 1859.  By  consent  of  the  parties,  and  on  the  order  of  the 
Court,  the  case  was  re  opened,  so  far  as  to  admit  of  the  taking 
of  testimony  to  determine  whether  or  not  the  hats  made  by 
the  defendants '  infringe  the  Blake  patent,  in  view  of  the 
Roger  and  Ledion  French  patent  of  September,  1859,  and  for 
fiirther  argument  on  the  question  of  infringement  and  the 
proper  effect  to  be  given  to  such  French  patent,  in  d^ermin- 
ing  that  question.  The  defendants  also  had  leave  to  introduce 
evidence  of  any  additional  matter  of  defence  set  up  in  the  an- 
swer, but  not  theretofore  relied  upon  and  presented  to  the 
Court,  which  they  might  see  lit.  Further  testimony  has  been 
taken  and  the  case  has  been  reheard.  The  conclusion  having 
been  reached,  in  the  former  decision,  that,  in  view  of  what 
was  then  understood  to  have  been  the  Roger  and  Ledion 
patent  of  September,  1859,  the  bill  must  be  dismissed,  there 
were  several  matters  of  defence  developed  in  the  proofs,  which 
were  not  considered  or  passed  upon  by  the  Court,  and  which 
are  now  open  for  consideration. 

The  invention  of  Blake  is  not  carried  back  to  a  date  ear- 
lier than  December  Slst,  1859.  It  is  shown,  on  the  part  of 
the  defendants,  that,  as  early  as  1857,  hat  or  bonnet  frames 
were  made  of  two  or  more  thicknesses  of  muslin,  stuck  togeth- 
er by  paste,  and  stamped  into  the  shape  of  a  hat,  by  ineans  of 
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smooth  dies,  at  one  operation,  the  hat  or  bonnet  frame,  when 
completed,  being  seamless  and  consisting  of  two  or  more 
thicknesses  of  muslin  throughout.  It  is  also  shown,  that,  in 
the  spring  of  the  year  1859,  hats  and  bonnete  were  made  out 
of  two-ply  and  three-ply  buckram,  (that  is,  two  or  three  thick- 
nesses of  muslin  stuck  together  by  starch,)  covered  with  satin, 
silk  or  velvet,  by  means  of  dies,  at  one  operation,  so  that, 
when  finished,  the  hat  or  bonnet  was  of  one  piece,  seamless, 
and  consisted  of  two  or  three  thicknesses  of  muslin  through- 
out, covered  all  over  with  silk,  satin  or  velvet.  It  is  also 
shown,  that  it  was  no  new  thing,  at  the  date  of  Blake's  inven- 
tion, to  stamp  paper,  and  to  stamp  such  two  and  three-ply 
buckram,  in  imitation  of  straw  braid,  to  be  used  in  making 
bonnets,  by  means  of  flat  engraved  plates  or  dies.  It  is 
claimed,  on  the  part  of  the  plaintiffs,  that,  according  to  the 
description  in  the  specification  of  the  Blake  patent,  the  pro- 
duct of  the  action  of  the  dies  is  the  completed  body  of  a  bon- 
net, embossed  in  imitation  of  straw,  and  fit  for  use  as  the  body 
of  a  bonnet,  in  the  shape  given  to  it  by  the  dies,  and  without 
further  ornamenting  or  covering  its  surface ;  and  that  it  is  not 
merely  a  frame,  or  carcase,  or  skeleton,  requiring  to  be  after- 
wards covered  or  ornamented,  to  make  its  exterior  surface  so 
comely  and  presentable  as  to  be  salable  as  a  bonnet;  and, 
farther,  that  it  is  not  merely  a  fabric  having  the  completed 
exterior  surface  necessary  in  the  bonnet  salable  as  such,  but 
not  shaped  into  its  ultimate  shape  by  dies,  and  requiring  fur- 
ther manipulation  to  put  it  into  such  ultimate  shape.  I  think 
these  views  of  Blake's  invention  are  correct,  and  that  the 
proper  construction  of  the  claim  of  his  patent  is,  that  it  claims 
a  bonnet,  the  body  of  which  is  embossed,  in  imitation  of  straw 
or  other  braid,  by  dies,  which,  at  the  same  time,  give  to  it  its 
ultimate  shape,  such  body  being  made  of  two  or  more  thick- 
nesses of  muslin  or  other  suitable  fabric,  united  by  starch  or 
other  suitable  adhesive  and  stiffening  substance.  Kone  of  the 
articles  above  mentioned  as  prior  inventions  anticipate  Blake's 
invention,  on  this  construction  of  his  claim,  which  is  the  con- 
struction which,  in  the  former  decision,  I  adopted  as  the 
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proper  one,  aside  from  what  wa«  then  supposed  to  be  shown 
by  the  Eoger  and  Ledion  patent  of  1859.  The  article  pro- 
duced according  to  the  Blake  invention  is  new  and  useful,  an 
improvement  in  the  trade,  and  patentable. 

The  hat  testified  to  by  Shaw  as  existing  in  1857  is  too 
vaguely  deposed  to.  It  is  not  shown  how  it  was,  in  fact, 
made.  It  is  not  produced.  All  that  tliere  is  is  the  casual  ob- 
servation of  it  by  a  person  who  calls  back  his  recollection  of 
it  fourteen  years  afterwards,  and  who  says  it  was  made,  in 
one  piece,  of  muslin,  with  a  surface  of  paper  in  imitation  of 
Leghorn  braid,  and  that  it  had  the  appearance  of  having  been 
shaped,  and  put  into  imitation  of  Leghorn  braid,  by  the  use  of 
engraved  dies,  at  one  process.  Such  evidence  cannot  be  ad- 
mitted as  sufficient  to  invalidate  the  Blake  patent. 

This  leaves  to  be  considered  only  the  Roger  and  Ledion 
patent  of  1859.  According  to  tlie  true  text  of  that  patent, 
now  produced,  there  is  no  suggestion  in  it  of  the  making  of  a 
bonnet  by  dies,  in  imitation  of  straw  braid,  out  of  two  or 
more  thicknesses  of  muslin,  united  into  one  fabric  by  starch 
or  other  adhesive  and  stiffening  substance.  The  patent  indi- 
cates the  mould  or  die,  of  proper  form,  and  arranged  to  pro- 
duce the  imitation  of  straw  on  "  a  fabric  of  flax  or  cotton," 
impregnated  with  pasty  collodion,  and  speaks  of  making  hats 
in  that  way.  The  patent  of  Blake  makes  it  an  essential  point 
that  the  bonnet  shall  be  made  of  two  or  more  thicknesses  of 
fabric,  united  into  a  sheet  by  starch  or  other  suitable  adhesive 
and  stiffening  material.  The  importance  of  using  such  stiff- 
ening material  is  dwelt  on,  and  the  fact  that  the  bonnet,  when 
embossed,  has  a  stiffness  of  fabric,  and,  at  the  same  time,  a 
lightness.  The  evidence  shows  that  there  is  an  advantage,  in 
cheapness  of  manufacture  and  in  flexibility  during  manufac- 
ture, in  using  a  fabric  thus  made  of  two  thicknesses,  over  the 
use  of  a  single  fabric  of  equal  thickness  with  the  two. 

The  defendants'  bonnet  is  made  in  the  same  way  as  the 
bonnet  of  the  Blake  patent,  in  all  the  features  of  the  claim  of 
that  patent.  It  is  made  of  three  thicknesses  of  muslin,  united 
by  starch,  and  is  shaped  by  dies  which,  at  the  same  time,  em- 


MARCH,  1872.  509 


Baldwin  v.  Schultz. 


boss  it  in  imitation  of  straw  braid.  The  fact  that  the  defend- 
ants put  a  coating  on  the  muslin  frame  before  subjecting  it  to 
the  final  action  of  the  dies,  does  not  make  the  product  any  the 
less  the  Blake  products  It  is  shown,  that,  in  the  defendants' 
bonnet,  corrugations  are  formed  in  the  fabric  itself,  by  the 
dies,  though  to  an  extent  diminished  by  the  thickness  of  the 
coating.  Adequate  stiffness  can  be  given  by  embossing  di- 
rectly on  the  muslin,  without  any  coating.  But  the  required 
stiffness  is  given  when  a  coating  is  used. 

There  must  be  a  decree  for  the  plaintiffs,  for  a  perpetual 
injunction  and  an  account  of  profits,  as  respects  the  Blake 
patent,  with  costs,  with  a  reference  to  a  master  to  take  the 
account* 


*  On  the  22d  of  April,  1872,  a  motion  for  a  proviaional  injunction,  on  a  bill 
filed  by  the  same  plaintififa  against  Henry  O.  Bernard  and  others,  on  the  patent 
to  S.  A.  Blake,  of  December  24th,  1861,  (George  Qifford  and  Solomon  J,  Chrdon, 
for  the  plaintiffs,  and  Stephen  D.  Law  and  Charles  B,  Stoughton,  for  the  defend- 
ants,) coming  on  to  be  heard,  before  Judge  Blatohford,  the  defendants  moved 
to  dismiss  the  application,  on  the  ground  that  the  affidavit  of  one  Eicke,  relied 
on  to  prove  a  sale  by  the  defendants  of  the  hats  alleged  to  infringe,  was  sworn 
to  April  6th,  but  the  bill  was  not  filed  untU  April  8th,  and  the  subpoena  was 
not  issued  untU  April  12th.    The  Court  said;  It  is,  undoubtedly,  irregular  to 
swear  a  person  in  a  suit  before  the  bill  has  been  filed.    The  irregularity  consists 
in  having  the  affidavit  sworn  to  under  the  title  of  a  suit  in  which  no  biU  has 
been  filed.    If  the  title  had  been  omitted,  there  would  have  been  no  irregularity. 
This  is  continually  done  in  appUcatioos  for  habeas  corpus  and  mandamus,  and, 
to  swear  falsely  in  such  affidavits,  is  indictable  as  peijury.    The  suit  is  com- 
menced when  the  bill  is  filed.    Eicke's  affidavit  ought  not  to  have  been  entitled 
in  the  suit    On  this  ground,  the  affidavit  of  Eicke  should  be  excluded,  but  I 
will  permit  it  to  be  re-sworn.    The  parties  must  be  considered  as  having  had 
reasonable  notice  of  it    They  have  had  a  copy  of  it  [The  affidavits  were  then 
read  and  arguments  made  on  both  sides,  after  which  the  following  opinion  was 
oraUy  pronounced.]    Blatghfobd,  J.  If  I  have  correctly  understood  the  counsel 
for  the  defendants,  I  see  nothing  in  this  case  to  distinguish  it  from  the  one  in 
which  Schultz  and  Hecht  were  defendants.    I  liave  listened  carefully  to  every- 
thing that  has  been  urged,  and  it  has  made  no  impression  different  from  that 
produced  upon  my  mind  in  the  other  case.    The  counsel  for  the  defendants  has 
entirely  nusapprehended  the  scope  and  effect  of  the  former  decision  as  to  the 
Blake  patent   It  is  very  true,  that  Blake,  in  his  patent,  describes  that  particular 
sort  of  hat  which  required,  in  order  to  make  it,  that  there  should  be  an  opening 
cat  in  it.    But  that  particular  form  of  hat  constituted  no  part  of  the  invention 
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of  Blake.    A  hat  may  infriDge  the  patent  and  yet  be  Beamleas  thronghoat    The 
essence  of  the  invention,  as  it  appears  in  the  patent,  is  this — that  the  product  of 
the  action  of  the  dies  to  which  the  thing  is  last  subjected,  ia  the  completed  body 
of  the  bonnet,  embossed  in  imitation  of  straw,  and  shaped  and  ready  for  practical 
use,  as  the  body  of  a  bonnet,  without  further  covering  or  ornamentation.    Now, 
this  is  true  of  the  bonnet  of  the  defendants.     It  is  embossed  fit  for  use,  and 
shaped  to  the  form  in  which  the  last  dies  used  in  its  production  leave  it.    It  is 
of  no  consequence  that  other  dies  may  have  been  used  previously  to  shape  it. 
It  is  no  matter  if  it  had  been  shaped  by  fifty  dies  previously.     Bernard,  in  one 
of  his  affidavits,  himself  says,  that  the  last  die  used  must  be  of  the  same  shape 
as  the  previous  one.    This  constitutes  an  infringement.    This  last  die  is  the  one 
that  does  the  embossing.    When  the  embosdng  is  done  by  dies  that  have  a 
shape,  that  shape  is  given  by  the  embossing  dies.    Bernard,  in  his  affidavit, 
says,  that  it  is  absolutely  indispensable  that  the  embossing  4ies  should  have  the 
same  shape  as  the  previous  dies;  and  the  embossing  dies  give  the  ultimate  shape, 
beeau9^  their  shape  is  not  altered.  In  my  former  decision  I  said :  "  It  is  claimed, 
on  the  part  of  the  plaintlfifs,  that,  according  to  the  description  in  the  specifica- 
tion of  the  Blake  patent,  the  product  of  the  action  of  the  dies  is  the  completed 
body  of  a  bonnet,  embossed  in  imitation  of  straw,  and  fit  for  use  as  the  body  of 
a  bonnet,  in  the  shape  given  to  it  by  the  dies,  and  without  further  ornamenting 
or  covering  its  surface ; "  and  I  said,  I  thonght  these  views  of  Blake's  invention 
were  correct    The  defendants  do  not  afterwards  cover  their  hats,  do  not  after 
wards  ornament  them,  do  not  alter  them  in  any  manner.    If  the  brim  and  top 
of  the  hat,  as  well  as  the  body,  are  embossed  by  the  dies,  it  is  none  the  less  an 
infiiDgement     I  also  said,  in  that  decision,  that  the  proper  construction  of  the 
claim  of  Blake's  patent  is,  "  that  it  clainis  a  bonnet,  the  body  of  which  ia  embossed, 
in  imitation  of  straw  or  other  braid,  by  dies,  which,  at  the  same  time,  give  to  it 
its  ultimate  shape."    Its  ultimate  shape.    It  is  no  matter  how  many  dies  have 
previously  given  sliape  to  it.   It  may  have  been  one.    It  may  have  been  twenty. 
It  makes  no  difference  what  number.    This  last  embossing  die  of  the  defendants 
is  the  one  that  gives  the  ultimate  shape  to  the  bonnet,  because  it  is  of  the  same 
shape  as  the  previous  die.    The  defendants  say,  that  there  ore  two  operations 
in  the  production  of  their  bonnet.    This  is  nothing  but  trying  to  evade  the 
patent,  by  splitting  the  thing  into  two — making  two  operations,  where  only  one 
was  necessary.   That  will  not  do.   A  case  very  similar  to  this^  in  this  particular, 
was  lately  tried  in  the  District  of  Connecticut,  ( Wallace  v.  Bblmes,  ante.  p.  66,) 
in  which  the  patent  sued  on  was  for  a  lamp  burner,  to  be  used  with  a  chimney, 
aiid  so  described  in  the  patent.    The  defendants  made  and  sold  the  burner ;  but, 
because  they  did  not  make  or  sell  the  chimney  with  it,  they  said  they  did  not 
infringe.   But  it  was  held  they  did,  as  all  the  purchaser  would  have  to  do  would 
be  to  buy  a  glass  chimney  next  door  and  put  it  in.     So,  in  this  case,  there  was  a 
puipose  of  infringing,  I  should  say,  in  making  two  operations  where  only  one  is 
necessary.    Courts  always  look  with  suspicion  upon  such  a  transaction.    As  to 
the  Roger  and  Ledion  patent,  if  that  patent  covered  this  invention,  as  to  one 
thickness  Of  muslin,  it  might  be  a  patentable  improvement  to  make  the  bonnet 
of  two  thicknesses.  The  defendants  say,  that  there  is  nothing  in  the  fact  of  there 
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being  two  thicknesses.  Why  do  they  not  make  their  bonnets  out  of  one  thick- 
ness? There  must  be  something  in  the  using  of  two  thicknesses.  None  of  the 
parties  who  make  the  bonnets  have  used  one  thickness.  The  defendants  may 
make  as  many  hats  as  they  please  out  of  one  thickness  of  muslin.  In  regard  to 
the  other  suit^the  suit  against  Schultz  and  Hecht — ^it  is  true,  that  the  parties 
on  both  sides,  in  that  suit,  were  satisfied  that  the  hearing  should  be  had  upon 
affidavits.  The  plaintiffs  took  the  defendantei'  affidavits.  The  defendants  took 
the  plaintiffs'.  The  plaintiffs  were  willing  to  accept  the  defendants'  affidavits  as 
true,  just  as  they  were.  The  defendants  did  not  care  to  cross-examine  the  de- 
ponents who  made  affidavits  for  the  plaintiiffs.  It  is  not  alleged  here,  that  any 
one  of  the  witnesses  knew  anything  else  that  could  be  brought  out.  Blake  fixed 
1860  as  the  date  of  his  invention,  and  the  defendants  do  not  undertake  to  show 
that  Blake  did  not  make  the  invention  when  he  said  he  did.  The  defendants 
say,  that,  if  you  take  their  hat  from  the  first  die  and  put  it  into  their  embossing 
die,  you  will  get  no  salable  hat,  but,  if  you  put  the  coating  or  putty  upon  the 
hat,  after  using  the  first  die,  and  then  use  the  embossing  die,  you  will  have  a 
salable  hat.  But,  the  point  is,  that  they  put  the  putty  on,  and  then  emboss  the 
hat.  They  say,  that  there  is  no  infringement,  because  they  do  not  emboss 
directly  upon  the  muslin.  True  it  is,  that,'  looking  on  the  completed  hat,  the  eye 
rests  simply  on  the  coating  or  putty,  but  the  corrugations  extend  into  and 
through  the  muslin,  and  show,  as  is  here  apparent,  on  the  inside  of  the  hat. 
This  operation  has  an  effect,  over  and  beyond  the  mere  ornamentation.  There  is 
a  durability  and  stiffiiess  in  the  hat  made  of  this  fabric  It' is  very  light,  yet,  at 
the  same  time,  it  has  the  requisite  stiffnesa  Now,  tliis  durability  and  stiffness 
and  lightness  are  due  to  the  fact  that  tlve  hat  is  made  out  of  two  or  three  thick- 
nesses of  muslin,  stamped  in  this  way.  If  these  defendants  do  not  make  .the 
article  out  of  one  thickness  of  muslin,  there  must  be  something  in  this  idea  of 
Blake's,  of  using  two  thicknesses.  At  first  blush,  one  would  say  that  there  could 
not  be  any  difference  between  a  fabric  made  of  one  thickness  of  muslin,  and  a 
fabric  made  of  two  thicknesses,  with  paste  between  them.  Yet,  these  defendants 
do  not  use  one  thickness.  They  do  use  two  thicknesses.  Hats  made  of  one 
thickness  look  to  me  just  as  good,  but  the  evidence  and  tlie  conduct  of  the  de- 
fendants go  to  show  to  me,  that  they  are  not,  and  that  there  is  something  in  the 
use  of  two  thicknesses,  which  makes  their  employment  necessary  and  useful.  As 
to  the  coating,  the  bonnet  is  none  the  ^ess  an  infringement  because  a  coating  is 
put  upon  it.  Putting  on  this  coating  or  putty  may  be  an  improvement — ^per- 
haps, it  is  a  useful  improvement.  But,  it  is  a  mere  addition.  The  defendants 
may  have  something  more  than  Blake  has,  but  it  is  none  the  less  apparent  that 
they  have  what  Blake  has.  The  same  questions  were  before  me  in  the  Schultz 
and  Hecht  case.  That  case  was  fully  argued.  There  is  nothing  which  leads  me 
to  suppose  that  their  counsel  did  not  defend  them  to  the  best  of  his  ability. 
Every  point  involved  seems  to  have  been  presented.  Besides,  I  studied  that 
case  thoroughly,  and  gave  more  time  and  attention  to  it  than  to  almost  any 
other  ease  that  has  lately  come  before  me.  Especially  did  I  thoroughly  study 
it,  after  its  second  argument,  to  make  myself  familiar  with  it,  in  view  of  the 
fact,  that,  after  having  first  given  a  decision  one  way,  I  felt  called  upon  to  give 
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one  the  other  way.  If  the  defendants  in  the  Scholtz  and  Hecht  case  would  not 
permit  the  case  to  be  opened  otherwise,  there  was  certainly  nothing  wrong  or 
frandnlent  in  making  an  arrangement  to  secure  such  re-opening.  If  a  mistake 
had  been  made,  it  was  the  dnty  of  the  connsel,  to  himself,  his  clients  and  the 
Court,  to  get  the  case  re-opened,  if  possible.  If  this  had  not  been  done  it  would 
all  have  had  to  oome  before  the  Court  at  another  time.  If  there  was  any  sup- 
pression of  truth  or  lack  of  full  consideration,  the  Court  ought  to  look  into  it. 
So,  too,  if  any  prior  patent  should  be  brought  before  me,  or  if  any  new  testimony 
should  be  offered,  it  would  be  entitled  to  consideration,  just  as  if  the  other  case 
had  never  been  heard.  But  there  is  nothing  of  that  character.  In  regard  to 
the  suggestion  about  a  license,  the  defendants  knew  of  this  patent,  and  had 
notice  of  the  proceedings  in  the  other  case.  They  engaged  in  this  business 
with  their  eyes  open. '  They  took  the  risk  upon  themselves.  They  asked  for  a 
license,  but  they  did  not  ask  for  it  on  the  ordinary  terms  They  wanted  to  im- 
pose conditions  upon  the  licensers.  It  is  undoubtedly  true,  that,  in  some  cases, 
and  under  certain  circumstances,  I  have  said,  I  would  not  grant  an  injunction, 
except  on  refusal  of  the  defendants  to  accept  a  license.  I  believe  such  was  the 
fact  in  the  car  brake  case,  the  fat  add  case,  and,  if  I  recollect  correctly,  in  one 
of  the  hoop  skirt  cases ;  but  in  all  of  those  cases,  the  plaintifib  were  perfectly 
open  and  free  to  grant  licenses  to  anybody.  The  more  licensees  they  had,  the 
better  it  was  for  them.  But  that  is  not  the  case  with  these  plaintiffs.  They 
undertake  to  show,  in  their  affidavits,  why  it  would  be  prejudicial  to  them  for 
these  defendants  to  have  a  license.  [Mr.  Law  stated  that  the  defendants  do  not 
want  a  license,  such  as  is  offered  them,  because  they  cannot  honestly  live  up  to 
its  terms.]  The  conduct  of  these  defendants,  in  this  regard,  is  certainly  very 
honorable,  and  I  should  think  they  were  just  such  persons  as  the  plaintiffB  would 
desire  to  be  licensees.  It  does  not  very  clearly  appear,  I  confess,  how  granting 
a  license  would  injure  these  plaintiffs.  In  Waller^s  affidavit,  it  is  not  rery  clear- 
ly expressed.  [Mr.  Gordon  called  attention  to  the  fisust,  that  the  plaintiffs  are 
themselves  large  manufacturers,  and  that  they  and  their  present  licensees  can 
supply  the  market,  and  that  this  appears  in  the  bill  of  complaint,  as  well  as  in 
the  affidavits.]  I  did  not  observe,  that  the  plaintiffiB  are  themselves  manu- 
facturers of  the  bonnets.    They  are  entitled  to  the  injunction. 
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Sadie  E.  Wilkinson  vs.  Mask  M.  Pom^boy. 

A  plea,  witlioot  a  conclusion,  is  no  plea. 

A  plea  of  the  general  issue,  in  an  action  for  breach  of  promise  of  marriage,  may 
be  treated  as  a  nullity,  under  Rule  26  of  this  Court,  if  not  accompanied  by  the 
affidavit  and  the  certificate  required  bji  that  Rule. 

A  special  plea,  in  such  an  action,  may  be  treated  as  a  nullity,  under  Rule  27  of 
this  Court,  if  not  accompanied  by  tlie  certificate  required  by  that  Rule. 

Matter  pleadable  in  bar,  in  such  an  action,  if  intended  to  show  that  the  plaintiff 
had  no  subsisting  cause  of  action  when  the  suit  was  commenced,  can  be  given 
in  evidence  under  the  general  issue. 

In  such  an  action,  evidence  of  acts  of  misfeasance,  immediately  connected  with 
the  cause  of  action,  or  evidence  showing  an  equitable  defence  arising  out  of 
the  cause  of  action,  if  admissible  at  all,  can  be  given  in  evidence,  in  mitigation 
of  damages,  under  a  plea  of  the  general  issue. 

In  such  an  action,  matter,  in  a  plea,  which  attributes  to  the  plaintiff  habits,  dis- 
position, temper,  and  acts,  in  such  wise  as  would  warrant  an  action  for  libel 
against  whoever  should  publicly  make  such  charges  by  printing  or  waiting,  is 
irrelevant^  impertinent,  and  scandalous,  and  will  be  stricken  out,  on  motion. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April  4th,  1872.) 

Blatchfobd,  J.  This  is  an  action  for  bceach  of  promise 
of  marriage.  The  declaration  contains  two  counts.  The  first 
count  is  in  the  usual  form.  It  alleges  the  plaintiflf  to  have 
been,  and  to  be,  unmarried,  and  that  the  defendant  married 
another  person.  The  second  count  alleges,  that  the  defend-  - 
ant,  being  a  married  man,  and  having  a  lawful  wife  alive, 
promised  to  marry  the  plaintiff,  she  being  unmarried,  and 
believing  the  defendant  to  be  unmarried. 

The  defendant  has  put  in,  in  answer  to  the  declaration,  a 
paper  which  denominates  itself  as  being  "pleas,"  and  which 
contains  four  parts. 

The  first  part  professes  to  be  an  answer  to  only  the  first 
count  of  the  declaration.  It  is,  in  substance,  a  plea  of  the 
general  issue  to  such  first  count,  denying  any  promise  to  marry 
by  the  defendant,  and  all  else  in  it  being  surplusage.  But  it 
has  no  conclusion.  It  does  not  conclude  to  the  country,  nor 
Vol.  n— 88    . 
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does  it  conclude  with  a  verification.  It  is,  in  fact,  no  plea  at 
all.  If  regarded  as  a  plea  of  the  general  issue,  the  plaintiff 
would  have  a  right  to  treat  it  as  a  nullity,  under  Kule  26, 
because,  being  put  in  in  an  action  on  contract,  it  has  not 
annexed  to  it,  and  filed  with  it,  an  affidavit  of  the  defendant, 
that  he  has  a  good  and  substantial  defence  on  the  merits,  as 
he  is  advised  by  his  counsel,  and  verily  believes,  together  with 
a  certificate  of  counsel,  that  he  so  advised  the  defendant. 

The  second  part  of  the  paper  purports  to  be,  if  anything,  a 
special  plea  to  the  first  count  of  the  declaration.  But  it  purports, 
on  its  face,  to  be  equivalent  to  the  general  issue,  for  it  concludes 
to  the  country.  Tet,  it  calls  itself  a  "  further  plea."  Begarded 
as  a  plea  of  the  general  issue,  the  plaintiff  would  have  the  right 
to  treat  it  as  a  nullity,  for  the  reason  above  given  in  respect 
to  the  first  part.  Begarded  as  a  special  plea,  he  would  have 
a  right  to  treat  it  as  a  nullity,  under  Bule  27,  as  not  being 
accompanied  by  the  certificate  of  a  counsellor  of  this  Court, 
that,  in  his  opinion,  it  is  well  founded.  It  contains  some 
matter,  which,  if  pleadable  at  all  in  bar,  is  intended  to  show 
that  the  plaintiff  had  no  subsisting  cause  of  action  when  the 
suit  was  commenced.  Such  matter  can  be  given  in  evidence 
under  the  general  issue.  The  rest  of  the  matter  in  it  is  mat- 
ter not  in  bar,  but  matter  which,  if  it  could  be  taken  into  con- 
sideration at  all,  would  be  matter  only  in  mitigation  of  dam- 
ages. As  such,  it  could,  in  an  action  of  assumpsit,  such  as  this 
is,  be  given  in  evidence,  if  admissible  at  all,  under  a  plea  of 
the  general  issue,  as  being  evidence  of  acts  of  misfeasance, 
immediately  connected  with  the  cause  of  action,  or  evidence 
showing  an  equitable  defence  arising  out  of  the  cause  of  action. 
(  Withers  v.  Greeuy  9  Jlowardy  213  ;  Vcm  Bv>ren  v.  DiggeSy 
11  Id.,  461 ;  Winder  v.  CaUuoeU,  14  Id.,  434 ;  MiUer  v. 
Smith,  1  Mason,  437.) 

The  matter  last  referred  to  has,  therefore,  no  proper  place 
in  these  pleadings.  It  is  open  to  the  further  objection,  that, 
being  irrelevant  aAd  impertinent,  it  is  also  scandalous.  It 
attribates  to  the  plaintiff  habits,  disposition,  temper,  and  acts, 
in  such  wise  as  would  warrant  an  action  for  libel  against 
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wKoever  should  publicly  make  such  charges  by  priBting  or 
writing. 

The  third  part  of  the  paper  purports  to  be,  if  anything,  a 
plea  of  the  general  issue  to  the  second  count  of  the  declara- 
tion ;  but  it  has  no  conclusion,  either  to  the  country  or  with  a 
verification.  If  regarded  as  a  plea  of  the  general  issue,  it 
could  have  been  treated  as  a  nullity,  for  the  reasons  before 
stated  in  regard  to  the  first  part  of  the  paper.  It  denies  any 
undertaking  to  marry  the  plaintiff*,  and  all  the  rest  of  it  is 
surplusage. 

The  fourth  part  of  the  paper  purports  to  be,  if  anything,  a 
special  plea  to  the  second  count  of  the  declaration,  but  it  con- 
cludes to  the  country,  thus  claiming  to  be  equivalent  to  the 
general  issue.  It  calls  itself  a  "further  plea."  Regarded 
either  as  a  plea  of  the  general  issue,  or  as  a  special  plea,  it 
could  have  been  treated  as  a  nullity,  for  the  reasons  before 
stated  in  regard  to  the  preceding  parts  of  the  paper.  It  is  made 
up  of  matter  of  two  classes,  falling  under  the  descriptions  above 
given  of  the  matter  in  the  second  part  of  the  paper,  and  con- 
tains like  scandalous  allegations  in  respect  to  the  plaintiffl 

There  is  nothing  in  the  paper  which  confesses  either  of 
the  causes  of  action  in  the  declaration,  and  then  avoids  them. 

The  plaintiff  moves  that  this  paper  be  stricken  out  as 
impertinent  and  scandalous,  and  that  judgment,  \vith  costs, 
for  the  plaintiff,  be  given  on  the  pleadings,  and  for  such  other 
rule  or  order  as  to  the  Court  may  seem  meet.  The  motion 
is  granted,  so  far  as  to  strike  out  the  paper  as  a  pleading. 
( Wilder  v.  Oayler^  7  Blatchf,  C.  C.  R.  697 ;  Vamwm  v. 
CampbeU^  1  MoLecm^  313.)  But  the  defendant  will  be  al- 
lowed, within  ten  days,  to  plead  the  general  issue,  if  he  de- 
sires, by  a  plea  properly  verified  and  certified  under  Rule  26, 
provided  he  will  also  accept  notice  of  trial  for  the  present 
term  of  the  Court,  the  cause  to  be  put  on  the  calendar  for 

trial  thereat. 

• 

Benjamin  F.  Butler  and  Sidney  DeKoAj^  for  the  plaintiffl 
Jame%  D,  Beymert^  for  the  defendant. 
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Nathaniel  Jenkins 

vs. 

John  Johnson  and  others.    In  EQumr. 

The  reissaed  letters  patent  granted  to  Nathaniel  Jenkins,  Angnst  Sd,  1869,  for 
an  "  improYement  in  the  mann&ctare  of  elastic  packing,*  the  original  patent 
haying  been  granted  to  him,  as  inventor,  Hay  8th,  1866,  are  valid. 

The  first  claim  of  that  patent,  namely,  "  An  elastic  packing,  composed  of  at  least 
foar-tenths  of  finely  pulverised,  refractory,  earthy  or  stony  material.  Inti- 
mately mingled  with,  and  held  together  by,  rubber  prepared  for  vnlcaniang, 
and  then  vulcanized,  as  and  for  the  purpose  described,**  claims  a  packiag,  into 
the  composition  of  which  there  enters  at  least  four-tenths  of  refractory,  earthy, 
stony,  or  mineral  matter,  which  must  go  in  in  a  pulverized  state,  in  order  to 
be  intimately  incorporated  with  the  india-rubber,  which  serves  as  a  vehicle 
to  hold  the  powder,  the  compound  being  then  vulcanized,  by  subjecting  it  to 
heat,  in  the  presence  of  sulphur,  and  the  result  being  a  packing  which  is  elas- 
tic, while  it  is  indestructible  by  heat  * 

The  letters  patent  granted  to  Nathaniel  Jenkins,  October  6th,  1868,  for  an  "  im- 
provement in  steam  globe-valves,"  are  valid. 

The  claim  of  that  patent,  namely,  "  The  arrangement  of  the  bearing  surface,  /,  of 
the  valve-l\ead  and  the  elastic  packing  held  in  an  annular  recess  in  the  valve- 
head,  as  described,  with  the  valve-seat,/',  and  the  raised  seat,/,  in  the  man- 
ner as  shown  and  specified,"  claims  the  arrangement  of  an  annular  chamber 
or  cup,  containing  an  elastic  packing,  with  a  raised  seat,  in  connection  with 
the  two  bearing  surfaces  outside  of  the  cup  and  the  raised  seat,  the  whole 
operating  in  the  manner  described. 

Such  invention  is  not  anticipated  by  a  valve  consisting  of  a  raised  seat,  and  a 
metallic  receptacle  fitting  over  it ;  nor  by  a  valve  with  a  raised  seat,  and  a 
cup,  and  a  packing  of  lead  or  tin  fused  into  the  cup. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April  lOtb,  1872.) 

Blatchford,  J.  This  suit  is  founded  on  two  letters  pat- 
ent granted  to  the  plaintiJBT.  One  of  them  is  a  re-issued  pat- 
ent, granted  August  3d,  1869,  for  an  "improvement  in  the 
manufacture  of  elastic  packing,"  the  original  patent  having 
been  granted  to  the  plaintiflf,  as  inventor,  May  8th,  1866, 
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The  other  is  a  patent  granted  to  the  plaintiff,  as  inventor, 
October  6th,  1868,  for  an  "improvement  in  steam  globe- 
valves," 

The  specification  of  the  packing  patent  describes  the  in- 
vention as  one  of  an  ^  elastic  packing  for  joints  and  valves  ex- 
posed to  destructive  fluids."  It  says :  "  The  nature  of  the  in- 
vention consists,  first,  in  constructing  the  packing  of  refrac- 
tory earths,  or  earthy  and  stony  matters,  mingled  with  rub- 
ber and  such  other  materials  as  are  necessary  to  vulcanize  the 
rubber,  in  such  quantity  that  the  earthy  or  stony  matter  shall 
be  more  than  four-tenths  of  the  entire  compound,  and  then 
vulcanized  in  moulds  to  the  desired  shape  of  the  packing ; 
and,  second,  in  the  selection  of  such  earthy  or  stony  materials, 
and  proportioning  them  in  the  compound.  All  elastic  pack- 
ing, of  indestructible  properties,  to  a  valve,  joint  or  aperture 
through  which  a  destructive  fluid  is  to  pass,  such  as  steam  of 
any  kind,  hot  water,  kerosene^  or  other  coal-oil,  hot  or  cold, 
has  been  unattainable  till  recently ;  but,  after  experiments  of 
more  than  one  year,  I  claim  to  have  discovered  a  tight,  indes- 
tructible, elastic  packing,  for  these  purposes.  It  will  be  seen, 
from  the  following  formulas,  that  a  leading  feature  of  the 
composition  is,  that  it  contains  large  quantities  of  earthy  ma- 
terial, such  as  French  chalk,  or  talcose  matter,  a  yery  refrac- 
tory material ;  Paris-white,  a  substance  which  is  decomposed 
only  at  a  very  high  temperature,  and  in  presence  of  air  or 
gases  of  combustion,  or  of  strong  acids,  with  steam,  and  is  not 
easily  fused ;  and  litharge,  which  assists  in  vulcanizing,  and 
does  not  tend  to  decompose  the  other  ingredients,  at  the  tem- 
peratures to  which  the  composition  is  exposed.  In  the  selec- 
tion of  the  earthy  or  stony  matter,  the  choice  would  be  gov- 
erned by  facility  of  pulverization,  and  unsusceptibility  to  heat- 
ing influence.  Soapstone  is  indicated  as  an  ingredient,  by  the 
use  of  French  chalk.  Paris-white  indicates  the  use  of  other 
earthy  carbonates.  The  substance  of  the  invention  is,  the  em- 
ployment, for  a  packing,  of  an  earthy  powder  of  refractory 
quality,  intimately  mingled  with  vulcanized  rubber,  and  con- 
stituting forty  per  cent,  of  the  compound.    With  the  follow- 
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ing  ingredieBts,  the  proportioBS  would  be  within  the  follow- 
ing limits :  pure  rubber,  from  20  to  25  per  cent. ;  pure  gum 
shellac,  from  10  to  20  per  cent. ;  pure  Paris  white,  from  20  to 
30  per  cent. ;  pure  French  chalk,  from  15  to  25  per  cent. ; 
pure  litharge,  from  11  to  18  per  cent.;  pure  lamp-black,  from 
2  to  3  per  cent. ;  pure  sulphur,  from  1  to  3  per  cent.  In- 
crease the  quantity  of  rubber  when  the  fluid  to  be  resisted  is 
less  penetrating,  and  increase  the  quantity  of  Paris  white, 
French  chalk,  litharge  and  shellac,  when  it  is  more  penetra- 
ting. One  hundred  parts  of  the  above  substances,  mingled 
within  the  per  centages  given,  will  be  comparatively  indes- 
tructible, in  the  presence  of  coal  oil,  steam  or  hot  water,  and 
will  preserve  their  elasticity  and  texture  for  a  long  time."  A 
table  is  then  given,  of  proportions  in  use,  with  coal  oil,  steam 
and  hot  water,  respectively,  of  the  various  ingredients  above 
mentioned,  which,  it  is  stated,  have  given  favorable  results, 
and  which  the  patentee  states  he  is  inclined  to  consider  the 
best  attainable  for  their  respective  purposes.  They  range, 
except  as  to  lamp-black,  which  goes  up  to  3^  per  cent.,  within 
the  limits  before  stated.  The  specification  continues :  "  I  do 
not,  however,  confine  myself  to  these  exact  proportions,  but 
consider  the  composition  most  accurately  stated  by  the  limita- 
tions given  before.  The  ingredients,  other  than  the  rubber, 
are  to  be  finely  powdered  and  intimately  mixed  together. 
They  are  then  to  be  spread  on  the  surface  of  the  rubber,  and 
rolled  with  it,  between  cold  rollers,  until  they  are  thoroughly 
incorporated  with  the  substance  of  the  rubber.  The  mass  is 
then  to  be  moulded  in  iron  moulds,  of  proper  shape,  and  sub- 
jected to  a  high  vulcanizing  heat,  say  that  due  to  a  steam  pres- 
sure of  60  to  75  pounds,  or,  if  desired  to  be  very  hard,  even 
more,  for  from  20  to  45  minutes."  The  claims  are  as  follows : 
**  1.  An  elastic  packing,  composed  of  at  least  four-tenths  of 
finely  pulverized  refractory,  earthy  or  stony  material,  inti- 
mately mingled  with,  and  held  together  by,  rubber  prepared 
for  vulcanizing,  and  then  vulcanized,  as  and  for  the  purpose 
described.  2.  The  composition  of  the  ingredient*,  and  within 
the  proportions  above  set  forth,  substantially  as  and  for  the 
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purpose  described.  3.  The  employment  of  French  chalk,  or 
equivalent  talcose  mineral,  substantially  in  the  manner  and 
for  the  purpose  described." 

"  Refractory  "  is  thus  defined :  "  Noting  earths  or  metals 
that  are  infusible,  or  require  an  extraordinary  degree  of  heat 
to  fuse  them."  "  Earth,"  in  chemistry,  is  "  a  metallic  oxide, 
inodorous,  dry,  uninflammable,  and  infusible ;"  and,  among 
the  chemical  earths,  are  silica  and  magnesia.  A  metallic 
oxide  is  composed  of  oxygen  and  a  metal,  as  a  base.  A 
"  stone  "  is  "  earthy  or  mineral  matter  condensed  into  a  hard 
state."  A  "mineral"  is  defined  as  "a  natural  body,  destitute 
of  organization  or  life — a  subfetance  found  in  or  on  the  earth, 
which  is  neither  animal  nor  vegetable."  '^  French  chalk  "  is 
"steatite  or  soapstone — a  soft  magnesian  mineral."  Soap- 
stone  is  composed  chiefly  of  silica  and  magnesia.  "  Steatite" 
is  defined  as  "  a  variety  of  talc — ^soapstone."  "  Talc  "  is  de- 
fined as  "  a  mineral,"  and  is  composed  chiefly  of  silica,  mag- 
nesia and  water.     Litharge  is  an  oxide  of  lead. 

The  answers  set  up  want  of  novelty  and  want  of  patjenta- 
bility  and  non-infringement,  as  a  defence  to  the  packing  pat- 
ent, but  there  is  no  specification  of  any  prior  invention. 

There  can  be  no  doubt,  on  the  proofs,  that  a  packing  com- 
pounded and  prepared  like  the  plaintiflPs  packing,  and  pos- 
sessing its  characteristics,  did  not  exist  before  his  invention. 
It  is  highly  useful,  supplied  a  great  need,  and  has  displaced 
previous  packings,  where  resistance  to  destructive  fluids  is 
required. 

The  proper  construction  of  the  flrst  claim  of  the  patent  is, 
that  it  claims  a  packing,  into  the  composition  of  which  there 
enters  at  least  four-tenths  of  refractory,  earthy,  stony  or  min- 
eral matter,  which  must  go  in  in  a  pulverized  state,  in  order 
to  be  intimately  incorporated  with  the  caoutchouc  or  India 
rubber,  which  serves  as  a  vehicle  to  hold  the  powder,  the 
compound  being  then  vulcanized  by  subjecting  it  to  heat  in 
the  presence  of  sulphur,  and  the  result  being  a  packing  which 
is  elastic  while  it  is  indestructible  by  heat.  In  the  product, 
the  India  rubber  and  the  sulphur  are  chemically  co'mbined, 
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forming  vulcanized  India  rubber,  bat  the  substances  which, 
in  the  completed  product,  give  to  it  its  refractory  character, 
are  not  chemically  combined  with  the  vulcanized  India  rub- 
ber, but  act  mechanically.  The  refractoriness  of  the  product 
is  due  to  the  non-«lastic  refractory  substances  in  it,  while  its 
elasticity  is  due  to  the  non-refractory  vulcanized  India  rubber. 
It  was  necessary  that  the  packing,  to  serve  all  the  ends  of  a 
packing,  should  be  both  refractory  and  elastiCf  It  might 
thoroughly  resist  heat,  yet,  if  it  were  not  elastic,  so  as,  by  its 
resilience,  under  pressure,  to  tightly  close  all  orifices  which 
ought  to  be  closed,  it  would  not  fulfil  the  purposes  of  a  pack- 
ing ;  and  it  might  act  for  a  short  time  as«a  practical  elastic 
packing,  and  yet  soon  be  destroyed  by  heat,  if  not  so  refrac- 
tory as  to  resist  the  e£Pects  of  heat  for  a  long  time.  But  the 
patentee  discovered  that  a  compound  fulfilling  the  conditions 
of  that  claimed  in  his  first  claim  would  be  comparatively  in- 
destructible in  the  presence  of  coal-oil,  steam  and  hot  water, 
and  would  preserve  its  elasticity  and  texture  for  a  long  time. 
The  packing  of  the  defendants  is  an  elastic  packing,  con- 
structed of  refractory  earths,  mingled  with  India  rubber  and 
sulphur,  and  then  vulcanized.  It  has  the  indestructible  prop- 
erties of  the  plaintifi's  packing.  It  contains  large  quantities 
of  soapstonc.  Its  earthy  refractory  matter  constitutes  forty 
per  cent.,  at  least,  of  the  compound.  The  soapstone  is  in  the 
proportion  of  from  fifteen  to  twenty-five  per  cent.  The  in- 
gredients found  in  the  defendants'  packing,  by  analysis,  are 
India  rubber,  sulphur,  the  oxides  of  lead  and  iron,  and  soap- 
stone.  The  proportion  of  India  rubber  and  the  proportion  of 
sulphur  to  the  whole  mass  exceed,  each  of  them,  the  highest 
per  centage  given  in  the  specification  for  those  articles  re- 
spectively. But  it  is  shown  that  the  excess  of  sulphur  beyond 
the  amount  taken  up  by  the  India  rubber  for  vulcanization 
unites  with  the  iron  and  lead  and  forms  refractory  mineral 
matter,  and  that  such  refractory  mineral  matter  and  the  soap- 
stone  together  are  at  least  forty  per  cent,  of  the  whole  com- 
pound. This  refractory  forty  per  cent,  acts  mechanically,  to 
resist  heat,  after  the  sulphur  has  united  with  the  iron  and 
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lead,  and  is  cemented  together  by  the  vulcanized  India  rub- 
ber, which  gives  to  the  whole  mass  the  necessary  elasticity. 
The  packing  is  substantially  the  same  as  the  plaintiff's  pack- 
ing, as  regards  its  mechanical  application  and  operation  in  use, 
and  its  adaptation  to  the  end  desired.  It  results,  therefore, 
that  the  defendants  have  infringed  the  first  claim  of  the 
patent. 

Regarding  the  third  claim  a^  a  claim  to  the  employment 
of  French  chalk  or  equi^^lent  talcose  material,  in  the  range 
of  proportions  named  in  the  specification,  in  the  compound 
covered  by  the  first  claim,  the  defendants  have  infringed  the 
third  claim  also.  This  construction  of  the  third  claim  is  the 
one  contended  for  by  the  defendants.  "Whether  the  third 
claim  is  susceptible  of  a  broader  construction,  it  is  not  neces- 
sary to  decide  in  this  case. 

The  specification  of  the  valve  patent  says :  "  The  inven- 
tion is  of  that  class  of  globe  valves  in  which  an  elastic  or  semi- 
elastic  packing  is  employed  for  sealing  the  joint  of  the  valve, 
the  object  of  this  invention  being  to  provide  more  perfect 
security,  or  additional  means  of  security,  against  clandestine 
escape  of  the  steam  or  water  about  the  joint  of  the  valve, 
when  closed,  the  same  construction  which  accomplishes  this 
also  producing  a  durable  or  lasting  valve.  The  invention 
consists  in  a  peculiar  construction  or  arrangement  of  parts, 
and  the  combination  therewith  of  an  elastic  or  semi-elastic 
annulus  or  packing,  the  arrangement  of  parts  being  such,  that, 
in  the  event  of  the  destruction  or  weakening  of  the  elastic 
packing,  the  metallic  portions  of  the  joint  shall  come  in  con- 
tact, and  operate  to  effect  a  tight  union  of  the  same.''  The 
structure  is  then  described.  It  is  a  globe  valve,  having  a 
chamber,  an  inlet,  an  outlet,  a  stem,  a  stopper  or  valve,  on  the 
bottom  of  the  stem,  and  a  raised  seat  or  annular  ledge,/*, 
raised  some  distance  above  the  surrounding  metal, y^.  The 
stopper  or  valve  is  composed  of  a  metallic  head,  pivoted  to  the 
lower  end  of  the  stem,  in  any  suitable  manner,  such  head 
being  formed,  upon  its  under  side,  with  an  annular  chamber, 
for  the  reception  of  an  annulus  or  packing  of  elastic  or  semi- 
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elastic  India  rubber,  or  other  suitable  material  or  compound, 
such  packing  being  retained  in  place,  in  its  chamber,  by  a  nut 
screwed  upon  the  shank  of  the  head,  and  partially  overlapping 
it,  the  packing  extending  a  short  distance  below  or  beyond 
the  annular  lid,  or  circumscribing  circumference,  or  bearing 
surface,  Z,  of  the  head.  The  stem  runs  through  a  stuffing  box. 
On  lowering  the  stopper  or  valve,  in  the  act  of  closing  the 
valve-opening  or  passage  below,  the  packing  is  pressed  tightly 
on  the  annular  raised  seat,/*,  which,  by  such  pressure,  is  forced 
somewhat  into  the  packing,  and  a  tight  joint  between  the 
valve  and  the  seat  is  secured.  From  long  usage,  or  from 
being  subjected  to  the  action  of  great  heat,  the  packing  may 
become  enlarged  or  distended.  Should  this  take  place,  it  will, 
upon  the  descent  of  the  valve,  become  enclosed  between  the 
annular  end  or  face,  Z,  of  the  valve-head,  and  the  surface, /*, 
immediately  surrounding  the  valve-seat,y,  and,  by  this  means, 
form  a  secondary  or  additional  means  of  closing  the  valve- 
opening  against  the  passage  of  steam  or  water.  Should  the 
packing,  in  extreme  cases,  become  wholly  or  partially  de- 
stroyed, and  unfit  to  perform  its  functions,  the  two  metallic 
surfaces  I  and  J^  will  be  brought  tightly  in  contact,  and,  in 
themselves,  form  a  close  joint,  thus  creating  an  additional  and 
third  means  or  resource  for  ejffecting  the  desired  object.  The 
claim  is  this :  "  The  arrangement  of  the  bearing  surface,  Z,  of 
the  valve-head,  and  the  elastic  packing  held  in  an  annular  re- 
cess in  the  valve-head,  as  described,  with  the  valve  seat,/*, 
and  the  raised  seat,/*,  in  the  manner  as  shown  and  specified." 

The  defence  in  regard  to  this  patent  is  non-infringement, 
and  that  the  defendant  Johnson  was  the  prior  inventor  of  the 
improvement  covered  by  the  patent,  and  that  the  valves  made 
and  sold  by  the  defendants  are  such  as  are  described  in  letters 
patent  granted  to  the  defendant  Johnson,  August  15th,  1865, 
for  an  improvement  in  steam-valves. 

The  proper  construction  of  the  claim  of  the  patent,  in  view 
of  the  state  of  the  art  at  the  time  of  the  plaintiflPs  invention, 
is,  that  it  claims  the  arrangement  of  an  annular  chamber  or 
cup,  containing  an  elastic  packing,  with  a  raised  seat,  in  con- 
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nection  with  the  two  bearing  surfaces  outside  of  the  cup  and 
the  raised  seat,  the  whole  operating  in  tlie  manner  described. 
The  valve  patented  to  Johnson  in  August,  1865,  consisting  of 
a  raised  seat  and  a  metallic  receptacle  fitting  over  it,  does  not 
anticipate  the  invention.  "Nor  does  a  valve  with  a  raised  seat, 
and  a  cup,  and  a  packing  of  lead  or  tin  fused  into  the  cup. 
The  elastic  packing  is  an  essential  element  in  the  arrange- 
ment. The  full  utility  of  the  raised  seat  and  the  cup,  and 
of  the  two  bearing  parts  outside  of  them,  is  not  developed 
until  an  elastic  packing  is  used.  The  use  of  the  elastic  pack- 
ing is  not  the  mere  substitution,  in  respect  of  the  arrange- 
ment covered  by  the  claim,  of  one  packing  for  another  equiva- 
lent packing.  The  use  of  an  elastic  packing  is  necessary  to 
fully  utilize  the  form  of  valve,  and  the  form  of  valve  is  neces- 
sary to  develop  all  the  merits  of  such  elastic  packing  as  the 
specification  of  the  plain tifl^s  patent  speaks  of— packing  which 
becomes  enlarged  or  distended  by  pressure  or  heat,  and  which, 
by  the  use  of  the  plaintift''8  arrangement,  will,  when  it  es- 
capes outside  of  the  cup  and  the  raised  seat,  be  pressed  be- 
tween the  outside  bearing  surfaces,  to  still  secure  a  tight 
joint.  Lead  or  tin  packing,  fused  into  a  cup,  is  not  an  elastic 
packing,  in  the  sense  of  the  plaintiff's  specification,  nor  is  it 
the  equivalent  of  such  elastic  packing. 

The  earliest  date  of  the  application  of  the  plaintiff's  ar- 
rangement by  Johnson,  in  making  valves,  was  October,  1867. 
The  plaintiff  applied  it  a  year  earlier. 

Nothing  that  is  adduced  by  the  defendants  affects  the 
novelty  of  the  plaintiff's  invention  in  the  valve  patent,  and 
the  valves  made  and  sold  by  the  defendants  are  like  the 
plaintiff's  valve,  in  construction  and  arrangement. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual 
injunction  and  an  account  of  profits,  in  respect  of  the  first  and 
third  claims  of  the  packing  patent,  and  of  the  claim  of  the 
valve  patent,  with  costs. 

Thomas  W.  Clarke  and  WiUia/m,  D.  Booth ^  for  the 
plaintiff. 

Anthony  R.  Dyett^  for  the  defendants. 
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James  D.  Sabven 

vs. 

ELrau  Hall  &  Co.    In  Equity. 

A  reissued  patent  caDoot  be  sustained  by  extrinsic  proof  that  the  patentee  wiu 
the  inventor  of  all  that  is  claimed  in  it,  if  what  is  so  claimed  was  not  shown 
or  suggested  in  the  original  specification,  drawings,  or  model. 

Defects  or  insufficiencies  in  the  description  of  anything  which  is  found  in  any 
form  in  the  original  specification,  drawings,  or  model,  may  be  supplied  in  the 
reissue. 

The  specification  of  the  original  letters  patent  granted  to  J.  D.  Saryen,  June  9th, 
1867,  for  an  improved  carriage  wheel,  discloses  two  deyioes— one  consisting 
of  spokes,  whereof  a  part  are  tenoned  into  a  wooden  hub,  and  a  part  are  in 
wedge  form,  not  thus  tenoned ;  the  other  consisting  of  flanged  collars  applied 
to  the  hub  and  the  spokes  therein,  whether  the  spokes  are  constructed  in  the 
manner  last  named,  or  in  any  other  manner,  the  specification  pointing  out  the 
application  of  flanged  collars  to  a  wheel  containing  the  ordinary  number  of 
spokes,  in  which  it  is  probable,  at  least,  that  the  extra  or  increased  number  of 
spokes  not  tenoned  into  the  hub  are  omitted. 

The  reissued  letters  patent  granted  to  said  Sarven,  September  6th,  1870,  on  the 
surrender  of  said  original  patent  of  1867,  in  declaring  that  the  invention  em- 
braces the  combination  of  the  flanged]  collars  with  a  wooden  hub  into  which 
the  spokes  are  tenoned,  without  including  the  wedge-form  spokes,  or  the  solid 
bearing  of  the  spokes  upon  each  other  exterior  to  the  hub,  do  not  embrace  a 
device  not  found  in  the  record  of  the  original  patent. 

The  first  claim  of  said  reissued  patent,  namely,  "  A  carriage  wheel  constructed 
with  the  spokes  combined  with  a  wooden  hub  by  tenons  entering  mortises  in 
said  hub,  and  with  each  other,  in  such  manner  that  a  solid  belt  is  formed 
around  the  said  hub,  substantially  as  before  set  forth/'  is  limited  to  a  solid 
belt  formed  by  alternating  tenoned  spokes  with  wedge-formed  spokes  not 
tenoned,  and  is  not  infringed  by  a  wheel  in  which  all  the  spokes  are  tenoned 
into  the  hub. 

A  mere  aggregation  of  parts,  whereof  the  patentee  has  not  the  exclusive  right 
to  either,  and  in  which  the  parts  have  no  new  operation,  and  produce  no  result 
which' is  due  to  the  combination  itself,  is  not  patentable. 

The  second  claim  of  said  reissued  patent,  namely,  '*  A  carriage  wheel  constructed 
with  a  mortised  wooden  hub,  with  tenoned  spokes,  and  with  flanges  which 
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embrace  the  faces  of  the  spokes  in  the  immediate  vicinity  of  the  hub,  and  are 
connected  together  so  as  to  form  a  metallic  band,  through  which  the  spokes 
extend  into  the  mortises  in  the  wooden  hob,  substantially  as  before  set  forth," 
is  valid. 

Such  claim  is  not  a  claim  for  a  mere  aggregation  of  devices. 

Such  claim  is  infringed  by  a  wheel  having  tenoned  spokes,  and  a  wooden  hnb, 
and  a  mortised  collar,  cast  in  one  piece,  with  divisions  between  the  mortises 
for  the  several  spokes,  and  with  tapering  sides  formed  to  receive  the  spokes 
driven  tightly  therein,  and  give  them  endwise  bearings. 

As  the  mortised  collar  performs,  both  mechanically  and  practically,  in  the 
combination,  the  same  office  that  is  performed  by  the  flanges  of  the  plaint- 
iff's wheel,  it  is  none  the  less  an  equivalent  therefor,  in  the  combination, 
because  it  performs  an  additional  office,  not  performed  by  such  flanges. 

(Before  Woodruff  and  Shxfman,  JJ.,  Connecticnt,  April  28d,  1872.) 


This  was  a  final  hearing,  on  pleadings  and  proofs.  The 
hill  was  founded  on  reissued  letters  patent  granted  to  the 
plaintiff,  September  6th,  1870,  for  an  improved  carriage 
wheel.  The  original  patent  was  granted  to  him  June  9th, 
1857,  and  reissued  August  11th,  1868,  and  afterwards  ex- 
tended. The  defendants'  wheel  was  made  under  letters 
patent  granted  to  Almon  Warner,  February  6th,  1867,  and 
reissued  November  21st,  1871. 

John  S.  Beachy  Samuel  S.  Fisher^  and  Charles  M.  Keller, 
for  the  plaintiff. 

Cha/rle%  R.  IngeraoU  and  Benjamin  F,  Thurston^  for  the 
defendants. 

Woodruff,  J.  The  defence  relied  upon  herein  is  of  a 
mixed  or  two-fold  character,  namely,  a  want  of  novelty  in 
those  features  of  the  complainant's  alleged  invention  which 
have  been  used  by  the  defendants,  and  a  denial  that  the  de- 
fendants have  infringed  the  patent  granted  to  the  complainant, 
in  any  feature  which  can  be  lawfully  claimed  to  be  secured  to 
him.  This  mixed  defence  begets  the  claim,  that  no  right 
which  was  due  to  the  complainant  in  virtue  of  the  original 
invention  described  in  his  patent,  specification,  drawings,  or 
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model,  has  been  yiolated  by  the  defendants ;  and  that,  if  the 
invention,  as  described  and  claimed  in  the  reissued  patent, 
purports  to  cover  any  broader  ground,  upon  which  the  defend- 
ants can  be  said  to  have  trespassed,  then  the  reissue  is,  pro 
tanto^  void. 

These  grounds  of  defence  require  an  examination  not 
only  of  the  state  of  the  art  when  the  complainant's  invention 
is  alleged  to  have  been  made,  but  an  examination  of  the  com- 
plainant's original  patent,  specification,  drawings,  and  model, 
to  learn  therefrom  what  invention  by  the  complainant  is  dis- 
closed thereby ;  for,  it  was  conceded  by  the  counsel  for  the 
complainant,  on  the  hearing,  that,  in  their  opinion,  at  least, 
nothing  can  be  legally  claimed  in  the  reissue,  which  does  not 
appear  either  in  the  specification  annexed  to  the  original 
patent,  or  in  the  drawings,  or  in  the  model,  even  though  it 
was,  in  fact,  the  invention  of  the  patentee,  and  its  use  was 
contemplated  by  him  when  the  patent  was  applied  for,  and 
that,  the  reissue  could  not,  in  that  respect,  be  sustained  by 
extrinsic  proof  that  the  patentee  was,  in  truth,  the  inventor 
of  all  that  was  included  in  it,  if  neither  the  original  specifica- 
tions, drawings,  nor  model,  showed  or  suggested  the  device  in 
question.  This  is  in  accordance  with  the  object  of  a  reissue, 
and  with  the  license  therefor  given  by  the  law.  It  is  where 
a  patent  is  inoperative  or  invalid  by  reason  of  a  defective  or 
insufficient  description,  specification,  or  claim,  and  not  where 
the  device  is  not  described  or  specified  at  all,  that  permission 
is  given  to  reissue  the  patent.  Devices  not  described  or 
specified  may,  if  they  are  the  invention  of  the  patentee,  be 
the  subject  of  a  patent,  subject  to  all  other  rules  governing 
the  inventor's  right ;  but  it  is  not  the  office  of  a  reissue  to 
embrace  them.  {Seymour  v.  Osborne^  11  WaU,^  516, 544.)  It 
is  true,  that  an  observation  of  the  Court,  in  Hussey  v.  Brad- 
lej/y  (2  Fisher^s  Pat.  Cases^  362,  371,)  gives  a  broader  scope 
to  the  right  of  reissue,  and  an  intimation  in  Doughty  v.  West^ 
{Id.y  563,  556,)  is  in  the  same  direction.  But,  in  the  subse- 
quent case  of  Doughty  v.  West,  (3  Id.,  580,  and  6  Blatchf.  C. 
O.  R.J  429,)  founded  on  a  reissue  of  the  same  patent,  the  re- 


APRIL,  1872.  527 


Sarven  v.  HalL 


issue  was  sustained  on  grounds  entirely  consistent  with  the 
doctrine  above  stated,  and  the  nile  is,  in  my  judgment, 
not  only  clearly  correct  in  principle,  hut  settled  by  the 
authority  of  the  Supreme  Court  in  the  case  first-above 
named. 

(1.)  This  view  of  the  law  renders  it  necessary  to  inquire 
what  invention  is  disclosed  by  the  original  record — the  orig- 
inal patent,  specification,  drawings,  and  model — and,  in  that 
inquiry,  the  right  of  the  complainant  must  be  conceded,  to 
supply  any  defects  or  insu£Sciencies  in  the  description  of  any- 
thing which  is  found  therein  in  any  form. 

In  the  original  specification,  the  patentee  declares  that  the 
object  jyf  his  invention  is,  "  to  provide  a  wheel  with  a  wooden 
hub,  that  will  admit  of  a  greater  number  of  spokes  in  each 
wheel  than  can  be  used  by  the  old  method,  on  account  of  the 
hub  being  cut  away,  by  mortises,  to  receive  a  number  of 
spokes,  that  would  be  sufficiently  near  together  at  the  rim  of 
the  wheel  to  prevent  it  from  being  flattened  between  the 
spokes  by  fast  driving  *  *  *  ;  it  also  consists  in  giving 
greater  strength  to  the  spokes  at  and  near  the  hub,  and  to  the 
hub  itself."  A  twofold,  or,  perhaps,  a  threefold  object  is  thus 
announced :  first,  strengthening  the  nave  of  the  wheel,  by 
increasing  the  number  of  spokes ;  second,  giving  greater 
strength  to  the  spokes  at  the  hub,  and,  at  the  same  time, 
strengthening  the  hub  itself.  Obviously,  each  of  these  ob- 
jects was  desirable,  and,  obviously,  each  would  be  useful, 
whether  they  were  combined  or  not.  If  the  proposed  de- 
vices, or  either  of  them,  could  be  used  separately  from  the 
others,  so  that  either  object  was  effected,  a  usefal  result 
would  follow,  which  is  actually  mentioned  and  avowed  to  be 
within  the  scope  of  the  invention. 

The  nature  of  the  invention  is  then  declared  to  consist  in 
the  employment  of  flanged  collars  of  metal,  to  be  used  in 
combination  with  a  wooden  hub,  as  follows  :  "  I  use,  in  gene- 
ral, a  very  small  hub  of  wood,  much  smaller  than  in  the  old 
style  of  wheel,  and,  instead  of  making  sixteen  mortises,  as  is 
common  for  spokes,  I  make,  in  general,  nine  or  ten  for  the 
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tenoDs,  somewhat  larger  than  in  the  ordinary  way,  and,  be- 
tween each  of  these  spokes,  I  make  a  mortise  in  the  hab, 
about  three-eighths  of  an  inch  deep,  and  insert  spokes  wedge- 
shape,  as  shown  by  the  drawing  accompanying  this  specifica- 
tion." This,  it  will  be  seen,  explains  the  device  which  the 
patentee  declares  he  generally  employs  for  increasing  the 
nnmber  of  spokes,  to  strengthen  and  sustain  the  nave  of  the 
wheel,  without  unduly  cutting  away  the  hub  by  mortises ; 
and  the  drawing  shows,  that,  in  this  arrangement,  the  spokes 
have  a  firm  bearing  against  each  other  at  and  for  a  short  dis- 
tance exterior  to  the  wooden  hub,  so  as  to  form  a  solid  bearing 
around  and  exterior  thereto. 

Next  he  describes  his  device  for  giving  greater  strength 
to  the  spokes  at  the  hub,  and  to  the  hub  itself:  ^^ After  the 
spokes  are  all  fitted,  I  put  the  flanged  collar  on  the  back  part 
of  the  hub,  the  collar  fitting  closely  to  the  hub,  and  serves  to 
strengthen  and  support  the  same,  while  the  flange  fits  closely 
to  the  back  of  the  spokes.  I,  in  general,  make  three  screw- 
holes  in  the  collar  next  the  hub,  into  which  I  insert  screws, 
so  thal^  the  collar  will  retain  its  position,  in  case  the  hub 
should  shrink.  In  the  flange  that  fits  against  the  spokes, 
I,  in  general,  make  five  one-fourth  inch  holes,  in  which  I  cut 
a  thread  to  receive  screws.  After  the  back  flange  collar  is 
secure,  I  put  on  the  front  flanged  collar  on  the  front  of  the 
hub,  it  fitting  closely  to  the  hub,  but  it  is  not  screwed  thereto, 
the  flange  fitting  closely  to  the  front  of  the  spokes.  In  these 
flanges  there  are  five  holes,  opposite  those  in  the  back  fiange. 
1  now  bore  five  one-fourth  inch  holes  through  tlie  spokes,  and 
insert  screws,  drawing  both  flanges  firmly  against  the  spokes, 
thereby  securing  all  the  spokes  firmly  in  their  proper  place." 
This  part  of  the  specification  discloses  the  device  by  which 
the  object  secondly  named,  which  the  patentee  had  in  view, 
is  secured,  namely,  giving  greater  strength  to  the  spqkes  at 
the  hub,  and  at  the  same  time  strengthening  the  hub. 

The  specification  then  proceeds  to  state  the  dimensions  of 
the  hub  and  spokes  ordinarily  used,  and  the  gain  in  effective 
strength  In  the  smaller  hub,  with  spokes  fitted  as  first  de- 
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scribed,  and  the  greater  power  of  resistance  resulting  from 
the  bearing  of  the  spokes  on  the  flanges  on  either  side  thereof; 
and  it  then  adds,  that  ^^  this  arrangement  can  also  be  applied 
to  a  wheel  with  the  ordinary  number  of  spokes,  thereby  pre- 
venting the  tenons  at  the  hub  from  being  broken  off."  This 
imports,  in  connection  with  what  precedes,  that,  although  the 
inventor,  "  in  general,"  uses  the  greater  number  of  spokes, 
some  of  which  are  inserted  in  the  hub  by  tenons,  and  the 
others,  in  wedge  form,  enter  very  slightly  into  the  hub,  yet 
his  arrangement  can  also  be  applied  to  a  wheel  with  the  or- 
dinary number  of  spokes ;  and  its  effect  in  "  preventing  the 
tenons  from  being  broken  "  indicates,  that,  in  such  case,  the 
spokes  are  tenoned  into  the  hub— that  is  to  say,  it  can  be  ap- 
plied to  a  wheel  with  the  ordinary  number  of  spokes  inserted 
by  tenons  into  the  hub,  T^hich  describes  the  ordinary  wheel. 
It  contemplates,  as  a  practicable  use  of  the  flanged  collars, 
their  application  to  a  wheel  not  containing  the  additional 
number  of  spokes  before  described  as  being  without  tenons. 
It,  therefore,  contemplates  the  application  of  those  collars  to 
an  ordinary  wheel,  or,  possibly,  to  a  wheel  in  which,  although 
the  ordinary  number  of  spokes  are  used,  their  shoulders  be- 
tween the  flanges  are  so  enlarged  as  to  bear  against  each  other. 
This  latter  mode  of  fitting  the  spokes  to  a  bearing  is  certainly 
not  expressed,  and  it  seems,  therefore,  most  in  accordance 
with  the  terms,  to  regard  it  as  a  suggestion  that  such  flanged 
collars  may  be  applied  to  an  ordinary  wheel  with  tenoned 
spokes,  and  that,  when  so  applied,  they  strengthen  the  hub 
and  strengtheifr  the  spokes  and  "  prevent  the  tenons  at  the 
hub  from  being  broken  off." 

The  specification  then  points  out  the  special  advantage  of 
the  flanges  and  the  importance  of  securing  the  back  collar  to 
the  hub,  with  the  capacity  of  tightening  the  front  collar  on 
the  spokes,  if  they  shrink,  in  view  of  the  custom  of  giving  a 
light  wheel  a  dish  form,  in  which  there  is  great  strain  upon 
the  tenons  of  the  spokes,  and  also  in  view  of  the  necessity  at 
times  of  resetting  the  tire. 

In  the  drawings  annexed  to  the  specification,  and  in  the 
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description  of  the  drawings  contained  in  the  specification^  he 
gives  only  one  kind  of  wheel,  and  that  embraces  both  feat- 
ures or  devices  before  mentioned,  combined — that  is  to  say,  a 
wheel  with  the  flanged  collars  and  with  the  increased  number 
of  spokes,  of  which  a  part  are  not  tenoned,  but  are  wedge- 
shaped  and  enter  but  slightly  into  a  small  mortise  in  the  hub. 
This,  however,  is  not  material  to  the  validity  of  the  reissue,  if, 
in  fact}  what  was  already  in  the  specification  embraces  the 
application  of  either  of  his  devices  to  a  wheel  with  the  or- 
dinary number  of  spokes  tenoned  into  the  hub. 

The  statement  of  the  claims  of  the  patentee  may  properly 
be  referred  to  as  an  aid  to  the  same  point  of  inquiry — what  is 
described  as  the  invention  of  the  patentee.  The  first  claim 
is :  ^^The  employment  of  flanged  metallic  collars,  as  described, 
or  other  equivalent  devices,  in  combination  with  a  wooden 
hub,  and  these  in  combination  with  the  arrangement  of  the 
spokes  at  the  hub,  as  described,  by  which  means  strength  and 
support  is  given  both  to  the  hub  and  to  the  spokes  at  and  near 
the  hub,  and  by  which  means  I  am  enabled  to  use  any  desired 
number  of  spokes  in  each  wheel  *  *  *  and  a  much  smaller 
hub  than  those  in  general  use,  and  at  the  same  time  retain  a 
sufficient  degree  of  strength  at  the  hub,  the  whole  being  con- 
structed and  arranged  substantially  as  and  for  the  purpose  set 
forth."  This  claim  manifestly  points  to  and  includes  both  of 
the  devices,  as  shown  in  the  drawings  and  model,  and  contains 
no  suggestion  or  hint  of  any  construction  of  a  wheel  except 
by  making  a  part  of  the  spokes  with  tenons  and  a  part  in  a 
wedge  form  without  tenons,  so  fitted  that  thei  spokes  at  the 
hub  bear  upon  each  other. 

But  the  second  claim  has  manifest  reference  to  the  other 
arrangement  of  spokes,  already  named  in  the  specification,  as 
follows :  "  I  also  claim  the  flanged  collars,  as  described,  or 
other  equivalent  devices,  when  used  in  combination  with  a 
wooden  hub,  if  the  spokes  are  arranged  as  herein  set  forth,  or 
in  any  other  manner."  That  is  to  say,  he  claims  the  flanged 
collars  in  combination  with  a  wooden  hub,  although  the  spokes 
are  all  tenoned  into  the  hub.    Eead  in  connection  with  the 
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specification,  which  declares  that  his  arrangement  "  can  be 
applied  to.  a  wheel  with  the  ordinary  number  of  spokes,  there- 
by preventing  the  tenons  at  the  hub  from  being  broken  off" 
— ^in  which  case  it  is  obvious,  from  the  whole  specification, 
that  there  will  be  none  which  are  not  thus  tenoned — ^this 
claim  is  comprehensive  enough  to  embrace  flanged  collars  ap- 
plied to  a  wheel  in  which  there  are  tenoned  spokes  only;  and, 
so  read,  it  is  specific  enough  to  refer  to  the  applicatipn  thereof 
to  the  ordinary  number  of  spokes,  previously  mentioned 

Be  it  here  observed,  that  this  review  of  the  original  spec- 
ification and  claims  is  not  for  the  purpose  of  testing  their 
sufficiency  or  validity.  If  insufficient  or  defective,  their  de- 
fects and  insufficiencies  might  be  cured  by  the  reissues.  This 
review  is  for  the  single  purpose  of  seeing  what  inventions  or 
devices  are  found  therein ;  and  it  leads  to  this  conclusion,  that 
the  patentee  has  therein  disclosed  two  devices — one  consist- 
ing of  spokes,  whereof  a  part  are  tenoned  into  a  wooden  hub, 
and  a  part  are  in  wedge  form  not  thus  tenoned ;  the  other 
consisting  of  flanged  collars  applied  to  the  hub  and  the  spokes 
therein,  whether  the  spokes  are  constructed  in  the  Hianner 
last  named  or  in  any  other  manner.  And  the  preceding  spec- 
ification points  out  the  application  of  flanged  collars  to  a 
wheel  containing  the  ordinary  number  of  spokes,  in  which  it 
is  probable,  at  least,  that  the  extra  or  increased  number  of 
spokes  not  tenoned  into  the  hub  are  omitted. 

The  reissued  patent,  while  it  retains  the  drawings  of  the 
original  patent,  which  show  the  device  of  metallic  flanges  ap- 
plied to  a  wheel  having  a  part  only  of  the  spokes  tenoned  into 
the  hub,  is  more  specific  in  declaring  that  the  invention  em- 
braces the  combination  of  the  metallic  flanges  with  a  wooden 
hub  into  which  the  spokes  are  tenoned,  without  including  the 
wedge-form  spokes  or  the  solid  bearing  of  the  spokes  upon 
each  other  exterior  to  the  hub.  The  review  of  the  original 
patent  already  given  shows,  I  think,  that  this  is  not  an  ex- 
tension of  the  patent  to  a  device  not  found  in  the  record  of 
the  original.  If  so,  then  one  advance  has  been  m|de  in  the 
ihvestigation  of  the  questions  raised  by  the  defence — ^that  is 
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to  say,  the  reissued  patent  is  not,  on  its  face,  void,  in  this 
feature,  as  embracing  an  invention  not  found  in  th,e  original 
patent,  specification,  drawings,  or  model. 

(2.)  The  reissue  also  declares,  that  the  invention,  in  another 
part,  '^  consists  in  the  construction  of  a  wheel  in  which  the 
spokes  are  combined  with  a  wooden  hub  by  tenons,  and  with 
each  other, 'in  such  a  manner  that  they  afford  mutual  support 
in  the  vicinity  of  the  hub,  or  so  that  the  strain  applied  to  any 
one  spoke  in  the  direction  of  the  length  of  the  felly  of  the 
wheel  is  propagated  to  the  adjacent  spokes  in  the  vicinity  of 
the  hub,  and  through  them  to  the  tenons  that  enter  the  hub, 
whereby  such  strain  is  distributed  among  all  the  tenons  that 
,  enter  the  hub,  instead  of  being  borne  by  that  one  only  of  the 
spokes  to  which  the  strain  is  applied."  And  the  third  part  of 
his  invention  is  declared  to  be,  a  wheel  combining  both  of  the 
foregoing  characteristics,  namely,  the  mortised  wooden  hub 
with  spokes  having  tenons,  and  so  combined  as  to  form  the 
solid  belt  outside  the  hub,  and  also  the  metallic  flanges  em- 
bracing the  sides  of  the  spokes.  Although,  in  this  part  of  the 
specification,  the  use  of  spokes  not  entering  the  hub  by  tenons 
is  not  mentioned,  the  drawing  exhibits  them  as  in  the  original 
patent,  and  the  detailed  explanation  of  the  drawings  distinctly 
recognizes  the  fact,  that  a  part  only  of  the  spokes  enter  the 
hub  by  tenons. 

The  result  is,  that  the  device  of  strengthening  the  spokes 
at  the  hub  by  making  them  bear  upon  each  other,  so  as  to 
form  a  solid  belt  of  wood  around  and  exterior  to  the  hub,  is, 
by  the  introduction  of  wedge-shaped  spokes  between  the 
tenoned  spokes  which  are  not  made  wedge-shaped,  the  giving 
to  the  tenoned  spokes  a  somewhat  larger  tenon  than  usual, 
which,  by  the  omission  of  the  tenons  on  the  intermediate 
spokes,  is  rendered  practicable,  without  injuriously  cutting 
away  the  hub,  No  other  mode  of  constructing  this  device,  or 
of  securing  the  solid  bearing  of  each  spoke  upon  the  others,  is 
shown,  suggested,  or  hinted  at,  either  in  the  original  patent 
«or  in  the  reissue. 

This  mode  of  giving  to  the  spokes  a  bearing  upon  each 
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other,  the  defendants  have  not  adopted.  In  the  defendants' 
wheel,  there  is  no  spoke  not  tenoned  into  the  hub,  the  spokes 
do  not  bear  against  each  other,  and  their  form  hear  the  hub  is 
not  the  same  as  described  in  the  complainant's  patent. 
Whether,  in  this  respect,  the  defendants  use  a  mere  equiva- 
lent, will,  if  necessary  or  material,  be  hereafter  considered. 

This  mode  of  giving  support  to  the  spokes  by  their  bear- 
ing on  each  other  is  not  new;  and,  if  we  were  compelled  to 
construe  the  plaintiff's  patent  and  claim  as  so  broad  as  to  in- 
clude, as  a  distinct  device,  every  mode  of  constructing  the 
spokes  so  as  to  give  them  a  solid  bearing  around  the  hub,  we 
should  be  also  compelled  to  say,  that,  so  construed,  the  patent 
is,  in  that  particular,  void.  The  wheel  known  and  designated,^ 
on  the  trial,  as  the  Woodruff  and  Beach  wheel  contains  that 
device.  The  contact  of  each  spoke  with  another  on  either 
side  formed  a  solid  belt  of  wood  around  the  hub,  operating 
in  reference  to  resistance  of  strain  in  the  direction  of  the  plane 
of  the  wheel,  precisely  as  the  like  arrangement  in  the 
plaintiff's  wheel.  It  was  suggested,  that,  in  that  wheel,  such 
contact  was  not  exterior  to  the  hub.  But  that  suggestion  is 
not  warranted ;  for,  the  distance  from  the  centre  to  which  that 
contact  should  be  carried  in  the  Woodruff  and  Beach  wheel, 
is  matter  of  mere  judgment  and  not  of  invention ;  and,  be- 
sides, in  that  wheel,  such  contact  was  carried  to  a  distance 
exterior  to  the  hub,  unless  the  flanges  applied  on  each  side 
to  resist  the  lateral  strain  be  regarded  as  part  of  the  hub ; 
and,  if  that  be  claimed,  the  same  must  be  no  less  true  of  the 
plaintifi^s  flanges ;  and,  in  neither  of  them,  is  the  contact  or 
bearing  of  the  spokes  upon  each  other  carried  outward  be- 
yond the  edge  of  the  flanges.  It  follows,  that,  in  respect 
to  the  use  of  spokes  bearing  on  each  other  at  and  near  the 
hub,  as  a  separate  device,  the  plaintifi''s  patent  can  only  be 
sustained  by  giving  the  specification  and  claim  the  construc- 
tion above  already  stated.  It  must  be  confined  to  the  spe- 
cific mode  of  effecting  the  result  which  the  patentee  has  de- 
scribed, and  which  alone  he  has  described,  and  that  mode  of 
construction  the  defendants  have  not  used. 


584  CONNECTICUT, 


Sarven  v.  Hall. 


(3.)  As  to  the  lateral  support  given  to  the  plaintiff's  wheel 
by  flanges,  viewed  as  a  distinct  and  separate  device,  the  defend- 
ants cannot  bci  charged,  for  several  reasons :  Mrst  Flanges 
had  been  nsed  before  on  an  iron  hub  in  the  Woodruff  and 
Beach  wheel,  and  their  application  differed  in  no  wise  from 
the  plaintiff's,  except  that  the  inner  flange  on  the  plaint- 
iff's wheel,  as  described  by  the  patentee,  is  made  fast  to 
the  hub  by  being  screwed  thereto ;  and,  in  the  Woodruff  and 
Beach  wheel,  it  was  attached  to  the  hub  flrmly  by  being  cast 
with  it.  In  both,  the  outer  or  front  flange  was  adjustable, 
and  was  made  fast  to  the  other  by  bolts  passing  from  one  to 
the  other.  The  transfer  of  flanges  from  an  iron  hub  to  a 
wooden  hub  would  not  be  patentable,  unless  it  required  some 
ingenuity  or  contrivance  to  adapt  it  to  use  in  its  new  position. 
Second.  The  defendants  have  not  used  flanges  constructed 
or  applied  in  the  manner  devised  or  used  by  the  plaintiff,  but 
have  used,  and  only  used,  mortised  collars.  Third.  The  use 
of  mortised  collars  on  a  wooden  hub  is  found  in  the  Smith 
and  Parfrey  patent,  long  before  the  invention  of  the  plaintiff's 
wheel.  Fourth.  If,  then,  the  mortised  collar  is  to  be  deemed 
an  equivalent  to  the  flanged  collars  claimed  by  the  plaintiff, 
the  latter  has  no  exclusive  right  to  use  them,  because 
the  mortised  collar  was  an  old  device;  .and,  on  the  other 
hand,  if  such  mortised  collar  is  not  an  equivalent  to  the 
flanged  collar,  the  defendants  have  invaded  no  right  of  the 
plaintiff  in  this  respect,  because  the  defendants  have  not  used 
the  flanged  collars,  and  have  a  perfect  right  to  use  the  mor- 
tised collar. 

(4.)  It  follows,  from  these  views,  that  the  defendants  have 
violated  no  right  of  the  plaintiff  introspect  to  the  several  parts 
of  the  wheel,  viewed  separately,  as  distinct  devices.  The 
right  to  construct  a  wheel  having  spokes  tenoned  into  a 
wooden  hub  was  not  vested  exclusively  in  the  plaintiff.  That 
was  found  in  what  is  conceded  to  have  been  the  ordinary 
wheel  long  in  use.  The  right  to  construct  a  wheel  wherein 
the  spokes  are  in  contact,  and  bear  upon  or  against  each  other 
at  or  near  the  hub,  was  not  vested  exclusively  in  the  plaintiff, 
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except  when  constructed  in  the  confessedly  novel  mode  which 
alone  is  suggested. in  his  patent,  namely,  by  introdncing  be- 
tween the  tenoned  spokes  other  spokes  or  pieces  of  wood  in  a 
wedge-form,  to  fill  the  intermediate  spaces,  but  not  tenoned 
into  the  hub.  The  right  to  use  the  mortised  collar  is  not 
vested  exclusively  in  the  plaintijff,  whether  it  be  regarded  as 
equivalent  to  his  flanged  collars  or  a  different  device,  and  the 
defendants  have  used  the  mortised  collar  only.  If,  there- 
fore, the  defendants  were  sought  to  be  charged  as  infringers 
by  reason  only  of  their  use  of  thie  plaintiff's  devices  viewed 
separately,  or  separately  patented,  or  as  merely  connected 
with  a  wooden  hub,  the  plaintiff  must  fail.  Each  of  these 
separately  the  defendants  have  a  right  to  use. 

(5.)  It  follows,  that,  if  the  plaintiff  is  entitled  to  charge  the 
defendants  at  all,  it  is  in  virtue  of  some  combination  of  these 
devices,  claimed  and  secured  to  him  by  his  patent.  Upon  this 
point  the  case  is  a  very  close  one,  and  is  not  without  embar- 
rassment. 

The  rules  of  law  applicable  to  the  subject  of  combinations 
are  free  frpm  difficulty.  The  counsel  for  the  parties  respec- 
tively do  not  appear  to  differ  in  relation  to  those  rules,  so  far 
as  they  bear  upon  the  present  case.  JFzrst  A  patent  for  a 
combination,  where  neither  part  is  patented  as  new,  is  not  in- 
fringed by  one  who  uses  one,  or  some,  but  not  all,  of  the 
parts.  Second.  A  mere  aggregation  of  parts,  whereof  the 
patentee  has  not  the  exclusive  right  to  either,  and  in  which 
the  parts  have  no  new  operation  and  produce  no  result  which 
is  due  to  the  combination  itself,  is  not  patentable.  {Hcdlea  v. 
Van  Wormer^  7  Blatohf.  C.  C.  -ff.,  443  ;  and  see  an  analogous 
principle  in  cases  which  hold  that  the  mere  appropriation  of 
an  old  device  to  a  new  use  is  not  patentable ;  Stimjpson  v. 
Woodman^  10  Wall.y  117 ;  cases  collected  in  Curtis  on  Pat- 
entSy  €60,  33  and  note ;  JSecm  v.  SmaHwoody  2  Story,  408 ; 
Wmans  v.  H.  JR.  Co.,  Id.,  412 ;  Hotchkisa  v.  Oreenwoodj  11 
How.,  248.) 

The  first  claim  in  the  reissued  patent  is :  ^^  A  carriage 
wheel  constructed  with  the  spokes  combined  with  the  wooden 
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liub  by  tenons  entering  mortises  in  said  hab,  and  with  each 
other,  in  snch  manner  that  a  solid  belt  is  formed  around  the 
said  hub,  substantially  as  before  set  forth."  Kecurring  now 
to  the  specification  and  to  what  has  already  been  said  on  the 
subject,  it  will  be  seen,  that  this  is  not  a  combination  of  ten- 
oned spokes  with  any  and  every  manner  of  connecting  the 
spokes  at  or  near  the  hub,  so  that  they  shall  bear  against  or  upon 
each  other,  but  a  combination  of  tenoned  spokes  with  the  con- 
struction alone  described  in  the  specification,  to  wit,  the  alter- 
nation of  tenoned  spokes  with  spokes  in  a  wedge- form  not  ten- 
oned into  the  hub.  This  combination  the  defendants  have 
not  used. 

The  second  claim  is :  "A  carriage  wheel  constructed  with 
a  mortised  wooden  hub,  with  tenoned  spokes,  and  with  fianges 
which  embrace  the  faces  of  the  spokes  in  the  immediate 
vicinity  of  the  hub,  and  are  connected  together  so  as  to  form 
a  metallic  band  through  which  the  spokes  extend  into  the 
mortises  in  the  wooden  hub,  substantially  as  before  set 
forth."  This  claim,  construed  by  the  aid  of  the  specification, 
is  for  the  combination  of  the  two  fianges  with  tenoned  spokes, 
the  two  flanges  being  connected  together  so  as  to  give  lateral 
support  to  the  spokes. 

This  second  claim  raises  three  questions  involved  in  the 
present  case,  which  may  be  most  intelligibly  discussed  in  the 
•  following  order :  ^rat.  Have  the  defendants  used  this  com- 
bination }  and  if  bo,  then,  second^  is  such  combination  pat- 
entable, or  is  it  a  mere  aggregation  of  devices  not  involving 
patentable  invention  ?  and,   thi/rdj  is  it  a  new  combination  ? 

The  defendants  have  not  used — ^it  is  not  claimed  that  they 
have  used — ^flanged  collars,  constructed  separately,  to  be  sep- 
arately applied  and  bolted  or  screwed  together.  The  me- 
chanical construction  of  the  mortised  collar,  cast  in  one  piece, 
with  divisions  between  the  mortises  for  the  several  spokes, 
and  with  tapering  sides,  formed  to  receive  the  spokes  driven 
tightly  therein  and  give  them  endwise  bearings,  is  not  the 
same  as  the  plaintiff's  flanged  collars.  They  perform  a  dif- 
ferent office  in  the  particular  last  named,  which  the  plaintiff's 
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flanged  collars  do  not  and  cannot  perform.  The  defendants' 
mortised  collar  and  the  plaintiffs  flanged  collars  are,  there- 
fore, not  identical,  either  in  mechanical  construction  or  in  the 
office  which  they  perform.  It  is,  nevertheless,  claimed,  that, 
in  the  particular  construction  and  office  which  is  embraced 
within  the  plaintiff's  second  claim,  they  are  the  precise  equiv- 
alent of  the  plaintifi^B  flanged  collars.  This  claim  suggests  a 
question  of  some  interest :  Is  a  device  which,  both  mechan- 
ically and  practically,  performs  the  same  precise  office  of 
another  device,  in  substantially  the  same  manner,  any  less  an 
equivalent  of  the  latter,  because  it  also  performs  another  office 
or  offices,  by  reason  of  a  difference  in  its  mechanical  con- 
struction } 

The  mortised  collar  used  by  the  defendants  has  its  two 
sides  in  the  same  form  as  the  two  flanged  collars,  of  the 
plaintiff'.  In  reference  to  the  purpose  for  which  the  plaintiff's 
two  flanged  collars  are  used — to  wit,  to  strengthen  the  hub, 
and  to  sustain  the  spokes  against  lateral  pressure  or  strain, 
and  to  co-operate  with  the  tenons  in  giving  firm  support  to 
the  spokes — they  perform  identically  the  same  office  as  the 
plaintiff's  flanged  collars,  and  in  the  same  way.  The  circum- 
stance that  they  are  held  together  by  connecting  cross-pieces, 
made  solid  therewith,  instead  of  by  bolts  or  screws,  has  no 
effect  on  the  manner  of  their  operation  in  this  respect.  Are 
they,  then,  to  be  deemed  any  less  the  equivalent  of  the 
flanged  collars  because,  by  reason  of  the  greater  number  of 
cross-pieces,  they  are  stronger,  or  because  the  cross-pieces  be- 
tween each  two  spokes  and  the  sides  of  the  mortise  are 
tapered,  so  as  to  give  an  endwise  bearing  to  the  spokes,  and 
enable  the  spokes  to  be  driven  in  and  be  grasped  firmly  and 
held  therein  ?  I  think  not.  In  the  use,  and  for  the  purpose, 
for  which  the  plaintiff's  flanged  collars  are  useful,  they  are 
identical  in  the  office  they  perform,  to  wit,  to  sustain  the 
spokes  against  lateral  strain.  The  mechanical  construction, 
in  the  parts  which  perform  this  office,  is  substantially  the  same. 
The  crosswise  partitions  and  form  of  tapering  mortises  may 
be  improvements  upon  the  plaintiff's  flanged  collars,  but  the 
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mortised  collars  do,  nevertheless,  operate,  for  all  the  purposes 
for  which  the  flanged  collars  are  used,  in  precisely  the  same 
way.  If  the  question  ;wafi  between  a  single  patented  device, 
conceded  to  be  new,  and  a  device  claimed  to  infringe,  because 
an  equivalent,  the  alleged  infringer  could  not  protect  himself 
by  showing  that,  although  his  device  was  an  equivalent  of  the 
patented  device,  in  all  its  functions,  and  in  its  construction 
and  mode  of  operation,  yet,  by  other  or  additional  features, 
it  possessed  other  and  further  useful  functions.  Such  a  de- 
vice would,  perhaps,  be  an  improvement  upon  tlie  patented 
device,  but  must  be,  nevertheless,  deemed  an  appropriation  of 
the  former. 

This  view  of  the  subject  of  equivalents  is  not  stated  in 
order  to  a  conclusion  that^  as  separate  devices,  either  of  these 
parties  has  the  exclusive  right  to  the  flanged  collars  or  to  the 
mortised  collar.  Both,  as  hereinbefore  stated,  are  old.  It 
does  not  follow  that  the  plaintiff's  combination  of  flanged 
collars  with  tenoned  spokes  is  old ;  and  the  question  dis- 
cussed is,  whether,  in  the  combination  of  flanged  collars  with 
the  tenoned  spokes,  the  substitution  of  the  mortised  collar  is 
not,  within  the  meaning  of  the  law,  the  substitution  of  an 
equivalent  in  the  combination,  although  such  device  (being 
equivalent  for  the  purposes,  and  in  all  the  functions,  of  the 
flanged  collars)  also  contains  other  and  additional  functions 
due  to  its  peculiar  construction.  In  this  view,  the  combina- 
tion of  a  mortised  collar  and  tenoned  spokes  with  a  wooden 
hub  must  be  regarded  as  embracing  the  combination  of  the 
flanged  collars  and  tenoned  spokes  with  a  wooden  hub, 
claimed  in  the  plaintifi^s  patent ;  and,  if  that  patent  is  valid 
in  respect  of  that  claim,  the  defendants  must  be  held  to  in- 
fringe it,  notwithstanding  the  combination  used  by  the  de- 
fendants may  also  include  other  functions  and  produce  effects 
not  attainable  by  the  plaintiff's  combination. 

(6.)  The  plaintiff^s  combination  referred  to  in  his  second 
claim  is  distinguished  from  a  mere  aggregation  of  devices  in 
this,  that  there  is  a  reciprocal  action  or  operation  of  the  parts 
upon  each  other  and  conjointly  upon  the  entire  wheel,  each 
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part  giving  to  the  other  increased  support  and  eflSeiency,  and 
the  two  co-operating  to  make  a  stronger  and  more  durable 
wheel  than  is  produced  by  the  use  of  either  without  the 
other — that  is  to  say,  the  tenoned  spokes  are  strengthened 
and  sustained  in  position*  by  the  flanged  collars,  and  the 
flanged  collars,  bound  to  the  spokes  by  the  connecting-bolts 
or  screws,  are  more  firmly  held  in  position  by  the  tenons-  of 
the  spokes.  Combined,  they  unite  hub  and  spokes,  enabling 
the  wheel  better  to  resist  a  blow  or  strain  either  laterally  or 
in  the  dii'ection  of  its  plane.  It  must  be  conceded,  within  the 
rule  on  this  subject,  that  a  combination  of  devices  would  not 
necessarily  be  patentable  from  the  mere  fact  that  their  union 
produced  a  better  wheel.  If  the  superiority  arose  from  the 
fact  that  the  two  devices  were  intrinsically  better  than  others 
and  the  wheel  combined  both— each,  however,  operating  in- 
dependently of  the  other — the  combination  would  be  but  the 
exercise  of  judgment  in  the  choice  of  parts,  and  not  inven- 
tion in  discovering  new  means  to  produce  useful  or  better 
results.  For  illustration,  one  mode  of  securing  the  tire  to 
the  felly,  or  the  felly  to  the  spokes,  may  be  better  than  any 
other  in  use.  One  form  of  axle-box,  or  a  mode  of  securing 
the  axle-box  to  the  hub,  may  be  better  than  any  other  in  use ; 
and  it  might  so  happen  that  both  or  all  had  never  been  used 
together  in  the  construction  of  a  carriage  wheel ;  and  yet, 
both  being  old,  one  who  should  adopt  both  in  the  construc- 
tion of  a  wheel,  without  other  change  in  its  construction, 
would  not  be  an  inventor,  and  his  wheel  would  have  no  pat- 
entable quality.  Each  device  is  complete  in  itself,  it  performs 
the  same  functions  and  in  the  same  way,  in  whatever  wheel  it 
is  used,  and  without  being  influenced  orVafiected  by  the  other. 
This  distinction  may  often  be  very  nice,  and  sometimes  may, 
for  its  application,  require  very  close  and  careful  discrimina- 
tion ;  but  the  distinction  is  itself  a  substantial  one.  It  re- 
duces the  basis  of  the  second  claim  in  the  plaintiff's  patent  to 
somewhat  narrow  grounds,  but  it  is  sufficient  to  sustain  it. 
A  new  relation  is  established  between  the  efficient  means  of 
strengthening  and  supporting  the  parts  of  the  wheel  in  ques- 
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tion,  and  a  new  and  greater  efficiency  is  given  to  each,  which 
is  due  not  to  their  inherept  quality  but  due  to  the  combina- 
tion itself. 

(7.)  If,  then,  this  combination  embraced  in  the  second 
claim  was  new  when  the  plaintiff  received  his  patent,  or,  in 
other  words,  if  he  was  the  inventor,  his  suit  against  these  de- 
fendants must  be  sustained ;  for,  if  that  second  claim  is  valid, 
the  defendants'  wheel,  under  the  interpretation  above  given 
to  the  rights  of  the  plaintiff  in  other  respects,  is  a  clear  in- 
fringement. 

The  patent  is  itself  prima  facie  evidence  that  the  com- 
bination was  new.  The  patents  and  models  or  specimens, 
given  in  evidence  by  the  defendants,  none  of  them  contain 
the  combination.  Neither  the  Smith  and  Parfrey  wheel,  nor 
the  Woodruff  and  Beacli  wheel,  contain  the  tenoned  spokes ; 
and  the  last  named  contains  no  wooden  hub.  The  others 
which  have  tenoned  spokes  have  neither  the  flanged  collars, 
nor  the  mortised  collar.  In  short,  there  is  no  evidence  of  a 
prior  use  of  this  combination,  except  certain  oral  testimony 
to  the  application  of  hoops  or  bands  around  the  hub,  to  in- 
crease its  strength ;  the  use,  in  perhaps  a  few  instances,  of 
rings,  or  parts  of  rings,  applied  to  the  spokes  on  each  side, 
and  bolted  together,  to  repair  a  wheel  wherein  some  one  or 
more  of  the  spokes  had  been  split  or  broken  near  the  hub ; 
and  the  testimony  of  one  witness,  that  his  father  and  himself 
had  applied  to*  new  wheels,  at  the  hub,  next  to  the  spokes,  and 
on  each  side,  a  ring  of  iron  of  considerable  size  in  either  di- 
rection, and  bolted  the  one  ring  to  the  other,  to  bind  the  hub, 
and  assist  in  sustaining  the  tenoned  spokes.  Witliout  ques- 
tioning the  sincerity  of  the  witnesses  who  testified  on  this 
subject,  or  doubting  their  intention  to  testify  truthfully,'  we 
must  say  that  the  evidence  was  not  very  satisfactory;  and  the 
whole  either  failed  to  show  much  likeness  to  the  plaintiff's 
device,  or  was  otherwise  of  too  Vague  and  uncertain  a  char- 
acter to  warrant  a  conclusion  that  there  was  any  actual  antici- 
pation of  it.  The  witness  last  referred  to  no  doubt  testified 
to  some  approximation  to  the  flanged  collars,  veiy  rude  at 
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best,  and  only  in  a  few  instances  used  at  all.  But  we  think 
that  the  testimony  fails  to  show  satisfactorily  such  prior  in- 
vention, knowledge,  or  use  of  the  plaintiff's  combination  as 
invalidates  his  patent  in  respect  to  the  second  claim,  which 
alone  the  defendants  have  infringed. 

(8.)  It  is  not  without  doubt  and  hesitation  that  we  have 
reached  the  conclusion  that  the  plaintiff  is,  upon  the  grounds 
above  stated,  entitled  to  a  decree.  There  is  some  reason  to 
believe  that  the  whole- invention,  as  regarded  by  himself,  and 
set  forth  in  the  specification  annexed  to  his  original  patent, 
was  the  increase  of  the  number  of  spokes,  by  introducing 
wedge-shaped  spokes  which  should  not  be  tenoned  into  the 
hub,  lest  it  should  cut  it  too  much  away,  and,  at  the  same 
time,  enlarging  somewhat  the  tenons  of  the  spokes  which 
were  tenoned,  and  strengthening  the  spokes,  particularly 
those  not  tenoned  by  the  flanged  collars.  Such  a  wheel  the 
defendants  have  not  constructed.  But  the  plaintiff  may  have 
contemplated  the  use  of  flanged  collars  generally  in  combina- 
tion with  tenoned  spokes,  and  the  analysis  of  his  specification 
and  claims,  which  we  have  given,  indicates,  at  least,  that  they 
are  sufficient  to  include  it. 

The  plaintiff  must  have  a  decree  declaring  the  defendants 
to  have  infringed  the  second  claim  of  the  patent,  and  ordering 
an  injunction.  The  plaintiff  having,  since  the  suit  was  com- 
menced, surrendered  the  patent  upon  which  his  suit  was 
founded,  and  his  case  now  standing  on  the  reissue  of  the  patent 
granted  September  6th,  1870,  set  forth  in  his  supplemental 
bill,  he  is  not  entitled  to  an  account  of  anything  done  prior  to 
that  date ;  and,  as  this  suit  was  commenced  priol*  to  the  patent 
law  of  1870,  he  is  not  entitled  to  damages,  as  such,  notwith- 
standing the  fact  that  his  supplemental  bill  was  filed  after  the 
passage  of  the  Act. 


Judge  Shifman  concuie. 
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The  Habtfoed  and  New  Haven  RAmBOAD  Company 

Henry  A.  Grant. 

Under  §  122  of  the  Act  of  June  80th  J  864,  (18  U,  8.  Stat.  <i<  Xoty^,  284,)  moneys 
nsed  by  a  railroad  company  to  replace  an  old  and  worn  ont  bridge,  by  another 
of  like  maierialB  and  dimenBlons,  are  not  "  profits  used  for  constrnction/'  and, 
as  such,  liable  to  a  tax  of  five/Mr  etnL 

Bnt,  where  a  wooden  bridge  is  replaced  by  a  much  more  costly  stone  bridge, 
the  earnings  adequate  to  pay  for  the  latter,  beyond  the  expense  of  building 
anew  a  like  wooden  bridge,  are  to  be  deemed  "  profits  used  for  constrnc- 
tion.'' 

Where,  however,  tlie  cost  of  such  stone  bridge  is  charged  to  the  expense  account 
of  the  company,  and  the  whole  amount  of  such  account  for  the  year,  including 
such  cost,  is  not  more  than  a  proper  percentage  of  the  gross  receipts  of  th& 
company  to  coTcr  all  proper,  ordinary,  current  expenses,  and  the  depreciation 
of  its  entire  property,  such  cost  is  not  to  be  deemed  "  profits  used  for  con- 
struction.'' 

(Before  Shzfmam,  J.,  Connecticut,  April  28d,  1872.) 

This  suit  was  brought  to  recover  back  money  which 
the  plaintiffs  alleged  that  the  defendant,  as  collector  of 
internal  revenue  for  the  first  collection  district  of  Con- 
necticut, had  illegally  exacted  of  them,  and  was  submitted 
to  the  Court  on  an  agreed  statement  of  facts.  The  follow- 
ing were  the  material  facts  agreed  upon  by  the  parties: 
(1.)  Early  in  the  year  1866,  the  plaintiffs  commenced 
building  a  new  bridge  at  the  point  where  their  track  crosses 
the  Farmington  river,  in  the  town  of  Windsor,  in  this  State. 
They  continued  work  on  this  bridge  until  after  the  31st  of 
August,  1866,  the  day  of  the  close  of  their  fiscal  year,  at  an 
expense  of  $31,269  35,  which  they  charged  in  their  expense 
account,  for  repairs,  &c.  During  the  fiscal  year  of  1867,  and 
up  to  its  close,  on  the  31st  day  of  August  of  that  year,  they 
expended  the  additional  sum  of  $24,442  95,  which  was  charged 
to  the  same  account,  making  a  total,  for  the  two  fiscal  years, 
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ending  August  Slst,  1867,  of  $55,712  30.  (2.)  On  the  13th 
of  January,  1868,  the  assessor  for  the  district  made  a  special 
assessment  on  this  sum  of  $55,712  60,  ^^  as  profits,  used  in 
construction,"  at  the  rate  of  five  per  cent.,  under  section  122 
of  the  Act  of  June  30th,  1864,  (15  U.  S.  Stat,  at  La/rge, 
264) ;  and,  on  the  11th  of  February,  1868,  the  defendant, 
as  collector,  required  the  plaintiffs  to  pay  the  same,  amount- 
ing to  $2,785  61,  together  with  $139  28,  as  penalty  for  non- 
payment within  the  time  prescribed  by  law.  These  two 
sums,  making  $2,924  89,  the  plaintiffs  paid,  under  protest 
and  duress,  to  avoid  distraint  of  their  property.  (3.)  The 
bridge  constructed  at  the  point  in  question  at  the  time  the 
road  was  built,  many  years  ago,  was  a  wooden  structure,  on 
stone  piers  and  abutments.  A  few  years  later,  this  was  burned 
by  sparks  from  a  locomotive,  and  was  replaced  by  another 
wooden  bridge  upon  the  same  foundations.  In  1854,  an  un- 
usual freshet  in  the^Farmington  river  greatly  endangered  the 
bridge  then  in  use,  the  water  rising  against  the  floor  and 
upper  sides  thereof,  and  it  was  saved  from  destruction  only 
by  the  active  exertions  of  the  officers  of  the  company,  with  a 
large  force  of  men.  A  highway  bridge,  belonging  to  the 
town  of  Windsor,  across  the  same  river,  a  few  himdred  feet 
below,  was  carried  away,  and  a  suit  was  commenced  by  the 
town  against  the  railroad  company,  to  recover  damages  for  the 
destruction  of  the  town  bridge,  on  the  ground  that  the  railroad 
company  had  so  narrowed  the  waterway  of  the  river  by  its 
embankments  and  abutments,  as  to  send  the  water  with  in- 
creased velocity  and  volume  against  the  town  bridge,  and  had 
thus  caused  its  destruction.  This  suit  was  tried  three  several 
times,  in  a  series  of  years,  resulting,  each  time,  in  a  failure  of 
the  jury  to  render  a  verdict,  and  was  finally  settled  by  com- 
promise. In  1864,  it  became  apparent  to  the  company,  that 
the  bridge  in  question  must  soon  be  rebuilt,  or  replaced  by 
some  other  structure.  It  was  temporarily  strengthened,  in 
various  ways,  for  the  time  being,  and  the  subject  of  replacing 
it  by  some  other  structure  was  carefully  considered  by  the 
officers  of  the  company ;  and,  finally,  in  view  of  the  danger 
of  the  destruction  of  a  wooden  bridge  by  fire,  the  necessity 
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of  additiobal  waterway,  demonstrated  by  the  experience  of 
previous  years,  the  great  loss  to  the  company,  and  inconven- 
ience to  the  public,  which  would  result  from  the  destruction 
of  the  bridge — a  loss  to  the  company  which  would  have  ex- 
ceeded the  entire  cost  of  the  present  bridge — ^it  was  decided 
to  proceed  gradually  with  the  construction  of  a  bridge  com- 
posed of  continuous  stone  arches.  The  bridge  was  commenced, 
as  already  stated,  in  1866,  and  was  finished  in  1868,  at  a  total 
cost  of  $78,987  75.  It  consists  of  seven  stone  arches,  each 
54  feet  span,  affording  a  waterway  of  378  feet,  being  68  feet 
more  than  that  furnished  by  the  old  bridge.  (4.)  Until  the 
year  1871,  the  fiscal  year  of  the  company  has  terminated  on 
the  31st  of  August  of  each  year.  The  expenditures  on  this 
bridge,  in  each  of  the  fiscal  years  1866, 1867,  and  1868,  were 
charged  to  the  current  expenses  of  repairs  of  roads  and 
bridges,  as  they  were,  in  each  fiscal  year,  made.  (5.)  The 
total  expenditure  of  the  company  during  the  fiscal  years  1866 
and  1867,  (which,  in  the  latter  year,  was  59  per  cent,  of  the 
gross  earnings),  for  repairs  of  track,  bridges,  and  equipments, 
including  renewal  of  bridges,  equipment,  and  structures,  and 
all  other  current  and  ii^cidental  charges  for  operating  the 
road,  except  State  and  JN'ational  taxes,  was  not  more  than  a 
proper  percentage  of  the  gross  receipts  to  cover  all  proper, 
ordinary,  current  expenses,  and  the  depreciation  of  the  entire 
property.  (6.)  During  the  years  in  question,  the  company 
earned  a  large  surplus  over  their  expenses,  a  portion  of  which 
was  paid  to  their  stockholders  in  dividends,  and  the  balance 
was  carried  to  a  contingent  fund,  upon  each  and  all  of  which 
the  company  paid  the  taxes  required  by  the  laws  of  the  Uni- 
ted States.  (7.)  The  cost  of  replacing  the  old  wooden  bridge 
by  another  of  the  same  materials  and  dimensions,  would  have 
been  $15,000.  The  value  of  the  materials  of  the  old  bridge 
was  $1,500. 

Benry  C,  Robinson  and  Richard  D.  Suhhard^  for  the 
plaintiffs. 

Cdl/oin  O.  ChUd^  for  the  defendant. 
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Shipmak,  J.  The  disputed  assessment  in  this  case  was 
made  under  that  portion  of  the  Internal  Kevenue  Act  of 
■June  30thy  1864,  which  relates  to  the  tax  on  income.  Section 
122  of  that  Act,  (13  TJ.  S.  Stat  at  Lwrge^  2.84,)  provides, 
among  other  things,  that,  ^^any  railroad,  canal,  turnpike, 
-canal  nayigation,  or  slack-water  company,  indebted  for  any 
money  for  which  bonds  or  other  evidence  of  indebtedness 
have  been  issued,  payable  in  one  or  more  years  after  date, 
upon  which  interest  is  stipulated  to  be  paid,  or  coupons  rep- 
resenting the  interest,  or  any  such  company  that  may  have 
declared  any  dividend  in  scrip,  or  money,  due  and  payable  to 
its  stockholders,  as  part  of  the  earnings,  profits,  income,  or 
gains  of  such  company,  and  all  profits  of  such  company  car- 
ried to  the  account  of  any  fund,  or  used  for  construction,  shall 
be  subject  to  and  pay  a  duty  of  five  per  cenium  on  the  amount 
of  all  such  interest  or  coupons,  dividends  or  profits,  whenever 
the  same  shall  be  payable." 

The  principal  question  presented  by  this  controversy, 
for  determination,  is,  whether  the  $55,712  30  expended  by 
the  plaintiffs  daring  the  fiscal  years  1866  and  1867,  on  this 
bridge,  were  "  profits  used  for  construction,"  and,  therefore, 
Bubject  to  tax.  It  is  obvious,  at  a  glance  at  the  agreed 
facts,  that  the  whole  of  that  sum  was  not  liable  to  the  tax 
imposed,  whatever  may  be  the  fact  in  regard  to  the  larger 
part  of  it.  The  bridge  in  question  needed  to  be  replaced 
by  a  new  one.  The  safety  of  the  travelling  public  de- 
manded this ;  and,  whatever  sum  was  necessary  to  replace 
the  old  and  worn-out  structure  by  a  new  one  of  the  same  ma- 
terials and  dimensions,  would,  in  no  sense,  be  deemed  profits 
used  in  construction.  An  amount  necessary  to  effect  this  ob- 
ject could  not  properly  be  called  "  profits,"  for  any  purpose. 
The  replacing  of  the  old  bridge  by  such  a  new  one  was  strictly 
within  the  meaning  of  the  word  "  repairs,"  and  the  cost  of  it 
was  properly  chargeable  to  the  ordinary  expense  account  of 
the  company,  and  was  to  be  deducted  from  the  gross  receipts 
before  any  proper  balance  of  profit  could  be  ascertained.  It 
is  agreed,  that  the  cost  of  thus  replacing  the  old  bridge  would 
Vol.  IX— 86 
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have  been  $16,000.  From  this  fiom  the  value  of  the  materials 
of  the  old  bridge  would  have  to  be  deducted.  It  is  agieed 
that  they  were  worth  only  $1,500.  Thus,  $13,500,  which  the 
plaintiffg  wei^e  clearly  entitled  to  deduct,  as  a  part  of  their 
neceseary  expenses,  from  their  gross  earnings,  before  any 
profits  or  income  would  accrue,  was  included  in  the  amount 
upon  which  the  tax  was  assessed  and  collected.  As  well 
might  the  assessor  have  assessed  a  tax  on  the  wages  of  the  en- 
gineers, or  on  the  coal  used  in  driving  the  engines,  as  on  this 
sum,  which  is  conceded  to  have  been  necessary  to  keep  this 
bridge  in  a  safe  condition  for  public  travel.  To  the  extent, 
therefore,  of  $13,500,  or,  rather,  to  the  extent  of  5  j[>er  eent 
on  that  sum,  the  tax  was  improperly  levied,  and  its  collection 
was  illegal. 

But,  the  plaintiffs  claim,  still  further,  that  none  of  the  ex- 
penditure on  this  new  bridge  during  the  years  1866  and  1867 
was  "  profits  used  for  construction."     On  the  contrary,  they 
insist,  that,  though  they  reconstructed  the  bridge  on  a  new 
plan,  with  an  increased  water-way,  and  with  different  and 
non-combustible  and  comparatively  indestructible  materials, 
stiD,  as  the  new  structure  was  simply  a  bridge  for  crossing 
this  stream,  with  no  more  tracks,  or  facilities  for  business  or 
earnings,  than  the  old  one  furnished,  the  expenditure  devoted 
to  this  object  should  be  deemed,  not  profits  used  for  construc- 
tion, but  a  part  of  their  current  expenses,  necessarily  devoted 
to  the  repair  and  preservation  of  their  property.     But,  if  this 
question  were  to   be  determined  exclusively  on  the  naked 
facts  pertaining  to  this  neW  structure,  as  compared  with  the 
old  one,  unaffected  by  any  other  consideration,  I  should  hesi- 
tate to  adopt  this  view  of  it.    This  stone  bridge  was  not  only 
a  new  structure,  but  it  was  a  different  and  much  more  valua- 
ble one,  not  merely  to  the  public,  in  the  way  of  safety,  but  to 
the  company,  as  a  security  against  loss  by  accidents  to  their 
trains,  and  loss  by  fire,  to  which  the  former  wooden  structure 
was  exposed,  and  to  which  a  new  wooden  bridge  would  be 
equally  exposed,  and  by  a  great  saving  in  future  repairs  or 
renewals,  provided  against  effectually  by  the  solid  and  perma- 
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nent  materials  of  which  it  is  composed.  Id  this  view  of  tbe 
matter  merely,  the  new  bridge  was  an  original  and  independ- 
ent improvement  of  the  property  of  the  company,  which  added 
to  the  value  of  their  whole  estate  beyond  what  any  mere  re- 
pairs on  the  old  bridge,  or  the  substitution  of  a  new  one  of 
similar  construction,  would  have  done.  It  would  seem  that 
earnings  adequate  to  pay  for  such  an  improvement  must  be 
deemed  profits.  Otherwise,  a  railroad  company  might,  after 
keeping  their  tracks  and  bridges  in  ordinary  repair,  such  as 
they  had  been  for  twenty  years,  by  a  current  expenditure  for 
that  purpose,  devote  a  part  or  the  whole  of  their  surplus  earn- 
ings to  the  erection  of  stone  or  iron  bridges  and  stone  cause- 
ways, and  any  other  more  permanent  and  durable  structures, 
in  place  of  old  ones,  one  after  another,  and  thus  increase  the 
value  of  their  entire  line  of  road  to  the  extent  of  millions,  and 
yet  pay  no  tax  on  the  income  by  means  of  which  they  had 
been  able  to  accomplish  such  a  result. 

But  this  is  not  the  case  presented  by  the  agreed  statement 
of  facts  submitted.  The  expenditure  on  this  bridge  in  1866 
and  1867  was  charged  by  the  company  in  their  expense  ac- 
count for  the  current  years,  respectively ;  and  it  is  expressly 
agreed,  that  the  whole  amount  expended  on  the  line,  includ- 
ing that  devoted  to  this  bridge,  was  not  more  than  a  proper 
per  centage  of  the  gross  receipts  to  cover  all  proper,  ordinary, 
current  expenses  and  the  depreciation  of  the  entire  property. 
Now,  a  deduction  of  such  a  per  centage  must  always  be  made, 
before  the  amount  of  profits  can  be  ascertained.  There  can 
be  no  profits,  in  any  just  and  prdper  sense,  until  a  sum  neces- 
sary to  keep  the  line  in  good  repair  and  protect  the  whole 
property  from  depreciation  by  wear  and  time,  has  been  ex- 
pended, or  set  apart,  for  that  purpose.  Profits  consist  of  the 
balance  that  remains  after  this  is  done.  The  obvious  and  irre- 
sistible inference  which  follows  from  the  fact  agreed  to,  which 
1  am  now  considering,  is,  that,  whatever  sum  was  expended 
on  this  new  bridge  in  1866  and  1867,  beyond  what  was  neces- 
sary to  repair  the  old  one,  or  replace  it  with  one  similar  in 
materials  and  dimensions,  was  withheld  from  some  other  part 
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of  the  Kne  needing  repairs,  to  keep  it  in  its  original  condition. 
In  other  words,  a  portion  of  the  earnings  which  might  prop- 
erly have  been  devoted  to  the  repair  and  preservation  of  the 
whole  line  of  road  and  its  equipment,  was,  daring  these  two 
years,  accumulated  and  expended  upon  this  bridge.  With- 
holding proper  expenditure  from  one  portion  of  the  line  and 
devoting  it  to  another,  where  the  amount  thus  expended  does 
not  enhance  the  value  of  the  property  as  a  whole,  does  not 
constitute  that  expenditure  profits.  It  is  a  mere  mode  of 
administering  or  distributing  the  outlay  of  the  fund  proper  to 
be  applied  to  repairs — a  fund  that  must  always  be  deducted 
before  the  question  of  profits  is  reached. 

Judgment  must,  therefore,  be  entered  for  the  plaintiffs,  to 
recover  the  whole  tax  exacted. 


Thomas  A.  Morrison  aitd  others 

vs. 
JuLHJs  A.  Case  and  others.     In  Equfiy. 

Under  section  11,  Ac,  of  the  Act  of  July  8th,  1870,  (16  IT.  S.  Stat  at  Large,  210, 
<&c.,)  the  words,  "The  Star  Shirt,"' and  those  words  with  the  device  of  a  six 
pointed  star  used  in  connection  therewith,  and  the  device  and  words,  "  The 
4c  Shirt,"  used  as  a  trade  mark  in  connection  with  the  manufacture  and  sale 
of  men's  and  boys'  shirts,  and  taken  by  dealers  as  designating  the  shirts  made 
by  a  particular  manufacturer,  are  a  lawful  trade-mark. 

(Before  SmpiiAir,  J.,  Connecticut,  April  23d,  1872.) 

Shipman,  J.  This  is  a  bill  in  equity  praying  for  an  in- 
junction to  restrain  the  defendants  from  nsing  a  certain  trade- 
mark upon  men's  and  boy's  shirts.  The  parties  are  both  of 
them  shirt  manufacturers,  selling  their  goods  in  the  general 
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market.  The  plaintiflfe  and  their  immediate  predecessors  have 
been  engaged  in  the  manufacture  and  sale  of  this  class  of 
goods  for  many  years,  during  which  the  business  has  grown 
to  considerable  magnitude.  For  twenty  years  they  have  used 
the  trade-mark  in  question,  by  stamping  or  labeling  the  same 
upon  the  shirts  manufactured  and  sold  by  them,  and  upon 
their  packages  and  advertisements.  In  March,  1871,  the 
plaintiffs  caused  this  trade-mark  to  be  registered  in  the  Patent 
Office  at  Washington,  under  the  Act  of  Congress  approved 
July  8th,  1870,  (16  U.  S.  Stat,  at  Large,  210,  &c.,  §  77,  &c.) 

The  trade-mark  in  question,  as  appears  by  the  certificate 
of  the  Commissioner  of  Patents,  and  the  fac-similes  filed  in 
his  office  in  conformity  to  the  Act  of  Congress,  consists  of  the 
words,  "  The  Star  Shirt " ;  also,  the  words,  "  The  Star  Shirt," 
with  the  device  of  a  six-pointed  star  used  in  connection  there, 
with ;  and,  also,  the  device  and  words,  "  The  *  Shirt " — either 
one,  or  all,  being  used,  as  convenience  requires.  Though  this 
device  or  mark  is  in  part  arbitrary  and,  to  that  extent,  would 
haye  no  natural  or  necessary  significance  in  connection  with 
the  article  manufactured,  apart  from  its  use  in  that  connec- 
tion, yet,  by  such  use  of  the  plaintiffs,  in  connection  with 
their  manufacture  and  sale  of  these  articles,  it  has  become 
well  known  to  the  trade,  and  has  come  to  be  taken  by  dealers, 
as  a  peculiar  designation  by  which  the*  plaintiffs'  goods  are 
distinguished  in  the  market.  It  is,  therefore,  both  in  its 
character  and  use,  when  taken  together,  a  lawful  trade-mark. 
It  has  long  been  employed  by  the  plaintiffs  and  well  under- 
stood, by  dbalers  and  the  public,  as  designating  such  articles 
of  their  manufacture.  They  have  complied  with  the  require- 
ments of  the  Act  of  Congress,  and  are  entitled  to  protection. 
Their  exclusive  right  to  the  use  of  this  trade-mark  is  co-i 
extensive  with  the  limits  of  the  United  States. 

The  defendants  have  clearly  infringed  this  right  by  using 
the  words  and  device  of  the  plaintiffs,  both  in  the  exact  form, 
and  in  such  near  resemblance  as  is  calculated  to  deceive. 
They  have  done  this  by  so  marking  the  shirts  made  by  them, 
and  by  the  labels  used  on  their  packages  ai^d  packing  boxes. 
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A  perpetaal  injunction  mofit,  therefore,  issue,  restraining 
them  from  any  use  of  this  trade-mark,  either  in  the  identical 
form  in  which  it  is  registered  in  the  Patent  Office,  or  in  an  j 
form  in  which  it  may  be  calculated  to  deceire,  by  confound- 
ing the  goods  manufactured  and  sold  by  the  plaintiffs  with 
shirts  made  and  sold  by  the  defendants. 

Calvm  O,  Child,  for  the  plaintiffs. 
Cha/rles  E.  Perkins,  for  the  defendants. 


Alonzo  HrrcHCOCK  and  others 


V8. 

Charles  M.  Tremaine   and  William   B.  Tremaine. 

In  Equtty. 

The' fact  that  the  defendant,  in  a  suit  in  equity,  for  the  infringement  of  a  patent, 
did  not  have  proper  expert  teeUmony,  on  the  final  hearing,  is  no  ground  for 
granting  a  rehearing,  where  no  application  waa  made  In  the  premises  before 
the  final  hearing,  and  no  excuse  is  shown. 

The  fact  that,  since  the  first  hearing,  the  defendant  has  discorered  that  a  patent 
earlier  than  the  plaintiff's,  and  which  was  in  evidence  on  such  hearing,  has 
been  twice  reissued,  the  last  time  since  such  hearing,  is  no  ground  for  grant- 
ing a  rehearing. 

If  there  is  nothing,  in  a  prior  original  patent,  to  affect  the  validity  of  the  patent 
sued  on,  no  reissue  of  such  prior  patent  made  subsequently  to  the  date  of  the 
patent  sued  on,  can  affect  such  validity. 

On  an  application,  after  a  hearing  in  a  patent  suit,  to  put  in  alleged  newly  dis- 
covered evidence,  it  must  be  shown  that  the  party  could  not,  with  reasonable 
diligence,  have  obtained  such  evidence  prior  to  such  hearing. 

Observations  on  prior  unsuccessful  experiments  set  up  to  defeat  a  patent 

(Before  Blatchfobd,  J.,  Southern  District  of  New  York,  May  3d,  1872.) 
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This  was  a  petition  by  the  defendants  to  stay  the  entry 
of  a  final  decree,  in  the  suit  reported  in  8  Blatohf.  C.  O.  R.^ 
440,  and  for  leave  to  file  an  amended  answer,  and  to  take 
proof  in  support  thereof,  and  for  a  rehearing  of  the  cause. 

Frederic  S,  BetU^  for  the  plaintiffs. 

B.  E.  Valentine^  for  the  defendants. 

Blatchfobd,  J.  The  grounds  set  forth  in  the  petition, 
for  the  relief  asked,  are :  (1.)  That  the  defendants  did  not 
have  proper  expert  testimony  on  the  first  hearing  ;  (2.)  That 
they  have  discovered,  since  the  first  hearing,  that  a  patent 
issued  to  one  Louis,  prior  to  the  plaintiffs',  and  set  up  in  their 
answer  as  anticipating  it,  has  been  twice  reissued,  one  of  such 
reissues  having  been  granted  since  the  first  hearing ;  (3*)  That, 
since  the  first  hearing,  they  have  learned  that  said  Louis  was 
the  inventor  of  the  identical  device  covered  by  the  plaintiffs' 
patent,  and  made  and  sold  many  of  such  devices  at  least  five 
years  before  the  date  of  the  plaintiffs'  patent. 

(1.)  The  want  of  proper  expert  testimony  is  no  ground 
for  granting  a  rehearing.  Application  should  have  been 
made  to  the  Court  prior  to  the  first  hearing,  for  opportunity 
to  procure  and  put  in  such  testimony.  No  sufficient  excuse 
is  shown  for  not  doing  so. 

(2.)  As  to  the  reissues  of  the  Louis  patent,  all  of  them 
Ate  subsequent  in  date  to  the  plaintiffs'  patent,  and  cannot 
iiffect  its  novelty  or  validity,  if  there  is  nothing  in  the  speci- 
fication or  drawings  of  the  original  patent  to  Louis  which 
affects 'such  novelty  or  validity,  as  was  decided  by  the  Court 
on  the  former  hearing. 

(3.)  As  to  the  alleged  newly  discovered  evidence  as  to  a 
prior  invention  by  Louis  of  the  plaintiffs'  device,  the  defend- 
itnts  fail  to  bring  themselves  within  the  principle  on  which 
amendments  of  answers  after  hearing  are  allowed,  {India 
Bubber  Comb  Co.  v.  Phelps^  8  Blatchf.  C.  C.  i?.,  85,)  by  show- 
ing that  they  could  not,  with  reasonable  diligence,  have  ob- 
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tained  the  testimony  which  they  now  wish  to  adduce,  prior 
to  the  former  hearing.  On  theT  contrary,  the  evidence  shows 
thit  they  could. 

(4.)  A  careful  review  of  the  testimony  given  by  Mrs. 
Louis,  Bioren,  and  Frail,  in  regard  to  the  alleged  prior  inven- 
tion by  Louis,  leads  to  the  undoubting  conclusion,  that,  what- 
ever he  made  resembling  the  plaintiffs'  fan,  in  form,  location, 
and  operation,  was  an  unsuccessful  experiment,  so  far  as  he 
preceded  Carpenter  in  time.  The  collateral  evidence  leads  to 
the  same  conclusion.  The  patent  to  Louis,  of  June  10th, 
1862,  shows  that,  at  that  time,  he  had  no  invention  of  a  fan 
external  to  the  air  passages.  The  newspaper  publications 
show  no  such  invention.  And  the  testimony  on  the  part  of 
the  plaintiffs  is  conclusive  to  show,  that,  prior  to  Carpenter's 
invention,  patented  in  June,  1865,  and  even  down  to  1867, 
Louis  had  nothing  in  the  way  of  an  external  rotating  fan, 
except  what  may  have  been  merely  experimental,  and  was 
not  considered  by  himself  to  be  of  any  importance  compared 
with  other  devices  he  employed  to  produce  a  tremolo.  This 
is  one  of  those  cases,  so  often  met  with  in  the  history  of 
patents,  where  an  invention,  once  perfected,  has  shown  itself 
to  be  so  useful  and  so  highly  appreciated  as  to  hare  gone  at 
once  into  so  extensive  use,  that  it  is  inherently  impossible  it 
should  have  been  known  before,  and  not  have  gone  into  gene- 
ral use.  Its  success  leads  infringers  and  rival  inventprs  to  set 
up  crude  and  unsuccessAil  experiments  as  anticipating  it,  and 
dim  recollections  are  stimulated,  and  conscience  is  strained,, 
to  clothe  with  living  flesh  what  was  an  inert  and  useless- 
skeleton. 

The  prayer  of  the  petition  is  denied,  with  costs. 
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F&ANCEs  L.  Basnes,  Executrix  of,  &c.,  of  Samuel  H. 

Babneb,  Deceased 

,  Ferdinand  Straus.     In  Equity. 

The  inventioii  described  in  reisened  letters  patent  granted  to  Frances  L.  Barnes, 
executrix  of,  Ac.,  of  Samuel  H.  Barnes,  deceased,  Angast  8 1st,  1869,  for  an 
"  improyement  in  corseWprings,"  the  original  patent  having  been  granted  to- 
said  Samuel  H.  Barnes,  as  inyentor,  July  l^th,  1866,  is,  the  arrangement  in  a 
pair,  combined  by  clasps,  on  a  corset,  of  two  springs,  each  spring  consisting  of 
two  metaOic  plates,  placed  one  upon  another,  and  fastened  together  at  their 
centres,  but  so  connected,  at  or  near  each  end,  that  they  can  play  or  move 
upon  each  other  in  the  direction  of  their  length,  and  be  prevented  from  sliding 
off  each  other  laterally. 

Such  arrangement  did  not  exist  before  the  inyention  of  Barnes. 

The  claims  of  such  reissued  patent  are  yalid,  and  claim,  under  the  expres^on,. 
"  a  pair  or  set  of  corset  springs,"  two  corset-springs  connected  by  clasps,  each 
spring  being  coostruoted  as  aboye  mentioned. 

The  inyention  held  not  to  haye  been  anticipated  by  a  carriage  spring  which 
existed  before,  or  by  a  single  corset-spring,  composed  of  two  plates,  with 
proyision  for  play,  but  with  no  means  for  combining  it  with  a  second 
spring. 

The  combination,  consisting  of  the  two  springy  oonneeted  by  the  clasps,  exists, 
pro  tanto,  so  as  to  be  an  infringement,  when  the  qnrings  and  clasps  are  made, 
ready  to  be  inserted  in  a  corset. 

(Before  Bijitobfobd,  J.,  Southern  District  of  New  York,  May  28d,  1872.) 

Blatchford,  J.  This  suit  is  brought  on  reissued  letters 
patent  granted  to  the  plaintiff  August  31st,  I860,  for  an  ^^  im- 
provement in  corset-springs,"  the  original  patent  having  been 
granted  to  Samuel  H.  Barnes,  as  inventor,  July  17th,  1866, 
and  reissued  to  the  plaintiff,  May  12th,  1868,  and  again  June 
29th,  1869.  In  the  specitication  it  is  stated  that  Barnes 
invented  "  a  new  and  improved  corset-spring."  The  speci- 
fication says :  ^^  The  present  invention  consists  in  forming  the 
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springs  of  corsets  of  two  or  more  metallic  plates,  placed  one 
upon  another,  and  fastened  together  at  their  centre,  but  so 
connected,  at  or  near  each  end,  that  thej  can  plaj  or  move 
upon  each  other  in  the  direction  of  their  length,  as  the  springs 
are  bent,  whereby  their  flexibilitj  and  elasticity  are  greatlj 
increased,  while  at  the  same  time  much  strength  is  obtained, 
and  the  springs  rendered  much  more  durable  than  the  springs 
for  corsets  now  in  general  use."  There  are  two  figures  in  the 
dirawings,  one  giving  a  front  view  ^^  of  the  two  springs  of  the 
<3orset,"  that  is,  one  spring  of  two  plates  oh  one  side  of  the 
vertical  opening  in  the  corset,  and  another  spring  of  two 
plates  on  the  other  side  of  such  opening,  ^^  having  the  ordi- 
nary clasps  for  fastening  the  corset  about  the  waist  of  the  per- 
son who  is  to  wear  it."  The  specification  states  that  the 
drawings  represent  two  springs  of  a  corset,  properly  bent  in 
the  direction  of  their  length,  to  conform  to  the  body  or  waist 
of  a  person,  each  spring  composed  of  two  metallic  plates, 
placed  one  upon  the  other,  the  under  one  a  little  longer  than 
the  upper  one,  and  secured  at  their  centres,  or  midway  be- 
tween their  two  ends,  this  being  done,  in  one  of  the  springs, 
by  the  rivet  which  secures  the  ordinary  corset  clasp  to  the 
spring,  and,  in  the  other  one,  by  a  headed  rivet  on  which  sudh 
clasp  is  interlocked  by  its  eye  ;  that,  at  or  near  each  end  of 
•each  short  plate,  is  a  short  slot,  extending  in  the  direction  of 
its  length,  through  which  projects  the  rounded  end  or  head 
of  a  pin  fixed  in  the  under  plate ;  and  that,  by  means  of  these 
slots,  as  the  corset-springs  are  l^ent,  the  plates  constituting 
the  same  can  play  or  move,  the  one  upon  the  other,  the  heads 
of  the  pins  preventing  the  plates  from  springing  apart  from 
each  other  or  sliding  off  laterally.  The  specification  pro- 
ceeds :  "  From  the  above  description,  it  is  plain  to  be  seen,  by 
forming  the  corset-springs  o  flwo  plates,  (one  or  more  may  be 
used,  if  desired,  laid  one  upon  the  other,  but  so  connected 
together,  that  the  several  plates  constituting  such  springs  can 
freely  play  upon  each  other  in  the  directioij  of  their  length,) 
that  the  flexibility,  pliability  or  elasticity  of  the  springs  is 
much  increased,  without  in  the  least  degree  impairing  their 
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strength,  rendering  them  much  more  durable  and  serviceable 
than  the  ordinary  cornet  springs  now  in  general  use — an  ad- 
vantage and  result  of  the  utmost  importance  and  utility. 
Although  the  springs  have  been  herein  above  explained  as 
formed  of  two  metallic  plates,  laid  one  upon  the  other,  and 
secured  together  as  described,  three  or  more  may  be  used,  but 
two  are  sufficient  for  ordinary  corsets,  it  being  distinctly  im- 
derstood  that  this  invention  is  not  limited  to  any  particular 
number  of  plates  which  may  be  employed  to  form  the  springs, 
whether  one  or  more,  it  simply  consisting  in  so  securing  the 
several  plates  constituting  the  springs,  to  each  other,  that 
they  can  freely  move  or  play  upon  each  other.  It  may  be 
stated  that  the  terms  ^^corset-steel,"  ^^corset-spring"  and 
'^  corset-clasp,"  are  each  and  all  employed  by  the  trade  to 
designate  a  pair  of  springs,  steels  or  stiffeners,  connected  by 
suitable  clasps,  whereby  they  are  not  only  adapted  to  stiffen 
the  front  of  the  corset,  but  to  fasten  the  two  edges  of  the 
same  together."  The  claims  are  these :  ^^  (1.)  A  pair  or  set 
of  corset  springs,  each  spring  consisting  of  two  or  more  me- 
tallic plates,  placed  one  upon  another,  and  fastened  together 
at  their  centres,  but  so  connected,  at  or  nefir  each  end,  that 
they  can  play  or  move  upon  each  other  in  the  direction  of 
their  length,  and  be  prevented  from  sliding  off  each  other 
laterally.  (2.)  A  pair  or  set  of  corset  springs,  each  spring 
composed  of  two  or  more  metallic  plates,  placed  one  above 
another  and  fastened  together  at  their  centres,  and  so  con- 
nected, at  or  near  each  end,  that  they  can  move  or  play  upon 
each  other  in  the  direction  of  their  length.  (3.)  A  pair  or  set 
of  corset-springs,  each  spring  consisting  of  two  or  more  me- 
tallic plates,  placed  one  upon  another,  and  fastened  together  at 
their  centres,  but  so  connected,  at  or  near  each  end,  that  they 
can  play  or  move  upon  each  other  in  the  direction  of  their 
length,  and  be  prevented  from  sliding  off  each  other  laterally, 
the  clasps  by  which  the  springs  are  combined,  except  the  cen- 
tre one,  being  attached  to  only  one  of  the  plates." 

The  patent  is  attacked  for  want  of  novelty.    The  evidence 
shows  that  the  arrangement  in  a  pair,  combined  by  clasps,  on 
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a  corset,  of  two  springe,  each  spring  consisting  of  two  metal- 
lic plates,  placed  one  upon  another,  and  fastened  together  at 
their  centres,  but  so  connected,  at  or  near  each  end,  that  they 
can  play  or  move  upon  each  other  in  the  direction  of  their 
length,  and  be  prevented  from  sliding  off  each  other  laterally, 
did  not  exist  before  the  invention  of  such  arrangement  by 
Barnes.  The  arrangement  is  useful,  and  Barnes  invented  it. 
Was  the  invention  a  patentable  one,  in  view  of  what  existed 
before  ? 

The  "  ordinary "  springs  for  corset*,  referred  to  in  the 
specification  as  ^'  in  general  use,"  consisted  of  two  springs, 
one  on  each  side  of  the  vertical  opening  in  the  corset,  each 
formed  of  a  single  metallic  plate,  and  the  two  springs  being 
combined  by  clasps,  the  same  as  are  referred  to  in  the  specifi- 
cation as  the  '^  ordinary  corset-clasp,"  consisting  of  a  clasp 
with  an  eye  on  one  spring  and  a  head  on  the  other  spring. 
The  whole  arrangement  and  combination  constituted,  as  the 
specification  says,  a  "corset-spring,"  embracing  the  two 
springs,  one  on  each  side  of  the  vertical  opening  in  the  corset, 
connected  by  the  clasps.  In  this  arrangement,  Barnes  sub- 
stituted, for  the  single-plate  springs,  double-plate  springs.  By 
having  two  plates  he  secured  greater  strength.  But,  in  6rder 
to  maintain  the  flexibility  of  the  spring,  and  prevent  dan- 
ger of  fracture  to  the  metal,  in  the  bending  5f  it,  in  use  in  the 
corset,  he  fastened  the  two  plates  together  at  their  centres, 
and  made  lengthwise  slots  in  the  upper  plate,  near  its  end, 
through  which  headed  pins,  fastened  to  the  lower  plates,  pro- 
jected, which  allowed  the  two  plates  to  slide  along  each  other 
lengthwise,  when  bent,  while  the  headed  pins  prevented  the 
plates  from  slipping  by  each  other  eidewise  or  springing  apart 
from  each  other  facewise.  This  provision  was  necessary  in 
order  to  develop  the  advantage  of  a  spring  made  of  two 
plates ;  and,  in  order  not  to  prevent  such  sliding  action  of  the 
plates,  it  was  further  necessary  that  the  clasping  devices,  other 
than  those  at  the  centre  of  the  length  of  the  spring,  should 
not  be  fastened  .through  both  plates.  All  this  Barnes  did, 
and  this,  in  fact  was  his  real  invention.  He  did  not  merely 
substitute  two  plates  for  one  plate. 
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It  being  thus  seen  what  Barnes  did,  the  claims  of  the 
patent  must  be  construed,  if  that  can  properly  be  done,  so  as 
to  cover  his  real  invention.  Although  the  specification,  in 
one  place,  speaks  of  the  invention  as  consisting  in  making  a 
spring  of  two  plates  which  can  play  upon  each  other  in  the 
direction  of  their  length,  as  the  spring  is  bent,  and,  in  an- 
other place,  speaks  of  it  as  consisting  in  so  securing  the  plates 
constituting  the  springs,  to  each  other,  that  they  can  freely 
play  upon  each  other,  yet,  in  view  of  the  whole  specification, 
and  of  the  fact  that  it  says  that  the  term  ^^  corset-spring "  is 
employed,  by  the  trade,  to  designate  a  pair  of  springs,  con- 
nected by  suitable  clasps,  and  thus  adapted  not  only  to  stiffen 
the  front  of  the  corset,  but  to  fasten  its  two  edges  together, 
the  expression,  "a  pair  or  set  of  corset-springs,"  where  it 
occurs,  in  each  one  of  the  three  claims,  cannot  be  construed 
to  mean  anything  else  but  two  corset-springs  connected  by 
the  clasps  referred  to,  each  spring  being  constructed  in  the 
manner  described.  In  this  view,  the  claims  of  the  patent  are 
all  of  them  valid. 

A  spring  existed  before,  used  in  a  carriage,  which  con- 
sisted of  several  metallic  plates,  placed  one  upon  another  and 
fastened  together  at  their  centres,  the  shorter  ones  above  the 
longer  ones,  but  so  connected  at  or  near  each  end,  by  headed 
pins  playing  in  and  through  slots,  that  they  could  move  upon 
each  other  in  the  direction  of  their  length,  and  be  prevented 
from  sliding  off  each  other  laterally.  I  think  the  evidence 
shows  that  there  was  something  more  than  the  mere  new  use 
of  an  old  article,  and  more  than  the  mere  use  of  an  old  article 
for  a  new  purpose,  and  more  than  the  mere  use  of  two  springs, 
one  of  which  had  been  used  before,  in  making  the  combina- 
tion which  Barnes  made.  The  carriage-spring  differed  from 
the  corset-spring  in  not  having  that  flexibility  at  the  centre  of 
its  length  which  the  corset-spring  has  and  must  have,  and  in 
not  curving  in  one  direction  at  one  end  and  in  the  other 
direction  at  the  other  end,  as  the  corset-spring  is  shown  in  the 
drawings  of  the  patent  to  do.  In  other  words,  the  carriage 
spring  was  not  a  corset-spring,  and  could  not  be  used  as  such, 
without^uch  a  change  as  involved  invention. 
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The  French  corset-spring  put  in  evidence  was  a  single 
springy  not  a  combined  pair  of  springs ;  and,  although  it  was 
composed  of  several  metallic  plates,  placed  one  above  another 
and  fastened  together  at  their  centres,  and  free  to  move  or 
play  upon  each  other  in  the  direction  of  their  lengths,  yet  it 
had  no  such  provision  as  the  slots  and  fixed  pins  with  heads, 
which  Barnes  introduced,  nor  any  other  provision  for  pre- 
venting the  plates  from  becoming  disengaged  facewise  or 
laterally.  The  French  spring  had  no  means  of  combining  it 
with  a  second  spring,  when  the  two  should  be  used  one  on 
each  side  of  the  vertical  opening  in  a  corset. 

The  pair  of  springs  of  the  patent,  that  is,  the  two  springs 
connected  by  the  clasps,  constitute,  as  a  whole,  a  patentable 
combination.  The  two  springs  and  the  clasps  connecting 
them  are  all  required  to  make  the  article,  as  ^'  a  corset-spring," 
at  aU  useful,  in  performing  the  functions  which  it  performs 
when  the  springs  are  actually  combined  by  the  clasps  when  the 
corset  is  worn.  The  combination  does  not  have  its  full  effects 
developed  until  it  is  used  in  the  corset,  yet  it  exists  jpro  tantOj 
so  as  to  be  an  infringement,  when  the  springs  and  clasps  are 
made,  ready  to  be  inserted  in  a  corset.  The  elements  which 
make  up  the  combination  called  "  a  corset-spring  "  co-operate 
mechanically  to  a  common  mechanical  end,  which  end  is  devel- 
oped in  the  use  of  the  springs  and  clasps  in  the  corset  when 
worn.  The  fact  that  the  clasps  were  used  before  with  the 
single  springs,  does  not  destroy  the  novelty  and  patentability 
of  the  combination  and  arrangement  made  by  Barnes. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual 
injunction  and  an  account,  with  costs,  as  the  infringement  is 
not  denied. 

George  Gifford^  for  the  plaintiff. 

Charles  F,  Bldke^  for  the  defendant. 
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John  H.  Platt,  as  'Assignee  in  Bankkuptcy  of  The 

Stuyvesant  Bank 

Oliveb  H.  p.  Archer.    In  Equity. 

A  banking  corporation  being  insolvent,  a  receiver  of  its  property  was  appointed 
by  a  State  Court,  on  the  18th  of  October.  On  that  day,  its  cashier  gave  up 
to  the  receiver  the  keys  of  the  bank,  and  became  his  derk,  on  a  salary,  and, 
from  that  time,  ceased  to  act  as  cashier,  but  was  never  displaced  from  his  offi> 
cial  relation  to  the  corporation  as  cashier.  On  a  petition  in  involantary 
bankruptcy,  filed  on  the  2Sd  of  December,  against  the  corporation,  in  the 
District  Court,  alleging  the  appointment  of  such  receiver  as  an  act  of  bank- 
ruptcy, an  order  to  show  cause  was  served  on  such  cashier,  on  the  28th  of 
December.  On  the  29th  of  December,  a  judgment  was  entered  in  a  State 
Court,  dissolving  the  corporation.  On  the  6th  of  January,  the  corporation 
was  adjudged  bankrupt :  Held,  that  the  service  of  the  order  to  show  cause 
was  sufficient  to  give  the  District  Court  jurisdiction  to  make  the  adjudication. 
Held,  also,  that  the  District  Court  had  jurisdictioD  to  make  the  adjudication,. 

notwithstanding  the  dissolution  of  the  corporatioa 
A  corporation,  subject  to  the  provisions  of  the  bankruptcy  Act,  and  which  has 
committed  an  act  of  bankruptcy,  and  is  in  existence  when  the  petition  against 
it  is  filed,  and  when  the  proper  papers  are  served  on  its  proper  officer,  cannot 
oust  the  jurisdiction  of  the  bankruptcy  Court  to  proceed,  on  the  return  day, 
to  an  adjudication,  because  a  decree  dissolving  the  corporation  has  been  made* 
after  such  service  and  before  such  retium  day. 
It  appearing,  by  the  order  of  adjudication,  that  no  one  appeared  in  opposition, 
and  that  the  corporation  was  called  in  open  Court,  and  came  not,  but  made 
default  to  appear,  and  it  not  appearing  that  the  receiver  appeared  and  asked, 
as  representing  the  corporation  and  its  property,  to  be  heard,  by  answering 
the  petition,  and  was  refused  leave  to  do  so,  it  cannot  be  said  that  the  corpo- 
ration, although  dissolved,  bad  no  opportunity  to  be  heard. 
A  proceeding  in  involuntary  bankruptcy  is,  substantially,  a  proceeding  in  rem, 

especially  in  a  case  against  a  corporation. 
An  assignee  in  bankruptcy  of  the  corporation  having  bceo  appointed,  be  brought 
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a  suit  in  eqaity,  in  this  Court,  against  the  State  Court  receiver,  to  set  aside, 
as  in  fraud  of  the  bankruptcy  Act,  the  transfer  of  the  property  of  the  corpora- 
tion to  such  State  Court  receiver,  made  by  the  operation  of  the  order  of  the 
'  State  Court  appointing  such  receiver.  On  the  filing  of  the  bill,  and  on  notice 
to  such  receiver,  this  Court  granted  an  injunction  restraining  liim  from  exe- 
cuting the  trusts  of  his  receivership,  and  appointing,  pending  tte  emk,  a 
receiver  of  the  property  transferred  to  him,  and  of  its  proceeds. 

At  the  first  meeting  of  the  creditors  under  the  bankruptcy,  the  defendant  was 
nominated  a  tniitee,  under  the  48d  section  of  the  Act,  and  three  persons  were 
nominated  a  committee  of  the  creditors,  under  that  section.  No  assignee  was 
chosen,  and  the  meeting  was  finally  closed,  votes  for  an  assignee  having  been 
given  for  another  person  than  the  defendant.  The  District  Court  refused  to 
confirm  the  action  in  regard  to  a  trustee  and  a  committee,  and  appointed  the 
plaintiff  to  be  assignee  in  bankruptcy  of  the  corporation.  The  defendant  and 
two  of  the  three  persons  nominated  as  a  conmiittee,  brought  a  petition,  in  this 
Court,  for  a  review  and  reversal  of  the  order  of  adjudication,  and  of  the  order 
refusing  to  confirm  the  nomination  of  a  trustee  and  a  committee,  and  appoint- 
ing the  plaintiff  assignee.  The  petition  had  not  yet  been  brought  to  hearing. 
It  being  suggested,  that  the  defendant's  daim  of  title,  as  trustee,  and  the 
plaintiffs  claim  of  title,  as  assignee,  ought  not  to  be  dedded  until  the  action 
of  this  Court  on  such  petition,  it  considered  the  points  sufficiently  to  be  able 
to  say  that  it  did  not  perceive  in  them  any  ground  for  refusing  any  relief 
it  would  otherwise  grant. 

The  plaintiff  was  appointed  receiver,  on  stipulating  to  charge  no  commissions 
on  such  assets  of  his  receivership  as  should  pass  therefrom  to  the  trust  repre- 
sented by  the  assignee  of  the  bankrupt. 

^Before  WooDaarF  and  Blatchford,  JJ.,  Southern  District  of  New  York,  May 
81  St,  1872.) 


Blatchford,  J.  On  the  13th  of  October,  1871,  the  Su- 
preme Court  of  New  York,  in  a  snit  brought  by  William  R. 
Barr  against  the  Stuy vesant  Bank,  and  on  a  verified  com- 
plaint and  sundry  affidavits  therein,  made  an  order  restraining 
the  bank  from  exercising  any  of  its  corporate  franchises,  and 
from  collecting  or  transferring  any  of  its  moneys  or  property, 
until  the  further  order  of  the  Court,  and  appointing  the  de- 
fendant in  this  suit  to  be  receiver  of  its  property.  Such  suit 
was  commenced  on  the  12th  of  October.  The  gravamen  of 
the  complaint  was,  that  the  bank  was  insolvent  and  unable 
to  pay  its  debts.  The  bank  appeared  in  the  suit  by  at- 
torney, on  the  12th  of  October,  and  its  counsel  consented, 


MAY,  1872.  '  561 


Piatt  v.  Archer. 


in  open  Conrt,  to^  the  making  of  the  order  of  the  13th  of 
October. 

On  the  13th  of  November,  the.  Supreme  Court,  in  a  suit 
brought  by  the  People  of  the  State  of  New  York  against  the 
bank,  and  on  a  summons,  a  complaint,  affidavits,  and  due 
notice,  counsel  for  the  bank  appearing  and  opposing,  made 
an  order  enjoining  the  ban*k  from  exercising  any  of  its  cor- 
porate franchises,  and  from  collecting  or  transferring  any  of 
its  moneys  or  property,  and  appointing  the  defendant  in  this 
suit  to  be  receiver  of  its  property.  The  complaint  set  forth 
the  insolvency  of  the  bank. 

On  the  23d  of  November,  no  answer  or  demurrer  having 
been  put  in,  in  the  suit  brought  by  Barr,  a  judgment  was 
entered  therein,  awarding  a  perpetual  injunction  against  the 
bank,  and  appointing  the  defendant  in  this  suit  to  be  its  re 
ceiver,  but  not  dissolving  the  corporation. 

On  the  23d  of  December,  John  Mack  filed,  in  the  District 
Court  of  the  United  States  for  this  District,  a  petition  in  in- 
voluntary bankruptcy  against  the  bank,  setting  forth,  as  one 
of  the  actf  of  bankruptcy,  the  procuring  and  suffering  its* 
property  to  be  taken  on  legal  process  by  the  defendant  in 
this  suitj  as  receiver,  with  intent  to  defeat  the  operation  of 
the  bankruptcy  Act.  On  the  filing  of  the  petition,  an  order 
to  show  cause,  returnable  on  the  6th  of  January,  1872,  was, 
on  the  23d  of  December,  issued.  .  The  order  directed  that  a 
copy  of  the  petition,  and  of  the  order,  should  be  served  on 
the  president  of  the  bank. 

On  the  27th  of  December,  an  answer  of  the  bank,  in  the 
suit  brought  by  the  People,  denying,  on  information  and 
belief,  its  insolvency,  was  sworn  to  by  John  Van  Orden, 
who,  in  the  affidavit,  says,  that  he  "  is  cashier  of  the  Stuy- 
vesant  Bank,"  This  answer  was  subsequently  put  in  in  the 
suit. 

On  the  28th  of  December,  on  an  affidavit  of  the  absence 
of  the  president  of  the  bank,  and  that  Yan  Orden  was  cashier, 
an  order  was  made  by  the  District  Court,  that  a  copy  of 
the  petition,  and  of  the  order  to  show  cause,  be  served 
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on  the  bank,  by  serying  it  on  Van  Orden,  its  cashier. 
Such  service  was  made  on  Van  Orden  on  the  28th  of 
December. 

On  the  29th  of  December,  in  the-  suit  brought  by  the 
People,  judgment  on  the  answer  as  frivolous  was  given 
against  the  bank,  and  it  was  adjudged  that  the  charter  of  the 
bank  "  is  declared  to  be  forfeited,  and  the  said  corporation, 
composing  the  said  bank,  is  hereby  dissolved,"  and  that  the 
defendant  in  this  suit  be  continued  as  receiver,  and  be  ap- 
pointed receiver  of  all  the  property  of  the  bank,  and  that  the 
bank  be  enjoined  from  collecting  any  debts,  and  transferring 
any  money  or  property,  and  from  transacting  any  business 
whatever. 

On  the  6th  of  January,  1872,  on  proof  of  such  service  of  a 
copy  of  the  petition  and  order  to  show  cause  on  the  cashier  of 
the  bank,  no  one  appearing  in  opposition,  and  the  bank  being 
called  in  open  Court,  and  making  default  in  appearing  pur- 
suant to  the  order  to  show  cause,  the  usual  order  of  adjudica- 
tion was  made  by  the  District  Court,  setting  forth,  that,  on 
,  consideration  of  the  proofs,  it  was  found  that  the  facts  set 
forth  in  the  petition  were  true,  and  adjudging  that  the' bank 
became  bankrupt,  within  the  true  intent  and  meaning  of  the 
bankruptcy  Act,  before  the  filing  of  said  petition,  and 
declaring  and  adjudging  it  banki*upt  accordingly,  and 
referring  it  to  a  register  to  take  the  proceedings  required  by 
the  Act. 

At  the  first  meeting  of  the  creditors  of  the  bankrupt, 
held,  in  pursuance  of  the  warrant  issued  to  the  marshal,  for 
the  choice  of  assignee,  it  was  resolved,  by  three-fourths  in 
value  of  the  creditors  whose  claims  had  been  proved,  that  it 
was  for  the  general  interest  of  thfe  creditors  of  the  bankrupt 
that  the  estate  of  the  bankrupt  should  be  wound  up  and 
settled,  and  distribution  made  among  the  creditors,  by  trus- 
tees, under  the  inspection  and  direction  of  a  committee  of 
creditors,  and  that  the  defendant  in  this  suit  be  nominated  as 
trustee,  to  take,  hold,  and  distribute  said  estate;  and  that 
Kichard  Kelly,  the  Eeverend  John  Orcutt,  and  Kichard  H* 
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Bull,  president  of  the  New  York  Savings  Bank,  be  the  com- 
mittee of  creditors,  under  whose  direction  the  said  trustee 
should  act.  This  resolution  was  duly  certified  to  the  District 
Court  by  the  register.  The  register  also  certified,  that  the 
first  meeting  of  creditors  was  convened  on  the  7th  of  Feb- 
ruary, and  was  finally  closed  on  the  13th  of  February ;  that, 
at  the  meeting,  votes  were  cast  for  assignee,  the  names  of  the 
voters,  and  the  amounts  of  the  debts  on  which  they  voted, 
and  the  name  of  the  person  for  whom  such  votes  were  cast, 
being  returned,  and  such  person  not  being  the  defendant 
herein ;  that  there  was  an  opposing  interest  to  the  appoint- 
ment of  an  assignee  by  the  register,  in  the  action  of  the  cred- 
itors in  nominating  a  trustee ;  that  no  choice  of  assignee  was 
made  by  the  creditors ;  and  that  the  register  had  made  no 
appointment  of  assignee,  believing  that  such  action  of  the 
creditors  was  such  an  opposing  interest  as  would  render  his 
appointing  one  irregular  and  void. 

On  the  16th  of  March,  the  defendant  in  this  suit,  on  notice 
and  on  afSdavits,  applied  to  the  District  Court  for  the  con- 
firmation, of  the  action  of  the  creditors,  in  respect  to  a  trustee 
and  a  committee.  This  motion  was  opposed  on  affidavits,  and, 
by  an  order  made  on  the  22d  of  March,  the  Court  denied  the 
motion,  and  appointed  the  plaintiff  in  this  suit  to  be  assignee 
of  the  estate  and  effects  of  the  bankrupt.  From  the  decision 
rendered  by  the  District  Judge,  it  appears  that  he  was  of 
opinion,  on  the  papers  before  him,  that  the  interests  of  the 
creditors  would  not  be  promoted  by  the  appointment  of  the 
defendant  in  this  suit  as  trustee,  and  that,  therefore,  he  de- 
clined to  confirm  such  resolution.  The  principal  ground 
stated  for  this  conclusion  was,  that,  as  the  appointment  of  the 
defendant  in  this  suit  as  receiver  by  the  State  Court  was  one 
of  the  grounds  on  which  the  bank  was  adjudged  bankrupt, 
and  he  still  continued  to  be  such  receiver,  and  claimed  to 
hold,  as  such  receiver,  what  remained  in  his  hands  of  the 
property  of  the  bank  which  had  passed  to  him,  and  had  been 
dealing  with  the  rest  as  such  receiver,  and,  if  he  was  to  ac- 
count for  it  at  all  to  the  District  Court,  must  account  for  it 


664  SOUTHERN  DBTRICT  OF  NEW  YORK, 


putt  V.  Archer. 


as  of  the  day  the  petition  in  bankruptcy  was  filed,  and  to  a 
trustee  or  assignee  to  be  appointed  by  the  District  Court, 
and,  as  it  appeared  that  he  did  not  intend  to  voluntarily  sur- 
render to  any  trustee  or  assignee  to  be  appointed  by  the  Dis- 
trict Court,  the  property  still  in  his  possession,  and  did  not 
intend,  if  confirmed  as  trustee  by  the  District  Court,  to  cease 
acting  as  receiver,  but  announced  his  intention  to  act  both  as 
receiver  and  as  trustee,  and  to  have  his  acts  authorized  by  the 
State  Court,  and  by  the  District  Court,  it  was  not  proper  that 
he  should,  as  trustee,  be  plaintiff,  and,  as  receiver,  be  defend- 
ant, in  respect  to  the  matters  involved,  and  he  could  not  be 
allowed  to  occupy  the  incompatible  position  of  being  a  trus- 
tee under  the  bankniptcy  Act,  and  looking  to  the  State  Court 
as  partly  the  source  of  his  authority,  or  of  holding  the  prop- 
erty as  receiver,  under  the  State  laws,  and  administering  it 
under  the  authority  or  direction  of  the  District  Court.     It 
further  appears,  from  the  decision  of  the  District  Judge,  that 
he  regarded  it  as  an  objection  to  confirming  the  proceedings, 
that  the  bank  of  which  Mr.  Bull,  one  of  the  three  persons 
named  as  the  committee  of  creditors,  was  president,  claimed, 
by  its  proof  of  debt,  to  be  entitled  to  a  preference  under  the 
statutes  of  New  York,  and  to  be  paid  in  full,  in  priority  to 
others,  in  a  distribution  of  the  assets  under  the  bankruptcy 
Act,  and  that  such  claim  of  preference  was  contested  by  cred- 
itors who  were  unsecured,  and  who  claimed  no  preference. 
The  view  of  the  Judge  was,  that  the  creditors  had  undertaken 
to  select  a  committee  consisting  of  three  persons,  and  had 
thus  expressed  their  desire  that  the  committee  should  consist 
of  three  persons ;  that  their  action  under  the  statute  was  a 
unit,  and  their  resolution  must  be  confirmed  as  a  whole,  or 
not  at  all ;  and  that  it  was  improper  that  Mr.  Bull  should  be 
one  of  the  committee,  under  whose  direction  the  estate  of  the 
bankrupt  was  to  be  wound  up  and  settled.     The  Judge  re- 
garded the  case  as  having  arisen  where,  under  section  13  of 
the  Act,  it  became  the  duty  of  the  Court  to  appoint  an  as- 
signee, the  resolution  nominating  a  trustee  not-  being  con- 
firmed, and  no  choice  of  an  assignee  having  been  made  by 
the  creditors. 
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An  assignment,  in  due  form,  nnder  the  Act,  was  executed 
by  the  District  Judge  to  the  plaintiff  in  this  suit  on  the  22d 
of  March,  of  all  the  estate  which  the  banknipt  had  on  the 
23d  of  December,  18Y1. 

On  the  23d  of  March,  the  defendant  in  this  suit  and  Bull 
and  Orcutt  filed  in  this  Court  a  petition  praying  for  a  review 
and  reversal  of  the  order  of  adjudication  made  by  the  District 
Court,  and  of  the  order  refusing  to  confirm  the  nomination  of 
a  trustee  and  a  committee,  and  appointing  the  plaintiff  in  this 
suit  to  be  assignee.  The  petition  of  review  sets  forth,  as  objec- 
tions to  the  orders,  (1.)  That  the  District  Court  had  no  juris- 
diction over  the  bankrupt,  it  having  been  dissolved  by  a  judg- 
ment of  a  competent  Court  before  the  adjudication ;  (2.)  That 
it  had  no  jurisdiction  over  the  assets  of  the  bankrupt,  they 
having  become  vested  in  a  receiver  duly  appointed  by  the 
State  Court.  If  it  should  be  held  that  the  District  Court  had 
such  jurisdiction,  then  it  is  objected,  by  the  petition,  to  the 
order  of  the  22d  of  March,  that  it  refused,  (1.)  To  confirm 
the  resolution  nominating  the  defendant  in  this  suit  as  trus- 
tee ;  (2.)  To  confirm  the  resolution  nominating  the  three  per- 
sons as  a  committee ;  (3.)  To  confirm  at  least  two  of  the  com- 
mittee. If  it  should  be  held  that  the  District  Court  had  such 
jurisdiction,  and  that  it  was  proper  for  the  District  Judge  to 
refuse  to  confirm  as  aforesaid,  then  it  is  objected,  by  the  peti- 
tion, to  the  order  of  the  22d  of  March,  (1.)  That  it  appoints 
the  plaintiff  in  this  suit  assignee,  when  less  than  one-tenth  of 
aU  the  creditors  who  had  proved  their  claims  had  voted  for 
him,  while  more  than  nine-tenths  had  voted  for  the  appoint- 
ment of  a  trustee;  (2.)  That  the  appointment  of  such  assignee 
was  not  authorized  by  law,  it  having  been  the  duty  of  the 
Court  to  direct  the  bankruptcy  to  proceed  as  though  no  reso- 
lution had  been  passed,  and  to  make  all  necessary  orders  for 
resuming  the  proceedings,  and  thereupon  to  direct  that  all 
fiirther  proceedings  (if  any  proceedings  whatever  were,  under 
the  circumstances,  valid)  be  remitted  to  said  register,  and  that 
an  election  of  a  new  trustee  or  an  assignee  thereupon  take 
place.  This  petition  of  review  has  not  yet  been  brought  to 
hearing  before  this  Court. 
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On  the  25lli  of  April  the  plaintiff  in  this  suit  obtained  an 
order  from  the  State  Court,  granting  him  leave  to  bring  this 
suit. 

The  bill  in  this  suit  sets  out  that,  on  the  13th  of  October, 
1871,  the  Stuyvesant  Bank  was  a  corporation  created  by  the 
State  of  New  York,  and  was  insolvent ;  that  it  was  adjudged 
a  bankrupt  by  the  proceedings  before  mentioned ;  that,  withiil 
four  months  before  the  filing  of  the  petition  against  it,  it, 
being  insolvent,  made  a  transfer  of  its  property  to  the  defend- 
ant, who  then  had  reasonable  cause  to  believe  it  to  be  insolv- 
ent, within  the    35th  section  of   the  bankruptcy  Act,  the 
transfer  being  made  by  means  of  the  order  made  on  that  day 
in  the  suit  brought  by  Barr ;  that  the  defendant  had  reasona- 
ble cause  to  believe  the  bank  to  be  insolvent,  and  that  the 
transfer  was  made  in  fraud  of  the  provisions  of  said  Act,  and 
with  a  view  to  prevent  the  property  of  the  bank  from  coming 
into  the  possession  of  its  assignee  in  bankruptcy,  and  to  pre- 
vent it  from  being  distributed  under  said  Act,  and  to  defeat 
the  object  of,  and  impair,  hinder,  impede  and  delay,  the  opera- 
tion and  effect  of,  and  evade  the  provisions  of,  said  Act ;  that 
the  transfer  was  not  made  in  the  usual  and  ordinary  course  of 
business  of  the  bank ;  that,  on  the  said  13th  of  October,  the 
bank,  being  insolvent,  did,  with  intent,  by  such  disposition  of 
its  property,  to  defeat  and  delay  the  operation  of  said  Act, 
and  with  intent  to  delay,  defraud  and  hinder  its  creditors, 
transfer  its  property  to  the  defendant  in  this  suit,  and  procure 
and  suffer  its  property  to  be  taken  by  him  on  legal  process ; 
that  such  legal  process  consisted  in  the  orders  and  judgments 
of  the  State  Court,  before  referred  to ;  that  the  trust  created 
by  said  legal  processes,  and  transfer,  and  appointment  of  the 
defendant  as  receiver,  was  a  trust  created  in  fraud  of  the  cred- 
itors of  the  bankrupt,  and  the  property  affected  thereby  was 
conveyed  by  the  bankrupt  to  the  defendant  in  fraud  of  its 
creditors,  within  the  meaning  of  the  14th  section  of  the  bank- 
ruptcy Act,  and  the  transfer  was  void  within  the  meaning  of 
the  35th  section,  and  the  legal  process  was  void  within  the 
meaning  of  the  39th  section,  and  the  defendant  had  reasona- 
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1>le  canse  to  believe  that  a  fraud  on  the  Act  was  intended,  and 
that  the  said  debtor  was  insolvent ;  that  the  defendant  has,  on 
demand,  refused  to  give  to  the  plaintiff  (whose  title  is  set  out) 
itn  account  and  the  possession  of  such  property,  and  claims  a 
title  and  interest  adverse  to  the  plaintiff  touching  said  prop- 
erty ;  that  such  property  consisted  of  real,  personal  and  mixed 
property ;  that  a  large  proportion  of  it  consisted  of  claims  and 
^oses  in  action  against  persons  who  were  indebted  to  the 
bankrupt  at  the  time  such  orders  were  made  by  the  State 
Court ;  and  that,  to  reduce  the  same  to  the  possession  of  the 
plaintiff  by  actions  at  law,  or  to  compel  the  defendant  to  re- 
spond for  the  v^ue  of  the  property  in  actions  at  law,  would 
require  a  large  number  of  suits,  and  a  discovery  and  an  ac- 
counting by  the  defendant.     The  bill  prays  that  said  transfer 
may  be  decreed  to  be  void  as  against  the  plaintiff,  and  that 
the  said  legal  processes  may  be  adjudged  to  be,  as  against  the 
plaintiff,  void,  and  that  the  property  affected  thereby  may  be 
^judged  to  be  vested  in  the  plaintiff,  and  that  the  defendant 
may  account  for  the  same,  and  for  the  disposition  made  by 
him  of  the  same,  and  of  the  proceeds  thereof,  and  deliver  to 
the  plaintiff  so  much  of  such  property  as  remains  in  his  hands, 
and  the  proceeds  of  such  of  it  as  he  shall  have  disposed  of, 
imd  that  he  be  enjoined  from  disposing  of  or  interfering  with 
said  property,  and  from  setting  up  and  asserting,  as  against 
the  plaintiff,  any  title  to,  or  right  of  action  for,  any  of  said 
property,  and  that,  pending  this  action,  and  by  final  decree, 
he  may  be  enjoined  from  doing  any  act  to  carry  out  or  effec- 
tuate the  trusts  purporting  to  be  created  by  his  appointment 
as  receiver,  or  from  distributing  the  property  affected  by  such 
receivership,  otherwise  than  by  the  permission  and  direction 
of  this  Court,  and  that,  pending  this  action,  and  by  final  de- 
•cree,  a  receiver  of  the  property  transferred  to  him,  or  in  his 
possession,  and  of  its  proceeds,  may  be  appointed,  with  the 
usual  powers  of  a  receiver  in  like  cases.    The  plaintiff  now 
moves,  on  notice,  for  an  injunction  restraining  and  enjoining 
the  defendant,  pending  this  action,  pursuant  to  the  prayer  of 
the  bill,  and  also  for  the  appointment  of  a  receiver,  pending 
this  action,  pursuant  to  the  prayer  of  the  bill. 
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It  is  claimed  that  the  District  Coart  had  no  jurisdiction  to 
adjudge  the  bank  a  bankrupt,  because  the  petition  and  the 
order  to  show  cause  were  not  served  on  any  one  who  did  or 
could  represent  the  bank,  and  that  Yan  Orden  was  not,  at  the 
time  of  the  service,  the  cashier  of  the  bank.  This  allegation 
is  made  on  the  ground  that,  on  the  13th  of  October,  Van  Or- 
den gave  up  to  the  defendant  the  keys  of  the  bank,  and  be- 
came his  clerk,  on  a  salary,  and  ceased  to  act  as  cashier,  and 
did  not  act  as  cashier  from  that  time  prior  to  the  judgment  of 
dissolution.  But  there  was  nothing  in  this  which  displaced 
Van  Orden  from  his  ofScial  relation  to  the  corporation  as 
cashier,  as  is  also  apparent  from  his  own  oath  on  the  27th  of 
December,  that  he  was  then  cashier.  The  corporation  was  in 
being  on  the  28th  of  December,  when  the  papers  were  served 
on  Van  Orden,  and  he  was  still  its  cashier  for  the  purpose  of 
being  served,  as  its  proper  representative,  with  such  papers. 
If,  at  any  time  prior  to  the  judgment  of  dissolution,  the  State 
Court  had  discharged  the  receivership,  and  directed  the  prop- 
erty of  the  corporation  to  be  restored  to  its  officers,  Van  Or- 
den would  have  been  a  proper  officer,  as  its  cashier,  to  receive 
the  property,  without  any  new  appointment  of  him  as  such. 

It  is  also  objected,  that  the  bank  had  no  existence  when 
the  adjudication  was  made.  Sut  we  cannot  admit  it  to  be  a. 
tenable  proposition,  that  a  corporation,  subject  to  the  provis- 
ions of  the  bankruptcy  Act,  and  which  has  committed  an  act 
of  bankruptcy,  and  is  in  existence  when  the  petition  against 
it  is  filed,  and  when  the  proper  papers  are  served  on  its 
proper  officer,  can  oust  the  jurisdiction  of  the  bankruptcy 
Court  to  proceed,  on  the  return  day,  to  an  adjudication  of 
bankruptcy,  because  a  decree  dissolving  the  corporation  has 
been  made  after  such  service  and  before  such  return  day» 
The  papers  having  been  properly  served  on  an  officer  of  the 
bank,  while  the  bank  was  in  being,  and  the  bank  being  called 
and  making  default  to  appear,  the  ordgr  of  adjudication  is 
substantially  a  prooeeding  in  rem^  and  not  one  in  personamj 
the  order  being,  that,  the  facts  in  the  petition  being  found  ta 
be  true,  it  is  adjudged  that  the  bank  became  bankrupt  before 
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the  filing  of  the  petition,  and  is  accordingly  adjudged  bank- 
rapt  The  judgment  is,  that  the  bank  became  bankrupt  be- 
fore the  filing  of  the  petition,  by  having  committed  the  acts  of 
bankraptcy  set  forth  in  the  petition,  and  which  it  committed 
while  it  was  in  being,  and  that  it  is  adjudged  bankrupt  in  re- 
spect of  the  administration  of  its  property  subject  to  the  Act, 
by  reason  of  so  having  committed  such  acts  of  bankruptcy. 

Independently  of  this  view,  no  doctrine  can  be  admitted 
which  would  place  it  in  the  power  of  a  State,  or  of  the  Courts 
of  a  State,  to  render  nugatory  the  operation  of  the  Act  in  re- 
spect to  such  corporations  as  are  subject  to  it.  To  concede 
that  what  was  done  in  the  present  case  operated  to  deprive 
this  Court  of  the  jurisdiction  which  attached  by  the  filing  of 
the  petition  and  the  service  of  the  order  to  show  cause,  would 
be  to  concede  that  the  Legislature  of  the  State  might  lawfully 
provide,  by  a  statute  to  be  carried  into  effect  by  proceedings 
in  its  Courts,  that  the  institution  of  proceedings  in  bankruptcy 
against  an  insolvent  corporation,  and  the  service  of  an  order 
to  show  cause  on  its  officers,  should  operate  to  dissolve  t^ie 
corporation,  to  be  followed,  as  a  consequence,  by  a  defeat  of 
the  jurisdiction  of  the  bankruptcy  Court.  The  authority  of 
Congress  to  pass  the  bankruptcy  Act  is  paramount  and  exclu- 
sive, and  so  is  the  jurisdiction  of  the  District  Court  thereun- 
der. The  39th  section  of  the  Act  provides,  that  the  debtor 
who  commits  any  of  the  acts  specified  in  that  section  shall  be 
deemed  to  have  committed  an  act  of  bankruptcy,  and,  subject 
to  the  conditions  thereinafter  prescribed,  shall  be  adjudged  a 
bankrapt.  It  it  not  one  of  those  conditions  that  a  corporation 
debtor,  if  in  being  when  the  petition  is  filed  and  the  order  to 
show  cause  is  served,  shall  continue  undissolved  until  after 
the  adjudication.  As  respects  a  corporation  proceeded  against 
involuntarily,  the  proceeding  is  eminently  one  m  rem,  against 
its  property,  as  it  cannot  be  discharged  from  its  debts,  nor  can 
its  members  be  discharged  from  their  liability  as  such  for  its 
debts,  and  the  proceeding  is  one  solely  iot  the  distribution  of 
its  assets  among  its  creditors.  The  prayer  of  the  petition  in 
this  case,  according  to  the  form  prescribed,  was,  that  the  cor- 
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poration  might  be  declared  a  bankrupt,  and  that  a  warrant 
might  be  issued  to  take,  possession  of  its  estate,  and  that  the 
€ame  might  be  distributed  according  to  law.  Although  the 
assignment  to  the  assignee  relates  back  to  the  commencement 
of  the  proceedings  in  bankruptcy,  as  declared  by  the  14th  sec- 
tion, yet,  by  the  14th,  the  35th  and  the  39th  sections,  the 
assignee  is  vested  with  the  title  to  recover,  as  assets  of  the 
bankrupt,  property  conveyed  or  transferred  by  or  out  of  the 
bankrupt,  in  fraud  of  his  creditors,  or  in  fi*aud  of  the  Act,  be- 
fore the  filing  of  the  petition  in  bankruptcy.  We  are  entirely 
satisfied  that  the  dissolution  of  the  corporation  in  the  present 
ease  had  no  effect  to  deprive  the  District  Court  of  its  juris- 
diction. 

The  suggestion  that  judgment  was  pronounced  against  the 
corporation  without  giving  it  an  opportunity  of  being  heard, 
is  answered  by  the  considerations  already  adverted  to.  The 
corporation  had  all  the  opportunity  of  being  heard  which  the 
District  Court  could  or  was  bound  to  afford  to  it.  Regarding 
the  proceeding  as  one  in  rem^  there  is  nothing  in  the  record 
of  the  proceedings  in  the  District  Court  to  show  that  the  re- 
ceiver, as  claimant  of  the  property,  desired  to  be  heard  as 
presenting  the  corporation  and  such  property,  and  was  re- 
fused a  hearing.  In  the  case  of  In  re  Indepevid&nt  Insurance 
Co.j  (6  Natumal  Bamhrv/ptcy  Hegister^  169  and  260,)  receiv- 
ers of  a  dissolved  State  corporation  were  admitted  to  file  a 
plea  to  the  jurisdiction  of  the  bankruptcy  Court,  and  such 
plea  was  heard  on  the  merits  and  overruled.  In  the  present 
case,  the  order  of  adjudication  recites  that  no  one  appeared  in 
opposition,  and  that  the  bank  was  called  in  open  Court,  and 
came  not,  but.  made  default  to  appear.  If  the  receiver  had 
appeared  and  asked,  as  representing  the  bank  and  its  prop- 
erty, to  be  heard  by  answering  the  petition,  and  been  refused 
leave  to  do  so,  a  different  question  would  be  presented. 

Nor  do  we  perceive  any  force  in  the  position,  as  applied 
to  this  proceeding  tn  bankruptcy,  that  it  abated  by  the  disso- 
lution of  the  corporation,  so  as  to  be  incapable  of  being  pro- 
ceeded with  thereafter.     The  views  we  have  already   an- 
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nonnced  inyolve  the  kindred  conclusion^  that  the  proceeding 
did  not  abate. 

On  the  undisputed  facts  in  this  case,  the  plaintiff  is  entitled 
to  the  relief  he  seeks  on  this  motion.  In  regard  to  the  points 
raised  by  the  petition  of  review  respecting  the  action  of  the 
District  Oourt  in  not  confirming  the  resolution  of  the  cred- 
itors nominating  a  trustee  and  a  committee,  and  in  appointing 
the  plaintiff  to  be  assignee,  the  petition  has  not  been  heard 
before  this  Oourt,  but,  in  view  of  the  suggestion  by  the  de- 
fendant, that  his  claim  of  title,  as  trustee,  and  the  claim  of 
title  by  the  plaintiff,  as  assignee,  ought  not  to  be  decided  until 
the  action  of  this  Oourt  on  the  petition,  we  have  considered 
those  points  sufficiently  to  be  able  to  say,  that  we  do  not  per- 
ceive in  them  anything  which  ought  to  constrain  us  to  refrain 
from  granting  to  the  plaintiff  any  relief  which  we  should 
otherwise  deem  it  proper  to  grant. 

It  is  proper  that  the  injunction  asked  for  should  issue, 
and  that  the  plaintiff  should  be  appointed  receiver,  he  stipu- 
lating to  charge  no  commissions  on  such  assets  of  his  receiver- 
ship as  shall  pass  therefrom  to  the  trust  represented  by  the 
assignee  of  the  bankrupt. 

• 

Judge  WooDBUPr  concurs. 

Francis  N.  Bangs ^  for  the  plaintiff. 

David  Dudley  Fidd  ^nd  Dudley  Fields  for  the  defendant. 
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JiuU  of  the  Circuit  Court  of  the  United  8tate$  for  the  Southern  District  of  New 
York,  adopted  tince  the  publication  of  the  eighth  volume  oftheee  Reports, 

OOTOBEE  2d,  1872. 
Role  66  of  the  Rales  of  the  Cbcait  Coart  of  the  United  States  for  the  South- 
ern District  of  New  York  is  amended  so  as  to  read  as  follows : 

When  a  oause  is  noticed  for  trial  or  argnment  for  the  first  day  of  the  term,  a 
notice  thereof,  with  a  note  of  the  issue  and  of  the  pleading,  and  of  the  attor- 
neys' names,  shall  be  delivered  to  the  clerk  at  least  eight  days  next  preceding 
the  term;  and  the  clerk  shall,  as  early  as  the  following  Thursday,  have  the  cal- 
endar of  causes  to  be  tried  made  up,  arranging  them  according  to  the  dates  of 
their  issues.  And  no  cause  shall  be  pat  upon  the  calendar  without  the  special 
order  of  the  Ck>urt^  unless  the  note  of  issue  shall  be  furnished  as  is  hereby  re- 
quired. 


RuU  of  the  Circuit  Court  of  the  United  States  for  the  Eastern  District  of  New 
York,  adopted  since  the  publication  of  the  eighth  volume  of  these  Reports, 

OcTOBKR  16th,  1872. 
On  the  hearing  of  appeals  in  Admiralty,  the  appellant  shall  furnish  to  the 
Court  a  printed  copy  of  the  Apostles,  certified  by  the  clerk  of  this  Court,  unless, 
by  special  order  of  the  Court,  obtained  before  the  hearing,  such  printing,  or 
some  part  thereof,  shall  be  dispensed  with.  Such  portion  of  the  Apostles  as 
may  have  been  printed  for  the  use  of  the  District  Judge  may  be  furnished  with- 
out reprinting.  A  printed  copy  of  whatever  is  printed  and  furnished  under  this 
Rule  shall  be  served  on  the  proctor  for  the  appeUee,  at  least  eight  days  before 
the  hearing. 
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ACTION. 

1.  By  the  16th  section  of  the  Act  of 
June  80th,  1864,  (13  U,  S.  Stat,  at 
Large,  215,)  the  decision  of  a  collect- 
or of  customs,  as  to  fees,  diarges 
and  exactions  claimed  by  him  in  the 

Serformance  of  his  official  duty,  is 
eclared  to  be  final  and  conclusive, 
unless  an  appeal  is  taken  to  the  Sec- 
retary of  the  Treasury,  and  it  is  pro- 
vided  that  no  suit  shaU  be  maintained 
to  recover  any  such  fees,  Ac,  al- 
leged  to  have  been  erroneously  or 
illegally  exacted,  until  the  decision 
on  such  appeal  is  had.  A  vessel 
from  «  foreign  port,  with  dutiable 
goods  on  board,  arrived  at  New  York, 
and  was  there  sold,  under  a  decree  on 
.  a  libel  in  admiralty,  to  the  plaintiff. 
The  duties  on  the  goods  not  being 
paid  or  secured,  the  inspectors  in 
charge,  under  the  order  of  the  col- 
lector, took  the  goods  to  the  public 
stores,  according  to  the  provisions  of 
§  66  of  the  Act  of  March  2d,  1799,  (1 
U,  8,  Stat,  at  Large,  669.)  and  of  the 
Act  of  March  2d,  1861,  (12  Id.,  209.) 
The  collector  exacted  from  the  plaint- 
iff the  fees,  charges  and  expenses  con- 
nected with  the  removal  of  the  goods, 
as  a  condition  of  granting  to  him  a 
clearance  for  the  vessel  for  an  out- 
ward voyage.  The  plaintiff  paid  the 
amount,  under  protest,  but  did  not 
appeal  to  the  Secretory  of  the  Treas- 
ury, and  then  brought  this  suit  to 
recover  back  the  amount  paid ;  Held, 
that,  although  the  exaction  was,  in 
&ct,  not  warranted  by  law,  the  suit 
could  not  be  maintained,  because  of 
the  failure  to  appeal  to  the  Secretary 
of  the  Treasury.     Shavt  v.  Orinnefl 
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ADMIRALTY. 

See  Collision. 
Damages,  1,  2. 

JuEUDIOnON. 

LiXN,  1  to  4. 


AFFIDAVIT. 
See  PRAcncs,  8. 

APPEAL. 

1.  Where  a  suit  in  equity  is  brought  in 
the  District  Court,  under  the  juris- 
diction conferred  on  that  Court  by 
the  2d  section  of  the  banloruptoy  Act 
of  March  2d,  1867,  (14  U,  5.  Stat,  at 
Large,  618,)  by  an  assignee  in  bank» 
ruptcy,  against  a  person  claiming  an 
adverse  interest,  touching  property 
vested  in  the  assignee,  no  appeal  can, 
before  a  final  decree  in  the  suit,  be 
taken  to  this  Courts  by  the  defend- 
ants therein,  from  an  Interlocutory 
decree  made  by  the  District  Court. 
Clark  V.  Iselin,  iqq 

See  Bankruptcy,  6,  7,  18,  14,  19, 

21,26 

ATTACHMENT. 
See  Bankruftct,  8  to  10 


B 

BANKRUPTCY. 

1.  The  Boston,  Hartford  and  Erie  Rail- 
road Company  was  a  corporation, 
chartered  by  the  State  of  Connecti- 
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cut  It  afterwards  reoeWed  a  grant 
of  corporate  priyilegee,  and  was  de- 
clared a  corporation,  by  an  Act  of  the 
Legislature  of  the  State  of  Massachu- 
setts,  in  which  State  it  had  an  office, 
and  carried  on  busiuess.   In  October, 

1870,  a  petition  was  filed  bv  A.,  in 
the  District  Court  for  Massacnusetts, 
in  bankruptcy,  upon  which  the  cor- 
poration was,  on  the  2d  of  March, 

1871,  adjudged  bankrupt  In  Decem- 
ber, 1870,  J.  filed  a  petition  in  the 
District  Court  for  Connecticut,  pray- 
ing that  the  corporation  be  adjudged 
a  bankrupt  by  that  Court.  Pending 
this  latter  petition,  A.  petitioned  the 
District  Court  for  Connecticut,  and 
set  forth,  in  his  petition,  and  in  a  sup- 
plemental petition,  his  proceedings  m 
Massachusetts,  and  the  adjudication 
there  made,  averring,  also,  that  the 
proceedings  in  Connecticut  were  col- 
lusive between  the  corporation  and 
J.,  and  would  prejudice  the  creditors 
of  the  corporation,  create  expense  and 
conflict,  and  embarrass  the  settlement 
of  the  estate,  and  praying  that  he.  A., 
might  be  allowed  to  appear  and  de- 
fend against  the  petition  of  J.  The 
District  Court  for  Connecticut  dis- 
missed such  petition  of  A.,  and  pro- 
ceeded to  an  adiudication  of  bank- 
ruptcy against  the  corporation,  and 
issued  a  warrant : 

Held,  (1.)  That,  A.  being,  in  fact,  a 
creditor  of  the  corporation,  his  peti- 
tion to  the  District  Court  fur  Connec- 
ticut should  have  been  entertained, 
and  that  the  facts  set  forth  therein 
warranted  his  intervention ; 

(2.)  That  whether  the  bankrupt 
-was  to  be  regarded  as  a  single  cor- 
poration, or  as  two  corporations,  uni- 
ted in  interest  haying  one  and  the 
same  corporators,  and  common  prop- 
erty, rights,  and  franchises,  ana  ow- 
ing the  same  creditors,  the  District 
Court  for  Massachusetts  should  be 
permitted  to  exercise  the  jurisdiction 
it  had  acquired  over  the  bankrupt 
and  the  estate,  and  carry  the  proceed- 
ings in  bankruptcy  to  their  final  con- 
clusion, without  the  interference  of 
the  District  Court  for  Connecticut, 
and  that  all  proceedings  in  that 
Court  should  be  stayed,  /n  re  Bos- 
ton, Hartford  ds  ErU  E,  R.  Co.,    101 

2.  In  a  proceeding  in  involuntary  bank- 
ruptcy, the  allied  debtor  may  deny 


that  the  petitioner  for  an  adju^cation 
is  a  creditor,  and  may,  if  he  maintains 
such  denial  by  proof,  have  the  petition 
dismiased.    In  re  Cornwall,  114 

8.  Where  a  person,  whose  property  ex- 
ceeds in  value  all  that  he  owes,  with 
a  view  to  the  payment  of  his  debts, 
and  to  secure  to  himself  a  mainte- 
nance in  the  future,  conveys  that 
property  to  another,  on  an  agreement 
that  the  ^antee  shall  pay  all  that  he 
owes,  and  support  him  during  the 
residue  of  his  life,  such  a  conveyance 
is  not,  per  ««,  fraudulent  and  void,  as 
against  creditors.  id. 

4.  Where  the  statutes  of  limitation  of 
the  State  in  which  the  petitioning 
creditor  in  a  proceeding  in  involun- 
tary bankruptcy  and  his  alleged 
debtor  reside,  have  created  a  bar  to 
the  recovery  of  the  alleged  debt  by 
action,  such  debt  cannot  form  a  basis 
for  an  adjudication  of  bankruptcy  on 
the  petition;  and  the  holder  of  a 
claim  so  barred  is  not  entitled  to 
prosecute  such  a  petition.  id. 

6.  Where  a  debt  is  barred  by  the  stat- 
ute of  limitations,  a  promise  by  the 
debtor  to  pay  it  when  he  is  able,  is 
conditional,  and  does  not  create  an 
obligation,  as  a  revival  of  the  debt, 

•  untu  ability  to  pay  appears;  but 
where   there   is   a  present  debt  ^ 

Sromise  to  pay  it  when  able  does  not 
eetroy  or  postpone  the  right  of  the 
creditor  to  sue,  or  prevent  the  run- 
ning of  the  statute.  id. 

6.  A  claim  proved  in  the  District  Court 
against  the  estate  of  a  bankrupt  was 
contested  by  the  assignee  and  a  cred- 
itor, and  was  allowed  by  that  Court 
The  objecting  creditor  then  petitioned 
this  Court,  under  the  2d  section  of  the 
bankruptcy  Act  of  March  2d,  1867, 
(14  I/.  8.  Slat,  at  Large,  618,)  to  re- 
view the  decision  of  the  District 
Court  allowing  the  daim,  and  to  dis- 
allow the  claim  :  Held,  that  the  peti- 
tion must  be  dismissed ;  that  the  2d 
section  of  the  Act  confers  jurisdiction 
on  this  Court  to  review,  u  the  man- 
ner prescribed  by  such  section,  the 
decisions  of  the  District  Court  only 
in  cases  where  special  provision  is 
not  otherwise  made  by  the  Act  for 
the  review  of  such  decisions ;  that  the 
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8th  section  of  the  Act  makes  proTis- 
ion  for  a  review  of  the  decision  of  the 
District  Conrt  allowing  the  claim  of 
a  creditor,  by  anthorizing  an  appeal 
to  this  Court,  by  the  a^ignee,  from 
such  decision ;  and  that,  almongh  the 
22d  section  gires  to  a  creditor  the 
right  to  institute  an  investigation  into 
the  validity  of  the  claim  of  another 
creditor,  yet,  when  an  investigation 
has  been  had,  and  a  decision  as  to  the 
validity  of  the  claim  has  been  made 
bv  the  District  Court,  the  right  of  the 
objectiDg  creditor  to  contest  the  claim 
ceases,  and  any  further  proceeding  to 
review  the  decision  must  be  taken 
by  the  assignee,  by  appeal,  under  the 
8th  section.    Jn  re  Troy  Woolen  Co., 

191 

7.  Even  if  this  Court  can,  in  a  suit  in 
equity,  brought  in  the  District  Court 
by  an  assi^ee  in  bankruptcy,  to  set 
aside  an  fuleged  preference  averred 
to  have  been  obtained  in  violation  of 
the  bankruptcy  Act  of  March  2d, 
1867,  (14  U.  8,  Stat  ai  Large,  517,) 
review,  before  a  final  decree* is  made 
in  the  cause  by  the  District  Court,  an 
interlocutory  order  made  by  that 
Court  therem,  such  review  can  be 
had  only  bv  means  of  an  appeal,  un- 
der the  8th  section  of  the  Act,  and 
cannot  be  had  by  means  of  a  petition 
of  review  imder  the  2d  section  of  the 
Act.  Warren  v.  Tenth  Naiional 
Bank,  198 


8.  A  sheriff  who,  after  proceedings  in 
bankruptcy  are  commenced,  wherein 
an  assignee  is  appointed,  levies  an 
execution  upon,  and  sells,  property 
which  was  of  the  bankrupt,  is  liable 
to  the  assignee  for  the  proceeds  of 
such  property,  although  he  pays  such 
proceeds  to  the  execution  creditor, 
before  receiving  actual  notice  of  the 
bankruptcy.    Miller  v.  (/Brien,  270 

9.  It  makes  no  difference  that,  before 
the  proceedings  in  bankruptcy  were 
instituted,  the  sheriff  seized,  under 
an  attachment  in  the  suit  in  which 
the  execution  was  afterwards  issued, 
the  property  in  question,  and  held  it 
to  be  levied  on  in  case  execution 
should  issue,  or  sold  it  by  order  of 
Court,  and  held  its  proceeds  for  the 
same  purpose.  id. 
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10.  The  operation  of  the  bankruptcy 
Act  dissolved  the  attachment,  and 
the  title  of  the  assignee  vested  as  of 
the  time  of  the  commencement  of  the 
proceedings  in  bankruptcy.  id. 

11.  After  the  filing  of  a  petition  on 
which  I.  was  adjudged  a  bankrupt^ 
and  after  the  appointment  of  an  as- 
signee, and  the  conveyance  to  him  of 
all  the  estate  of  the  bankrupt,  S.  com- 
menced a  suit,  in  a  State  Court,  to 
foreclose  a  mortgage  on  real  estate 
of  I.  The  District  Court,  after  re- 
straining  the  prosecution  of  the  suit^ 
made  an'^rder  dissolving  the  injunc- 
tion, and  permitting  the  suit  to  pro- 
ceed. The  mortgaged  premises  were 
worth  less  than  one-hall  of  the  amount 
of  the  mortgage,  the  mortgage  was 

f'lven  long  before  the  bankruptcy  of 
,  and  there  was  no  proof  of  the  in- 
;7alidity  of  the  mortgage.  On  a  peti- 
tion of  review,  by  L  :  Held,  that 
the  order  of  the  District  Court  was 
proper.   In  re  Iron  Mountain  Co.,  820 

12.  The  District  Court  has  power  to 
restrain  the  holder  of  a  mortgage,  or 
other  lien,  on  the  property  of  a  oank- 
rupt,  from  enforcing  such  lien  by 
suit;  and,  where  the  value  of  the 
property  exceeds  the  amount  secured 
by  the  lien,  or  the  amount  or  validity 
of  the  lien  is  in  doubt,  it  is,  in  gen- 
eral, proper  to  do  so.  id. 

13.  The  District  Court,  by  an  order  en- 
tered June  25th,  rejected  and  dis- 
allowed   the    claim    of    a    creditor 
against  the  estate  of  a  bankrupt,  and 
awarded  to  the  assignee  costs  against 
the  claimant,  to  be  taxed,  and  col- 
lected by  execution.  They  were  taxed 
April  8th,  following.    The  District 
Court  revised  to  enter,  on  the  appli- 
cation of  the  claimant,  a  further  or 
more  formal  judgment  against  the 
claimant  for  the  amount  of  the  taxed 
costs,  the  assignee  not  asking  to  have 
such  judgment  entered.    On  April 
18th,  the  claimant  gave  notice  of  an 
appeal  to  this  Court  from  the  order 
of  June  25th.    The  assignee  moved 
to  dismiss  the  appeal,  on  the  ground 
that  it  was  not  Drought  witMn  ten 
days  after  June  26th :  Held,  that  the 
appeal  must  be  dismissed,  as  not 
havine  been  taken  within  the  ten 
days  limited  by  section  8  of  the 
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bankruptcy  Act  of  March  2d,  1867. 
(14  U,  S,  Stat,  at  Large,  620).  In  re 
Flaee,  869 

14.  The  order  of  June  25th  was  final,  in 
Buch  sense  that  an  appeal  would  lie 
therefrom.  id. 

15.  The  District  Conrt  has,  under  the 
Ist  section  of  the  bankruptcy  Act  of 
March  2d,  1867,  (14  U.  8.  Stat,  at 
Large,  617,)  power  to  prohibit  any 
proceeding  in  a  State  Court  by  a 
creditor,  to  liquidate  and  enforce  a 
lien  on  the  property  of  a  debtor  who 
is  adjudeed  a  bankrupt  by  such 
Court,    in  re  dark,  872 

16.  Such  power  is  to  be  exercised  sum- 
marily, and  does  not  require  a  forma] 
suit  id. 

17.  When  the  property  affected  by  a 
lien  is  confessedly  the  property  of 
the  banki'upt,  and  has  passed  to  the 
assignee,  and  it  only  remains  to  as- 
certain and  liquidate  the  alleged  lien, 
the  summary  jurisdiction  of  the  Dis- 
trict Court  IB  entirely  adequate,     id 

18.  The  power  of  the  bankruptcy  Court 
to  give  further  relief,  in  protection 
of  the  estate  of  the  bankrupt,  on  a 
renewed  application,  on  new  or  fur- 
ther evidence,  after  it  has  made  one 
order  in  the  prenuses,  considered  and 
sustained.  id 

19.  Semble,  that  the  mode  of  review  of 
an  order  made  in  the  exercise  of  such 
summary  iurisdiction,  is  not  by  an 
appeal  unoer  the  8th  section  of  the 
bankruptcy  Act.  id 

20.  An  order  of  the  District  Court,  re- 
straining an  alleged  creditor  of  the 
bankrupt's  from  further  prosecuting 
an  action  in  a  State  Court,  in  which 
he  had  attached  property  of  the 
bankrupt's,  affirmea.  id. 

21.  The  Jurisdiction  of  the  Circuit 
Court,  to  review  summary  proceed- 
ings in  bankruptcy,  is  not  limited  by 
any  measure  of  the  value  of  the 
property  involved.  Jnre  Clark,    879 

22.  A  petition  of  review,  in  bankrupt- 
cy, merely  reciting  the  proceedings 
in  the  District  Court,  and  its  decree, 


and  alleging  that  the  petitioner  is 
aggrieved  thereby,  and  praying  a  re- 
view and  a  reversal,  without  pointing 
out  any  errors,  or  supposed  errors,  in 
law  or  in  fact,  or  specifying  any 
ground  or  reason  for  such  reversal, 
except  that  the  petitioner  is  ag- 
grieved, commented  on,  as  loose 
practice,  not  to  be  sanctioned.       id 

23.  Where  property  comes  to  the  pos- 
session of  an  assignee  in  bankruptcy, 
as  part  of  the  estate  of  the  banl^pt, 
ana  is  taken  from  his  possession  under 
a  writ  of  replevin,  issued  from  a  State 
Court,  in  a  proceeding  to  which  the  as- 
signee is  not  a  party,  and  in  which  the 
title  of  the  assignee  is  not  in  question, 
the  District  Court  is  bound  to  see  that 
such  possession  by  the  assignee  is 
not  forcibly  displaced.  id 

24.  A  finding  of  fact,  by  the  District 
Court,  on  the  examination  of  witnesses 
in  the  presence  of  the  Court,  should 
not  be  reversed  by  the  Circuit  Court, 
without  a  very  clear  and  decided  con- 
viction that  it  is  erroneous.  id 

26.  The  review  given  to  the  Circuit 
Court,  by  the  2d  section  of  the  bank- 
ruptcy Act  of  March  2d,  1867,  (141/. 
S.  StcU.  at  Large,  618,)  is  given  to  it 
as  a  Court  of  equity ;  and  it  is  not 
bound  to  reverse  upon  strictly  legal 
grounds,  if  satisfied  that  the  facts  are 
correctly  fouud,  and  that  no  injustice 
has  been  done.  id 

26.  Declarations  of  the  bankrupt,  held 
to  have  been  properly  admitted  in 
evidence,  on  the  trial  of  a  suit  be- 
tween the  assignee  and  a  third  per- 
son, as  to  the  title  to  certain  property, 
as  declarations  made  by  him  while  in 
conspiracy  with  such  third  person  to 
cover  and  conceal  such  property,  and 
«s  part  of  the  ret  gestce.  id 

27.  Where  an  assignee  in  bankruptcy 
proceeded,  in  the  District  Court,  by 
petition,  to  recover  certain  property, 
as  assets  of  the  bankrupt,  and  the  re- 
spondent answered  the  petition,  and 
did  not  object  to  the  form  or  substance 
of  the  proceedings,  or  to  the  jurisdic- 
tion of^  the  Court,  but  submitted  to 
its  jurisdiction,  and  set  up,  jby  his 
answer,  his  own  title  to  the  property, 
and  prayed  that  the  Court  would  ad- 
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judge  as  to  the  title,  between  him  and 
the  assignee,  and  it  did  so  adjudge, 
the  Circuit  Court,  on  reyiew,  will  not 
consider  the  Question  as  to  whether 
a  more  formal  suit  would  or  would 
not  have  been  proper.  id. 

28.  A  proceeding  in  involuntary  bank- 
ruptcy, under  section  S9  of  the  bank- 
ruptcy Act  of  March  2d,  186Y,  (UCT. 
S.  Stat,  at  Large,  686,)  may  be  prose- 
cuted in  the  District  in  which  tbe 
debtor  has  carried  on  business  for 
the  requisite  time  specified  in  section 
11  of  tbat  Act,  although  he  resides 
and  may  be  found  in  another  District. 
Jn  re  The  Alabama  db  Chattanooga  R. 
R.  Co.,  390 

29.  A  railroad  company,  incorporated 
by  the  laws  of  a  State,  for  construct- 
ing and  operating  a  railroad,  cannot 
be  proceeded  against,  in  bankruptcy, 
in  a  District  Court  without  the  State 
or  States  where  its  railroad  is,  or  is 
to  be,  built,  maintained  and  operated, 
on  the  petition  of  a  creditor,  charging 
an  act  of  bankruptcy.  id. 

^0.  Allegation  andproof  that  such  com- 
pany kept  an  office  in  such  District 
for  six  months  next  preceding  the  fil- 
ing of  the  petition,  where  its  officers 
acted  and  its  board  of  directors  met, 
and  where  it  contracted  debt^  and 
made  loans,  purchases  and  payments, 
do  not  give  such  Court  jurisdic- 
tion, id, 

Z\.  The  business  of  a  railroad  company, 
within  the  meaning  of  the  11th  sec- 
tion of  the  said  Act,  can  only  be  car- 
ried on  where  the  riulroad  is,  or  is  to 
be,  constructed,  maintained  and  oper- 
ated, id. 

<S2.  Hence,  the  District  Court  for  the 
Southern  District  of  New  York  has 
no  jurisdiction  to  adjudge  an  Alabama 
railroad  corporation  a  bankrupt,  on 
the  petition  of  a  creditor.  id, 

33.  The  principle  decided  in  In  re  The 
Boston,  Hartford  and  Erie  Railroad 
Co.,  (ante^  p,  101,)  affirmed.  In  re 
Boeton,  Hartford  <fc  Bri€  R.  R.  Co., 
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34.  Under  the  bankruptcy  Act  of  March 
2d,  \%^1AUU,  S.  8tat.at  Large,h\1,) 


where  petitions  for  adjudication  are 
filed  in  two  or  more  District  Courts, 
each  having  jurisdiction,  the  Court 
in  which  the  petition  is  first  filed 
ought  to  be  accorded  exclusive  juris- 
diction over  the  case.  id. 

86.  An  adjudication  in  bankruptcy  was 
signed  by  the  District  Judge  in  New 
York,  on  March  1st,  but  was  n  t  made 
known,  or  promulgated,  or  ffied,  un- 
til March  3d.  On  March  2d,  the  Dis- 
trict Court  for  Massachusetts  made  a 
decree  adjudging  the  same  debtor  a 
bankrupt :  Hdd,  that  the  adjudication 
in  Massachusetts  was  the  prior  adju- 
dication, id, 

36.  A  banking  corporation  being  insolv- 
ent, a  receiver  of  its  property  was 
appointed  by  a  State  Court,  on  the 
13th  of  October.  On  that  day,  its 
cashier  gave  up  to  the  receiver  the 
keys  of  the  bank,  and  became  his 
clerk,  on  a  salary,  and,  from  that 
time,  ceased  to  act  as  cashier,  but 
was  never  displaced  from  his  official 
relation  to  the  corporation  as  cash- 
ier. On  a  petition  in  involuntary 
bankruptcy,  filed  on  the  2dd  of  De- 
cember, against  the  corporation,  in 
the  District  Court,  alleging  the  ap- 
pointment of  such  receiver  as  an  act 
of  bankruptcy,  an  order  to  show 
cause  was  served  on  such  cashier,  on 
the  28th  of  December.  On  the  29th 
of  December,  a  judgment  was  entered 
in  a  State  Court,  mssolvioff  the  cor- 
poration. On  the  6th  of  January, 
the  corporation  was  adjudged  bank- 
rupt :  Held,  that  the  service  of  the 
order  to  show  cause  was  sufficient  to 
give  the  District  Court  jurisdiction  to 
make  the  adjudication.  Flatt  v. 
Archer,  669 

87.  Held,  also,  that  the  District  Court 
had  jurisdiction  to  make  the  adjudi- 
cation, notwithstanding  the  dissolu- 
tion of  the  corporation.  id, 

38.  A  corporation,  subject  to  the  provis- 
ions of  the  bankruptcy  Act,  and 
which  has  committed  an  act  of  bank- 
ruptcy, and  is  in  existence  when  the 
petition  against  it  is  filed,  and  when 
the  proper  papers  are  served  on  Its 
proper  officer,  cannot  oust  the  juris- 
diction of  the  bankruptcy  Court  to 
proceed,  on  the  return  day,  to  an  ad- 
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indication,  becftose  a  decree  diaaoly- 
log  the  corporation  has  been  made 
afSdT  such  service  and  before  such  re- 
turn  day.  id. 

89.  It  appearing,  by  the  order  of  adju- 
dication, that  no  one  appeared  in  op- 
position, and  that  the  corporation 
was  called  in  open  Court,  and  came 
not,  but  made  default  to  appear,  and 
it  not  appearing  that  the  receiver  ap- 
peared and  asked,  as  representiog 
the  corporation  and  its  property,  to 
be  heard,  by  answering  tibe  petition, 
and  was  refused  leave  to  do  so,  it  can- 
not be  said  that  the  corporation,  al- 
though dissolved,  had  no  opportunity 
to  be  heard.  id, 

40.  A  proceeding  in  involuntary  bank- 
ruptoy  is,  substantially,  a  proceeding 
in  rentt  especially  in  a  case  against  a 
corporation.  id, 

41.  An  assignee  in  bankruptcy  of  the 
corporatiun  having  been  appointed, 
he  Drought  a  suit  in  equity,  in  this 
Court,  against  the  State  Court  re- 
ceiver, to  set  aside,  as  in  fraud  of  the 
bankruptey  Act,  the  transfer  of  the 
property  of  the  corporation  to  such 
Stato  Court  receiver,  made  by  the 
operation  of  the  order  of  the  State 
Court  appointinfir  such  receiver.  On 
tiie  filing  of  the  oill,  and  on  notice  to 
such  receiver,  this  Court  grantod  an 
injunction  restraining  him  from  exe- 
cuting the  trusts  of  nis  receivership, 
and  appointing,  pending  the  suit,  a 
receiver  of  the  property  transferred 
to  him,  and  of  its  proceeds.  id. 

42.  At  the  first  meeting  of  the  creditors 
under  the  bankrnptoy,  the  defendant 
was  nominated  a  trustee,  under  the 
43d  section  of  the  Act,  and  three  per- 
sons were  nominated  a  committee  of 
the  creditors,  under  that  section.  No 
assignee  was  chosen,  and  the  meeting 
was  finally  closed,  votes  for  an  as- 
signee having  been  given  for  another 
person  than  the  defendant.  The  Dis- 
trict Court  refused  to  confirm  the  ac- 
tion in  regard  to  a  trustee  and  a  com- 
mittee, and  appointed  the  plaintiff  to 
be  assignee  in  oankruptcy  of  the  cor- 
poration. The  defendant  and  two  of 
the  three  persons  nominated  as  a 
committee,  brought  a  petition,  in  this 
Court,  for  a  review  and  reversal  of 


the  order  of  adjndication,  and  of  the 
order  refusing  to  confirm  the  nomina- 
tion of  a  trustee  and  a  committee, 
and  appointing  the  plaintiff  assignee. 
The  petition  had  not  yet  been  bronefat 
to  hearing.  It  being  suggested,  tnat 
the  defendant's  claim  of  title,  as  tros- 
tee,  and  the  plaintiff's  claim  of  title, 
as  assignee,  ought  not  to  be  decided 
until  the  action  of  this  Court  on  sndi 
petition,  it  considered  the  points  suffi- 
ciently to  be  able  to  say  that  it  did 
not  perceive  in  them  any  ground  for 
refusing  any  relief  it  would  otherwise 
grant.  id. 

43.  The  plaintiff  was  appointed  reoeiv- 
er,  on  stipulating  to  charge  no  com- 
missions on  such  aasete  of  his  receiv- 
ership as  should  pass  therefrom  to 
the  trust  represented  by  the  assignee 
of  the  banlmipt.  tdL 

See  Appkal. 
Equity,  1. 
MXCHAMCS*  Lisif. 


CASES  COMMENTED  ON. 

1.  Tilghroan  v.  Mitehell,(2  F^eher'ePai' 
ent  Cases,  1.)    TUghman  v.  MiteheU^ 

18 

CHARTER  PARTY. 

1.  W.,  by  a  charter  party  under  seal, 
hired  from  G.  a  vessel,  for  a  specified 
term,  to  be  run,  as  a  freight  and  pas- 
senger vessel,  between  New  York 
and  San  Domingo,  for  so  much  per 
month,  W.  to  supply,  man  and  navi- 

Sate  the  vessel,  and  O.,  in  caae  of 
amage  to  her  by  the  perils  of  the 
seas,  to  repair  her,  and  no  claim  for 
charter  money  to  be  made  during 
the  time  she  should  be  unfitted  for 
use  on  such  route  by  such  damage. 
The  charter  party  contained  no  cove- 
nant that,  at  the  time  of  the  charter, 
the  vessel  was  seaworthy.  W.  sued 
G.,  in  covenant,  averring  such  a  cove- 
nant, and  alleging  a  breach  of  it»  in 
that  the  vessel  was  not  seaworthy,  so 
that  the  voyages  stated  in  the  charter 
party  could  not  be  commenced.  G. 
demurred  to  the  declaration:  Held, 
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that  there  was  an  implied  covenant 
by  O.  that  the  vessel  was  seaworthy, 
or  fit  for  the  service  for  which  she 
was  hired,  and  that  W.  could  aver 
such  a.  warranty  and  declare  on  it,  in 
<;ovenant     Wiltfm  v.  Oristoold,    267 


CIRCUIT  COURT. 

See  Bankbuptcy,  6,  7,  18,  14,  19, 
21, 22,  24,  26,  27. 


COLLECTOR. 


See  Action. 


COLLISION. 

1.  In  a  collision  between  two  steamers, 
in  the  night,  the  S.  and  the  C,  the 
S.  was  held  in  fault  for  not  having 
any  lookout  assigned  or  stationed  for 
the  performance  of  that  duty ;  and 
for  starboarding,  instead  of  porting, 
when  the  two  steamers  were  meeting 
nearly  end  on ;  and  for  starboarding 
when  she  saw  the  red  light  of  the  C, 
a  short  distance  off,  a  very  little  on 
her  starboard  bow;  and  for  not  stop- 
ping and  reversing.     The  Comet,  323 

^.  It  beinf  shown  that  the  S.  was  neg- 
ligent, she  is  to  be  held  to  clear  proof 
ofcontributing  negligence  or  fault  in 
the  C.  id. 

3.  On  the  evidence,  the  C.  was  held  not 
to  have  been  in  fault  id, 

4.  A  steamship  and  a  barque  collided, 
in  the  Atlantic  Ocean,  within  a  day's 
sail  of  New  York,  in  the  track  of  her 
inward  and  outward  commerce,  where 
the  presence  of  other  vessels  was  to 
be  expected,  in  a  fog  so  dense  that  a 
vessel  could  not  be  seen  at  a  distance 
greater  than  the  lenc^th  of  the  barque. 
The  steamer  was  gomg,  at  the  time, 
at  a  speed  of  not  less  than  seven  miles 
an  hour :  Hdd,  that  the  steamer  was 
in  fault  in  going  at  sueh  a  rate  of 
speed,  and  that  such  fault  was  a  cause 
of  the  collision.     The  Fentuylvania, 

461 

a.  Held,  also,  that  her  navigators  were 
in  fault,  in  giving  conflicting  and 


vacillating  orders,  after  discovering 
the  barque.  id, 

6.  The  barque,  although  under  way, 
was  ringing  a  bell,  and  was  not  blow- 
ing a  fog-horn.  That  was  a  fault  on 
her  part,  but,  on  the  evidence,  it  waa 
not  a  fault  which  contributed  to  the 
collision.  id 

7.  The  jurisdiction  of  the  District 
Court  for  the  Eastern  District  of  New 
York,  in  this  case,  sustained,  although 
the  vessel  proceeded  against  was 
found  and  attached  in  the  waters  of 
the  county  of  New  York.  id 

8.  The  report  of  the  Commissioner  as 
to  the  value  of  the  libelknt's  vessel, 
founded  on  conflicting  or  varying 
estimates,  sustained.  to. 

See  Damages. 

CONSTITUTION  O*  THE  UNITED 
STATES. 

Article  4,  section  1,  276 

C0N3LT-. 
See  JuaiSDicnoir. 


CORPORATION. 

See  Bankruptot,  1,  86  to  89. 
Equity,  2. 
Life  Insueaitce,  4  to  18. 

COSTS. 
See  Patent,  18. 
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DAMAGES. 

1.  In  a  case  of  collision,  the  District 
Court  allowed,  as  an  item  of  damage, 
$600,  for  depreciation  in  the  value  of 
the  libellanf  B  vessel,  besides  allowing 
$600  for  future  repairs.  It  appeared 
that  the  $600  would  put  the  vessel  in 
a  seaworthy  condition,  and  in  as  good 
and  serviceable  a  condition  as  she 
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was  in  before  the  coUisioii ;  but  the 
ship-builder  testified,  that,  with  such 
repairs,  the  yessel  would  not  be  as 
TEiaable,  by  $600,  as  before  the  col- 
lision, and  that  there  is  a  general 
damage,  which  Tessels  sustain  when 
they  come  together,  that  thev  show 
when  they  grow  old :  Heldf  that  the 
allowance  of  the  $600  was  improper. 
P<«y  V.  Mernll,  447 

2.  Whdb  a  vessel  is  made  as  serviceable 
as  she  was  before,  any  conjecture 
that  she  is  not  as  valuable,  or  that, 
when  she  is  old,  some  damage  will 
appear,  as  the  result  of  the  collision, 
not  now  discoverable,  is  too  va^e 
and  uncertain  to  warrant  the  finding 
of  the  conjectural  amount  of  damage. 

id 


See  Collision,  8. 
Patent,  21, 

DISTILLER. 
See  Imtsrnal  RsvBirui,  1  to  7. 

DISTRICT  COURT. 

See  Bankbuftct,  1,  2,  11,  12, 16, 
18,  20,  28,  24,  28  to  82, 
34,  86  to  88. 
jxtubdzction. 
Collision,  7. 
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EQUITY. 

1.  A  bill  in  equity  was  filed  by  an  as- 
signee in  bankruptcy  against  the 
buikrupt  and  another,  to  set  aside  a 
conveyance  of  propeHy-  made  by  the 
bankrupt  to  the  otner  defendant,  and 
to  compel  an  account  of  the  same, 
and  payment  to  the  plainti^,  and  for 
a  discovery.  The  bankrupt  demurred 
to  the  bill  for  want  of  equity : 

Eeid,  (l.^  The  jurisdiction  to  en- 
tertain such  a  bill  is  clear.  Inde- 
pendent of  the  question,  whether  the 
assignee  may  not  always,  if  he  sees 
fit,  seek  the  aid  of  a  Court  of  Chan- 

•    eery,  to  set  aside  a  firaudulent  con- 


veyance or  illegal  transfer,  instead 
of  proceediDg  by  various  actions  at 
law,  the  right  to  call  for  an  account 
is  not  questionable. 

(2.)  Although  the  charge,  in  the 
bill,  of  fraud  and  illegality,  is  in  •  the 
alternative,  either  ground  is  suffix 
cient. 

(8.)  The  assignee  has  the  rights  as 
ancillary  to  the  principal  relief  to 
have  a  discovery  from  the  defend- 
ants ;  and  the  need  of  such  discovery 
also  excuses  the  want,  in  the  bill,  of 
a  more  precise  specification  of  the 
particular  fraud  alleged. 

(4.)  The  bankrupt  is  a  prq>er 
party  to  Uie  bill.  VerteHtuT.  ver- 
9eliu9,  189 

2.  This  Court  having  in  its  hands  cer- 
tificates for  60,066  shares  of  the  capi- 
tal stock  of  a  corporation,  one  of  the 
pUdntifiiB,  and  having  made  an  order 
lor  the  delivery  of  Siose  certificates 
to  the  defendants,  one  G.  petitioned 
to  have  so  many  of  such  certificates 
as  would  represent  12,786  of  such 
shares  delivered  to  him,  as  the  owner 
thereof.  Certificates  of  shares,  far 
exceeding  in  number  60,066  shares,, 
had  been  put  into  the  hands  of  the 
defendants,  by  various  persons,  with 
power  to  the  defendants  to  transfer 
them,  on  the  books  of  the  corpora- 
tion, from  the  names  of  such  persons 
to  their  own  names.    The  defendants- 

Save  to  such  persons  receipts  stating 
le  number  of  certificates  and  the 
number  of  shares,  and  that  the  certifi- 
cates were  to  be  registered  in  the 
names  of  the  defendants.  G.  became 
the  owner  of  124  of  such  receipts,  re- 
presenting 12,786  shares.  The  60,066 
shares,  and  no  more,  had  been  trans- 
ferred to  the  names  of  the  defendants, 
and  the  certificates  therefor,  in  the 
hands  of  the  Court,  were  in  their 
names.  G.  could  not  identify  any  of 
the  receipts  he  held  as  havine  been 
given  for  any  particular  certificatea 
represented  by  any  of  the  certificates 
in  the  hands  of  the  Court :  Held,  that 
any  person  who  could  identify  any 
certincate  he  deposited  with  the  de- 
fendants, could  call  upon  them  to  re- 
spond in  respect  thereof;  and  that, 
as  G.  did  not  show  that  any  person 
under  whom  he  claimed  title  to  the 
receipts,  deposited  any  of  the  certifi- 
cates representing  the  60,066  sharea 
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in  the  bands  of  the  Court,  or  that 
sach  certificates  were  not  all  of  them 
deposited  by  persons  to  whom  the 
receipts  which  be  claimed  to  own 
were  not  issued,  the  prayer  of  this 
•petition  must  be  denieo.  JErie  Bail- 
ioay  Co,  ▼.  Beaih,  226 

8.  The  bill  in  the  first  cause  was  an 
original  bill  The  bill  in  the  second 
cause  was  a  bill  for  discovery  and 
relief  and  denominated  itself  a  cross 
bill.  The  relief  prayed  in  it  was, 
that  certain  releases  and  proceedings 
might  be  declared  to  be  a  bar  to  any 
further  proceedings  in  the  first  cause, 
and  thai  the  bill  in  that  cause  mif  ht 
be  dismissed,  and  that  an  injunction 
might  issue  restraining  the  prosecu- 
tion of  any  suit  involving  the  ques- 
tions covered  bv  such  releases  and 
proceedings.  Tne  discovery  prayed 
was  as  to  whether  such  proceedings 
did  not  take  place,  and  as  to  whether 
the  agent  of  the  defendants  in  the 
secona  cause  was  not  present  when 
such  proceedings  took  place.  The 
releases  were  given,  and  the  pro- 
ceedings  took  place,  after  issue  was 
joined  in  the  first  cause.  The  de- 
fendants in  the  second  cause  being 
aliens,  and  out  of  the  jurisdiction  of 
the  Court,  and  being  the  plaintififs  in 
the  first  cause,  the  plaintiffs  in  the 
second  cause,  who  were  the  defend- 
ants in  the  first  cause,  moved,  that 
the  subpoena  to  appear  and  answer  in 
the  second  cause  be  served  on  the 
solicitors  for  the  plaintiffs  in  the  first 
cause,  and  that  the  proceedings  in 
the  first  cause  be  stayed  until  the 
cross  bill  should  be  answered.  In 
reply  to  the  motion,  such  solicitors 
tendered  a  stipulation,  withdrawing 
their  replications  to  the  answers  in 
the  first  cause,  and  permitting  such 
answers  to  be  amended  by  setting 
up  therein  the  matters  of  the  cross 
bill  not  contained  in  such  answers, 
or  supplemental  answers  to  be  filed, 
setting  up  such  matters :  Held,  that 
such  stipulation  made  the  cross  bill 
unnecessary,  as  to  its  prayer  for  re- 
lief, except  so  far  as  it  prayed  for  an 
injunction ;  that,  in  that  respect,  it 
was  an  original  bill;  and  that  the 
substituted  service  asked  for  could 
not  be  made  in  an  original  suit. 
Heath  V.  £rie  Railyoay  Co,     .      816 


4.  Held,  also,  that  there  was  no  allega- 
tion in  the  cross  bill  that  it  was  ma- 
terial the  plaintiffs  should  have  the 
discovery  asked;  and  that,  if  there 
were,  the  discovery  was  unnecessary, 
in  view  of  the  Act  of  July  6th,  1862, 
§  1,  (12  U,  S.  Stat,  at  Large.  588,) 
and  the  Act  of  July  2d,  1864,  §  8, 
(,18  Id.,  851,)  permitting  parties  to 
be  witnesses.  id. 

6.  The  theory  and  basis  of  a  15D1  of  dis- 
covery in  equity,  in  aid  of  a  defence 
of  another  suit,  Is,  that  the  Court  in 
which  such  other  suit  is  pending  has 
no  means  of  compelling  a  discovery 
from  the  plaintiff  therein,  of  facts  ma. 
terial  to  the  defence.  id. 

6.  The  motion  was  denied,  btit  the 
benefit  of  the  sUpulatlon  tendered 
was  given  to  the  defendants  in  the 
first  cause.  id. 

7.  If  the  defendants  in  that  cause  choose 
to  examine  the  plaintiffs  therein  by 
commission,  the  Court  can  require 
that  the  plalntifiii  answer  fully  aU  in- 
terroK&tories  put  to  them,  or  else  de- 
bar Siem  from  tiie  benefit  of  their 
suit.  id. 

8.  The  fact  that  the  defendant,  in  a 
suit  in  equity,  for  the  infringement 
of  a  patent,  aid  not  have  nroper  ex- 

rrt  testimony  on  the  final  hearing, 
no  ground  for  mnting  a  rehear* 
ing,  where  no  appucation  was  made 
in  the  premises  before  the  final  hear- 
ing, and  no  excuse  is  shown.  HitcK- 
cock  V.  Tremaine.  560 

9.  The  fact  that,  since  the  first  hearings 
the  defendant  has  discovered  that  a 
patent  earlier  than  the  plaintiff's, 
and  which  was  in  evidence  on  such 
hearing,  has  been  twice  reissued,  the 
last  time  since  such  hearing,  is  no 
ground  for  gpranting  a  rehearing,    id. 


See  Afpeau 

Bankbuptct,  7. 

Jsjvjxcnov, 

Life  Insurahos,  4  to  18. 

Patdct,  21  to  28,  83. 

Party. 

Praotick,  2,  8. 
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EVroENCE. 

1.  In  an  action  at  law  on  a  time  policy 
of  marine  inaarance  on  a  yessel,  tried 
before  the  Court,  without  a  jury, 
after  the  plaintiff  had  rested  his  case 
at  the  trial,  the  defendants  offered  in 
evidence  a  paper  purporting  to  be 
an  application  presented  to  the  de- 
fendants, requesting  them  to  effect 
the  iasurance  covered  by  the  policy. 
The  Court  excluded  the  paper,  on 
the  ground  that  the  appliclation  was 
merged  in  the  policy,  and  that  there 
was  no  plea  in  the  case  that  the  pol- 
icy was  obtained  by  any  fraud  or  by 
any  misrepresentation,  and  that  the 
offer  of  the  paper  was  not  preceded, 
or  accompanied,  or  followed,  by  any 
offer  to  put  in  evidence,  or  by  any 
putting  in  evidence  of,  any  such 
misrepresentation :  Held,  that  the  ex- 
clusion was  proper,  ^olaom  v.  Mer- 
cantiU  Mutual  Int.  Co.,  201 


2.  Seldi  also,  that  the  absence  from  the 
application  of  any  statement  as  to 
where  the  vessel  was  when  the  appli- 
cation was  made,  or  as  to  the  port 
from  which  she  had  sailed,  or  as  to 
the  voyage  on  which  she  was  bound, 
or  as  to  who  was  her  master,  had  no 
tendency  to  show  that  the  pldntiff 
did  not,  when  he  made  the  applica- 
tion, communicate  to  the  defendants 
the  facts  referred  to,  or  answer  truly 
all  questions  put  to  him  in  regard 
thereto.  id. 

See  BAmnnFTOT,  26. 
LiCN,  8,  4. 
LiFB  Insurance,  8. 
Pleading,  6,  6. 
Pbactioe,  2  to  4. 


FRAUD. 

See  Bankruptct,  8. 
Equitt,  1. 

G 

GUARDIAN. 

1.  In  the  absence  of  a  restraining  stat- 
ute, a  guardian  of  the  person  and 


estate  of  an  infant,  appointed  by  a 
Court  of  Probate,  has,  as  incidental 
to  his  office  and  duties,  the  power  to 
sell  personal  property  of  his  ward. 
Wallaee  v.  Holmes,  66 

2.  The  statute  of  Massachusetts,  (Oen^ 
eral  Statutee  of  Maseaehusetie,  chap. 
109,  §  22,)  providing  that  the  Courts 
therein  named  may  authorize  or  re- 
quire a  guardian  to  sell  personal 
property  held  by  him  as  guardian, 
and  invest  the  proceeds  in  r^  estate, 
or  otherwise,  does  not  take  away  the 
power  of  the  guardian  to  sell  such 
personal  property  without  an  order 
of  the  Court,  and  to  confer  title  there- 
to on  the  purchaser.  id. 


I 


INJUNCTION. 

1.  An  irregularity  in  the  service  on  a 
defendant  of  the  subpoena  in  a  suit 
in  equity,  afibrds  no  reason  for  with- 
holding an  injunction  against  him,  if 
he  has  had  notice  of  the  motion  for 
the  injunction,  and  appears  to  oppose 
it     Thayer  v.  Wales,  170 

See  Bankruftct,  11,  12. 
Patent,  24  to  80,  66,  66. 
Removal  of  Causes,  6. 

INSURANCE. 

See  Evidence,  1,  2. 
LiFB  Insurance. 


INTERNAL  REVENUE. 

1.  Under  section  22  of  the  Internal 
Revenue  Act  of  July  20th,  1868,  (16 
U,  S.  Slat,  at  Large,  184,)  a  regular 
suspension  of  work  by  a  distiller  re- 
lieves him  from  assessment  for  taxa- 
tion during  the  interval  between  the 
time  he  so  regularly  suspends  work, 
and  the  time  he  actually  resumes 
work,  whether  the  resumption  is  reg^ 
ular,  according  to  that  section,  or  not. 
Daniels  v.  Tarbox,  176 

2.  If  he  resumes  work  without  previ- 
ously complying  with  the  provisions 
of  that  section  in  regard  to  resump- 


INDEX, 


585 


tion,  he  is  liable  to  the  forfeitares  and 
pnnLsbment  prorided  bv  that  sectioD; 
DTit  the  regmarity  of  the  suspension 
does  not  depend  upon  the  regularity 
of  the  resumption.  ia, 

3.  Having  mash  or  wort  on  the  prem- 
ises during  the  period  of  suspension, 
does  not  make  the  distiller  liable  to 
assessment  for  tax  during  such  pe- 
riod, id. 

4.  A  notice  in  writing  of  an  intention 
to  suspend  work,  under  that  section, 
was  addressed  to  the  assessor,  instead 
of  the  assistant  assessor,  but  was 
written  in  the  office  of  the  assistant 
assessor,  and  came  to  his  hands,  and 
contained  the  information  required 
by  the  statute,  and  was  acted  upon 
by  the  assistant  assessor:  Held,  that 
it  was  no  objection  to  the  regularity 
of  the  notice  that  it  was  addressed  to 
the  assessor.  id. 

5.  A  non-compliance  with  the  statute  in 
regard  to  one  interval  of  suspension, 
cannot  affect  the  question  of  the  reg- 
ularity of  another  suspension.        td. 

6.  Where  it  was  impossible  to  lock  the 
door  of  the  furnace  of  the  still,  and 
impossible  to  make  a  fire  in  the  fur- 
nace, and  the  assistant  assessor  at- 
tended during  the  interval  of  suspen- 
sion, and  saw  that  no  work  of  distil- 
ling was  done :  Jldd^  that  the  right 
of  the  distiller  to  be  treated  as  hav- 
ing duly  suspended  work,  was  not 
affected  by  the  omission  of  the  assist- 
ant assessor  to  comply  with  the 
statute  by  locking  the  door  of  the 
furnace.  id 

7.  Jleld,  also,  that  such  right  was  not 
affected  by  the  omission  of  the  asses- 
sor to  comply  with  the  statute  by 
reporting  the  suspension,  and  the  ac- 
tion of  the  assistant  assessor  thereon, 
to  the  Commissioner  of  Internal  Rev- 
enue, id. 

8.  Under  §  122  of  the  Act  of  June  30th, 
1864,  (18  U.  S.  Stat  at  Largt,  284,) 
moneys  used  by  a  railroad  company 
to  replace  an  old  and  worn  out  bridge, 
by  another  of  like  materials  and  di- 
mensions, are  not ''  profits  used  for 
construction,"  and,  as  such,  liable  to 
a  tax  of  five  per  cent,  Hartford  dc 
New  Haven  R.  R.  Co.  v.  Orant,     642 


9.  But,  where  a  wooden  bridge  is  re- 
placed by  a  much  more  costly  stone 
Dridge,  the  earnings  adequate  to  pay 
for  the  latter,  beyond  the  expense  of 
building  anew  a  like  wooden  bridge, 
are  to  be  deemed  "  profits  used  for 
construction."  id. 

10.  Where,  however,  the  cost  of  such 
stone  bridge  is  charged  to  the  expense 
account  of  the  company,^ and  the 
whole  amount  of  such  account  for  the 
year,  including  such  cost,  is  not  more 
than  a  proper  percentage  of  the  gross 
receipts  of  the  company  to  cover  all 
proper,  ordinary,  current  expenses, 
and  the  depreciation  of  its  entire 
property,  such  cost  is  not  to  be 
deemed  "profits  used  for  construc- 
tion." id. 


JURISDICTION. 

1.  Article  10  of  the  treaty  between  the 
United  States  and  the  King  of  Prussia, 
of  May  1st,  1828,  (8  U.  8.  Slat,  at 
Large,  878,  882,)  provides,  that  the 
consuls,  vice-consuls  and  commercial 
agents  of  each  party  "shall  have 
the  right,  as  such,  to  sit  as  judges 
and  arbitrators,  in  such  differences 
as  may  arise  between  the  captains 
and  crews  of  the  vessels  belonging 
to  the  nation  whose  interests  are 
committed  to  their  charee, without  the 
interference  of  the  local  authorities," 
subject  to  the  right  of  the  contending 
parties  "to  resort,  on  their  return, 
to  the  judicial  authority  of  their 
country,"  and  to  the  right  of  the 
consuls,  vice-consuls  or  commercial 
agents  to  require  the  assistance  of 
the  local  authorities,  "  to  cause  their 
decisions  to  be  carried  into  effect  or 
supported."  The  crew  of  a  Prussian 
vessel  sued  her  in  remain  Admiralty, 
in  the  District  Court,  to  recover 
wages  alleged  to  be  due  to  them. 
The  master  of  the  vessel  answered, 
denying  the  debt,  invoking  the  pro- 
tection of  said  treaty,  denying  the 
jurisdiction  of  the  Court,  and  aver- 
ring that  the  claim  for  wages  had  al- 
ready been  adjudicated  by  the  Prus- 
siata  consul  at  Kew  York.  The  consul 
also  protested  formally  to  tlie  Court 
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QiraiDSt  the  exercise  of  its  jurisdiction. 
The  case  was  tried  in  the  District 
Court,  and  it  appeared  that  the  con- 
sul had  adiadicated  on  the  claim  for 
waffes.  Tne  District  Court  decreed 
in  favor  of  the  libellants:  IIdJ,That 
the  District  Court  had  no  juriscUction 
of  the  case.      7%e  Elwhu  Kreplin, 

488 

See  Bankbuptct,  1,  21,  28  to  SY. 
coluseon,  7. 
Equity,  1. 
Plbadino,  1. 


LIEN. 

1.  Under  §  6  of  the  Act  of  July  18th, 
1866,  (14  U.  8.  8UU,  at  Lar^e,  180,) 
which  declares  that  a  yessel  shall  be 
holden  for  the  payment  of  the  pen- 
alty imposed  upon  her  master  by 
§  24  of  the  Act  of  March  2d,  1799, 
(l  Id.,  646,)  where  goods  are  brought 
into  the  United  States  by  her,  which 
are  not  included  or  described  in  the 
manifest  of  her  carg^o,  the  vessel  may 
be  proceeded  against  in  rem,  in  the 
Admiralty,  to  enforce  such  lien 
against  her.  United  States  v.  Tlte 
MitBouriy  438 

2.  The  manifest  of  the  cargo  of  such 
vessel,  filed  in  the  custom  house,  is 
competent  evidence  on  the  question 
as  to  whether  such  goods  were  en- 
tered on  the  manifest  of  her  cargo. 

'  id. 

8.  It  is  not  necessary  to  the  liability  of 
the  master  to  such  penalty,  that  it 
should  appear  he  had  knowledge  that 
the  goods  were  on  board  of  the  ves- 
sel id. 

4.  If  the  absence  of  such  knowledge  is 
to  be  of  avail,  it  must  be  prov^  as 
a  defence.  id. 

See  Bakkkuptot,  11,.  12. 

LIFE  INSURANCE. 

1.  A  policy  of  insurance  on  the  life  of  a 
person  contained  the  condition,  that. 


'  if  he  should  die  by  suicide,  the  pol- 
icy should  be  null  and  void,  and  the 
insurers  should  not  be  liable  for  the 
loss.  The  subject  insured  died  by 
an  act  of  self-killing,  by  himself  fir- 
ing a  pistol  at  his  head :  Heldf  that, 
if  the  subject  insured,  at  the  time  he 
fired  the  pistol,  was  consdoos  of  the 
act  he  was  committing,  intended  to 
take  his  own  life,  and  was  capable  of 
understanding  the  nature  and  con- 
sequences of  the  act,  the  insurers 
were  not  liable ;  that,  if  the  act  was 
thus  committed,  it  was  immaterial 
whether  he  was  capable  of  under- 
standing its  moral  aspects,  or  of  dis- 
tinguishing between  right  and  wrong  ; 
ana  that,  if  he  was  not  thus  conscious, 
or  had  no  such  capacity,  but  acted 
under  an  insane  delusion,  overpower- 
ing bis  understanding  and  will,  or 
was  impelled  by  an  uncontrollable 
impulse,  which  neither  his  under- 
standing or  will  could  resist,  the  in- 
surers were  liable.  Gay  v.  Union 
Mutual  Life  In*,  Co.,  142 

2.  Held,  also,  that,  the  fact  of  self-kill- 
ing being  conceded,  it  was  for  the 

.  party  claiming  to  recover  on  the 
policy,  to  establish  that  the  subject 
insulted  was  in  the  condition,  when  he 
committed  the  act,  which  left  the  in- 
surers liable.  id. 

8.  The  value  of  the  testimony  of  expert 
witnesses,  considered.  id. 

4.  In  March,  1858,  a  mutual  life  insur- 
ance company  of  New  York  issued  to 
6.  a  written  policy  on  his  life.  G. 
was,  at  the  time,  a  citizen  of,  and  a 
resident  in,  Alabama,  and  continued 
to  be  such  until  his  death  in  June, 
1 866.  The  policy  was  for  life,  sub- 
ject to  the  payment  of  an  annual 
premium  on  or  oefore  a  specified  day, 
and  contained  a  provision,  that,  in 
case  G.  should  not  punctually  pay 
such  premium,  the  policy  should  cease 
and  determine,  and  all  previous  pay- 
ments made  thereon  should  be  for- 
feited to  the  company.  In  due  sea- 
son, in  March,  1859,  1860  and  1861, 
G.  paid  to  M.,  an  asent  of  the  com- 
pany  at  Mobile,  Alabama,  the  accru- 
ing premiums,  and  they  were  received 
by  the  company  at  New  York.  Af- 
terwards, and  in  March,  1861,  the 
company  withdrew  all  their  agencies 
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from  Alabama,  and  had  no  agent  in 
that  State  nntll  1869.  6.,  after  1861, 
paid  no  further  premiums  on  the 
policy.  He  was  always  ready  to 
pay,  out  did  not  pay  because  of  the 
revocation  of  the  agencies,  and  be- 
cause the  insurrection  against  the 
Goyernment  of   the   United  States 

Sreyented  lawful  intercourse  between 
[obile  and  New  York.  The  restric- 
tions against  intercourse  continued 
until  May,  1865.  Afterwards,  and 
before  March,  1866,  G.  applied  to  the 
company  at  New  York,  to  receiye  the 
premiums  in  arrear,  with  interest. 
It  refused  to  do  so  or  to  recognize  the 
policy  as  subsisting.  The  plaintiff, 
as  executor  of  G.,  renewed  the  appli 
cation,  but  it  was  refused,  on  the 
ground  that  the  policy  was  forfeited. 
He  then  filed  this  bill,  prayine  for  a 
decree  declaring  the  policy  to  be  sub- 
sisting and  not  forfeited,  and  direct- 
ing the  payment  of  the  amount  in- 
sured by  it,  less  the  unpaid  premiums 
and  interest  thereon :  Heidy  That  the 
plaintiff  was  entitled  to  such  decree. 
JlamUton  y.  Mutual  Lift  Ins,  Co,,  284 

5.  An  executory  contract  of  continaing 
performance,  made  before  the  break- 
out of  a  war,  with  an  alien  enemy,  if 
it  cannot  be  performed  except  in  the 
way  of  commercial  intercourse  with 
the  enemy,  is  ip^o  facto  dissolved 
by  the  declaration  of  war,  which 
operates,  for  that  purpose,  with  a 
forc0  equivalent  to  tnat  of  an  Act  of 
Congress.  id, 

6.  Where  a  contract  is  of  such  a  char- 
acter that  its  continued  existence  is 
not  dependent  upon  any  further  inter- 
course between  the  parties,  the  only 
effect  of  the  war  is  to  suspend  its 
operation,  and,  on  the  return  of  peace, 
the  rights  of  the  parties  under  it 
may  be  enforced.  id. 

7.  The  policy  of  life  insurance,  in  this 
case,  was  suspended,  but  not  dis- 
solved, during  the  continuance  of  the 
war  between  the  United  States  and 
the  insurrectionary  States,  of  which 
latter  Alabama  was  one,  and  New 
York  was  not  one,  in  so  far  as  G. 
could  not  pay  the  accruing  annual 
premioms  without  conunercial  inter- 
course between  Alabama  and  New 
York.  id. 


8.  The  contract  was  not  one  of  continu- 
ing performance,  in  the  sense  of  the 
rule  before  stated,  so  as  to  be  dis- 
solved by  the  war.  id, 

9.  The  policy  was  not  unlawful,  as  con- 
tinuing to  insure  the  life  of  G.,  al- 
though he  was  an  alien  enemy,  it 
appearing  that  he  was  a  neutral, 
passive,  non-combatant  enemy,  who 
remained  such  in  fact.  id. 

10.  On  the  facts  of  this  case,  it  was  a 
part  of  the  contract  of  the  company, 
that  G.  should  have  the  right  to  pay 
the  annual  premiums  to  an  agent  of 
the  company  in  A]aba^u^  and  the 
company  was  bound  to  provide  in 
Alabama,  during  the  continuance  of 
the  risk  on  the  policy,  an  agent  to 
receive  such  premiums,  appointed 
and  qualified  in  compliance  with  tb& 
statute  law  of  Alabama  on  the  sub- 
ject, and  G.  was  not  bound  to  pay 
such  premiums  elsewhere  than  to 
such  agent.  id, 

11.  As  the  absence  of  such  agent  was 
all  that  prevented  the  payment  of 
the  premiums  by  G.,  the  company 
cannot  set  up,  as  a  defence,  the  non- 
payment of  the  premiums  at  the  stip- 
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id. 


12.  The  agency  of  M.,  having  been 
created  before  the  war,  would  not 
have  been  revoked  by  the  war,  at 
least  so  far  as  the  right  to  receive 
payment  of  annual  premiums  was- 
coooemed.  id, 

18.  Payment  of  the  premiums  by  G.  ta 
the  agent,  would  not  have  violated 
any  law  of  war,  or  any  duty  of  G.'s. 

id, 

14.  The  refusal  of  the  company,  when 
applied  to  by  G.,  to  recognize  the 
policy  or  receive  the  premiums,  made 
it  unnecessary  for  nim  to  pay  the 
premium  due  in  March,  1866,         id. 

16.  It  is  of  the  essence  of  every  con- 
tract, that,  if  one  party  to  it  prevents 
its  performance  by  the  other  party, 
the  former  cannot  be  allowed  to  reap 
any  benefit  from  the  fact  of  such  non- 
performance, id, 

16.  The  inability  of  the  company  to 
receiye  the  premiums,  because  of  the 
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unlawfulDess   of  commeroial   inter- 
cooTBe,  waa  equiyalent  to  a  tender  of 
the  premiums  and  a  refusal  to  re- 
ceive them,  or  to  a  waiver  of  their, 
punctual  payment.  id, ' 

17.  There  is  a  sound  distinction  be- 
tween cases  in  which  the  impediment 
to  the  performance  of  a  precedent 
condition,  on  which,  by  contract, 
money  is  to  be  paid,  exists  solely  on 
the  part  of  him  who  is  to  be  the  actor 
in  performance,  and  cases  in  which 
the  impediment  exists  either  solely 
on  the  part  of  him  who  is  to  be  the 
recipient  of  performance,  or  is  an  im- 
pediment affecting  both  parties  joint- 
ly, and  equally  in  extent  id, 

18.  Although  the  company  was  a  mu- 
tual company,  the  policy  was  not 
dissolved  by  the  war,  as  a  contract 
of  partnership  between  enemies,    id. 


LIMITATION. 

1.  The  Ith  section  of  the  Act  of  March 
8d,  1868,  (12  IT,  8.  Stat,  at  Large, 
757,)  providing  a  two  years*  limita- 
tion for  the  bringing  of  a  suit  for  an 
arrest  or  imprisonment  made,  or 
trespass  or  wrong  done  or  committed, 
or  act  omitted  to  oe  done,  during  the 
late  rebellion,  under  authority  of  the 
President,  or  of  an  Act  of  Congress, 
does  not  apply  to  an  action  of  as- 
sumpsit    BriUon  v.  Butler,  457 

• 

See  Bankruptcy,  4,  5. 


M 


MASTER. 


See  Lien. 


MECHANICS'  UEN. 

1.  Under  the  mechanics' lien  law  of  the 
State  of  New  Jersey,  {Nizon'e  Digest^ 
4tked.fP.  571,)  A.  performed  labor 
and  furnished  materials  in  erecting  a 

'  building  on  real  estate  of  B.  in  New 
Jersey.  Afterwards,  B.  executed  a 
mortgage  to  C,  on  such  real  estate. 


After  that  B.  was  adjudged  a  bank- 
rapt,  on  his  own  petition,  in  the  Dis- 
trict Court  for  the  Southern  District 
of  New  York,  and  an  assignee  of  his 
estate  was  appointed.  Thereafter, 
and  within  one  year  after  the  per- 
formance of  such  labor,  A.  filed  his 
claim,  under  said  law,  in  the  office  of 
the  clerk  of  the  county,  in  New  Jer- 
sey, in  which  such  building  was  sit- 
uated :  Held,  that  the  lien  of  A.  at- 
tached as  of  the  time  the  labor  was 
performed,  and  was  superior  to  the 
lien  of  C.  under  his  mortgage,  and 
that  the  real  estate,  in  the  hands  of 
the  assignee  io  bankraptcy,  was  sub- 
ject to  such  lien  of  A.  In  re  Dey,  285 

MORTGAGE. 
See  Bankruptcy,  11,  12. 


NAVIGATION. 
See  CoLusioN. 


PARTY.      ' 

1.  Where,  in  a  suit  in  equity,  the 
want  of  parties  is  not  set  up  or 
suggested  in  the  answer,  it  cannot 
avail  on  final  hearing,  unless  the 
case  is  one  in  which  the  Court  can- 
not proceed  to  a  decree  between  the 
parties  before  it,  without  prejudice 
to  the  rights  of  those  who  are  proper 
to  be  made  parties,  but  who  are  not 
brought  into  Court  Wallace  v. 
Holmes,  65 

See  Equity,  1. 


PATENT. 


1.  Invention,  (1.) 

2.  Specification,  (2.) 
8.  Assigpiment 
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4.  License. 

5.  Beissae,  (8  to  5.) 

6.  Eztennon,  (6, 1.) 

7.  AbaDdonment,  (8  to  18.) 

8.  Novelty,  (14.) 

9.  Infringement,  (16.) 

10.  Damages,  (16,  17.) 

11.  Account  of  Profits,  (18  to  23.) 

12.  Injmiction,  (24  to  80.) 
18.  Particniar  Patents. 

(].)  Tilghman  —  Purifying     fetty 

bodies,  (81  to  85.) 
(2.)  Collins— Lamp,  (86,  87.) 
(3.)  Waterbury  Brass  Co. — ^Brass- 
kettle,  (88  to  41.) 
(4.)  Woolcoclra  —  Speaking -tnbe 

.      whistle,  (42  to  46  ) 
(6.)  Stainthorp  —  Candle-machine, 

(4^,  48.) 
(6.)  Shaw— Smut-mill,  (49  to  52.) 
(7.)  Kittle  —  Spring-mattrebs,  (68 

to  65.) 
(8.)  Osbom  and    Vincent— Skirt- 
hoop,  (66  to  68.) 
(9.)  De  Forest  andOilbert — ^Hoop- 
sMrt,  (59  to  66.) 

(10.)  Jorgensen  —  Stem -setting 
watch,  (67  to  71.) 

(11.)  Dudley  and  Clark— Hand-mir- 
ror, (72  to  77.) 

(12.)  Merriam  and  Chamberlin — 
WhiMOcket,  (78  to  80.) 

(18.)  Piatt— Button,  (81  to  88.) 

(14.)  Day — Electro-magnetic  tele- 
graph, (84  to  88.) 

(16  )  Heaton — Armor  for  ships,  (89 
to  98.) 

(16.)  Sawyer — Pntting-up  powders, 
(94  to  96.) 

(17.)  Warth  —  Stop-valve  for  pe- 
troleum packages,  (97  to 
99.) 

(18.)  Smith  — Corded  elastic  fab- 
ric, (100  to  102.) 

(19.)  Tilghman — Cutting  and  en- 
graving stone,  Ac,  (108  to 
108.) 

(20.)  Buerk  -^  Watchman's  time- 
detector,  (109  to  118.) 

(21.)  Blair— Rubber-head  for  lead 
pencils,  (114,  116.) 

(22.)  The  Modena  Hat  Co.— Fabric 
for  hats,  (116.) 

(23.)  Kendall  andTrested— Coating 
for  hats,  (117.) 

(24.)  Blake— Bonnet,  (118  to  124.) 

(26.)  Jenkins — Elastic  packmg, (126 
to  126.) 

(26.)  Jenkins— Steam  globe-valve, 
(127  to  129.) 


(27.)  Sarven— Carriage-wheel,  (180 

to  186.) 
(28.)  Barnes  —  Corset-spring,  (137 

to  141.) 

1.  Invention. 

1.  A  mere  aggregation  of  parts,  whereof 
the  patentee  has  not  the  exclusive 
right  to  either,  and  in  which  the 
parts  have  no  new  operation,  and 
produce  no  result  which  is  due  to  the 
combination  itself,  is  not  patentable. 
Sarven  v.  Hall,  624 

See  62,  61,  68,  76,  88,  90  to  96, 
102,  114,  116,  121. 

2.  Speeification, 

2.  Where  the  specification  of  a  patent 
for  a  product  fully  describes  the  ma- 
chine and  the  process  by  which  the 
product  is  produced,  such  patent 
may  be  good,  even  though  the  same 
specification,  annexed  to  a  patent  for 
the  machine,  may  not  fully  secure  the 
patentee  aeainst  the  use  of  his  actual 
inveution,  because  of  a  defect  in  the 
claim  of  the  latter  patent.  Water- 
bury  Brast  Co,  v.  MUler,  It 

8.  Aseignment. 
See  64,  76. 

4.  Lieenee. 
See  26 ,  80. 

5.  Reiseue, 

3.  A  reissued  patent  cannot  be  sus- 
tained by  extrinsic  proof  that  the 
patentee  was  the  inventor  of  all  that 
IS  claimed  in  it,  if  what  Is  so  claimed 
was  not  shown  or  suggested  in  the 
original  specification,  drawings,  or 
model.    Sarven  v.  Hall^  624 

4.  Defects  or  insufficiencies  in  the  de- 
scription of  anything  which  is  found 
in  any  form  in  the  original  specifica^ 
tion,  drawings,  or  model,  may  be 
supplied  in  the  reissue.  id. 

5.  If  there  is  nothing,  in  a  prior  orig- 
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inal  patent,. to  affect  the  validity  of 
the  patent  sued  on,  no  reissue  of  such 
prior  patent  made  subsequently  to 
the  date  of  the  patent  sued  on,  can 
affect  such  valiaity.  Hitehcoek  v. 
TremaifUy  650 

See  110. 

6.  Ezletmoiu 

€.  If  the  extension  of  a  patent  is  regu- 
lar on  its  face,  no  question  of  irregu- 
larity or  fraud  in  granting  it  can  be 
raised  by  an  infringer,  in  a  suit 
against  him  for  infringement  Tilgh- 
man  y.  Mitchell,  18 

7.  Although  an  inventor  obtained  a 
patent  in  the  United  States  for  his 
Invention,  after  he  obtained  a  patent 
in  England  for  it,  and  the  English 
patent  expired  previously  to  the 
granting  of  an  extension  of  the  pat- 
ent for  the  United  States,  the  fact 
that  such  English  patent  expired  be- 
fore the  patent  for  the  United  States 
was  extended,  forms  no  objection  to 
the  validity  of  such  extension.        id. 

See2i. 


7.  Abandonment. 

8.  In  January,  1852,  B.  applied  for  a 
patent.    His  application  was  rejected 
in  April,  1852.     He  did  not  appeal, 
or  apply  for  a  re-examination.     In 
May,  1852,  he  took  from  the  Patent 
Office  his  application,  and  all  the 
papers  connected  with  it,  except  one 
drawing,  but  made  no  formal  with- 
drawal.   The  papers  so  withdrawn 
were  never  returned.     From  May, 
1852,   until   April,  1862,  he  had  no 
communication  with  the  Patent  Office, 
and  took  no  steps  towards  obtainin<r 
a  patent.    During  that  interval,  his 
invention  went  into  ex'tensive  use, 
with  his  knowledge,  and  without  his 
objection.     In  April,  1862,  he  filed  a 
new  application  for  a  patent  for  the 
invention,  and  paid  a  new  fee.    The 
new  application  made  no  reference 
to  the  application  of  1862.    The  fee 
paid  to  the  Patent  Office  in  ]  862  was 
not  withdrawn :  ff^d,  that  the  appli- 
cation of  1852  had  been  abandoned, 
and  that  a  patent  granted  in  1869, 


on  the  application  of  1862,  was  void, 
because  of  the  public  use  of  the  in- 
vention, for  nearly  ten  years  before 
1862,  with  the  permission  of  the  in- 
ventor. Bevin  v.  Fast  Hampton  Bell 
Co.,  60 

9.  Tfie  fact  that  an  Invention  was  in 
public  use  and  on  sale,  with  the  con- 
sent and  allowance  of  the  inventor, 
more  than  two  years  before  his  ap- 
plication for  a  patent,  renders  the 
patent  invalid,  however  great  the 
hindrances  to  the  application,  and 
whether  caused  by  the  want  of  pecu- 
niary means,  or  other  misfortune. 
SUeon  V.  Gilbert,  185 

10.  The  public  use,  in  this  case,  held 
not  to  have  been  experimental,  the 
inventor  having  himself  manufactured 
and  sold  machines  containing  the 
invention,  through  several  years,  and 
having  allowed  such  machines  to  be 
used  thence  onward,  for  six  more 
years,  before  applying  for  his  pat- 
ent, id. 

11.  A  merely  experimental  use,  made 
in  good  faith,  and  not  in  such  wise 
as  to  amount  to  a  fraud  upon  the 
public,  misleading  them  into  a  use, 
in  the  belief  that  it  is  free,  does  not 

•  destroy  the  exclusive  right  of  an  in- 
ventor, id. 

12.  What  constitutes  an  "allowance," 
by  an  inventor,  of  a  public  use  of  his 
invention,  although  there  are  no 
words  of  consent^  his  consent  and 
allowance  being  Inferred  from  acqui- 
escence, id. 

13.  A  defence,  that  the  patent  was  in- 
valid, because  of  such  consent  and 
allowance,  being  sustained,  the  bill 
was  dismissed,  but,  under  the  circum- 
stances, without  costs.  id. 

See  64, 11. 

8.  Novell;/. 

■ 

14.  Observations  on  prior  unsuccessful 
experiments  set  up  to  defeat  a  patent. 
Hitchcock  V.  Tremame,  660 

See  74,  83,  84,  86,  88,  90  to  96, 
101,  108,  111,114,116,121, 
129,  186,  140. 
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9.  Infringement, 

16.  Where  a  structure  coDBistiog  of 
several  parts  is  pateuted  as  a  com- 
bination, one  who  manufactures  and 
sells  some  of  the  parts,  they  being 
useless  without  the  residue,  with  the 
understanding  and  intent  that  stich 
residue  shall  be  supplied  by  another, 
and  the  whole  eo  into  use  in  its  com- 
plete form,  is  liable  as  an  iniringer 
of  the  patent   Wallace  v.  ffolmee,  65 

See  1,  5,  6,  16,  17,  27,  81,  82,  36, 
87,  40  to  42,  44,  46,  47,  49, 
54,  58,  62  to  65,  67,  .69  to 
71,78,  80,86,99,  118,  116, 
117,  122  to  124,  141. 


10.    Damages, 

16.  In  an  action  at  law  for  the  infringe- 
ment of  letters  patent,  the  jury  found 
a  verdict  for  the  plaintiff,  for  $700 
damages.-  On  a  motion  by  the  de- 
fendant for  a  new  trial,  the  Court  was 
of  opinion  that  the  evidence,  tending 
to  prove  actual  damages  sustained  by 
the  plaintiff,  did  not  warrant  a  verdict 
for  a  greater  amount  than  |562  50 : 

Held,  (1.)  The  plaintiff  mi^ht  be 
allowed  to  remit  the  excess,  instead 
of  being  required  to  submit  to  a  new 
trial 

(2.)  It  appearing  that  the  infringe- 
ment was  deliberate  and  intentional, 
and  the  plaintiff  asking,  under  the 
statute,  for  an  increase  of  the  actual 
damages  found,  the  Court  awarded 
judgment  for  $1,200  and  costs. 

(8.)  The  defendant  was  allowed  to 
require  the  plaintiff  to  first  remit  the 
amount  of  the  excess  of  the  verdict, 
or  submit  to  a  new  trial,  the  order  of 
the  Court  thereupon  to  award  the 
plaintiff  judgment  as  aforesaid;  J?tM- 
eeU  V.  Place,  178 

17.  In  this  case,  which  was  an  action  at 
law,  for  the  infringement  of  letters 
patent,  the  plaintiff  having  had,  at 
the  trial,  a  verdict  for  $5,000,  the 
Court,  regarding  the  conduct'of  the 
defendant  as  peculiarly  aggravated, 
increase  the  damages  to  $7,500,  as 
being  a  sum  sufficient  to  cover  the 
expenses  of  the  trial,  and  something 
more,  for  the  time  and  trouble  of  the 
plaintiff.     Peek  ▼.  Frame,  194 


1 1 .   Account  of  Profits. 

18.  In  a  suit  in  equity  for  the  infringe- 
ment of  a  patent  for  a  tremolo  attach- 
ment to  an  organ,  on  taking  an  ac- 
count of  the  profits  derived  by  the 
defendant  from  dealing  in  such  at- 
tachment, it  appeared  that  the  de- 
fendant dealt  in  musical  instruments 
not  having  such  attachment,  as  well 
as  in  those  having  it :  Held,  that  a 
proper  part  of  the  general  expenses 
of  conducting  the  defendant's  entire 
business,  such  as  clerk  hire,  rent  of 
store,  and  the  like,  ought  to  be  as- 
signed to  the  dealing  in  such  attach- 
ments, such  part  to  bear  the  same 
proportion  to  the  whole  of  such  gen- 
eral expenses,  that  the  sales  of  such 
attachments  bore  to  the  sales  in  the 
entire  business.  Hitchcock  v.  JSre- 
maine,  885 

19.  Such  general  expenses  ought  not  to 
be  apportioned  according  to  the 
amount  of  profits  on  sales.  id, 

20.  The  patented  attachment  being  a 
revolving  fan,  not  including  the  ap- 
paratus for  moving  the  fan,  the 
profits  on  such  apparatus  ought  not 
to  be  allowed.  id. 

21.  In  a  suit  in  equity,  for  the  infringe- 
ment of  letters  patent,  brought  before 
the  passage  of  the  Act  of  July  8th, 
1870,  {1%  [T.S.  Stat,  at  Larqe,  206, 
216,  gg  55,  111,)  both  pronto  and 
damages  cannot  be  recovered.  Wil- 
liams V.  Leonard,  476 

22.  An  interlocutory  decree  in  such  a 
suit,  entered  after  the  passage  of  such 
Act,  inadvertently  provided  for  the 
recovery  of  both  profits  and  damages. 
The  report  of  the  Commissioner  re- 
ported both  profits  and  damages,  and 
was  excepted  to  by  the  defendant,  on 
the  ffround  that  the  dama'^es  could 
not  be  recovered  in  the  suit :  Held, 
that  the  point  could  not  be  raised  by 
an  exception  to  such  report,  but  that, 
nevertheless,  the  Court  would  not 
award  any  damages,  and  would  re- 
settle the  interlocutory  decree,  so  as 
to  exclude  them.  id 

28.  In  an  accounting  for  profits,  the  de- 
fendant cannot  &  credited  with  a 
sum  of  money  as  a  salary  earned  by 
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and  paid  to  himself,  while  engaged 
in  tne  business  which  earn^  the 
profits.  id. 

Seeds. 


12.  hy unction. 

24.  On  a  motion  for  a  preliminary  in- 
junction to  restrain  the  infringement 
of  a  patent  which  had  been  extended, 
although  its  extension  had  been  op- 
posed by  the  defendant,  on  testimony 
introduced  by  him.  such  injunction 
was  granted,  it  appearing  &at  the 
novelty  of  the  invention  and  the  ya- 
lidity  of  the  patent  had  been  sus- 
tained, on  final  hearing,  in  several 
salts  in  equity.  IVghnum  v.  Mitek- 
eli,  18 

25.  The  defendant  not  allowed  to  tn\e 
a  bond  as  security,  in  place  of  hav- 
ing a  preliminary  injunction  issued 
against  him.  id, 

26.  The  defendant  expressing  a  willing^ 
'  ness  to  take  a  license  from  the  plaint- 
iff, under  the  extended  patent,  at  the 
usual  rate  of  license  established  by  the 
plaintiff,  an  order  was  made,  that,  un- 
less the  defendant  should  accept  and 
execute  a  license,  duly  executed  by 
the  plaintiff,  in  the  usual  form,  with- 
in ten  days,  under  the  extended  pat- 
ent, an  mjunction  should  issue,  as 
prayed  for  in  the  bill  id, 

27.  A  preliminary  injunction  granted 
against  a  clear  infringement,  there 
having  been  repeated  adjudications 
sustaining  the  patent  Thatfer  v. 
Walet,  170 

28.  In  opposition  to  a  motion  for  an  in- 
junction, a  seneral  all^^tion,  by 
affidavit^  on  mformation  and  belief, 
that  the  thing  patented  existed  be- 
fore, without  discloeinff  the  particu- 
lars of  the  information  leading  to  the 
belief,  is  insufficient     Young  y.  Lipp- 


man, 


277 


29.  A  separate  affidavit,  by  the  plaint- , 
iff,  of  his  belief  that  the  patentees 
were  the  original  and  first  inventors  I 
of  the  thine  patented,  dispensed ! 
with,  the  biU  having  in  it  such  an  | 
averment,  and  having  been  sworn  to  > 


eleven  days  before  it  was  filed  and 
notice  of  application,  on  it,  for  the  in- 
junction, was  g^ven.  id. 

30.  The  question  of  withholding  an  in- 
injunction,  if  the  defendant  will  take 
a  license,  considered.  Baldwin  v. 
SthulU,  494 

Set  iNJcxcnoy. 

13.  Particular  PatenU, 

(1.)  TVghman — Purifying  faUg  bodict. 

31.  By  the  use,  for  decomposing  fatty 
bodies  into  fat  acids  and  glycerine, 
of  the  apparatus  described  in  letters 
patent  of  the  United  States,  granted 
to  Robert  Alfred  Wright  and  Louis 
Jules  Fouche,  January  25th,  1859, 
for  **  improvements  in  process  forde« 
composing  fats,"  such  fatty  bodies 
are  so  decomposed  by  the  action  of 
water  at  a  high  temperature  and 
pressure,  and  the  process  is  used 
which  is  described  and  claimed  in 
letters  patent  of  the  United  States 
eranted  to  Richard  A.  Tilghman, 
October  8d,  1854,  for  14  years  from 
January  9th,  1854,  for  an  '*  improve- 
ment in  processes  for  purifying  fatty 
bodies."     TtlgJman  v.  MUcktU,       1 

32.  The  fact,  that,  in  using  the  Wright 
and  Fouch^  apparatus,  a  lower  tem- 
perature is  employed  than  that  desig- 
nated in  the  Tilghman  patent,  and 
the  fact  that  more  time  is  employed 
for  the  operation,  and  the  fact  that  a 
continued  agitation  or  circulation  of 
the  fat,  water,  and  steam  is  kept  up, 
make  no  difference  in  the  coDclnsioD. 

id. 

38.  The  defendant  having  employed, 
before  he  adopted  the  l^hmian  pro- 
cess, a  process  in  whidi  he  used  lime 
and  sulphuric  acid,  and  it  being 
shown  that,  as  a  result  of  the  use 
of  the  Tilghman  process,  he  dis- 
pensed with  the  use  of  lime  and  sul- 
phuric acid,  and  saved  a  quantity  of 
fat  which  was  lost  by  the  use  of  the 
prior  process,  and  obtained  an  in- 
creased profit  from  the  glycerine 
produced:  Ildd,  that  the  plaintiff' 
was  entitled  to  recover,  as  profits,  on 
an  accounting,  under  a  decree,  in  a 
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suit  in  equity,  such  saying  of  lime, 
sulphuric  acid  and  fat,  and  such  in- 
creased profit  in  respect  of  glycer- 
«     ine.  id. 

^4.  The  construction  put,  in  the  case  of 
Tilghman  v,  Mitchell,  (2  FUher's  PaU 
ent  Canes,  518,)  on  the  specification 
'  of  the  patent  granted  to  Richard  A . 
Tilghman,  October  8d,  1854,  for 
fourteen  years  from  January  9th, 
1854,  for  an  "  improyement  in  pro- 
cesses for  purifying  fatty  bodies," 
approyed.     Tilgnman  y.  Mitchell,  18 

36.  The  novelty  of  the  invention 
covered  by  the  said  patent  to  Tilgh- 
man, and  the  validity  of  the  said 
patent,  sustained.  id. 

(2.)  Collitu — Lamp. 

36.  Letters  patent  were  granted  to 
Michael  a.  Collins,  September  19th, 
1866,  for  an  "  improvement  in 
lamps."  The  claim  was  to  "  the  im- 
proved lamp,  as  not  only  constructed 
with  its  cone  or  deflector,  (F,)  and 
its  chimney  rest,  (D,)  and  chimney, 
arranged  with  respect  to  each  other 
as  described,  but  as  having  the  said 
deflector  provided  with  peripheral 
springs,  or  the  same,  or  the  slits,  (A, 
A),  and  the  rest,  (D,)  made  concavo- 
convex,  and  provided  with  an  annular 
groove  or  lip  at  the  bottom,  for  sup- 
porting the  chimney,  the  whole  being 
substantially  as  described  or  repre- 
sented." The  specification  descrihed 
the  main  purpose  of  the  invention  to 
be  not  only  to  keep  the  lower  part  of 
the  glass  chimney  of  the  lamp  cool, 
so  that  it  might  readily  be  removed 
by  the  hand,  but  also  to  support  the 
chimney  without  the  use  oi  a  spring 
catch  or  other  devices  such  as  are 
ordinarily  used.  The  distinguishing 
feature  of  the  invention  claimed  was 
the  burner,  with  its  chimney -rest,  a 
deflector  having  peripheral  springs, 
to  sustain  the  chminey  without  the 
aid  of  a  catch  or  screw,  and  with  air 
passages  operating,  when  In  use,  to 
keep  me  lower  part  of  the  chimney 
cool,  and  tending,  by  that  means, 
and  by  the  greater  elevation  of  the 
flame,  to  prevent  the  lower  portion 
of  the  burner  and  top  of  the  reser- 
voir from  becoming  unduly  heated. 

Vol  IX— 88 


The  burner  alone,  or  the  burner  at- 
tached to  the  reservoir,  was  useless 
without  a  chimney,  and  a  chimney 
was  useless  without  a  burner.  The 
defendants  made  and  sold  burners 
substantially  like  the  patented  in- 
vention, but,  although  they  used  such 
burners  with  chimneys  placed  there- 
in, to  exhibit  the  burners  to  custom- 
ers, they  did  not  make  or  sell  the 
chimneys:  Held,  that  the  claim  of  the 
patent  was  a  claim  to  the  burner  in 
combination  with  the  chinmey.  Wal- 
lace v.  Holmes,  66 

87.  Held,  also,  that  the  defendants  mnst 
be  regarded  as  active  parties  in  the 
whole  infringement,  by  making  and 
selling  the  burner  to  be  used  with 
the  chimney.  id. 

(8.)  Waterburp  Brass  Co. — Brass- 
kettle. 

88.  The  two  re-issued  letters  patent 
granted  to  the  Waterbury  Brass 
Company,  May  24th,  1870,  as 
assignees  of  Hiram  W.  Hayden,  the 
inventor,  one  for  an  "  improvement 
in  machine  for  making  kettles,"  and 
the  other  for  an  "  improvement  in 
brass-kettles,"  are  valid.  Waterburi/ 
Brass  Co.  v.  Miller,  77 

89.  The  first  named  patent  is  for  a  ma> 
chine,  and  tlie  other  patent  is  for  the 
product  oi  the  process  wrought  by 
such  machine,  tne  machine  and  the 
process  being  described  in  the  same 
terms  in  each.  id. 

40.  The  plaintiff's  machine  consisted  of 
an  engine  lathe,  a  form,  a  clamp,  and 
other  devices,  and  an  adjustable  tool- 
carriaee,  sustaining  and  guiding  a 
burnisning  or  spinning  tool  in  a  defi- 
nite, prescribed  path,  pressing  the 
tool  against  the  disk  of  metal  oper- 
ated upon,  the  tool-carriage  being 
moved  by  a  screw  connected  by  a 
gear  wheel  with  the  power  moving 
the  lathe.  The  defendant's  machine 
was,  in  substance,  in  all  respects,  like 
the  plaintiff's,  except  that  the  tool 
carriage  was  moved  by  a  rod  con- 
nected with  a  cam  acted  on  by  a  gear- 
wheel actuated  through  a  crank  by 
the  hand  of  a  worknuiq :  Held,  that 
'this  was  not  an  essential  difference,  id. 
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41.  The  words,  *'  sabstantially  as  de- 
scribed and  shown/'  in  the  claim  of 
the  patent,  held  to  relate  only  to  ma- 
terial tefttures  of  the  combination 
specified,  to  be  ascertained  by  con- 
sidering the  purpose  of  the  machine, 
and  what  are  the  elements  of  the 
combination  which  constitute  its  dis- 
tinctive character,  and  are  effective 
in  producing  the  peculiar  result  for 
which  the  contrivance  is  made.      id. 


(4.)    Wooleocks — Speaking-tube  whistle. 

42.  The  first  claim  of  the  letters 
patent  granted,  May  24th,  1870,  to 
Thomas  J.  Wooleocks,  for  an  "  im- 
provement in  speaking  -  tube 
whistles,"  namely,  "  In  combination 
with  the  cylindrically  formed  barrel 
A,  the  stem  F,  having  the  reacting 
spring  6  attached  to  it,  and  operat- 
ing on  the  outside  of  the  barrel,  as 
hereinbefore  described,  and  for  the 
purposes  set  forth,"  is  infringed  by  a 
combination  consisting  of  the  barrel, 
stem,  and  spring,  the  spring  being 
attached  to  the  stem,  and  operating 
on  the  outside  of  the  barrel,  and  the 
barrel  being  octa^^onal  instead  of 
cylindrical,  the  conioination  being,  in 
all  other  respects,  the  same,  and  the 
octagonal  form  possessing  all  the  ad- 
vantages of,  and  being  the  equivalent 
of,  the  cylindrical  form,  as  contra- 
distinguished from  the  previous 
square  form.     Woolcockn  v.  Many, 

139 

43.  The  first  claim  of  the  reissued 
letters  patent  granted  to  Luke  Tay- 
lor, October  19th,  1869,  for  an  "im- 
proved mop-head,"  the  original  let- 
ters patent  having  been  granted  to 
him  February  15tli,  1859,  and  re- 
issued November  10th,  1868,  and 
again  reissued  November  24th,  1868, 
namely,  "  In  a  mop-head,  in  which 
the  cross-head  or  stationary  jaw  is 
attached  permanently  and  immova- 
bly to  the  handle,  operating  the  mov- 
able jaw  or  binder  by  means  of  a 
tubular  screw  or  socket  fitted  in  the 
handle,  and  having  its  screw-thread 
on  its  exterior,  in  combination  with 
a  nut  encompassing  the  screw  and 
connected  with  the  movable  jaw,  so 
as  to  operate  substantially  as  shown 
and  described,"  is,  in  substance,   a 


claim  for  the  described  devices,  ar- 
rangement, and  organization  for 
operating  the  movable  jaw  of  a  mop- 
head,  in  which  the  cross-head  or 
stationary  jaw  is  attached  perma- 
nently and  immovably  to  the  handla 
by  means  of  the  screw  formed  on  the 
exterior  of  the  collar  described  in 
the  specification,  so  fitted  to  and 
fixed  upon  the  handle  as  to  revolve 
therein  without  longitudinal  motion, 
in  combination  with  a  nut  encom- 
passing the  screw  and  connected 
with  the  movable  jaw,  so  as  to 
operate  substantially  as  shown  and 
described  in  the  specification.  Tay- 
lor V.  Garretson,  156 

44.  The  mere  substitution  of  a  mechan- 
ical equivalent  or  equivalents  for  one 
or  more  of  the  elements  constituting 
the  combinations  and  organizations 
thus  claimed,  or  any  merely  formal 
or  fraudulently  evasive  change  in 
the  parts  or  arrangement  embraced 
in  the  claim,  will  not  relieve  a  party 
from  liability  as  an  infringer.         id, 

46.  The  second  claim  of  the  said  re- 
issued patent,  namely,  "  In  a  mop- 
head,  in  which  the  movable  jaw  or 
binder  is  operated  through  the  me- 
diurn  of  a  screw-nut  or  collar,  by 
means  of  thumb-ears  attached  to  or 
formed  with  the  said  screw-nut  or 
collar,  placing  the  said  ears  outside 
the  yoke  or  bow  of  the  movable 
jaw  or  binder  aforesaid,  as  herein  de- 
scribed, for  the  purpose  set  forth," 
is ,  in  substance,  a  claim  to  the  inven- 
tion of  the  described  location  and 
u-e  of  the  thumb-ears  attached  to 
the  tubular  screw  or  collar,  with  a 
screw  on  its  exterior,  constructed 
and  operated  substantially  as  de- 
scribea,  in  a  mop-head  in  which  its 
movable  jaw  is  operated  through  the 
medium  of  such  tubular  screw  or 
collar,  with  screw-threads  on  its  ex- 
terior, in  connection  with  a  proper 
nut  encompassing  and  acting  with 
such  screw.  id, 

46.  A  mop-head  constructed  in  accord- 
ante  with  the  description  contained 
in  letters  patent  granted  to  Oliver  S. 
Garretson,  August  13th,  1867,  for  an 
"  improved  mop-head,"  is  not  an  in- 
fringement of  the  said  reissued  patent 
to  Taylor,  as  it  does  not  contain  Tay- 
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lop's  revolving  collar,  wiUi  a  screw- 
threaded  exterior,  or  any .  mechani- 
cal equivalent  therefor.  id. 

( 5. )  Stainihorp —  Candle-machine. 

47.  The  first  claim  of  the  letters  patent 
granted  to  John  Stainthorp^  March 
6th,  1865,  for  an  "  improvement  in 
machines  for  making  candles,"  name- 
ly, "  The  employment  of  the  pistons, 
D,  D,  formed  at  their  upper  ends 
into  moulds  tor  the  tips  of  the  can- 
dles, in  combination  with  stationary 
candle-moulds,  to  throw  out  the  can- 
dles in  a  vertical  direction,  substan- 
tially as  herein  set  forth/'  is  in- 
fringed by  a  machine  in  which  the 
piston  has  a  flat  end,  and  moulds  a 
candle  with  a  flat  end,  instead  of  a 
convex  tip,  provided  the  piston  is 
used  in  combination  with  the  sta- 
tionary mould,  to  throw  out  the 
candle  in  a  vertical  direction,  as 
described  in  the  specification.  Thay- 
er y.  Wales,  170 

48.  The  said  letters  patent  are  valid,  id. 

(6.)  Shaw — Smut-mill. 

49.  The  third  claim  of  the  reissued 
letters  patent,  No.  3,794,  granted  to 
Daniel  Shaw,  January  11th,  1870,  for 
an  improved  smut  mill  and  separator 
(the  original  patent  having  been 
granted  to  him  April  6th,  1852,  and 
reissued  November  8d,  1863,  and  ex- 
tended April  6th,  1866),  namely,  "In 
combination  with  a  smutter  or  scour- 
er, and  a  suction  fan,  both  arranged 
on  and  driven  by  the  same  shaft,  and 
an  air-trunk  for  directing  the  course 
of  the  blast,  a  regulator,  for  changing 
the  force  or  volume  of  the  current  of 
air,  without  changing  the  speed  or 
motion  of  the  smutting  or  scouring 
cylinder,  substantially  as  described,^' 
is  limited  to  a  combination  in  which 
a  tight  smutter  or  scourer  is  employ- 
ed, and  does  not  cover  a  combination 
in  which  an  open  scourer  is  employ- 
ed.    K9WZ  V.  Murtha,  206 

60.  The  general  words  of  the  claim  are 
to  be  construed  as  limited  by  any 
particular  description  found  in  the 
specification.  id. 

61.  Reasons  stated  why  such  third 
claim  is,  probably,  invalid.  id. 


62.  The  fifth  claim  of  the  patent,  name- 
ly, "  The  arranging  of  the  smutter  or 
scourer  and  the  suction  separating 
fan  within  or  between  the  legs  of  the 
blast  or  air-trunk,  in  which  the 
entire  separation  is  made,  and  which 
passes  over  or  around  them,  for  the 
purpose  of  economizing  space,  and 
cheapening  the  construction  of  the 
machine,  substantially  as  described,** 
is  void,  as  covering  no  patentable  in- 
vention,  id, 

(7.)  Kittle — Spring-mattress. 

68.  Xhe  first  claim  of  the  re-issued 
letters  patent  granted  to  Samuel  P. 
Kittle,  October  17th,  1865,  for  a 
"  sprin^-mattresB,"  (the  original 
patent  naving  been  granted  to  him 
November  8th,  1864),  namely,  "The 
combination  of  the  two  parts.  A  and 
A',  and  an  intervening  portion  of 
the  sides  of  the  box  of  a  oox-spring 
mattress,  having  Ihe  cases  contain- 
ing the  stuffing  attached  to  the  said 
sides,  the  said  parts  A,  A',  and  the 
intervening  portion,  being  connected 
to  each  other  by  hinges,  the  joints  of 
which  are  located  twice  the  distance 
apart  of  the  thickness  of  the  stuffing, 
substantially  as  herein  above  set 
forth,"  is  infringed  by  a  mattress  in 
which  the  sides  of  the  box  are  divid- 
ed into  five  parts,  in  such  manner 
that  the  mattress  contains  the  combi- 
nation covered  by  said  third  claim, 
introduced  twice,  once  at  each  end  of 
the  mattress.    KitHe  v.  Frost,       214 


54.  The  said  patent  is  valid. 


id. 


56.  E.,  the  inventor,  in  April,  1863, 
after  making  the  invention,  ogreed 
in  writing  with  P.,  to  assign  to  F.  an 
undivided  one-half  interest  under  the 
patent  when  it  should  be  issued,  in 
and  to  certain  specified  territory,  on 
condition  that  F.  should  perform  all 
of  the  covenants  on  his  part  in  the 
agreement,  which  were  numerous, 
and  concerned  principally  the  mak- 
ing and  selling  of  mattresses. 
Among  them  were,  however,  cove- 
nants, that  F.  should  pay  "  all  neces- 
sary expenses  of  procuring  a  patent  ** 
for  the  invention,  advancing  the 
same  as  it  should  be  required,  $80  of 
it  to  be  advanced  before  May  30th, 
1863,  and  that  F.  should  "  be  at  the 
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risk  of  all  the  expeoBes  arising  id  the 
prosecution  of  the  case  for  a  patent " 
on  the  invention.  In  Jnne,  1864, 
when  the  application  for  the  patent 
was  ready  to  be  filed,  F.,  at  the  re- 

Jjuest  of  K,  paid  to  E.  115,  as  the 
ee  to  be  paid  at  the  Patent  Office  on 
filing  the  application.     It  was  filed. 
Snbsequently,  E.  notified  F.  of  his 
(F.'s)  failure  to  perform  many  of  his 
coTenants,  and  demanded  a  compli- 
.    an ce  with  all  of  them.      Two  days 
after  the  patent  was  granted,  E.  noti- 
fied F.  that  all  his  rights  under  the 
agreement  were  forfeited,  and  that  he 
must  not  make  any  toattresses  under 
the  patent      The  paities  then  met, 
and  jC.  renewed  the  notice,  and  F., 
with  a  view  to  a  settlement  of  his 
pecuniary  transactions  with  K.,  under 
the  agreement,  presented  to  E.  a  bill, 
which  contained,  as  a  debit  against 
E.,  the  said  item  of  $15,  as  **  adVanc- 
ed  on  patent :"     Beldj  that  this  was 
an  abandonment  by  F.  to  K,  with 
the  acquiescence  of  K.,  of  all  rights 
of  F.,  under  the  agreement,  to  an 
interest  in  tiie  patent.  tdL 

(8.)  Osbam  and  Vincent — Skirt-hoop. 

56.  The  letters  patent  granted  to  L.  A. 
Osbom  and  I.  J.  Vincent,  as  assign^ 
ees  of  Robert  J.  Mann,  the  inventor, 
June  22d,  1858,  for  an  "improve- 
ment in  skirt-hoops,"  are  vaUd,  so 
far  as  the  second  claim  is  concerned, 
namely,  "  Securing  the  hoop,  d^  to 
the  perpendicular  straps,  by  means 
of  small  clamps,  constructed  as  here- 
in described."  Doughty  v.  Day,    262 

57.  Although  the  specification  states 
that  the  nature  of  the  improvement 
which  is  the  subject  matter  of  the 
second  claim  consists  in  the  peculiar 
manner  of  fastening  the  hoops  /'  to 
the  perpendicular  straps  by  means  of 
a  small  clamp,  the  said  clamp  being 
made  with  teeth,  or  otherwise,**  yet, 
taking  the  drawings  and  the  descrip- 
tion together,  no  one  would,  from 
them,  use  clamps  without  teeth,  to 
fiisten  the  hoops  to  the  perpendicular 
straps.  id, 

58.  Increasing  the  number  of  teeth,  and 
adding  another  feature  to  the  clamp, 
while  it  still  has  teeth  which,  after 
passing  through  the  strap,  are  dinch- 


ed,  and  embrace  the  hoop,  is,  never- 
theless, an  infringement  of  the  said 
second  claioL  id, 

(9.)  Be  Forest  and  Gilbert—Bocp-Mrt. 

59.  The  claim  of  the  letters  patent 
granted  to  Thomas  B.  De  Forest  and 
Thomas  S.  Gilbert,  February  18th, 
1868,  for  an  "  improvement  in  springs 
for  hoop4kirts,"  namely,  "A  skirt- 
hoop,  formed  bv  enclosing  one  or 
more  wires  within  a  covering,  which 
not  only  envelopes  and  protects  the 
wire,  but  forms  an  edge,  A,  or  con- 
nection B,  substantially  as  and  for 
the  purposes  qsecified."  is  a  claim  to 
such  a  skirtrhoop  as  is  described,  as 
an  article  of  manufacture — a  akirt- 
hoop  capable  of  use  in  making  what 
is  known  as  a  hoop-skirt  Foung  v. 
Lippman,  277 

60.  The  invention  in  the  patent  is 
limited  to  a  skirt-wire  made  by  fold- 
ing the  fabric  over  one  or  more  wires, 
and  securing  it  by  sizing  or  glue  and 
pressure,  so  as  to  thus  enclose  the 
wire  or  wires  in  a  covering,  and  leave 
an  edge  of  the  fabric  on  the  one  wire, 
or  a  connection,  formed  by  the  fabric, 
between  the  two  wires,  so  as  to  admit 
of  attaching  the  skirt-wire  to  vertical 
tapes,  in  making  a  hoop-skirt        id. 

61.  The  securing  the  fabric  by  gluing 
it,  or  using  other  equivalent  adhesive 
substance,  in  contradistinction  to  se- 
curing the  fabric,  to  form  the  enclo- 
sure, by  weaving  around  the  wires, 
or  weaving  pockets,  in  which  to  in- 
sert the  wires,  being  cheaper,  and  an 
improvement  in  the  trade,  and  useful, 
is,  if  new,  patentable,  the  resulting 
fabric  being  a  different  article  from 
one  formed  by  weaving.       ^         id. 

62.  An  article  of  dress,  called  a  bustle, 
containing  wire  hoops,  each  of  which 
is  a  skirt^oop,  formed  by  enclosicg, 
by  means  of  glue  or  sizing  and  pres- 
sure, two  wires  within  a  covering, 
which  not  only  envelo))es  and  pro- 
tects the  wires,  but  forms  a  connec- 
tion between  them,  so  that,  while  the 
wires  are  confined  to  their  proper 

E laces  within  the  covering,  the  wire 
oop  or  spring  has  the  appearance  of 
being  made  from  a  much  broader 
wire  than  it  in  reality  is,  and  may  be 
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secured  to  the  vertical  tape  by  means 
of  a  metallic  fastening  passing  thronsh 
the  veriical  tape  and  the  material 
covering  the  spring,  is,  substantially, 
a  hoop-skirt,  of  a  diminished  siEe. 
and  the  making  and  selling  of  such 
bustles  is  an  infringement  of  said 
patent  id, 

68.  The  ownership  of  a  right  to  manu- 
fa^lture  covered  wire  for  springs  for 
skirts,  Qnder  a  patent  granted  to 
John  T.  Loft,  March  18th,  1860,  for 
an  "  improved  machine  for  covering 
the  springs  of  skeleton  skirts,"  con- 
fers no  right,  as  against  the  De  For- 
est and  Gilbert  patent,  to  make,  un- 
der the  Loft  patent,  the  covered  wire 
contained  in  such  bustle.  id, 

64.  Althouc'h  such  covered  wire  may 
be  made  ov  means  of  the  machinerv 
described  in  the  Loft  patent,  no  sucli 
wire  or  skirt-hoop  is  described  or 
shown  in  the  Loft  patent,  nor  is  the 
apparatus  of  that  patent  one  which 
necessarily  produces  nothing  else  but 
such  wire  or  skirt-hoop.  id. 

66.  The  fact  that  the  plaintiff  is  infring- 
ing the  Loft  patent,  by  using  the  Loft 
apparatus  to  make  skirt-hoops,  is  no 
ground  for  refusing  an  injunction 
against  the  defendant,  restraining 
him  from  infringing  the  plaintiff's 
patent  id, 

66.  A  provisional  injunction  was  dis- 
solved, on  evidence  showing  the  prior 
existence,  in  the  United  States,  of  the 
skirt-wire  of  the  patent,  specimens  of 
the  thing  known  before  being  pro- 
duced, id, 

(10.)  Jurgenun — Stem-setting  watch, 

67.  The  claims  of  the  re-issued  letters 
patent  granted  to  Juies  Jurgensen, 
April  11th,  1871,  for  an  "improve- 
ment in  stem-setting  watches,'*  the 
original  letters  patent  having  been 
granted  to  him  January  16th,  1867, 
namely:  "1.  A  stem-setting  watch, 
so  constructed  that  the  setting  mech- 
anism is  thrown  into  gear  by  turning 
down  the  pendent  ring  or  bow,  when 
the  front  cap  or  case  is  open,  substan- 
tially as  shown  and  described ;  2.  The 
combination  of  the  cap  or  guard,  £, 
with  the  pendent  bow,  C,  and  hand- 


setting  mechanism,  whereby  the  said 
cap,  while  closed,  is  made  to  prevent 
the  bow  from  throwing  the  hand-set- 
ting mechanism  in  gear,  substantially 
as  shown  and  described,"  are  infringe 
ed  by  watches  containing  mechanism 
constructed  in  accordance  with 
the  description  contained  in  letters 
patent  granted  to  Y.  J.  Magnin,  Gu6- 
din  <k  Co.,  as  assignees  of  James  Nar- 
din,  August  17th,  1869,  for  an  "im- 
provement in  stem-winding  watches.** 
Jurgensen  v.  Magnin,  •  294 

68.  Before  the  plaintiff's  invention,  no 
projection  on  the  bow  or  pendent 
ring  of  a  wateh  had  been  used, 
through  the  Turning  down  of  such 
bow,  to  actuate  a  slide,  to  throw  into 
gear  the  handrtuming  wheels,  and 
the  slide  had  never  been  placed  with- 
in  reach  of  any  such  projection ;  and 
the  plaintiff  was  the  nrst  to  dispense 
at  once  with  the  projection  of  the 
slide  outside  of  the  case,  and  with  the 
necessity  for  locking  it  by  a  pin,  by 
putting  it  within  the  closed  cover, 
and  making  it  impossible  for  the  pro- 
jection on  the  bow  to  move  it  with 
the  cover  closed.  id, 

69.  The  defendant's  arrangement  in- 
frin^s,  because  the  slide  does  not 
proiect  outside  of  the  case,  and  is 
within  the  cover,  when  the  cover  is 
closed,  so  as  to  be  thereby  protected 
from  accidental  contact  with  any- 
thing; and  because  the  slide  is  so 

E laced,  relatively  to  one  of  the  col- 
irs  on  the  bow,  that,  when  the  cover 
is  open,  and  the  bow  is  turned  over, 
the  collar  will  press  on  the  slide,  to 
effect  the  gearing  with  the  hand-turn- 
ing  wheels.  id. 

70.  In  both,  if  the  bow  is  turned  down, 
when  the  cover  is  open,  a  projection 
on  the  bow  presses  against  a  slide, 
which  bears  against  a  spring,  through 
the  compression  of  which  the  gearing 
is  effected  with  the  hand-turning 
wheels,  by  the  sliding  motion  impart- 
ed to  a  toothed  wheel  on  the  wind- 
ing-stem; and,  in  both,  when  the 
cover  is  shut,  such  gearing  cannot  be 
effected,  even  accidentally.  id. 

71.  It  makes  no  difference,  that  there  is, 
in  the  plaintiff's  arrangement,  a  larger 
quantity  of  mechanism,  and  that  the 
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plaintiff  places  the  slide,  and  the  pro- 
jection to  move  it,  within  the  stem, 
while  the  defendant  places  them  out- 
side of  the  stem,  and  that  the  defend- 
ant can  still  move  his  slide  by  hand, 
when  the  cover  is  open,  and  the 
plaintiff  cannot  so  move  his.  id. 

(11.)  Dudley  and  Clark — Hand^mirror. 

12.  The  letters  patent  granted  to  W.  U. 
Dudley  and  Lawrence  W.  Clark,  as 
assignees  of  W.  U,  Dudley,  the  in- 
ventor, July  2'7th,  1869,  for  an  **  im- 
proved hand-mirror,"  are  valid. 
Clark  V.  ScoU,  801 

73.  Tlie  claim  of  said  patent,  namely, 
*'  A  hand  or  portable  toilet  mirror, 
constructed,  substantially  as  de- 
scribed, of  a  base-piece,  P,  with  its 
handle-extension  piece  or  stiffener,  C, 
glass,  A,  and  outer  back  and  handle, 
D,  made  of  any  suitable  composition 
or  cement,  substantially  as  specified," 
covers  a  hand-mirror  made  of  a  ce- 
ment applied  in  a  plastic  state  and 
afterwards  hardened,  and  which  has 
in  it  two  flat  wires  or  strengtheners.. 
made  of  metal,  imbedded  in  the  ce- 
ment and  concealed  from  view,  and 
running  from  the  body  of  the  mirror 

Eart,  through  the  necK  and  into  the 
andle,  and  serving  to  stiffen  and 
strengthen  the  article,  particularly  at 
the  junction  of  the  handle  with  the 
body.  id. 

74.  The  brush  described  in  letters  pat- 
ent granted  to  J.  S.  Parsons  and 
George  A.  Scott,  as  assignees  of 
Alanson  C.  Esterbrook,  June  19th, 
1866.  for  an  "improved  brush," 
namely,  a  brush  in  which  the  bristles, 
inserted  through  a  perforated  plate, 
are  imbedded  and  held  firmly  in  a 
suitable  cement,  which  cement,  at 
thoo  same  time,  in  combination  with 
the  plate,  and  an  extension  of  the 
plate  into  the  handle,  forms  the  back 
and  handle  of  the  brush,  is  not,  as  a 
structure,  subsUmtially  the  same 
thing  as  the  hand  mirror  covered  by 
the  patent  to  Dudley  and  Clark,     id. 

76.  Such  hand-mirror,  as  an  article  of 
manufacture,  was  patentable,  as  dis- 
tinguished from  a  brush,  even  though 
the  backs  and  handles  of  the  two 
were  made  in  the  same  way,  there 


having  been  a  point  of  utility  and 
adaptability,  in  applpng  the  non- 
warping  property  of  the  back  and 
handle  to  rendering  the  glass  of  the 
mirror  free  from  liability  to  frac- 
ture, which  constituted  sufficient  in- 
vention to  su])port  a  patent  for  a 
mirror,  even  though  a  brush  with 
a  like  back  and  handle  had  existed 
before.  id. 

76.  Dudley,  at  the  time  he  applie  j^,  in 
August.  1866,  for  a  patent  for  the 
-hand-mirror,  also  applied,  as  inventor, 
for  a  patent  for  an  "  improvement  in 
brushes,"  with  this  claim,  namely, 
"  A  brush,  in  which  the  bristles  are 
inserted  through  a  perforated  plate 
or  holder,  imoedded  in  a  composi- 
tion or  cement  of  any  suitable  sub- 
stance, as  described,  which  cement 
shall,  in  combination  with  a  base- 
piece  and  stiffener  of  metal,  or  other 
material,  form  the  back  and  handle 
of  the  brush,  substentially  as  speci- 
fied." Both  of  the  applications  were 
rejected.  In  December,  1866,  he  as- 
signed to  a  corporation,  who  were  the 
real  defendants  in  this  suit,  all  his  in- 
ventions **  in  the  manufacture  of  com- 
position brush  backs  and  handles, 
with  suitable  strengtheners,"  and  all 
applications  for  a  patent  "  therefor," 
and  certain  apparatus  used  by  him 
''  in  said  manufacture,"  with  all  his 
useful  information  "  for  making  and 
selling  said  composition  brush  backs 
and  handles,"  "meaning  hereby  to 
transfer "  all  his  rights  "  to"  the 
manufacture  and  sale  of  said  com- 
position brush  backs  and  handles." 
The  applications  for  both  of  the  pat- 
ents were  pending  at  that  time :  Held, 
that  the  assignment  was  one  only  of 
the  invention  of  the  brush,  an<I  of 
the  application  for  the  brush  patent, 
and  did  not  carry  a  right  to  the  in- 
venjtion  of  the  hand-mirror.  id. 

77.  Dudley,  from  August,  1866,  until 
May,  1869,  did  nothing  further  to- 
wards obtaining  a  patent  for  the 
hand -mirror.  The  said  corporation 
put  into  the  market,  in  the  fall  of 
1867,  hand-mirrors  made  in  accord- 
ance with  Dudley's  invention.  Dud- 
ley did  not  know  that  fact.  His 
co-patentee,  Clark,  obtained  no  in- 
terest in  the  invention  until  April, 
1869:  Neld,  that  these  facts  coneti- 
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tuted  no  objection  to  the  validity  of 
the  patent.  id. 


{12.)  Jferriam  and  Chamberlin — Whip- 
socket. 

78.  The  claim  of  the  reissued  letters 
patent  granted  to  John  O.  Merriam 
and  Edwin' Chamberlin,  as  assignees 
o£  Charles  B.  Morehouse,  the  inven- 
tor, July  12th,  1870,  for  an  "im- 
provement in  whip-sockets,"  the 
original  patent  having  been  granted 
to  said  Morehouse  Februarv  6th, 
1866,  namely,  "  The  .whip-soclet,  B, 
having  permanently  attached  thereto 
the  stationary  jaw  or  clamp,  E,  in 
combination  with  the  detachable  jaw 

.  or  clamp,  G,  whereby  the  said  whip 
socket  may  be  fastened  to,  and  con- 
nected with,  the  dash-board  rod  of  a 
carriage  or  other  vehicle,  substan- 
tially in  the  same  manner  and  by 
the  means  herein  described  and  set 
forth,"  is  a  claim  to  a  whip-socket 
having,  at  the  top  and  bottom  there- 
of, metal  rings  or  flanges,  for  the 
purpose  of  giving  support  and 
strength,  with  a  stationary  jaw  of  a 
clamp  permanently  attached  thereto, 
and  a  detachable  jaw,  to  be  applied 
to  clasp  the  rod  of  the  dash-board, 
the  detachable  jaw  forming,  in  con- 
necti<5n  With  its  fellow,  a  mouth  or 
double  jaw,  which  can  be  slid  off  and 
upon  the  object  to  which  it  is  to  be 
fastened,  and  made  tight  thereon  by 
the  sinfi^le  screw  which  holds  its  outer 
end  to  its  fellow.     Merriam  v.  Drake, 

836 

79.  Such  form  of  clamp  allows  the  whip- 
socket  to  be  made  fast  to  the  dasn- 
board  rod  without  perforating  the 
leather  thereof.  id. 

80.  Such  claim  is  not  iniringed  by  a 
whip-socket  which  has  no  rings  or 
flanges,  and  has  a  substantially  differ- 
ent clamp,  requiring  the  perforation 
of  the  leather  of  the  dash-board  to 
admit  of  its  application  thereto,     id. 

(13.)  Platt—ButUm. 

81.  The  letters  patent  granted  to  Clark 
Bl  Piatt,  July  10th,  1866,  for  an 
"  improvement  in  buttons,"  are  valid. 
Piatt  V.  U.  8.  Button  Co..  342 


82.  The  claim  of  the  patent,  "  The  but- 
ton, formed  of  a  single  piece  of  metal, 
with  the  edge  turned  over,  and  with 
one  central  hole,  as  a  new  article  of 
manufacture,  as  specified,"  covers  a 
button  formed  of  a  single  thickness 
of  metal,  with  the  edge  folded  over 
upon  the  body  of  the  metal,  and  with 
one  central  hole,  capable  of  being 
used  for  a  single  rivet  or  eyelet,  to 
fasten  the  button  to  the  garment,  id. 

83.  Such  button  is  not  anticipated  by  a 
button  havine  a  single  piece  of  metal 
and  the  folded  edge,  but  no  central 
hole ;  or  by  a  button  in  which  the 
edge  was  not  folded  over  upon  the 
body  of  the  single  piece  of  metal ;  or 
by  a  button  not  made  of  metal ;  or 
by  a  button  not  made  of  a  single 
piece  of  metal ;  or  by  a  button  made 
of  a  single  piece  of  metal,  with  its 
edge  folded  over  on  the  body  of  the 
metal,  and  with  two,  three  or  four 
holes,  so  as  to  be  attached  to  a  gar- 
ment by  sewing;  or  by  a  button 
made  of  more  than  one  piece  of  metal, 
in  which  the  edge  of  one  of  the  pieces 
of  metal  is  folded  over  upon  the  other 
parts  which  make  up  the  thickness 
of  the  button,  and  not  upon  itself,  id. 

(14.)  Dai/ — Electro-magnetic  telegraph. 

84.  The  second  claim  of  the  reissued 
letters  patent  granted  to  Samuel  F. 
Day,  March  23d.  1869,  for  an  "im- 
provement in  electro-magnetic  tele- 
graph," the  original  letters  patent 
having  been  granted  to  him  May 
24th,  1864,  namely,  "The  arrange- 
ment of  the  sounding  box,  C,  the 
lever,  D,  and  the  sounding  post,  G, 
of  a  magnetic  telegraph,  in  combina- 
tion with  each  other,  in  the  manner 
hereinbefore  described,  and  to  the 
effect  stated,"  is  void^  for  want  of 
novelty.  Day  v.  Banker^  and  Brok- 
er^ Telegraph  Co.,  346 

85.  The  combination  covered  by  such 
second  claim  is  one  which  is  capable 
of  being  used  either  in  a  local  current 
or  In  a  main  line  current,  and  is  not 
claimed  merely  when  used  where  a 
local  battery  is  dispensed  with,     id, 

86.  The  use  of  such  combination  in  a 
local  current  would  be  an  infringe- 
ment of  the  claim  ;  and  the  prior  use 
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of  the  arran^ment  in  a  local  current 
ie  an  answer  to  the  daim.  id. 

87.  The  combination  claimed  is  the 
arrangement  of  the  sounding  box, 
lever,  and  sounding  post,  relatively 
to  each  other,  so  that  the  blow  of  the 
armature  will  be  struck  directly  to- 
wards the  box,  so  as  to  produce  a 
vibration  of  the  box,  and  consequent 
sound,  by  direct  action,  and  so  that 
the  sound  produced  by  the  blow  will 
be  more  audible  than  if  the  blow 
were  not  struck  at  all  in  connection 
with  a  box  or  hollow  base,  but  were 
struck  in  connection  with  a  solid 
base,  or  were  struck  in  connection 
with  a  box  or  hollow  base,  but  not 
directly  towards  it.  id. 

88.  Such  an  arrangement  existed  pre- 
viously, though  in  a  small  instrument 
used  only  in  a  local  current,  the  box 
and  the  magnet  being  small,  and  the 
sound  feeble ;  but,  the  absolute  parts, 
and  their  relative  arrangement,  and 
their  action,  and  their  effect,  remain- 
ing the  same,  it  required  no  inven- 
tion to  make  the  box  larger,  to  pro- 
duce more  sound,  so  as  to  use  it  in  a 
longer  circuit,  with  a  larger  and 
heavier  magnet.  id. 


(15.)  Heaton — Armor  for  skips, 

89.  The  letters  patent  granted  to 
Cliarles  W.  S.  Heaton,  April  14th, 
1868,  for  an  "improved  defensive 
armor  for  ships  and  other  batteries," 
are  void  for  want  of  novelty.  Webb 
V.  Quintard,  862 


90.  In  1861,  a  description  and  draw- 
ings were  published  in  a  printed 
publication,  in  England.  From  those, 
the  United  States,  in  1868,  caused  to 
be  coostmcted  and  placed  on  a  ves- 
sel, armor  like  that  claimed  in  the 
patent  of  Heaton,  one  of  such  draw- 
ings being  practically  the  same  thing 
as  the  armor  placed  on  such  vessel. 
Heaton  conceived  the  idea  of  his 
armor  in  1856.  In  1858,  he  experi- 
mented, by  firing  a  pistol  at  small 
pieces  of  wood  and  iron.  He  made 
no  experiments  from  the  fore  part  of 
1859  till  the  latter  part  of  1 861,  when 
he  began  to  make  a  model  of  a  war 
vessel,  which  he  completed  early  in 


1862.  The  first  trial  he  made  with 
real  armor  was  in  1863:  ^e^c^,  that 
Heaton  did  not  make  his  invention 
before  the  date  of  the  English  pub- 
lication, id 

91.  A  printed  publication  is,  by  the 
6th,  7tb,  and  15th  sections  of  the  Act 
of  July  4th,  1836,  (6  U.  8.  Stat,  at 
Large,  119,  123,)  put  on  the  same 
footing  with  a  patent  taken  out  at  the 
time  of  the  publication ;  and,  regard- 
ing the  English  publication  as  a  pat- 
ent, it  was  not  unjustly  obtained  for 
that  which  had  before  been  invented 
by  Heaton,  who  was  using  reasonable 
diligence  in  adapting  and  perfecting 

92.  Heaton  did  not  make  his  invention 
until  he  made  his  model,  and  he  did 
not  beg^  to  make  that  until  after  the 
English  publication  had  been  ^ade. 

98.  A  previous  conception  of  the  possi- 
bility of  accomplishing  what  the 
English  publication  makes  known, 
was  not  enough.  There  must  have 
been  a  reduction  of  the  idea  to  prac- 
tice, and  an  embodiment  of  it  in 
some  distinct  form.  tdL 


(16.)  Sawyer — Putting  up  powders. 

94.  The  reissued  letters  patent  granted 
to  Henry  Sawyer,  October  1st,  1867, 
for  an  "  improvement  In  putting  up 
powders,  dc,"  which  claim,  as  a  new 
article  of  manufacture,  "a  package 
or  case,  which,  when  made  with  dis- 
tributing holes,  and  filled,  is  cemented 
by  the  wax  or  wafer,  as  set  forth," 
do  not  claim  any  patentable  inven- 
tion.    Sawyer  v.  Bixby,  861 

• 

95.  The  invention  claimed  is  a  small 
cylindrical  box,  perforated  at  the  end 
with  holes,  and  having  the  perfora- 
tions closed  by  wax,  or  wafer,  or 
paper  pasted  on,  to  retain  the  con- 
tents, while  the  box  is  being  trans- 
ported, the  wax  or  wafer  being  re- 
moved, or  the  paper  punctured,  when 
it  is  desired  to  permit  the  contents  to 
pass  through  the  holes.  id. 

96.  Everything  in  such  invention,  both 
in  means  and  in  result,  was  old.    id^ 


INDEX. 


601 


(17.)  Warth — Stop^alve  for  petroleum 
packages. 

97.  The  letters  patent  granted  to  Albin 
Warth,  April  19th,  1870,  for  an  im- 
provement  in  stop-yalves  for  petro- 
leum packaj^es,  make,  in  each  one  of 
their  two  claims,  a  cup-shaped  disk, 
a  material  part  of  the  mvention,  such 
disk  being  a  valve-seat  for  a  yalve, 
and  having  the  effect,  by  reason  of 
being  cup-shaped,  to  sink  the  valve 
within  the  package,  so  that  there 
shall  be  no  P&rt  projecting  outside. 
Meumer  v.  ^evoe  Mjg,  Co.,  868 

98.  The  cup-shaped  form  of  the  disk  is 
made,  by  the  specification  and  claims, 
an  essential  part  of  the  invention,  id. 

99.  Such  patent  is  not  infringed  by  a 
stop-valve  of  convex-form,  not  sus- 
pended below  the  surface  of  the  pack- 
age, though  in  other  respects  con- 
structed like  the  patented  arrange- 
ment, id, 

(18.)  Smith^Corded  elastic  fabric. 

100.  The  reissued  letters  patent  granted 
to  William  Smith,  June  80th,  1868, 
division  B,  for  an  "  improvement  in 
corded  elastic  fabrics,"  the  original 
letters  patent  having  been  granted  to 
him  April  5th,  1858,  and  subse- 
quently extended,  are  void  for  want 
of  novelty.    Stnith  v.  £Uiott,        400 

101.  The  claim  of  such  reissued  patent, 
namely,  "  The  corded  fabric,  sub- 
stantially as  hereinbefore  described, 
in  which  the  cords  are  elastic,  and 
are  held  between  the  upper  and  under 
weft  threads,  and  separated  from 
each  other  by  the  interweaving  of 
the  upper  and  under  weft  threads 
with  the  warp  threads,  in  the  spaces 
between  the  cords,  and  only  there, 
substantially  as  above  shown,"  is  an- 
ticipated by  a  like  fabric  which 
existed  before,  although  not  woven 
of  a  width,  or  fineness,  or  elasticity, 
suitable  to  be  used  for  the  gores  of 
boots,  and  not  so  used,  and  fdthough 
the  fabric  introduced  by  the  patentee 
possessed  the  qualities  which  fitted 
it  to  be  used  for  the  gores  of  boots, 
and  it  was  so  used,  and  displaced 
other  elastic  fabrics  before  need  for 
that  purpose.  id. 


102.  The  fabric  not  being  new,  its  ap- 
plication to  a  new  use  was  not  inven- 
tion, id. 

(19.)  TXlghman —  Cutting  and  engraving 
stone,  <bc. 

108.  The  letters  patent  granted  to  Ben- 
jamin C.  Tilgnman,  October  18th, 
1870,  for  an  "improvement  in  cutting 
and  engraviufi^  stone,  metal,  ^lass, 
Ac,"  are  valid.     Tilghman  v.  Morse, 

421 

104.  The  use,  for  ornamenting  the  sur- 
faces of  glass  and  metal,  of  the  pro- 
cess described  in  letters  patent 
granted  to  George  F.  Morse,  "NoYemr 
ber  21st,  1871,  for  an  "improvement 
in  the  ornamentation  and  dressing  of 
the  surfaces  of  glass  and  other  sub- 
stances," is  an  infringement  of  the 
first  claim  of  the  said  patent  to 
Tilghman,  which  is,. "The  cutting, 
bonng,  grinding,  dressing,  engrav- 
ing, and  pulverizing  of  stone,  metal, 
glass,  pottery,  wood,  and  other  hard 
or  solid  substances,  by  sand  used  as 
a  projectile,  when  the  requisite  ve- 
lodty  has  been  artificially  given  to  it 
by  any  suitable  means."  id. 

105.  The  word  "artificially,"  in  such 
claim,  and  throughout  the  specifica- 
fion  of  the  Tilghman  patent,  covers 
the  falling  of  sand  through  a  vertical 
tube,  high  enough  to  enable  the  sand 
to  acquire  sufiicient  velocity  to  do  its 
work.  trf. 

106.  Such  claim  is  a  claim  for  a  pro- 
cess or  art.  id. 

107.  The  invention  of  Tilghman  con- 
sists in  the  discovery,  that  a  stream 
of  sand,  driven  with  sufficient  veloc- 
ity to  cause  the  grains  of  sand, 
through  their  own  velocitu  and  mo- 
mentum, to  act  as  projectiles  against 
the  article  to  be  cut  or  dressed,  will 
do  the  work'  effectually,  without  any 
vehicle  to  carry  the  sand  into  contact 
with  the  article,  and  without  any  con- 
tact between  anything  and  the  article, 
except  the  sand.  id, 

108.  Such  invention  was  not  anticipated 
by  a  process  in  which  sand  or  emery 
was  rubbed  against  the  surface  of 
glass  by  the  wires  of  a  rotating  wire- 
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brash ;  or  by  the  use,  on  a  locomotive 
engine,  of  a  stream  of  sand,  combined 
with  a  jet  of  steam,  to  drive  cows  from 
the  track  of  a  railroad.  id. 

(20.)  Buerk — Watchman*  s  time-detector. 

« 

109.  The  reissued  letters  patent  granted 
to  Jacob  £.  Buerk,  as  assignee  of  John 
Burk,  the  inventor,  March  8th,  18^0, 
for  14  years  from  October  29th,  1856, 
for  an  "  improvement  in  watchman's 
time-detectors,''  the  original  patent 
having  been  granted  to  Buerk,  Jan- 
uary 1st,  1861,  for  14  years  from  that 
day,  and  reissued  to  him,  August  22d, 
1866,  for  the  residue  of  such  last- 
named  term,  are  valid.  Buerk  v.  Val- 
entine, 479 

110.  Burk  having  obtained  in  France, 
October  29th,  1856,  a  patent  for  his 
invention,  it  was  proper  to  correct,  by 
a  reissue,  the  error  in  granting  the 
patent  in  the  United  States  otherwise 
than  for  14  years  from  that  date.  id. 

111.  Making  a  prior  device,  which  will 
serve  the  like  useful  purpose,  is  not 
necessarily  anticipating  an  invention. 
Where  the  mechanical  means  em- 
ployed are  different,  and  the  mechan- 
ical result  ie  different,  one  does  not 
anticipate  the  other.  id. 

112.  Whether  the  letters  patent  granted 
to  Jacob  E.  Buerk,  as  inventor,  June 
6th,  1865,  for  an  improvement  on  the 
time-detector  described  in  the  said 
patent  of  1856,  are  valid,  (^uere.     id. 

113.  The  defendant's  apparatus  held  to 
be  an  infringement  of  the  plaintiff's 
patent,  where  its  mechanical  con- 
struction was  the  same  in  all  that 
constituted  the  principle  or  mode  of 
operation  -of  the  plaintiff's  apparatus, 
and  gave  it  efficiency  in  securing  the 
object  of  the  invention.  id. 

(21.)  Biair — Ruhher-head  for  lead-pen- 
cils. 

114.  The  letters  patent  granted  to  J.  B. 
Blair,  July  23d,  1867,  for  a  rubber- 
head  for  lead-pencils,  the  claim  of 
which  is,  "  An  elastic,  erasive  pencil- 
head,  made  substantially  in  manner 
as  described,"  are  void,  R'uhber  Tip 
Pencil  Co.  v.  Howard,  49U 


116.  The  claim  is  one  to  a  piece  of 
india-rubber  with  a  hole  in  it,  and  is 
invalid,  for  want  of  invention.        id. 

(22.)   The  Modena  Hat  Co.— Fabric  for 

hats. 

116.  The  reissued  letters  patent  granted 
to  the  Modena  Hat  Company,  as  as- 
signees of  Henry  Loewenbeig,  the 
inventor,  April  30th,  186*^,  for  an 
**  improved  fabric  for  hats,  bonnets, 
&c.p  on  the  surrender  of  original  let- 
ters patent  granted  to  said  Loewen- 
berg,  February  28th,  1865,  the  claim 
of  such  reissue  being, "  The  new  com- 
pound fabric,  hereinbefore  described, 
naving  substantially  a  foundation  of 
interlaced  threads,  and  a  surface  com- 
posed of  fibrous  material,  stiffened  by 
gelatinous  matter,  and  consolidated 
by  pressure,"  are  not  infringed  by  the 
use,  as  a  fabric,  of  muslin,  having  in- 
terlaced threads,  but  no  surface  of 
fibrous  material,  either  as  part  of  the 
fabric  or  artificially  applied.  Bald- 
win V.  Schidtz,  494 

(28.)  Kendall  and  Trested — Coati-ng  for 

hate. 

117.  The  letters  patent  granted  to  John 
L.  Kendall  and  R.  H.  Trested,  Feb- 
ruary 9th,  1869,  for  an  "improved 
compound  for  coating  textile  fabrics 
for  manufacture  of  hats  and  bonnets," 
the  claim  of  such  patent  being  for  a 
compound  composed  of  white  French 
zinc,  or  its  equivalent,  or  lead,  ground 
in  a  colorless  and  inodorous  ou,  such 
as  castor  oil,  and  collodion,  made  by 
dissolving  in  ether  gun-cotton  satu- 
rated %vith  alcohol,  are  not  infringed 
by  the  use  of  a  compound  not  contain- 
ing oil  or  collodion,  but  containing 
zinc  white,  starch,  glue,  glycerine, 
and  damar.     Baldwin  v.  Schuliz,  494 

« 

(24.)  Blake— Bonnet. 

118.  In  the  claim  of  the  letters  patent 
granted  to  S.  A.  Blake,  December 
24th,  1861,  for  an  "  improvement  in 
bonnets,"  namely,  "  A  bonnet,  cap,  or 
other  head  covering,  the  body  of 
which  is  made  of  two  or  more  thick- 
nesses of  muslin,  or  other  suitable  fab- 
ric, shaped  or  formed  with  a  series  of 
raided  or  embossed  stripes,  in  imita- 
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tion  ot  straw,  or  other  braid,  by 
means  of  suitable  dies,  in  the  manner 
herein  set  forth,"  the  word  "  body " 
means  a  part  of  the  bonnet  which  does 
not  include  the  tip  or  crown-piece  of 
the  bonnet,  and  means  that  part  of 
the  bonnet  to  which  the  tip  is  united, 
in  the  finished  bonnet.  BcUdwm  v. 
SchuUz,  494 

119.  According  to  the  description  in 
the  specification  of  the  Blake  patent, 
the  product  of  the  action  of  the  dies 
is  the  completed  body  of  a  bonnet,  em- 
bossed in  imitation  of  straw,  and  fit 
for  use  as  the  body  of  a  bonnet,  in  the 
shape  given  to  it  by  the  dies,  and  with- 
out further  ornamenting  or  covering 
its  surface,  and  is  not  merely  a  frame, 
or  carcass,  or  skeleton,  requiring  to 
be  afterwards  covered  or  ornamented, 
to  make  its  exterior  surface  so  comely 
and  presentable  as  to  be  salable  as  a 
bonnet,  and  is  not  merely  a  fabric 
having  the  completed  exterior  surface 
necessary  in  the  bonnet  salable  as 
such,  but  not  shaped  into  its  ultimate 
shape  by  dies,  and  requiring  further 
manipulation  to  put  it  into  such  ulti- 
mate shape.  id. 

120.  Tlie  proper  construction  of  the 
claim  of  that  patent  is,  that  it  claims 
a  bonnet  the  body  of  which  is  em- 
bossed in  imitation  of  straw  or  other 
braid,  by  dies,  which,  at  the  same 
time,  give  to  it  its  ultimate  shape, 
such  body  being  made  of  two  or  more 
thicknesses  of  muslin  or  other  suit- 
able fabric,  united  by  starch  or  other 
suitable  adhesive  and  stiffening  sub- 
stance, id, 

'121.  The  article  produced  according  to 
the  Blake  l^ivention  is  new  and  use- 
ful, an  improvement  in  the  trade,  and 
patentable.  id. 

122.  It  is  an  infringement  of  the  Blake 
patent  to  make  a  bonnet  of  three 
thicknesses  of  muslin,  united  by 
starch,  and  shaped  by  dies,  which,  at 
the  same  time,  emboss  it  in  imitation 
of  straw  braid,  although  a  coating  is 
put  on  the  muslin-frame  before  it  is 
subjected  to  the  final  action  of  the 
dies.  id. 

128.  A  hat  may  infringe  the  Blake  pat- 
ent, and  yet  be  seamless  throughout. 

id. 


124.  The  essence  of  the  invention  of 
Blake  patent  being,  that  the  product 
of  the  action  of  the  dies  to  which 
the  thing  is  last  subjected,  is  the  com- 
pleted body  of  the  bonnet,  embossed 
in  imitation  of  straw,  and  shaped  and 
readv  for  practical  use,  as  the  body 
of  a  bonnet,  without  further  covering 
or  ornamentation,  the  patent  is  in- 
fringed if  the  last  embossing  die  gives 
the  ultimate  shape  to  the  bonnet,  al- 
though such  dies  may  be  of  the  same 
shape  as  a  die  to  whose  shaping  ac- 
tion the  bonnet  has  been  previously 
subjected.  id. 

(26.)  Jenkiiu — Elastic  packing. 

125.  The  reissued  letters  patent  granted 
to  Nathaniel  Jenkins,  August  3d, 
1869,  for  an  "improvement  in  the 
manufacture  of  elastic  packing."  the 
original  patent  having  been  granted 
to  him,  as  inventor.  May  8th,  1866, 
are  valid.     Jenkins  v.  Johnson,     516 

126.  The  first  claim  of  that  patent, 
namely,  "An  elastic  packing,  com- 
posed of  at  least  four-tenths  of  finely 
pulverized,  refractory,  earthy  or 
stony  material,  intimately  mingled 
with,  and  held  together  by,  rubber 
prepared  for  vulcanizing,  and  then 
vulcanized,  as  and  for  the  purpose 
described,"  claims  a  packing,  into 
the  composition  of  which  there  enters 
at  least  fonr-tenths  of  refractory, 
earthy,  stony,  or  mineral  matter, 
which  must  go  in  in  a  pulverized 
state,  in  order  to  be  intimately  incor- 
porated with  the  india-rubber,  which 
serves  as  a  vehicle  to  hold  the  pow- 
der, the  compound  being  then  vul- 
canized, by  subjecting  it  to  heat,  in 
the  presence  of  sulphur,  and  the  re- 
sult oeing  a  packing  which  is  elastic, 
while  it  is  indestructible  by  heat.  id. 

(26.)  Jenkins — Steam  globe-valve. 

127.  The  letters  patent  granted  to  Na- 
thaniel Jenkins,  October  6th,  1868, 
for  an  improvement  in  steam  globe- 
valves,"  are  valid.  Jenkins  v.  John- 
son,  516 

128.  The  claim  of  that  patent,  namely, 
"The  arrangement  of  the  bearing 
surface,  /,  of  the  valve-head  and  the 
elastic  packing  held  in  an  annular 
recess  in  the  valve-head,  as  described. 
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with  the  valTe-seat,/\  and  the  raised 
seat,  /,  in  the  manner  as  shown  and 
specified,"  claims  the  arrangement  of 
an  annular  chamber  or  cnp,  contain- 
ing an  elastic  packing,  with  a  raised 
seat,  in  connection  with  the  two 
bearing  surfaces  outside  of  the  cup 
and  the  raised  seat,  the  whole  operat- 
ing in  the  manner  described.         id. 

129.  Such  invention  is  not  anticipated 
by  a  valve  consisting  of  a  raised  seat, 
and  a  metallic  receptacle  fitting  over 
it;  nor  by  a  valve  with  a  raised  seat, 
and  a  cup,  and  a  packing  of  lead  or 
tin  fused  into  the  cup.  id. 

(27.)  Sarven — Carriaffe-wheeh 

180.  The  specification^  of  the  original 
letters  patent  granted  to  J.  D.  Sar- 
ven, June  9th,  1867,  for  an  improved 
carriage-wheel,  discloses  two  devices 
^-one  consisting  of  spokes,  whereof 
a  part  are  tenoned  into  a  wooden  hub, 
and  a  part  are  in  wedge  form,  not 
thus  tenoned;  the  other  consisting 
of  flanged  collars  applied  to  the  huD 
and  the  spokes  therein,  whether  the 
spokes  are  constructed  in  the  manner 
last  named,  or  in  any.  other  manner, 
the  specification  pointing  out  the  ap- 
plication of  flanged  collars  to  a  wheel 
containing  the  ordinary  number  of 
spokes,'  in  which  it  is  probable,  at 
least,  that  the  extra  or  increased 
number  of  spokes  not  tenoned  into 
the  hub  are  omitted.     Sarven  v.  Hall, 

624 

181.  The  reissued  letters  patent  granted 
to  said  Sarven,  September  6tb,  1870, 
on  the  surrender  of  said  original 
patent  of  1867,  in  declaring  that  the 
invention  embraces  the  combination 
of  the  flanged  collars  with  a  wooden 
hub  into  which  the  spokes  are  ten- 
oned, without  including  the  wedge- 
form  spokes,  or  the  solid  bearing  of 
the  spokes  upon  each  other  exterior 
to  the  hub,  ao  not  embrace  a  device 
not  found  in  the  record  of  the  orig- 
inal patent.  id. 

132.  The  first  claim  of  said  reissued 
patent,  namely,   "A  carriage-wheel  | 
constructed  with  the   spokes    com- 
bined with  a  wooden  hub,  by  tenons 

.  entering  mortises  in  said  hub,  and 
with  each  other,  in  &uch  manner  that  i 


a  solid  belt  is  formed  around  the  said 
hub,  substantially  as  before  set  forth," 
is  limited  to  a  solid  belt  formed  by  al- 
ternating tenoned  spokes  with  wedge- 
formed  spokes  not  tenoned,  and  is 
not  infringed  by  a  wheel  in  which 
all  the  spokes  are  tenoned  into  the 
hub.  id, 

188.  The  second  claim  of  said  reissued 
patent,  namely,  '"A  carriaee-wheel 
constructed  with  a  mortised  wooden 
hub,  with  tenoned  spokes,  and  with 
flanges  which  embrace  the  faces  of 
the  spokes  in  the  immediate  vicinity 
of  the  hub,  and  are  connected  togeth- 
er so  as  to  form  a  metallic  hand, 
through  which  the  spokes  extend 
into  the  mortises  in  the  wooden  hub, 
substantially  as  before  set  forth,"  is 
valid.  id, 

134.  Such  claim  is  not  a  claim  for  a 
mere  aggregation  of  devices.         id. 

186.  Such  claim  is  infringe  bv  a  wheel 
having  tenoned  spokes,  ana  a  wood- 
en htro,  and  a  mortised  collar,  cast 
in  one  pieces  with  divisions  between 
the  mortises  for  the  several  spokes, 
and  with  tapering  sides  formed  to 
receive  the  spokes  driven  tightly 
therein,  and  give  them  endwise  bear- 
ings, id. 

186.  As  the  mortised  collar  performs, 
both  mechanically  and  practically,  in 
the  combination,  the  same  office  that 
is  performed  by  the  flanges  of  the 
plaintiff's  wheel,  it  is  none  the  less 
an  equivalent  therefor,  in  the  combi- 
nation, becasue  it  performs  an  addi- 
tional office,  not  performed  by  such 
flanges.  id. 

(28.)  Bamea — Corset-sprinff, 

187.  The  invention  described  in  re- 
issued letters  patent  granted  to 
Frances  L.  Barnes,  executrix  of,  &c, 
of  Samuel  H.  Barnes,  deceased, 
August  81st,  1869,  for  an  "improve- 
ment in  corset-springs,"  the  original 
patent  having  been  granted  to  said 
Samuel  H.  Barnes,  as  inventor,  July 
17th,  1866,  is  the  arrangement  in  a 
pair,  combined  by  clasps,  on  a  corset, 
of  two  springs,  each  spring  consist- 
ing of  two  metallic  plates  placed  one 
upon  another,  and  fastened  together 
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at  their  centres,  but  so  connected,  at 
or  near  each  end,  that  they  can  play 
or  move  upon  each  other  in  the  di- 
rection of  their  length,  and  be  pre- 
vented from  sliding  off  each  other 
laterally.      Bama  v.  Straus,      658 

188.  Such  arrangement  did  not  exist 
before  the  invention  of  Barnes.      id. 

189.  The  clums  of  such  reissued  patent 
are  valid,  and  claim,  under  the  ex- 
pression, "a  pair  or  set  of  corset 
springs,"  two  corset-springs  con- 
nectea  by  clasps,  each  spring  being 
constructed  as  above  mentioned,    to.' 

140.  The  invention  held  not  to  have 
been  anticipated  bv  a  carriage  spring 
which  existed  before,  or  by  a  single 
corset^rine  composed  of  two  plates, 
with  provision  for  play,  but  with  no 
means  for  combining  it  with  a  second 
spring.  id 

141.  The  combination,  consisting  of  the 
two  springs  connected  by  the  clasps, 
exists,  pro  ianto,  so  as  to  be  an  in- 
friogement,  when  the  springs  and 
clapps  are  made,  ready  to  loe  inserted 
in  a  corset.  id. 


PLEADING. 

1.  In  an  action  on  a  judgment  of  the 
Superior  Court  of  Chicago,  Illinois, 
the  declaration  averred  that  that 
Court  was  a  Court  of  general  juris- 
diction, duly  created  by  the  laws  of 
Illinois,  but  did  not  aver  that  that 
Court  had  jurisdiction  of  the  per- 
son of  the  defendant,  either  by  serv- 
ice of  process,  appearance,  or  other- 
wise: Held,  on  aemurrer,  that  the 
declaration  was  suflScient.  Tenney  v. 
Townsend,  274 

2.  A  plea,  without  a  conclusion,  is  no 
plea.     Wilkiruon  v.  Pomeroy,      613 

8.  A  plea  of  the  general  issue,  in  an 
action  for  breach  of  promise  of  mar 
riage,  may  be  treated  as  a  nullity, 
tmder  Rule  26  of  this  Court,  if  not 
accompanied  by  the  affidavit  and  the 
certificate  required  by  that  Rule,   id, 

4.  A  special  plea  in  such  an  action  may 
be  treated  as  a  nullity,  under  Rule  2y 


of  this  Court,  if  not  accompanied  by 
the  certificate  required  by  that  Rule. 

id. 

5.  Matter  pleadable  in  bar  in  such  an 
action,  if^  intended  to  show  that  the 
plaintiff  had  no  subsisting  cause  of 
action  when  the  suit  was  commenced, 
can  be  given  in  evidence  under  the 
general  issue.  id, 

6.  In  such  an  action,  evidence  of  acts 
of  misfeasance  immediately  connected 
with  the  cause  of  action,  or  evidence 
showing  an  equitable  defence  arising 
out  of  the  cause  of  action,  if  admis- 
sible at  all,  can  be  given  in  evidence, 
in  mitigation  of  damages,  under  a 
plea  of  Uie  general  issue.  {d, 

7.  In  such  an  action,  matter  in  a  plea, 
which  attributes  to  the  plidntiff  nab- 
itA,  disposition,  temper,  and  acts,  in 
such  wise  as  would  warrant  an  action 
for  libel  against  whoevei*  should  pub- 
licly make  such  charges  by  printing 
or  writing,  is  irrelevant,  imperti- 
nent, and  scandalous,  and  wul  be 
stricken  out,  on  motion.  id. 

See  Removal  of  Causes,  9. 

PRACTICE. 

1.  Where  this  Court,  after  the  waiver  of 
a  trial  by  jury,  tries  a  case  without  a 
jury,  it  is  not  required  to  make  a 
special  finding  upon  the  facts.  Foleom 
V.  Mercantile  Mutttal  Ina,  Co.,        201 

2.  The  testimony  in  a  suit  in  equity 
may  be  taken  orally,  in  open  Court. 
Jn  re  Clark,  872 

8.  In  a  suit  in  equity,  it  is  irregular  to 
swear  a  person  to  an  afiidavit  en- 
titled in  tne  suit,  before  the  bill  has 
been  filed.    Baldwin  v.  SchuUz,    494 

4.  On  an  application,  after  a  hearing  in 
a  patent  suit,  to  put  in  alleged  newly 
discovered  evidence,  it  must  be 
shown  that  the  party  could  not,  with 
reasonable  diligence,  have  obtained 
such  evidence  prior  to  such  hearing. 
Hitchcock  V.  Tremaine,  660 

See  Bankbuptot,  22,  27. 
Equity,  8  to  9. 
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See  Injunction. 
Lien,  8,  4. 
Paett. 

PAtBNT,  16,  22,  24  to  30. 
Pleading,  2  to  7. 
Removal  of  Causes,  2  to  6. 
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RECEIVER. 
See  Bankruftct,  43. 
REMOVAL  OF  CAUSES. 

1.  A  judgment  was  rendered,  in  a  State 
Court,  on  the  report  of  a  referee,  in 
fayor  of  the  plaintiff,  against  two  de- 
fendants. The  judgment  was  re- 
versed, and  a  new  trial  was  granted. 
.After   that,  one   of  the  defendants, 

before-  another  trial,  applied  to  the 
State  Court,  under  the  Act  of  July 
27th,  1866,  (14  U.  S.  J^at.  at  Large, 
306,)  for  the  removal  of  the  suit,  as 
against  him,  into  this  Court.  The 
State  Court  ordered  the  removal, 
holding  that  the  case  stood  for  trial 
as  if  no  former  irial  had  occurred. 
The  plaintifT  then  moved,  in  this 
Court,  that  the  cause  be  remanded  to 
the  State  Court:  Held,  that,  as  the 
Act  gave  the  ri^ht  of  removal  "at 
any  time  before  the  trial  or  final  hear- 
ing of  the  cause,''  the  cause  was  prop- 
erly removed.  Dart  v.  McKinney,  359 

2.  Form'  of  the  order  of  this  Court,  on 
the  filing  of  the  papers  from  the 
State  Court.  id. 

3.  In  the  case  of  a  removal,  by  one  of 
two  defendants,  under  the  said  Act 
of  1866,  after  the  cause  is  at  issue,  in 
the  State  Court,  on  pleadings,  there 
is  no  need  of  any  new  pleadings  in 
this  Court,  provided  they  are  in  a 
proper  shape  fpr  a  trial,  as  between 
the  plaintiff  and  such  defendant,    id. 

4.  An  action  was  removed  into  this 
Court,  from  a  State  Court,  as  against 
two  of  the  defendants,  under  the  Act 
of  July  27th,  1866,  (14  U.  S,  Stat,  at 
Large,  306).  After  the  record  of 
rem  )val  was  filed  in  this  Court,  the 
plaintiff  pleaded  anew,  setting  up,  in 
his  bill,  the  removal  of  the  cause. 
After  issue,  the  plaintiff  moved  to 
remand  the  cause  to  the  State  Court, 
on  the  ground  that  it  was  not  within 


the  Act :  Held,  that  it  was  too  late 
for  the  plaintiff  to  ask  that  the  cause 
be  remanded,  on  motion.  Carrivg- 
totiY.  Florida  R.  R,  Co.,  467 

5.  Before  the  removal  of  a  cause  into 
this  Court,  from  a  State  Court,  as 
against  two  of  the  defendants,  under 
the  Act  of  July  27th,  1866,  (14  U.  8, 
Stat,  at  Large,  306,)  an  injunction 
was  granted  in  it,  by  the  State  Court, 
on  a  full  hearing,  on  notice,  against 
such  defendants.  After  the  removal, 
they  moved,  in  this  Court,  to  dissolve 
the  injunction,  on  the  same  papers  on 
which  it  was  granted:  Held,  that 
leave  to  make  such  motion  must  be 
applied  for  and  obtained,  before  it 
could  be  made.  CarringUm  v.  Flor- 
ida R.  R.  Co.,  468 

6.  A  case  was  removed  into  this  Court, 
under  the  12th  section  of  the  Act  of 
September  24th,  1789,  (1  U.  8.  Stat, 
at  Large,  79,}  on  the  all^ation  that 
the  plaintiff  was  a  citizen  of  New 
York,  and  the  defendant  a  citizen  of 
Massachusetts.    The  plaintiff  moved 

.  to  remand  the  cause,  on  the  ground 
that  he  was  an  alien.  That  fact  was 
not  denied:  Held,  that  the  motion 
must  be  granted.    Galvin  v.  Boutwell, 

470 
REVENUE. 

See  Action. 
Lien. 

s 

SHERIFF. 

See  Bankruptcy,  8  to  10. 

SHIPPING. 
See  Collision. 
Damages. 
Jurisdiction. 
Lien. 

STATUTE  OF  LIMITATION. 

See  Bankruptcy  4,  6. 
Limitation. 


STATUTES  CITED. 
United  States. 


r. 


1789,  September  24th,  Judiciary^  128, 

199,  896,  470 
1789,  September  29th,  Practice,     .  198 
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1792, 
1799, 
180», 
1829, 
1886, 
1889, 
1861, 
1861, 

1861, 
1862, 
1862, 
1863, 

1863, 
1864, 

1864, 
1864, 
1865, 

1865, 
1866, 
1866, 
1866, 

1867, 


1867, 
1867, 
1868, 

1870, 


May  8th,  Practice,  198 

March  2d,  Revenue,  483, 471,  472 
March  dd,  Appeals,  199 

March  2d,  Seamen,  446 

July  4th,  Patents,     186,  853,  356 
March  3d,  Patents,  186 

March  2d,  Revenue,         471,  472 
July  13th,  Commercial  Inter- 
course, 457,  460 
August  6th,  Confiscation,  457, 462 
July  6th,  Evidence,  316,  319 

July  17th,  Confiscation,  457,  463 
March  3d,  Limitation  of  Suits, 

458,  466 
March  12th,  Confiscation,  457, 463 
June  30bb,  Internal  Revenue, 

177,  542,  543,  545 
June  30th,  Revenue,  471 

July  2d,  Evidence,  816,  319 

February  25th,  Eastern  District 
of  New  York,  455 
March  3d,  Judiciary,  204 

July  13th,  Internal  Revenue,  177 
July  18th,  Revenue,  433 

July  27th,  Removal  of  Causes, 

359,  360,  467,  468,  469 

Mflrch  2d,  Bankruptcy,  191,  193, 

196,  197,  369,  372,  374,  880.  390, 

393,  409 
March  2d,  The  Onondaga,  355 
March  2d,  The  Rebellion,  457, 463 
July  20th,  Internal  Revenue, 

176,  177 
July  8th,  Patents,   357,  476,  548, 

549 
Massachusetts. 


General  Statutes,  chap.  109, 8ec.22,65,70 

New  Jersey. 

Nixon's  Digest,   4th  ed.,  p.  571,  Me- 
chanics' Lien,  285,  286 

New  York. 

1864,  April  25th,  (chap.  885,)  Boston, 

Hartford  and  Erie  R.  R.  Co.,  415 

1  R.  S.,  65,  Boundaries  of  New  York,  47 

3  R.  S.,  2,  Counties  in  New  York,      49 


SUIT. 


See  Acnoy. 


TRADE-MARK. 

1.  Under  section  77,  Ac,  of  the  Act  of 
July   8th,    1870,   (16    I/.  8,  J^at  at 


Large,  210,  Ac.,)  the  words,  "The 
Star  Shirt,"  and  those  words  with 
the  device  of  a  six-pointed  star  used 
in  connection  therewith,  and  the  de- 
vice and  words,  "  The  *  Shirt,"  used 
as  a  trade-mark  in  connection  with 
the  manufacture  and  sale  of  men's 
and  boys'  shirts,  and  taken  by  deal- 
ers as  designating  the  shirts  made 
by  a  particular  manufacturer,  are  a 
lawful  trade-mark.   Morrison  v.  Case, 

64a 

TREATY. 
See  Jurisdiction. 

TRIAL. 
See  Practice. 

V 

VESSEL. 

See  Charter  Party. 
Collision. 
Damages. 
Jurisdiction. 
Lien. 

w 

WAR. 

1,  To  an  action  of  assumpsit  the  de- 
fendant pleaded,  (1.)  That  he  waa 
military  commander  under  the  United 
States,  at  New  Orleans,  and  martial 
law  obtained  there,  from  May  1st, 
1862,  till  December  16th,  1862; 
that,  on  September  1st,  1862,  the 
armed  forces  under  his  command 
captured  a  person  endeavoring  to 
make  his  way  from  the  enemjr's  lines, 
in  Mississippi,  to  New  Orleans ;  that 
there  were  found  concealed  on  his 
person  certain  drafts  drawn  by  per- 
sons in  Natchez,  Mississippi,  then  in 
the  occupation  of  the  enemy,  on  per- 
sons in  New  Orleans,  then  in  the 
occupation  of  the  forces  of  the  United 
States;  that  the  defendant,  in  his 
military  capacity,  and  under  the 
authority  of  the  President  and  the 
Acts  of  Congress,  captured  said 
drafts,  and  caused  the  proceeds 
thereof,  when  collected,  to  be  turned 
over  to  the  Treasury  of  the  United 
States,  and  they  had  been  credited 
to  him,  by  order  of  the  President; 
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and  that  the  causes  of  action  sued  on 
arose  ont  of  said  acts  and  doings ; 
(2.)  That  the  pretended  acts  which, 
if  tnie,  would  give  to  the  plaintiff  the 
supposed  causes  of  action  sued  on, 
were  performed  by  the  defendant,  if 
performed,  ad  a  military  officer  of  the 
United  States,  and  in  pursuance  of 
the  laws  of  the  United  States,  and 
of  the  orders  of  the  President,  and 
during  the  late  rebellion,  and  that 
said  supposed  causes  of  action  did 
not  accrue  within  two  years  next  be- 
fore the  commencement  of  the  suit, 
nor  within  two  years  after  March  Sd, 
1863 :  Held,  on  demurrer  to  the  pleas, 
that  the  pleas  were  bad.  Britton  v. 
BuOer,  457 

%  Commercial  intercourse  between  the 
State  of  Mississippi  aud  the  city  of 
New  Orleans  being  unlawful,  under 
g  6  of  the  Act  of  July  13th,  1861,  (12 
U.  8,  Stat,  at  Large,  267,)  and  the 
Proclamation  of  the  President,  of 
August  16th.  1861,  (Id.,  1262,)  the 
drafts  mentioned  in  the  first  plea 
were  illegal  and  void  instruments,  id. 

3.  The  seizure  of  the  drafts  passed  no 
title  to  the  United  States  to  the  mon- 
eys in  the  hands  of  the  drawees  in 
New  Orleans,  which  were  collected 
on  the  drafts,  the  bills  not  having 
been  accepted  before  seizure.  id. 

4.  The  monejrs  in  the  hands  of  the 
drawees  of  the  bills  were  not,  on  the 
facts  set  out  in  the  first  plea,  subject 
to  seizure.  ^d. 

45,  A  mere  declaration  of  war  does  not 
confiscate  enemy  property,  or  debts 
due  to  an  enemy,  nor  does  it  so  vest 
the  property  or  the  debts  in  the 
Government,  as  to  support  judicial 
proceedings  for  confiscation  of  the 
property  or  debts,  without  the  ex- 
pression of  the  will  of  the  Govern- 
ment, through  its  proper  department, 
to  that  effect  id. 

6.  Under  the  Constitution  of  the  United 
States,  Uie  power  of  confiscating 
enemy  property  and  debts  due  to  an 
enemy,  is  in  Congress  alone.  id. 

*l.  The  confiscation  Acts  of  August  6th, 
1861,  (12  U.  &  Stat,  at  Large,  319,) 
July  17th,  1862,  (U,  689,)  and 
March  12th,  1863,  (Id.,  820,)  aU  of] 


them  provide  for  a  seizure  only  with 
a  view  to  judicial  proceedings,      id, 

8.  None  of  the  confiscation  Acts  author- 
ize  the  confiscation  of  moneys  situ- 
ated as  the  naoneys  in  this  case  are 
alleged  by  the  said  first  plea  to  hare 
been  situated.  id. 

9.  The  possession  of  the  unaccepted 
drafts,  considered  as  captured  oocn- 
ments  constituting  the  evidence  of 
debts  due  to  an  enemy,  gave  no  right 
to  the  captors  to  take  physical  posses- 
sion of  the  moneys  of  the  drawees,  id, 

10.  The  Act  of  March  2d.  1867,  (14  IT. 
S.  Stat,  at  Large,  432,)  approving;, 
legalizing  and  making  valid  certain 
acts  and  orders  of  the  President,  or 
acts  done  by  his  authority  or  ap- 
proval, and  certain  proceedings,  acts, 
arrests  and  imprisonments,  does  not 
embrace  the  transactions  set  up  in 
said  first  plea.  id. 

11.  The  fact,  that  martial  law  obtained 
in  New  Orleans,  on  September  1st. 
1862.  does  not,  on  the  allegations  in 
said  first  plea,  make  an  order  of  the 
President  authorizing  or  approving 
the  seizure  of  said  moneys,  an  act  or 
order  of  his  respecting  martial  law, 
or  make  the  act  of  the  defendant  in 
seizing  the  moneys  an  act  of  his  re- 
specting martial  law,  within  the 
meaning  of  said  Acts.  id. 

12.  There  is  nothing  in  the  mere  enst- 
ence  of  martial  law,  which,  on  the 
facts  alleged  in  said  first  plea,  justi- 
fies the  seizure  of  said  moneya       id. 

13.  If  said  monevs  were   voluntarily 

Said  to  the  defendant,  the  fact  that 
e  received  them  as  a  military  com- 
mander, and  in  obedience  to  the 
orders  of  the  President,  and  paid 
them  into  the  Treasury,  and  that 
such  payment  has  been  approved  by 
the  President,  cannot  vary  his  liabil- 
ity for  them  to  the  plaintiff,  if  he 
would  otherwise  be  liable  for  them,  id. 

See  Life  Ixsubanck,  4  to  18. 
Limitation. 

WITNESS. 
See  Life  Insueavox,  8. 
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